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STATEMENT. 

Appellant,  Amos  T.  Knutson,  with  LeGrand  G.  Morell 
now  deceased,  filed  an  application  for  patent  and  assigned 
such  application  to  appellant,  The  Dow  Chemical  Company, 
and  such  application  became  involved  in  a  series  of  inter¬ 
ferences  in  the  Patent  Office.  The  other  parties  to  such 
interferences  were  the  other  parties  to  the  present  suits. 
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When  this  issue  was  first  set  up  by  the  Patent  Office  in 
1935,  it  was  the  subject  matter  of  a  single  interference 
No.  69,703  which  at  one  time  included  a  total  of  nine  parties. 
During  the  interlocutory  proceedings,  various  parties  filed 
various  motions  to  amend  the  issue  by  bringing  in  addi¬ 
tional  counts.  Some  of  the  parties  made  such  counts  and 
others  did  not.  This  resulted  in  the  setting  up  of  three 
additional  interferences  Nos.  75,209,  77,416,  and  78,460. 

The  Patent  Office  awarded  priority  as  to  some  of  the 
subject  matter  to  the  party  Knutson  et  al.,  and  as  to  other 
subject  matter  to  the  party  Gallsworthy  et  al.  From  such 
Patent  Office  decision,  the  party  Gallsworthy  et  al.  filed 
an  appeal  to  the  Court  of  Customs  and  Patent  Appeals,  at 
which  time  the  party  Knutson  et  al.  elected  to  have  the 
further  proceedings  under  R.  S.  4915  so  that  the  party 
Gallsworthy  et  al.  dismissed  his  appeal  to  the  Court  of 
Customs  and  Patent  Appeals  and  filed  a  Complaint  in  the 
District  Court  for  the  District  of  Columbia.  Each  of  the 
other  parties  now  remaining  in  this  controversy,  with  the 
exception  of  the  party  Cohen,  then  filed  a  Complaint  under 
R.  S.  4915  and  this  accounts  for  the  multiplicity  of  actions. 
All  of  these  causes  were  consolidated  for  purposes  of  trial 
in  the  District  Court,  and,  as  we  shall  presently  show,  the 
subject  matter  of  these  several  causes  is  so  closely  related 
that  the  only  manner  in  which  a  proper  conclusion  can  be 
reached  is  to  consider  them  in  consolidated  form. 

The  party  Cohen  did  not  file  a  Complaint  in  the  Dis¬ 
trict  Court,  but  merely  an  Answer  and  Counterclaim  to  the 
Complaints  filed  by  the  other  parties.  The  party  Knutson 
et  al.  filed  a  Motion  to  Strike  and  Dismiss  the  Counterclaim 
of  the  party  Cohen  (Joint  Appen.,  p.  41)  and  moved  to 
strike  and  dismiss  the  Counterclaim  of  the  party  Cohen  on 
the  ground  that  a  counterclaim  was  improper  under  the 
circumstances.  It  was  contended  that  if  Cohen  was  seek¬ 
ing  to  have  the  Commissioner  of  Patents  ordered  to  issue 
a  patent  to  him  by  proceedings  under  R.  S.  4915,  such  action 
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should  be  an  affirmative  action  by  way  of  a  complaint  in¬ 
stead  of  by  counterclaim  in  another  action  brought  by  an¬ 
other  party. 

The  District  Court  dismissed  this  Motion  by  Knutson 
et  al.  (Joint  Appen.,  p.  45),  whereupon  the  party  Knutson 
et  al.  filed  a  Notice  of  Intention  to  Apply  for  Allowance  of 
Special  Appeal  (Joint  Appen.,  p.  46).  However,  the  Court 
of  Appeals  for  the  District  of  Columbia  denied  such  Peti¬ 
tion  (Joint  Appen.,  p.  47).  That  question  is,  therefore,  be¬ 
fore  this  Court  for  consideration  at  this  time. 

At  the  trial  of  these  cases  before  the  District  Court, 
the  party  Knutson  et  al.  sought  to  introduce  additional 
testimony  which  was  not  presented  during  the  proceed¬ 
ings  had  in  the  Patent  Office.  The  District  Court  refused 
to  admit  such  testimony  (Joint  Appen.,  pp.  143  and  210). 
Such  refusal  is  alleged  to  have  been  in  error  and  that  point 
accordingly  becomes  one  of  the  questions  to  be  decided  by 
this  appeal. 

The  District  Court,  in  its  decision,  found  that  the 
party  Galls  worthy  et  al.  was  entitled  to  an  award  of  prior¬ 
ity  as  to  all  of  the  counts  of  certain  of  the  interferences 
(including  one  count  which  had  previously  been  awarded  by 
the  Patent  Office  to  the  party  Knutson  et  al.)  and  in  an¬ 
other  interference,  i.e.  No.  75,209,  found  that  the  party 
Cohen  was  entitled  to  an  award  of  priority  as  to  all  of  the 
counts,  whereas  the  Patent  Office  had  previously  awarded 
priority  as  to  such  counts  to  the  party  Knutson  et  al. 

As  previously  indicated,  there  are  in  all  four  different 
interferences  with  a  total  of  eleven  counts  or  claims  here 
in  issue.  Those  eleven  claims  are  all  directed  to  the  same 
subject.  They,  in  each  instance,  recite  the  combined  use 
as  a  lubricant  of  a  major  amount  of  lubricating  oil  such  as 
mineral  oil  and  a  minor  amount  of  a  chlorinated  material. 
"While  some  of  the  claims  differ  from  others  in  the  preamble, 
as  for  example  by  defining  the  lubricant  as  a  composition 
of  matter  as  per  the  counts  of  interference  No.  78,460;  by 
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defining  the  composition  as  an  extreme  pressure  lubricant 
as  in  the  counts  of  interference  No.  69,703 ;  by  referring  to  a 
method  of  lubrication  employing  the  lubricant  as  in  inter¬ 
ference  No.  77,416;  and  as  a  metal  cutting  composition  in 
interference  No.  75,209;  they  are  all  basically  directed  to 
the  same  type  of  thing,  namely,  a  lubricant  which  com¬ 
prises  a  major  proportion  of  mineral  oil  and  a  minor  pro¬ 
portion  of  a  chlorine  compound.  In  the  following  table  we 
have  listed  the  various  counts  or  claims  of  the  several  in¬ 
terferences  with  an  indication  of  the  manner  in  which  the 
chlorine  compound  is  specifically  identified  in  each  count 
or  claim : 


TABLE  1. 

Interference  No.  Count  No.  The  Chlorine  Compound 


78,460 

44 

69,703 

44 


44 


77,416 


75,209 

44 

44 


1  Chlorinated  paraffin  hydrocarbon. 

2  Chlorine  in  chemical  combination 

with  a  fluid  fraction  of  petroleum. 

1  Chlorine  in  chemical  combination 

with  non-volatile  mineral  oil. 

2  Chlorinated  mineral  lubricating: 
oil. 

3  Chlorinated  lubricating  oil. 

1  Chlorinated  mineral  oil. 

2  Chlorinated  mineral  oil. 

3  Chlorinated  mineral  oil. 

1  Chlorinated  kerosene. 

2  Chlorinated  paraffin  hydrocarbon. 

5  Chlorine  in  chemical  combination 

with  a  fluid  fraction  of  petroleum. 


Counts  2  and  5  of  interference  No.  75,209  are  identical 
in  every  respect  with  counts  1  and  2  of  interference  No. 
78,460,  except  that,  whereas  the  counts  of  interference  No. 
78,460  call  for  “a  composition  of  matter,”  counts  2  and  5 
of  interference  No.  75,209  refer  to  such  composition  of 
matter  as  “a  metal  cutting  composition.” 

During  the  interlocutory  proceedings  in  the  Patent 
Office  in  interference  No.  69,703,  the  party  Gallsworthy  et 
al.  filed  a  Motion  to  Amend  (Joint  Appen.,  pp.  476  and  479) 
in  which  it  was  moved  to  set  up  another  interference  on 
certain  proposed  counts,  one  of  which  identified  the  chlorine 
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compound  as  chlorinated  paraffin  wax.  That  motion  was 
denied  (Joint  Appen.,  p.  483)  on  the  ground  that  such 
claim  was  unpatentable  over  the  disclosure  of  a  certain 
Lincoln  et  al.  patent  No.  1,945,615  (Joint  Appen.,  p.  488). 
The  effective  date  of  the  Lincoln  patent  (Joint  Appen.,  pp. 
633  and  634),  i.e.  its  filing  date,  is  July  14,  1932  which  is 
prior  to  the  filing  date  of  the  application  of  each  and  every 
party  in  this  controversy. 

From  that  decision,  holding  unpatentable  a  claim  which 
identified  the  chlorine  compound  as  chlorinated  paraffin 
wax,  there  was  no  appeal  by  any  of  the  parties  then  in  the 
interference.  Knutson  et  al.  was  not  then  a  party  to  the 
interference  in  which  that  decision  was  rendered.  None  of 
the  parties  appealed  that  decision.  They  are,  therefore, 
estopped  to  assert  that  the  Lincoln  patent  is  not  prior  art 
against  them.  The  party  Knutson  et  al.,  whose  application 
was  not  then  involved  in  said  interference  No.  69,703,  and 
prior  to  his  being  involved  in  the  interference,  removed  the 
Lincoln  patent  as  a  reference  by  an  affidavit  under  Rule  75 
(Knutson  et  al.  Exhibit  No.  118). 

The  dates  on  which  the  several  parties  now  remain¬ 
ing  in  this  controversy  filed  their  patent  applications  are 
given  in  the  following  table : 

TABLE  2. 

Gallsworthy  Dec.  9,  1932 

Henriksen  May  26,  1933 

Cohen  July  28,  1933 

Knutson  et  al.  July  2,  1934 

Gallsworthy  took  no  testimony  and  is  relying  entirely 
on  the  constructive  reduction  to  practice  effected  by  the 
filing  of  his  application. 

Henriksen,  it  is  understood,  is  not  taking  an  active 
part  in  this  appeal.  While  testimony  was  taken  on  his 
behalf,  he  has  not  been  given  the  benefit  of  any  date  prior 
to  the  filing  of  his  application. 

Cohen’s  testimony  is  to  the  effect  that  on  November 
10,  1931  Dr.  Mougey,  of  the  General  Motors  Corporation, 
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published  an  article  in  the  “National  Petroleum  News’ ’ 
on  the  use  of  certain  extreme  pressure  addition  agents  in 
lubricants.  Two  of  the  extreme  pressure  addition  agents 
referred  to  by  Mougey  were  carbon  tetrachloride  and  di- 
chlor  ethyl  ether.  After  reading  Mougey ’s  article,  Cohen 
alleges  that  he  made  a  blend  of  mineral  oil  and  a  product  he 
was  then  selling  under  the  trade  name  Paroil  which  is 
alleged  to  be  chlorinated  paraffin  wax.  He  merely  mixed 
the  Paroil  and  mineral  oil  and  determined  that  the  Paroil 
was  soluble  in  the  oil.  No  tests  were  made,  but  he  began 
corresponding  with  oil  companies  to  arrange  for  such  tests. 

Knutson  et  al.  took  extensive  testimony  which  in  sub¬ 
stance  shows  that  in  August  of  1931  he  began  an  Edisonian 
type  research  in  the  laboratories  of  The  Dow  Chemical 
Company  to  determine  what  materials  he  had  available  in 
his  laboratory  might  be  shown  to  be  useful  as  lubricant 
additives. 

The  important  events  which  took  place  and  upon 
which  the  decision  in  this  case  must  rest  are  shown  in  the 
following  table: 


Joint  Appen. 
Page  No. 

587 

635 

639 


328 


TABLE  3. 

Chronology  of  Principal  Events. 

Date  Event 

8-22-31  Knutson  et  al.  began  his  Edisonian  type 
research. 

8-31-31  Knutson  et  al.  ran  four  tests  on  lubri¬ 
cating  oil  blends  containing  various 
concentrations  of  chlorinated  kerosene- 
like  hydrocarbons. 

11- 10-31  Mougey  published  his  article  in  the 

“National  Petroleum  News”  explain¬ 
ing  his  theory  of  extreme  pressure 
lubricants  and  mentioned  carbon  tetra¬ 
chloride  and  dichlor  ethyl  ether. 

12- 28-31  Cohen  began  correspondence  with  the 

Pennsylvania  Oil  Products  Refining 
Company  seeking  to  have  tests  run  on 
his  blend  of  mineral  oil  and  Paroil. 
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Joint  Appen. 

Page  No.  Date  Event 

633  7-14-32  Lincoln  et  al.  application  on  which 

patent  No.  1,945,615  is  based  was  filed 
disclosing  lubricating  compositions  con¬ 
taining  chlorinated  paraffin  wax. 

657  8-4-32  Knutson  et  al.  placed  a  lubricant  con¬ 

taining  polychlor  propane  in  a  mail  car 
which  operated  within  the  plant  of  The 
Dow  Chemical  Company.  The  car  was 
run  for  580  miles  and  the  test  com¬ 
pleted  on  8-4-32. 

335  8-8-32  Cohen  wrote  a  further  letter  to  the 

Pennsylvania  Oil  Products  Refining 
Company  which  concluded  with  the 
sentence,  “Perhaps  this  suggestion  is 
out  of  line  and  through  your  connec¬ 
tions  in  the  industry  you  may  know 
where  it  is  possible  to  obtain  a  satisfac¬ 
tory  test  of  my  idea.” 

637  11-18-32  Knutson  et  al.  ran  a  drilling  test  on 

a  cutting  oil  containing  1%  polychlor 
propane. 

274  12-9-32  Gallsworthy  filed  his  application  which 

discloses  two  blends  respectively  con¬ 
taining  chlorinated  mineral  oil  and 
chlorinated  paraffin  wax.  The  only 
data  on  the  properties  of  such  blends 
were  (a)  gravity,  (b)  viscosity,  (c) 
pour  point,  (d)  per  cent  chlorine,  and, 
with  regard  to  the  blend  containing 
chlorinated  mineral  oil,  the  further 
property  of  film  strength  on  the  Timken 
lubricant  tester. 

586  12-31-32  Completion  of  The  Dow  Chemical  Com¬ 

pany  report  No.  1311  giving  the  sum¬ 
mary  of  the  work  done  by  Knutson 
et  al.  since  8-22-31  in  testing  a  total  of 
387  lubricant  additives. 

580  2-10-33  Completion  of  The  Dow  Chemical  Com¬ 

pany  report  No.  1128  on  the  work  done 
by  Knutson  et  al.  since  7-27-32  on  a 
number  of  cutting  oils. 

584  2-21-33  Completion  of  The  Dow  Chemical  Com¬ 

pany  report  No.  1137  on  the  subject 
“Polychlor  Propane  in  Cutting  Oil,” 
which  report  begins  with  the  following 
sentence:  “The  presence  of  polychlor 
propane  in  cutting  fluids  is  desirable.” 
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5-24-33  Completion  of  The  Dow  Chemical  Com¬ 
pany  report  No.  1187  giving  the  results 
of  cutting  tests  using  as  addition  agents 
nineteen  different  Dow  products  tested 
since  2-22-33. 

7-28-33  Cohen  filed  his  application  merely  sug¬ 
gesting  the  desirability  of  using,  as 
lubricant  additives,  chlorinated  paraffin 
wax  and  chlorinated  kerosene.  The  ap¬ 
plication  gave  no  single  example  of  a 
finished  composition  as  by  specific  per¬ 
centages  of  mineral  oil  and  additive, 
and  no  data  of  any  of  the  properties 
and  performance  characteristics  of  the 
composition. 

7-2-34  Knutson  et  al.  filed  their  application 
giving  extensive  data  (Knutson  et  al. 
Exhibit  No.  118)  with  regard  to  specific 
compositions,  their  properties,  and  per¬ 
formance. 


CONTENTIONS  BY  KNUTSON  ET  AL. 

The  party  Knutson  et  al.  contends: 

1.  The  Lincoln  et  al.  patent  No.  1,945,615  is  a  refer¬ 
ence  against  each  and  every  count  here  in  issue.  It  has  been 
admitted  by  each  party  to  be  a  reference  against  count  1 
of  interference  No.  78,460.  No  data  has  been  made  of  rec¬ 
ord  which  would  patentably  distinguish  any  of  the  com¬ 
pounds  of  the  narrower  counts  over  the  disclosure  of  the 
Lincoln  et  al.  patent. 

2.  Knutson  et  al.  is  the  only  party  who  has  established 
invention  of  any  of  the  issue  counts  prior  to  the  effective 
date  of  the  Lincoln  et  al.  patent. 

3.  Each  of  the  parties,  except  Knutson  et  al.,  is  es¬ 
topped  to  contend  that  count  1  of  interference  No.  78,460  is 
patentable  to  him. 

4.  Counts  2  and  5  of  interference  No.  75,209  are  un¬ 
patentable  over  counts  1  and  2  of  interference  No.  78,460 
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because  they  differ  therefrom  merely  in  reciting  a  specific 
type  of  lubricant  use. 

5.  Count  1  of  interference  No.  75,209  is  unpatent¬ 
able  over  any  of  the  counts  of  interferences  Nos.  69,703  and 
77,416  because  kerosene  is  a  mineral  oil. 

6.  Cohen  is  estopped  to  take  a  patent  on  count  1  of 
interference  No.  75,209  because  he  has  been  adjudged  not 
to  be  the  first  inventor  of  any  of  the  counts  of  interference 
No.  69,703  and  he  is  no  longer  asserting  that  he  is  the  first 
inventor  of  such  subject  matter. 

PROPOSITIONS  OF  LAW  RELIED  UPON. 

1.  In  proceedings  under  R.  S.  4915,  the  Court  is  re¬ 
quired  to  determine  the  question  of  invention  from  the 
record. 

Hill  v.  Wooster,  132  U.  S.  693; 

Radtke  Patents  Corp.  v.  Coe,  122  F.  (2d)  937. 

2.  Proceedings  under  R.  S.  4915  shall  be  without 
prejudice  to  the  right  of  the  parties  to  take  further  testi¬ 
mony  and  it  was,  therefore,  error  on  the  part  of  the  Trial 
Court  to  exclude  the  additional  testimony  offered  on  behalf 
of  the  party  Knutson  et  al. 

Revised  Statutes,  Section  4915 ; 

Minnesota  Mining  <&  Mfg.  Co.,  155  F.  (2d)  746; 

Butterworth  v.  Hoe,  112  U.  S.  50,  28  L.  Ed.  656; 

Wright  v.  Range,  31  F.  Supp.  844; 

Sinco  Tool  &  Mfg.  Co.  v.  The  Automatic  Devices 
Corp.,  136  F.  (2d)  186. 

3.  It  is  well  understood  by  chemists  that  members  of 
a  homologous  series  of  chemical  compounds  possess  the 
same  principal  characteristics ;  that  generally  the  chemical 
and  physical  properties  of  the  individual  members  vary 
gradually  from  member  to  member;  and  that  knowledge 
of  the  properties  and  chemical  behavior  of  one  of  the 
members  of  the  series  suggests  to  the  chemist  the  properties 
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a/nd  behavior  of  the  other  members  of  the  series.  Each 
count  in  issue  which  is  directed  to  a  species  of  a  petroleum 
fraction  different  from  the  chlorinated  paraffin  wax  dis¬ 
closed  in  the  Lincoln  et  al.  patent  is,  therefore,  unpatent¬ 
able  over  the  Lincoln  et  al.  patent. 

In  re  Hass  et  al.,  141  F.  (2d)  122. 

4.  Claims  to  different  embodiments  treated  by  the 
specification  as  equivalents  are  anticipated  by  prior  art 
which  anticipates  either  embodiment.  Thus,  where  Galls- 
worthy  made  mineral  oil  and  paraffin  wax  equivalents,  the 
Lincoln  et  al.  patent,  which  is  prior  art  as  to  paraffin  wax, 
is  anticipatory  of  the  other  embodiment,  mineral  oil. 

Warner  Brothers  Co.  v.  American  Lady  Corset  Co., 
136  F.  (2d)  93. 

5.  The  broad  claim  to  the  use  of  a  substance  for  a 
particular  purpose  is  anticipated  by  a  disclosure  that  it 
was  relatively  ineffective  for  that  purpose.  Thus,  the 
Lincoln  et  al.  patent,  while  claiming  a  material  different 
than  chlorinated  paraffin  wax  as  an  improvement  thereon, 
is,  nevertheless,  an  anticipation  of  chlorinated  paraffin  wax. 

In  re  Smith,  148  F.  (2d)  351. 

6.  An  incidental  disclosure  which  is  not  claimed  in  a 
patent  is,  nevertheless,  anticipatory. 

Sherman  et  al.  v.  United  Autographic  Register  Co., 
139  F.  (2d)  185. 

7.  Composition  of  matter  claims  which  merely  define 
the  invention  as  a  new  use  of  the  defined  composition  are 
not  patentable. 

In  re  Thuau,  135  F.  (2d)  344. 

8.  A  party  to  an  interference  who  has  failed  to  take 
an  interlocutory  appeal  from  a  decision  holding  a  claim 
unpatentable  to  him  is  estopped  to  later  assert  such  claim. 

In  re  Lyon,  86  F.  (2d)  824. 
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9.  The  word  “fluid”  is  a  broad  term  which  includes 
gaseous  substances  as  well  as  substances  normally  of  the 
consistency  of  vaseline  or  jelly. 

Ex  parte  Drake ,  14  U.  S.  P.  Q.  230; 

Metropolitan  Device  Corp.  v.  Cleveland  E.  Illuminat¬ 
ing  Co.,  36  F.  (2d)  477. 

ARGUMENT. 

THE  REASON  WHY  THE  PRESENT  ACTION  IS  BROUGHT 
UNDER  R.  S.  4915  INSTEAD  OF  PROCEEDING  BEFORE 
THE  COURT  OF  CUSTOMS  AND  PATENT  APPEALS. 

As  we  shall  presently  show,  the  issues  here  involved 
for  determination  are  more  than  the  sole  issue  of  priority 
in  the  restricted  sense  in  which  that  term  is  used  by  the 
Patent  Office  and  the  Court  of  Customs  and  Patent  Appeals. 
Included  among  the  issues  here  for  determination  are 
matters  such  as  the  patentability  of  particular  claims;  the 
right  of  a  party  to  make  such  claims,  etc.  Had  these  pres¬ 
ent  proceedings  been  carried  up  by  way  of  an  appeal  to 
the  Court  of  Customs  and  Patent  Appeals,  the  only  question 
which  would  have  been  decided  by  that  Court  would  have 
been  the  single  question  of  priority,  i.e.  a  determination  as 
to  which  party  was  first  to  complete  the  invention  defined 
by  the  several  counts.  The  Court  of  Customs  and  Patent 
Appeals  would  not  have  considered  the  right  of  any  party 
to  make  any  particular  count  nor  the  patentability  of  such 
count  since  it  was  held  by  the  Court  of  Customs  and  Patent 
Appeals  in  the  case  of  In  re  Scheinman  v.  Zalkind,  46  U.  S. 
P.  Q.  141 : 

“That  the  count  is  invalid  and  not  patentable  is  not 
a  matter  with  which  the  Court  of  Customs  and  Patent 
Appeals  is  concerned  in  an  interference  appeal  but  is 
for  ex  parte  consideration  in  the  Patent  Office.” 

That  case  was  decided  in  1940.  In  the  very  recent  case 
of  Mantz  v.  Jackson,  60  U.  S.  P.  Q.  329,  decided  in  1944,  the 
Court  of  Customs  and  Patent  Appeals  in  an  interference 


12 

appeal  had  presented  to  it  the  question  of  patentability, 
and  stated : 

i  * 1  We  cannot  consider  this  question  for  two  reasons. 

First,  questions  of  patentability  are  matters  for  ex 
parte  consideration  in  the  Patent  Office  and  are  not 
ancillary  to  priority.  Brogden  v.  Slater ,  17  C.  C.  P.  A. 
(Patents)  1240,  40  F.  2d  988,  5  U.  S.  P.  Q.  145 ;  Dreyfus 
v.  LUienfeld,  18  C.  C.  P.  A.  (Patents)  1539,  49  F.  2d 
1062,  9  U.  S.  P.  Q.  522;  Herthel  et  ad.  v.  Dubbs,  20 
C.  C.  P.  A.  (Patents)  1128,  65  F.  2d  138, 17  U.  S.  P.  Q. 
476;  Hess  v.  Dreyfus,  26  C.  C.  P.  A.  (Patents)  1407, 
104  F.  2d  801,  42  U.  S.  P.  Q.  142;  and  Schevnmm  v. 
Zalkind,  27  C.  C.  P.  A.  (Patents)  1354,  112  F.  2d  1017, 
46  U.  S.  P.  Q.  141.” 

Since  the  issues  presented  by  the  several  cases  here 
under  consideration  cannot  be  resolved  by  a  mere  con¬ 
sideration  of  the  question  of  priority,  the  only  possible 
proceedings  which  would  lead  to  a  full  and  proper  con¬ 
clusion  on  all  of  the  issues  was  by  way  of  proceedings  under 
R.  S.  4915. 


QUESTIONS  OP  PATENTABILITY  AND  THE  RIGHT  OF 
PARTIES  TO  MAKE  COUNTS  ARE  PROPERLY  AN  ISSUE 
IN  PROCEEDINGS  UNDER  R.  S.  4915. 

The  now  famous  case  of  Hill  v.  Wooster,  132  U.  S. 
693  was  a  suit  like  the  present  one,  i.e.  an  interference 
proceedings  had  been  decided  by  the  Patent  Office  and  the 
losing  party  then  proceeded  under  R.  S.  4915.  In  Hill  v. 
Wooster,  the  Supreme  Court  said: 

“The  provision  of  section  4915  is  that  the  circuit 
court  may  adjudge  that  the  applicant  ‘is  entitled, 
according  to  law,  to  receive  a  patent  for  his  invention, 
as  specified  in  his  claim,  or  for  any  part  thereof,  as 
the  facts  in  the  case  may  appear’;  and  that,  if  the  ad¬ 
judication  is  in  favor  of  the  right  of  the  applicant,  it 
shall  authorize  the  commissioner  to  issue  the  patent. 
It  necessarily  follows  that  no  adjudication  can  be 
made  in  favor  of  the  applicant,  unless  the  alleged 
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invention  for  which  a  patent  is  sought  is  a  patentable 
invention.  The  litigation  between  the  parties  on  this 
bill  cannot  be  concluded  by  solely  determining  an  issue 
as  to  which  of  them  in  fact  first  made  a  cabinet  cream¬ 
ery.  A  determination  of  that  issue  alone,  in  favor  of 
the  applicant,  carrying  with  it,  as  it  does,  authority  to 
the  commissioner  to  issue  a  patent  to  him  for  the 
claims  in  interference,  would  necessarily  give  the 
sanction  of  the  court  to  the  patentability  of  the  in¬ 
vention  involved.  ’  ’ 

‘‘The  parties  to  the  present  suit  appear  to  have 
been  willing  to  ignore  the  question  as  to  patentability 
in  the  present  case,  and  to  have  litigated  merely  the 
question  of  priority  of  invention,  on  the  assumption 
that  the  invention  was  patentable.  But  neither  the 
circuit  court  nor  this  court  can  overlook  the  question 
of  patentability.  The  bill  claims  a  patent  for  what  it 
alleges  was  invented  by  Wooster  as  a  patentable  in¬ 
vention;  and  the  answer  of  the  defendants  is  founded 
upon  the  view  that  Hill  &  Prentice  were  the  first  in¬ 
ventors  of  the  improvements  covered  by  the  four  claims 
in  question,  as  patentable  inventions.” 

The  doctrine  of  Hill  v.  Wooster  was  reaffirmed  by  the 
Supreme  Court  in  a  decision  dated  April  30,  1945,  the 
Hoover  Co.  v.  Coe,  65  U.  S.  P.  Q.  180.  The  Court  of  Appeals 
for  the  District  of  Columbia  in  the  well-known  case  of 
Radtke  Patents  Corp.  v.  Coe,  122  F.  (2d)  937  stated: 

“Each  of  the  parties,  it  is  true,  apparently  assumed 
that  the  issue  of  invention  had  been  settled  and  that 
only  the  question  of  priority  would  be  considered. 
*  *  *  As  previously  indicated,  this  Court  cannot  be 
guided  by  the  assumption  upon  which  the  parties  seem 
to  have  relied.  Instead,  it  is  required  to  determine 
the  question  of  invention  from  the  record.” 

In  the  present  actions,  therefore,  this  Court  has  before 
it  not  only  the  bare  question  of  determining  who  was  the 
first  to  do  a  particular  act,  i.e.  the  question  of  priority,  but 
also  the  broader  and  equally  important  question  as  to 
whether,  entirely  aside  from  the  question  of  priority,  the 
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several  counts  can  be  taken  as  valid  claims  in  an  issued 
patent  by  the  parties  seeking  to  take  such  claims.  In  this 
broad  consideration  which  the  Court  is  required  to  give  to 
the  issues  of  causes  such  as  those  here  involved,  the  Court 
must,  therefore,  consider  also  whether,  of  the  many  inter¬ 
ference  counts  or  claims  before  it,  all  are  patentably  dis¬ 
tinct  from  each  other.  If  the  Court  should  find  two  claims 
of  identical  scope,  it  is  the  duty  of  the  Court  to  hold  that 
only  one  of  such  duplicate  claims  may  be  maintained. 

Since  the  Court  is  thus  required  to  look  at  all  of  the 
phases  of  the  case,  it  is  believed  that  the  issue  of  patent¬ 
ability  is  paramount.  It  is  needless  to  enter  into  a  detailed 
consideration  of  the  question  of  priority  as  to  a  count  which 
is,  on  its  face,  not  patentable,  or  more  specifically,  it  is 
needless  to  consider  the  question  of  priority  as  affecting  a 
particular  party  unless  it  is  clear  from  the  record  that  such 
party  can  take  a  valid  patent  containing  the  claim  or  count 
under  consideration.  In  this  connection,  it  should  be  kept  in 
mind  that  even  though  a  particular  party  may  be  able  to 
prevail  on  the  question  of  priority  as  to  a  particular  count, 
nevertheless  there  may  be  other  considerations  which  pre¬ 
clude  such  party  from  taking  a  valid  patent  containing 
such  count. 

ASIDE  FROM  THE  QUESTION  OF  PRIORITY,  CAN  THE 

SEVERAL  PARTIES  TAKE  A  VALID  PATENT  CONTAIN¬ 
ING  THE  SEVERAL  COUNTS. 

By  having  reference  to  Table  1,  in  the  first  section  of 
this  brief  in  which  the  eleven  separate  counts  are  identified 
by  having  reference  to  the  addition  agents  which  character¬ 
ize  each  count,  we  shall  now  give  consideration  to  the 
question  as  to  whether  there  is  any  reason  why  any  party 
may  not  take  a  patent  on  any  of  such  counts,  aside  from 
the  question  of  priority. 

In  the  first  place,  we  must  consider  the  patentable 
distinction  between  the  several  counts.  This  is  important 
since,  if  a  party  should  be  adjudged  to  be  not  the  first  in- 
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ventor  of  a  particular  count,  then  he  cannot  take  a  patent 
containing  a  second  count  not  patentably  distinct  from 
the  first,  although  as  to  such  second  count  he  may  be  able 
to  show  priority. 

The  Counts  of  Interference  No.  75,209  Are  Not  Patentably 
Distinct  from  the  Counts  of  Interference  No.  78,460. 

It  will  be  observed  that  counts  1  and  2  of  interference 
No.  78,460  are  verbatim  copies  of  counts  2  and  5  of  inter¬ 
ference  No.  75,209,  excepting  that  the  latter  counts  identify 
the  subject  as  “a  metal  cutting  composition”  instead  of 
broadly  “a  composition  of  matter”  as  in  interference  No. 

78.460.  Since  the  declaration  of  these  interferences  there 
lias  been  a  clarifying  decision  on  the  question  of  “use” 
claims.  It  will  be  noted  that  counts  2  and  5  of  interference 
No.  75,209  are  directed  to  the  “metal  cutting”  use  of  the 
compositions  of  interference  No.  78,460.  The  Court  of 
Customs  and  Patent  Appeals,  in  the  case  of  In  re  Tlmau, 
57  U.  S.  P.  Q.  324,  decided  April  5, 1943,  held: 

“But  a  new  use  of  an  old  thing  or  an  old  process, 
quite  unchanged,  can  under  no  circumstances  be  pat¬ 
entable;  not  because  it  may  not  take  as  much  inven¬ 
tiveness  to  discover  it,  as  though  some  trivial  change 
■were  necessary,  but  because  the  statute  allows  patents 
only  for  a  new  ‘art,  machine,  manufacture  or  com¬ 
position  of  matter’  section  31,  title  35,  U.  S.  Code 
(35  U.  S.  C.  A.  Sec.  31).  The  test  is  objective;  mere 
discovery  will  not  do.” 

The  Court  in  the  present  cases  should,  therefore,  hold 
that  counts  2  and  5  of  interference  No.  75,209  are  not  pat¬ 
entably  distinct  from  counts  1  and  2  of  interference  No. 

78.460,  or  at  most  that  no  party  should  be  permitted  to  take 
a  patent  containing  counts  2  and  5  of  interference  No. 
75,209  unless  he  can  show  priority  of  the  generic  counts 
1  and  2  of  interference  No.  78,460. 

With  regard  to  count  1  of  interference  No.  75,209,  the 
only  difference  between  it  and  the  remaining  counts  is  in 
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the  identification  of  the  addition  agent.  Count  1  identifies 
such  agent  as  chlorinated  kerosene  and  count  5  as  a  chlori¬ 
nated  fluid  fraction  of  petroleum.  There  can  be  no  question 
as  to  kerosene  being  a  fluid  fraction  of  petroleum.  Inas¬ 
much  as  the  record  contains  no  data  on  the  superiority  of 
chlorinated  kerosene  over  other  chlorinated  fluid  fractions 
of  petroleum,  the  Court  should  hold  that  count  1  of  inter¬ 
ference  No.  75,209  is  unpatentable  over  either  count  5  of 
said  interference  or  count  2  of  interference  No.  78,460. 

It  has  been  contended  on  behalf  of  the  party  Galls¬ 
worthy  that  the  term  “fluid  fraction  of  petroleum”  as  used 
in  count  2  of  interference  No.  78,460  is  restricted  to 
“liquid”  fractions  of  petroleum.  It  was  so  contended  by 
the  party  Gallsworthy  in  his  “Memorandum  for  Galls- 
worthy  in  Opposition  to  Morell  et  al.  Petition  for  Recon¬ 
sideration”  bearing  attorneys’  date  of  March  9,  1943  and 
of  record  in  interference  No.  78,460,  Knutson  et  al.  Ex¬ 
hibit  No.  115.  “Petroleum”  is  defined  by  Webster's  New 
International  Dictionary,  Second  Edition,  as : 

“An  oily,  inflammable  liquid,  almost  colorless  to 
black,  but  usually  of  a  dark-brown  or  greenish  hue, 
existing  at  many  places  in  the  upper  strata  of  the 
earth.” 

A  mineral  oil  is,  therefore,  petroleum.  If  count  2  of 
interference  No.  78,460  is  to  be  given  the  restricted  inter¬ 
pretation  contended  for  by  Gallsworthy,  then  that  count 
would  read  in  effect — chlorine  in  chemical  combination  with 
mineral  oil — .  Given  that  interpretation  there  is  then  no 
patentable  distinction  between  count  2  of  interference  No. 
78,460  and  count  2  of  interference  No.  69,703  and  all  three 
counts  of  interference  No.  77,416. 

The  testimony  of  Dr.  Brooks  on  pages  144  to  147  of  the 
Joint  Appendix  conclusively  shows  that  in  ordinary  termi¬ 
nology  and  to  those  skilled  in  the  art  the  term  “fluid  fraction 
of  petroleum”  includes  not  only  liquids  but  also  the  lighter 
or  gaseous  hydrocarbons.  While  the  trial  Court  ruled  that 
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such  evidence  was  not  admissible  since  it  should  have  been 
produced  during  the  Patent  Office  proceedings,  nevertheless 
such  testimony  is  merely  corroborative  of  data  which  was 
before  the  Patent  Office  and  referred  to  in  the  paper  in 
interference  No.  78,460  captioned  “Supplemental  Memo¬ 
randum  in  Support  of  Morell  et  aPs.  Petition  for  Recon¬ 
sideration”  bearing  attorneys’  date  of  March  16,  1943 
where,  on  page  2,  of  that  memorandum  reference  is  made 
to  the  book  “A  Handbook  of  Petroleum,  Asphalt,  and 
Natural  Gas”  where  on  page  202,  a  copy  of  which  is  at¬ 
tached  hereto  and  marked  Appendix  A,  the  gaseous  hydro¬ 
carbons  are  indicated  as  constituents  of  and  therefore 
properly  identified  as  “fractions”  of  petroleum. 

With  the  foregoing  preliminary  consideration  of  the 
several  counts  involved  in  the  issues  here  for  determination, 
we  come  now  to  a  consideration  of  the  more  specific 
question  as  to  whether  there  is  any  record  reason  why  any 
of  the  parties  cannot  take  a  valid  patent  including  any  of 
the  counts.  That  question,  when  applied  to  each  party’s 
right  to  each  count,  is  divided  into  two  parts,  viz : 

(a)  Is  there  basis  in  the  patent  application  for  the 
count;  and 

(b)  Is  there  any  prior  art  of  record  which  is  an 
effective  bar. 

Aside  from  the  Question  of  Priority  axe  there  any  Bars 

Against  Knutson  et  al.  Taking  any  of  the  Claims  in  a 

Valid  Patent. 

The  Knutson  et  al.  application  has  a  full  basis  for  all 
of  the  claims  in  that  in  the  table  which  comprises  page  6  of 
the  specification,  and  elsewhere  throughout  the  body  of  the 
specification,  there  are  given  a  number  of  examples  of 
chlorinated  materials  which  comprise  representative  spe¬ 
cies  of  all  of  the  interference  counts.  Moreover  in  the 
specification  there  are  a  number  of  references  to  the  generic 
terms  such  as  those  used  in  the  broader  of  the  interference 
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counts.  There  has  never  been  any  contention  that  the 
Knutson  et  al.  application  does  not  support  any  of  the 
counts.  Knutson  et  al.  has  shown  an  actual  reduction  to 
practice  as  of  August  4,  1932,  on  the  basis  of  which  the 
party  Morell  et  al.  was  awarded  priority  as  to  count  1  of 
interference  No.  78,460.  That  reduction  to  practice  is 
earlier  than  any  art  of  record  applicable  to  any  of  the 
counts. 

Aside  from  the  question  of  priority,  there  is,  therefore, 
no  bar  against  the  party  Knutson  et  al.  taking  in  a  valid 
patent  each  of  the  counts  in  issue. 

Aside  from  the  Question  of  Priority  Are  There  any  Baxs 
Against  Cohen  Taking  any  of  the  Claims  in  a  Valid 
Patent. 

The  Cohen  application  apparently  has  a  sufficiently 
broad  disclosure  to  provide  support  for  each  of  the  inter¬ 
ference  counts. 

The  Cohen  application  includes  chlorinated  paraffin 
wax  as  one  of  the  usable  addition  agents.  The  following 
quotation  from  the  brief  on  behalf  of  the  party  Galls- 
worthv  at  final  hearing  (here  in  evidence  as  Knutson  et  al. 
Exhibit  119)  gives  a  true  recital  of  certain  of  the  inter¬ 
locutory  proceedings  in  the  Patent  Office  which  are  per¬ 
tinent  to  Cohen’s  right  to  take  at  least  certain  of  the 
counts : 

“The  party  Cohen  had  at  least  one  initial  claim 
(claim  11)  directed  to  a  lubricant  comprising  lubri¬ 
cating  oil  mixed  with  chlorinated  paraffin  wax.  In 
Interference  No.  69,703  the  party  Gallswortliv,  in  his 
Motion  to  Amend  under  Rule  109,  moved  to  set  up 
another  interference  with  the  parties  Cohen  and  Valen¬ 
tine  on  proposed  counts  F  and  G,  calling  respectively 
for  lubricating  oil  containing  halogenated  hydrocarbon 
wax  and  chlorinated  paraffin  wax.  Subsequently  the 
party  Prutton  was  added  to  the  interference  and  by 
the  Office  Letter  of  May  8,  1936  a  new  motion  period 
was  set.  The  party  Gallsworthv  then  filed  a  substi- 
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tute  Motion  to  Amend  in  which  he  again  proposed  the 
same  counts,  Counts  E  and  F,  for  a  separate  inter¬ 
ference  with  Cohen,  Valentine  and  Prutton.  This 
motion,  together  with  motions  by  Henrikson,  et  al., 
Prutton  and  Merrill,  were  set  for  hearing  before  the 
Primary  Examiner  and  the  hearing  was  had  in  due 
course.  The  party  Cohen  filed  no  brief.  The  Ex¬ 
aminer  in  his  decision  dated  September  4,  1936  denied 
Gallsworthy’s  motion,  stating  with  respect  to  the  pro¬ 
posed  counts  E  and  F : 

‘These  are  obviously  unpatentable  over  Lincoln, 
et  al.  patent  No.  1,945,615,  which  shows  1%  chlori¬ 
nated  hydrocarbon  wax  added  to  lubricating  oiL’ 

The  Primary  Examiner  also  denied  Merrill’s  Motion 
to  Dissolve  and  to  Add  Counts,  and  that  party  took  an 
appeal  to  the  Board  of  Appeals.  No  appeal  was  taken 
by  any  other  party  and  all  acquiesced  in  the  decision  of 
the  Primary  Examiner  with  reference  to  Gallsworthy’s 
proposed  counts  E  and  F.  By  reference  to  the  Lincoln, 
et  al.  patent,  having  a  filing  date  of  July  14,  1932,  it 
will  be  observed  that  the  Examiner  was  entirely  cor¬ 
rect,  inasmuch  as  the  patentees  clearly  disclosed  hydro¬ 
carbon  lubricating  oil  plus  1%  chlorinated  wax,  and  the 
wax  referred  to  in  the  specification  was  described  as  a 
hydrocarbon  wax  with  a  melting  point  of  about  130° F., 
which  of  course  is  a  paraffin  wax. 

“By  his  conduct  in  failing  to  appeal  from  the  Ex¬ 
aminer’s  decision  holding  Gallsworthy’s  proposed 
counts  E  and  F  to  be  unpatentable  over  the  Lincoln, 
et  al.  patent,  the  party  Cohen  is  forever  estopped  from 
asserting  that  the  subject  matter  of  those  counts  is 
patentable,  and  by  the  same  token  he  is  estopped  tq 
rely  upon  any  activity  relating  to  the  use  of  chlori¬ 
nated  paraffin  wax  as  an  additive  in  establishing  prior¬ 
ity  of  invention  in  these  interferences.  ’  ’ 

The  Lincoln  et  al.  patent  No.  1,945,615  is  here  in  evi¬ 
dence  as  Knutson  et  al.  Exhibit  113,  Joint  Appendix  pp. 
633-4.  | 

The  Cohen  application  on  page  4  contains  the  follow¬ 
ing  statement: 
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“For  this  purpose  a  great  variety  of  hydrocarbons 
ranging  from  crude  petroleum  to  the  lighter  fractions, 
and  in  particular  those  of  the  paraffin  series,  such  as 
kerosene,  fuel  oil  and  paraffin  wax,  have  been  found 
to  be  suitable.  •  •  •  However,  I  prefer  the  aliphatic 
hydrocarbons  of  the  paraffin  series,  having  not  less 
than  10  nor  more  than  27  carbon  atoms  and  boiling 
between  150°  C.  and  250°  C.,  the  chlorination  of  which 
gives  substitution  products.  One  of  my  preferred 
hydrocarbons  is  paraffin  wax  melting  between  49 °C. 
and  540C.,, 

Cohen,  therefore,  very  properly  classes  chlorinated 
paraffin  wax  as  a  chlorinated  paraffin  hydrocarbon,  the 
addition  agent  identified  in  count  1  of  interference  No. 
78,460  and  count  2  of  interference  No.  75,209.  For  the 
reasons  fully  explained  in  the  previously  quoted  portion 
of  Gallsworthy’s  brief  at  final  hearing,  the  Lincoln  et  aJ. 
patent  No.  1,945,615  is  prior  art  as  to  Cohen.  Cohen, 
therefore,  may  not  take  a  claim  in  a  patent  which  includes 
within  its  scope  chlorinated  paraffin  wax. 

In  the  case  of  In  re  Kaase  and  Waltmann,  60  U.  S.  P. 
Q.  565,  the  Court  of  Customs  and  Patent  Appeals  held 
under  similar  circumstances  that  an  applicant  who  has 
lost  an  interference  as  to  certain  subject  matter  may  not 
later  recapture  what  was  thus  lost  by  taking  a  claim  which 
dominates  what  was  thus  lost.  In  the  present  case,  the 
Lincoln  patent  is  prior  art  as. to  Cohen  and,  for  the  reasons 
pointed  out  in  the  previously  given  quotation  from  the 
Gallsworthy  brief  at  final  hearing,  Cohen  is  estopped  to 
contend  that  this  Lincoln  patent  is  not  prior  art  as  against 
him.  Cohen  may  not,  therefore,  take  either  count  1  of 
interference  No.  78,460  or  count  2  of  interference  No. 
75,209. 

For  the  reasons  previously  stated,  counts  2  and  5  of 
interference  No.  75,209  are  unpatentable  over  counts  1  and 
2  of  interference  No.  78,460.  Cohen  cannot,  therefore, 
take  a  patent  on  counts  2  and  5  of  interference  No.  75,20:) 
unless  he  is  adjudged  to  be  the  prior  inventor  and  entitled 
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to  take  a  patent  on  counts  1  and  2  of  interference  No. 
78,460.  Similarly,  for  the  reasons  given  previously,  count 
1  of  interference  No.  75,209  is  considered  unpatentable 
over  other  counts  such  as  count  2  of  interference  No.  69,703 
and  each  of  the  counts  of  interference  No.  77,416,  and  ac¬ 
cordingly  Cohen  cannot  take  a  patent  on  count  1  of  inter¬ 
ference  No.  75,209  unless  he  shows  priority  as  to  the 
identified  counts  in  interferences  Nos.  69,703  and  77,416. 
Cohen  did  not  file  an  appeal  to  the  Board  of  Appeals 
from  the  decision  of  the  Interference  Examiner  in  inter¬ 
ference  No.  69,703,  so  that  he  is  now  estopped  from  assert¬ 
ing  any  right  to  any  of  the  claims  in  interference  No.  69,703. 
In  view  of  such  estoppel,  therefore,  Cohen  is  adjudged 
not  to  be  the  first  inventor  of  the  subject  matter  of  inter¬ 
ference  No.  69,703  and  can,  therefore,  not  take  count  1  of 
interference  No.  75,209  since  the  latter  is  not  patentably 
distinct  from  the  counts  of  interference  No.  69,703. 

Aside  from  the  Question  of  Priority  Are  There  any  Bars 
Against  Henriksen  et  al.  Taking  any  of  the  Claims  in 
a  Valid  Patent. 

The  Henriksen  et  al.  application  apparently  has  a 
basis  in  its  disclosure  for  each  of  the  counts  of  the  several 
interferences.  The  remarks  contained  in  the  previously 
quoted  portion  of  the  brief  at  final  hearing  for  Gallsworthy 
are  applicable  to  the  party  Henriksen  et  al.  in  regard  to 
the  right  of  such  party  to  take  count  1  of  interference  No. 
78,460. 

Aside  from  the  Question  of  Priority  Are  There  any  Bars 
Against  Gallsworthy  Taking  any  of  the  Claims  in  a 
Valid  Patent. 

That  portion  of  Dr.  Brooks’  testimony  at  the  trial 
Appendix  is  concerned  with  the  disclosure  in  the  Galls¬ 
worthy  application.  In  that  testimony,  Dr.  Brooks  pointed 
which  appears  on  pages  147  to  150  inclusive  of  the  Joint 
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out  that  there  are  only  two  examples  of  chlorinated  paraffin 
hydrocarbons  given  in  the  Gallsworthy  application.  The 
first  of  such  examples  is  chlorinated  lubricating  oil  identi¬ 
fied  on  page  3  of  the  specification  and  the  second  is 
chlorinated  paraffin  wax  identified  on  page  4.  Chlorinated 
paraffin  wax  is  a  chlorinated  paraffin  hydrocarbon.  The 
chlorinated  paraffin  base  lubricating  oil  identified  at  the 
bottom  of  page  2  and  in  greater  detail  on  page  3  of  the 
Gallsworthy  specification  is  not  a  chlorinated  paraffin 
hydrocarbon  for  the  reasons  given  by  Dr.  Brooks  in  his 
testimony  on  pages  147  and  148  of  the  Joint  Appendix. 

Aside  from  the  testimony  thus  given  by  Dr.  Brooks, 
the  well-known  Hackh’s  Chemical  Dictionary  defines  the 
“paraffins”  as: 

“A  group  name  for  the  saturated  aliphatic  hydro¬ 
carbons  of  the  methane  series  Cn,H2n+2.” 

Webster’s  New  International  Dictionary  also  defines 
the  “paraffins”  as: 

“Any  hydrocarbon  of  the  methane  series.” 

By  having  reference  to  Appendix  A  in  which  the 
composition  of  mineral  oil  is  given  it  will  be  observed  that 
they  contain  no  paraffin  hydrocarbons. 

The  previously  quoted  portion  of  the  brief  at  final 
hearing  in  the  Patent  Office  on  behalf  of  the  party  Galls¬ 
worthy  is  an  admission  that  his  failure  to  appeal  from  the 
denial  of  his  motion  to  add  a  count  calling  for  chlorinated 
paraffin  wax  operates  as  an  estoppel  against  his  taking 
any  claim  which  includes  chlorinated  paraffin  wax.  In 
other  words,  the  party  Gallsworthy  by  not  taking  an 
appeal  has  admitted  that  the  Lincoln  patent  is  prior  art 
as  against  him.  The  party  Gallsworthy  will  probably 
contend  that  count  1  of  interference  No.  78,460  must  be 
construed  so  as  not  to  include  chlorinated  paraffin  wax 
within  its  scope.  That  contention  must  be  accepted  by 
the  Court  if  the  party  Gallsworthy  is  to  have  any  right 
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at  all  to  count  1  of  interference  No.  78,460.  If  that  con¬ 
tention  is  accepted,  however,  then  what  is  the  scope  of 
such  count  1?  To  the  extent  that  such  restricted  scope  is 
broader  than  chlorinated  mineral  oil,  the  Gallsworthy  ap¬ 
plication  has  no  basis  for  such  claim.  In  other  words,  the 
counts  of  interference  No.  69,703  call  for  chlorinated 
mineral  oil.  Gallsworthy  gives  one  example  of  chlorinated 
mineral  oil  in  his  application.  If  the  restricted  scope  of 
count  1  of  interference  No.  78,460  contended  for  by  Galls¬ 
worthy  in  order  to  enable  him  to  lay  claim  thereto  is  ac¬ 
cepted  as  a  proper  interpretation  of  such  count,  then  it 
must  be  either  of  the  same  scope  as  the  counts  of  inter¬ 
ference  No.  69,703,  i.e.  restricted  to  chlorinated  mineral 
oil,  or  of  some  broader  and  intermediate  scope  so  as  to 
include  chlorinated  paraffin  hydrocarbons  other  than 
chlorinated  mineral  oil  and  other  than  chlorinated  paraffin 
wax.  But  the  party  Gallsworthy  has  no  disclosure  of 
any  such  other  chlorinated  paraffin  hydrocarbons.  If, 
therefore,  the  Court  should  conclude  that  because  of  the 
interlocutory  proceedings  in  the  Patent  Office  count  1  of 
interference  No.  78,460  does  not  include  chlorinated  paraffin 
wax,  then  that  count,  if  Gallsworthy  is  to  have  any  right 
thereto,  must  be  restricted  down  to  chlorinated  mineral  oil 
and  thus  become  coextensive  in  scope  with  the  counts  of 
interference  No.  69,703. 

The  foregoing  argument  is  based  on  the  premise  that 
mineral  oil  is  a  chlorinated  paraffin  hydrocarbon.  Even 
if  that  assumption  (contradicted  by  Dr.  Brooks)  is  as¬ 
sumed  to  be  correct,  Gallsworthy  still  cannot  take  count  1 
of  interference  No.  78,460  if  its  restricted  scope  contended 
for  by  him  is  any  broader  than  chlorinated  mineral  oil, 
since  there  is  no  support  in  the  Gallsworthy  application 
for  anything  broader  than  chlorinated  mineral  oil. 
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FROM  THE  STANDPOINT  OP  PRIORITY,  THE  RIGHTS  OF 
THE  SEVERAL  PARTIES  WITH  RESPECT  TO  THE 
SEVERAL  COUNTS. 

In  considering  this  phase  of  these  cases,  it  is  believed 
convenient  to  first  consider  that  dates  established  by  each 
of  the  other  parties  with  respect  to  the  several  counts, 
and  then  show  the  manner  in  which  the  party  Knutson  et  al. 
has  shown  that  he  is  prior  to  such  other  parties. 

Cohen’s  Case  on  Priority. 

The  Board  of  Interference  Examiners  in  its  decision, 
Joint  Appendix,  page  535,  in  interference  No.  78,460  dated 
Feb.  26,  1043  found  that  the  only  activity  established  by 
Cohen  prior  to  the  filing  of  his  application  was  the  mixing 
of  chlorinated  paraffin  in  lubricating  oil  in  1931  and  the 
sending  out  of  a  series  of  letters  during  1932  to  various  oil 
companies  and  the  Bureau  of  Standards  in  Washington 
seeking  to  have  the  mixture  tested  for  the  purpose  of 
determining  its  extreme  pressure  properties.  The  Board  of 
Interference  Examiners  held  that  since  there  had  been  no 
tests  conducted  by  Cohen  to  establish  that  the  mixture  did 
possess  extreme  pressure  properties,  the  mere  prepara¬ 
tion  of  the  mixture  did  not  constitute  a  reduction  to  prac¬ 
tice  of  the  invention.  Subsequent  to  that  decision,  Cohen 
filed  a  petition  for  reconsideration  in  which  he  alleged 
that: 

“When  Cohen  mixed  a  mineral  lubricating  oil  and 
a  small  proportion  of  chlorinated  paraffin  in  Decem¬ 
ber,  1931,  and  found  miscibility  with  no  separation 
into  layers,  he  knew  that  he  had  a  lubricating  com¬ 
position  and  acted  at  once.  Whether  it  was  so  ex¬ 
tremely  useful  as  to  insure  commercial  sucess  in  com¬ 
petition  with  other  lubricants  required  tests.” 

It  was  contended  that  the  situation  was  thus  similar 
to  that  which  w’as  present  in  the  case  of  Kyrides  v.  Bruson, 
41  U.  S.  P.  Q.  107.  The  Board  of  Interference  Examiners 
in  their  decision  dated  April,  1943,  Joint  Appendix,  page 
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535  in  interference  No.  78,460,  carefully  reviewed  Cohen’s 
petition  for  reconsideration.  Their  decision  is  such  a  clear 
and  correct  analysis  of  the  situation  that  we  reproduce 
herebelow  that  decision: 

“The  party  Cohen  has  requested  reconsideration  of 
that  part  of  the  decision  by  the  Board  of  Interference 
Examiners  wherein  priority  of  invention  with  respect 
to  count  1  was  awarded  to  Morell  et  al. 

“In  this  decision  it  was  held  that  although  Cohen 
was  believed  to  have  produced  a  composition  accord¬ 
ing  to  the  limitations  of  count  1  in  December,  1931  he 
failed  to  establish  reduction  to  practice  of  the  inven¬ 
tion  of  the  count  because  of  a  failure  to  show  the 
necessary  tests  of  these  compositions. 

“Cohen  now  alleges  that  such  tests  were  unneces¬ 
sary  in  view  of  the  decision  in  Kyrides  v.  Bruson  (506 
0.  G.  6;  26  C.  C.  P.  A.  986;  102  F.  (2d)  416;  1939  C.  D. 
375),  wherein  the  court  held  that  the  production  of  the 
compound  without  any  tests  for  utility  constituted 
actual  reduction  to  practice  because  the  ester  produced 
was  of  that  character  of  compound  whose  utility  was 
known. 

“There  is  believed  to  be  an  essential  difference, 
however,  between  the  situation  here  and  that  which 
obtained  in  Kyrides  v.  Bruson.  In  the  latter  case,  the 
product  was  a  compound  produced  by  a  chemical  re¬ 
action  which  necessarily  required  a  certain  proportion 
of  reactants  as  well  as  certain  reaction  conditions  for 
successful  results.  According  to  the  court,  the  prob¬ 
lem  there  was  one  of  producing  the  compound,  the 
properties  of  which  were  known  once  its  production 
was  complete. 

“In  the  instant  case,  the  product  is  apparently  only 
a  mixture  of  the  oil  and  the  chlorinated  paraffin,  there 
being  no  evidence  of  any  chemical  interaction  between 
these  two  components.  The  method  of  preparation 
was  therefore  merely  a  matter  of  mixing  the  two.  It 
can  scarcely  be  said  here,  as  was  said  in  Kyrides  v. 
Bruson  that  the  problem  was  in  producing  it.  Simi¬ 
larly,  it  is  not  believed  that  it  can  be  stated  that  its 
properties  were  known  when  the  mixture  was  com- 
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posed  since  there  is  no  evidence  that  this  mixture  be¬ 
longed  to  a  special  class  or  group,  the  properties  of 
which  were  known. 

“The  situation  here  is  accordingly  believed  to  be 
sufficiently  different  from  that  in  Kyrides  v.  Bruson 
so  that  the  principle  set  forth  in  that  decision  does  not 
necessarily  apply. 

“Moreover,  in  connection  with  this  allegation  by 
Cohen  that  he  knew  that  his  mixture  of  oil  and  chlo¬ 
rinated  paraffin  had  utility  as  a  lubricant,  it  is  believed 
to  be  essential  to  keep  in  mind  that  any  mixture  con¬ 
sisting  principally  of  lubricating  oil  would  be  ex¬ 
pected  to  have  some  lubricating  properties.  Even  if 
the  admixed  substance  were  wholly  inert,  one  would 
expect  such  a  mixture  to  possess  lubricating  proper¬ 
ties  on  the  basis  of  the  lubricating  oil  alone.  This  is 
not  believed  to  be  the  type  of  utility  of  which  the  court 
spoke  in  Kyrides  v.  Bruson ,  because  there  the  com¬ 
pound  did  not  necessarily  possess  any  of  the  charac¬ 
teristics  of  the  constituents  which  produced  it. 

“If  Cohen’s  alleged  knowledge  of  the  properties  of 
his  mixture  were  to  fall  in  the  same  class  spoken  of  in 
Kyrides  v.  Bruson  it  is  believed  necessary  that  Cohen 
should  have  known  that  the  lubricating  mixture  made 
by  him  possessed  lubricating  properties  above  and 
beyond  that  of  the  lubricating  oil  from  which  it  was 
largely  composed.  In  other  words,  it  must  have  been 
necessary  for  Cohen  to  know  that  the  mixture  pos¬ 
sessed  extreme  pressure  properties  not  possessed  by 
the  oil  alone.  This  information  Cohen  clearly  did  not 
have  as  will  become  evident  from  an  analysis  of  his 
own  record. 

“In  urging  that  the  present  case  is  analogous  to 
that  in  Kyrides  v.  Bruson,  Cohen  states: 

‘The  composition  of  Cohen  was  new.  Its  utility  was 
known  to  Cohen  probably  even  better  than  the  utility 
of  the  ester  as  a  plasticizer  or  resin  was  known  to 
Bruson.’ 

and  further: 

‘That  he  knew  the  material  was  a  lubricant  of  merit 
is  clearly  shown  by  the  flood  of  letters  which  he  be¬ 
gan  promptly  to  send  out.’ 
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“These  allegations  by  Cohen  that  he  knew  the 
utility  of  the  mixture  he  had  made  before  conducting 
any  tests  thereon  is  believed  to  be  contrary  to  the 
evidence  of  the  Cohen  record.  Rather  it  would  ap¬ 
pear  that  Cohen  may  have  suspected  and  hoped  that 
the  mixture  would  have  extreme  pressure  properties 
but  he  evidently  did  not  know  it.  This  is  evidenced 
by  the  fact  that  his  first  concern  after  having  made 
the  mixture  was  to  have  it  tested  in  an  effort  to  de¬ 
termine  whether  or  not  this  was  so.  (Q.  24,  p.  8;  Q. 
25,  p.  9;  Q.  76  and  77,  pp.  26  and  27 ;  Q.  95,  p.  33;  Q. 
103,  p.  36).  This  conclusion  must  also  be  reached 
from  an  examination  of  the  correspondence  which 
Cohen  conducted  with  the  various  oil  companies,  the 
Bureau  of  Standards  and  others  wherein  he  was  con¬ 
stantly  attempting  to  get  the  product  tested  and  there¬ 
by  have  its  lubricating  properties  established.  These 
attempts  on  Cohen’s  part  to  induce  others  to  test  his 
product  do  not  appear  to  be  consistent  with  his  alle¬ 
gations  that  he  already  knew  what  its  properties  were. 

“Finally,  Cohen  urges  that  even  if  his  preparation 
of  the  mixture  did  not  constitute  a  reduction  to  prac¬ 
tice,  he  was  diligent  from  this  period  in  1931  and  up 
to  his  filing  date.  Cohen  implies  here  that  his  attempts 
to  promote  his  product  constituted  diligence.  This  is 
not  believed  to  be  in  conformity  with  the  law  on  this 
subject  and  Cohen  is  not  believed  to  have  demon¬ 
strated  the  necessary  diligence  accordingly.  {Hurd  v. 
Smith ,  496  0.  G.  571;  25  C.  C.  P.  A.  1137;  97  F.  (2d) 
147, 1938  C.  D.  551),  ( Preston  et  al.  v.  White,  496  0.  G. 
1108;  25  C.  C.  P.  A.  1219,  97  F.  (2d)  160;  1938  C.  D. 
633).” 

Cohen  has  not  produced  any  additional  testimony  on 
any  of  the  points  on  which  the  decision  of  the  Board  of 
Interference  Examiners  was  based.  None  of  the  testi¬ 
mony  offered  at  the  trial  on  behalf  of  Cohen  in  any  way 
tends  to  cure  the  fatal  deficiencies  in  the  Cohen  record 
which  were  pointed  out  by  the  Board  of  Interference  Ex¬ 
aminers.  That  decision  is,  therefore,  believed  sound  and 
should  be  adhered  to  in  the  present  cases. 


i 
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What  was  said  by  the  Board  of  Interference  Examin¬ 
ers  in  the  previously  quoted  decision  in  interference  No. 
78,460  is  applicable  not  only  to  Cohen’s  case  on  priority  in 
that  interference  but  also  in  Interference  No.  77,416  and 
75,209  so  that  Cohen’s  earliest  established  date  on  priority 
is  the  filing  date  of  his  application,  i.e.  July  28,  1933. 

Henriksen’s  Case  on  Priority. 

The  party  Henriksen  et  al.  during  the  Patent  Office 
proceedings  presented  evidence  of  a  number  of  machine 
tests  on  lubricating  compositions  falling  within  the  scope 
of  the  several  counts.  The  Court  at  the  time  of  the  trial 
of  these  cases  refused  to  admit  any  additional  testimony 
on  the  subject  as  to  whether  such  machine  tests  may,  un¬ 
der  certain  circumstances  at  least,  rise  to  the  dignity  of  a 
reduction  to  practice.  There  being,  therefore,  no  further 
evidence  adduced  on  behalf  of  the  party  Henriksen  et  al., 
it  is  submitted  that  the  Court  should  adhere  to  the  decisions 
by  the  Patent  Office  tribunals  in  these  various  cases  in  so 
far  as  the  same  relate  to  the  case  on  priority  on  behalf  of 
the  party  Henriksen  et  al.,  i.e.  Henriksen  is  limited  to  the 
filing  date  of  his  application  which  occurred  on  May  26, 
1933. 

Gallsworthy’ s  Case,  on  Priority. 

Gallsworthy  took  no  testimony  during  the  Patent  Office 
proceedings.  At  the  pre-trial  conference  in  the  present 
cases,  it  was  represented  on  behalf  of  Gallsworthy  that  a 
postponement  in  the  trial  of  these  cases  was  desired  be¬ 
cause  there  were  not  then  available  certain  witnesses  which 
it  was  the  intention  to  call  on  behalf  of  the  party  Galls¬ 
worthy.  No  statement  was  made  as  to  the  nature  of  the 
testimony  which  was  expected  to  be  given  by  such  wit¬ 
nesses  and  the  only  explanation  given  at  the  time  of  the  trial 
as  to  why  such  witnesses  were  not  called  was  that  they  were 
still  unavailable.  The  fact  remains  that  no  evidence  has 
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been  given  at  any  time  on  behalf  of  the  party  Gallsworthy 
which  would  carry  his  date  on  priority  back  any  farther 
than  the  filing  date  of  his  application  on  December  9,  1932. 


Knutson  et  al.’s  Case  on  Priority. 

Knutson’s  (Morell,  et  al.)  case  on  priority  with  regard 
to  count  1  of  Interference  No.  78,460  is  accurately  and 
concisely  stated  in  the  following  excerpt  from  the  decision 
by  the  Board  of  Interference  Examiners  in  Interference 
No.  78,460 : 

“Much  of  the  record  of  the  party  Morell  et  al.  re¬ 
lates  to  compounds  that  would  meet  the  limitations  of 
count  1,  for  any  chlorinated  paraffin  hydrocarbon 
whatever  its  molecular  weight  would  meet  the  limita¬ 
tions  of  this  count  provided  that  the  compound  was 
non-volatile  after  chlorination. 


“On  this  basis,  a  polychlorinated  gaseous  hydro¬ 
carbon  such  as  propane  would  come  within  the  scope 
of  count  1  since  it  appears  from  the  record  that  it  is 
non-volatile  after  chlorination  (Q.  419,  p.  83;  and  Q. 
176,  p.  97).  Such  chlorinated  propane  together  with 
chlorinated  cocoanut  oil  in  a  lubricating  oil  base  was 
allegedly  tested  by  Graves  August  4,  1932  as  well  as 
on  several  subsequent  dates  in  August  and  September 
of  1932.  The  tests  were  carried  out  in  automobiles  and 
trucks  under  actual  service  conditions  as;  well  as  on 
laboratory  testing  machines  (Q.  164,  p.  96;  Q.  186-7, 
p.  98  and  Q.  204,  p.  99).  Graves  stated  that  the  test 
of  August  4,  1932  was  successful  (Q.  177,1  p.  97)  and 
that  the  oil  did  not  deteriorate  (Q.  182,  p.  98).  The 
tests  must  accordingly  be  considered  to^  have  been 
established  as  successful. 


“Because  count  1  is  drawn  in  the  form  ‘composi¬ 
tion  of  matter  comprising’  it  is  not  believed  to  be 
necessarily  restricted  to  the  mineral  oil  and  chlori¬ 
nated  paraffin  hydrocarbon  subsequently  enumerated. 
Other  ingredients  or  components  may  also  be  present. 
For  this  reason  it  is  believed  that  the  mixture  of  min¬ 
eral  oil,  chlorinated  propane  and  chlorinated  cocoanut 
oil  tested  by  Graves  also  fulfills  the  limitations  of 
count  1. 
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“In  view  of  the  apparently  successful  tests  already 
considered  this  is  believed  to  constitute  an  actual  re¬ 
duction  to  practice  of  the  count  as  of  August  4,  1932.” 

The  party  Gallsworthy  petitioned  for  reconsideration 
by  the  Board  of  Interference  Examiners  of  the  above 
quoted  portion  of  their  decision  which  awarded  priority 
to  Morell  et  al.  as  to  count  1  in  Interference  No.  78,460 
and  the  allegations  on  which  such  petition  for  reconsidera¬ 
tion  w’as  based,  and  the  conclusions  of  the  Board  of  Inter¬ 
ference  Examiners  as  contained  in  their  decision  on  re¬ 
consideration  dated  March  25,  1943,  is  believed  to  be  as 
clear  and  accurate  a  statement  as  could  be  presented,  and 
the  same  is  accordingly  reproduced  herebelow: 

“The  party  Gallsworthy  has  petitioned  for  recon¬ 
sideration  on  the  alleged  ground  that  Morell  et  al. 
have  not  established  an  actual  reduction  to  practice  of 
Count  1  and  that  accordingly,  priority  was  not  prop¬ 
erly  awarded  to  them.  In  his  argument  which  is  based 
on  Triplett  v.  Steinmayer,  129  F.  (2d)  869,  29  C.  C. 
P.  A. ;  54  U.  S.  P.  Q.  409  Gallsworthy  states : 

‘ — there  is  no  testimony  or  evidence  in  the  record  to 
show  that  the  polychloropropane  contributed  in  any 
j  way  to  the  successful  operation  of  the  lubricating 
composition  employed. 9 

“This  allegation  is  believed  to  be  incorrect,  since 
the  Morell  et  al.  record  contains  definite  evidence  of 
the  extreme  pressure  properties  of  polychloropropane. 
Moreover,  the  facts  involved  in  the  decision  cited  are 
believed  to  be  essentially  different  from  the  situation 
which  obtains  in  the  present  case. 

“A  consideration  of  the  decision  cited  by  Galls¬ 
worthy  indicates  that  the  subject  matter  there  in  issue 
related  to  a  fuse  device  including  a  metallic  link  under 
tension  which  was  surrounded  by  an  inorganic  filler 
material.  When  the  current  carrying  capacity  of  the 
fuse  was  exceeded,  the  link  would  melt  and  the  spring 
tension  would  automatically  separate  the  parts.  Simul¬ 
taneously,  the  inorganic  material  would  extinguish 
the  arc. 
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“The  fuse  was  tested  essentially  as  indicated  above, 
but  the  court  held  that  the  tests  were  inadequate  to 
establish  an  actual  reduction  to  practice  on  the  ground 
that  it  had  not  been  shown  that  the  inorganic  filler, 
which  constituted  the  invention,  had  successfully  func¬ 
tioned  in  the  test. 

“By  analogous  reasoning,  Gallsworthy  alleges  that 
in  the  instant  case  Morell  et  al.  have  not  established 
that  the  improved  lubricating  qualities  of  the  compo¬ 
sition  tested  by  Graves  was  in  fact  due  to  the  poly- 
chloropropane  rather  than  the  chlorinated  cocoanut  oil 
with  which  it  was  associated. 


“In  considering  this  argument  it  will  be  convenient 
to  summarize  again  the  essential  facts  established  by 
the  Morell  et  al.  record  and  the  testimony  of  Graves 
who  was  a  disinterested  witness  will  be  relied  upon  in 
this  analysis. 

“Graves  testified  that  the  vrork  recorded  in  exhibit 
86  was  carried  out  and  the  results  entered  by  himself 
in  June,  1932  (Morell  et  al.  record,  pp.  89-90).  This 
exhibit  shows  the  results  of  machine  tests  on  5%  mix¬ 
tures  of  polychlorinated  propane  in  S.A.E.  30  oil.  All 
of  these  mixtures  when  tested  sustained  20  weights 
which  was  the  maximum  capacity  of  the  testing  ma¬ 
chine  (Q.  104,  p.  92). 


“Subsequently  in  July  and  August,  1932,  5%  mix¬ 
tures  of  chlorinated  cocoanut  oil  and  polychloro- 
propane  in  equal  amounts  (Dow  9  F)  in  lubricating 
oil  were  road  tested  in  actual  service  and  found  to  be 
successful.  (Morell  et  al.  record,  pp.  96-98  and  exhibit 


33.)  After  this  service  test  which  was  completed  on 
August  4,  1943  (Q.  165,  p.  96)  the  oil  was  drained 
and  subjected  to  a  machine  test  to  determine  whether 
or  not  its  high  pressure  properties  were  still  present. 


At  that  time  the  oil  sustained  19  weights  which  was 


nearly  the  limit  of  the  machine  and  far  above  the  prop¬ 
erties  of  the  S.A.E.  30  Polarine  lubricating  oil  which 


was  used  as  a  base  (Exhibit  69r).  Moreover,  it  ap¬ 


pears  from  the  testimony  and  Exhibit  33  that  the 
acidity  and  abrasion  tests  were  satisfactory.  Concern¬ 
ing  the  abrasion  test,  Graves  states  that  it  was  ‘very 


! 
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good*  (Exhibit  33).  Corrosion  tests  on  Dow  9  F  were 
also  made  in  June  1932  (Exhibit  106  and  p.  119,  Morell 
et  al.  record)  at  which  time  no  evidence  of  corrosion 
appeared.  On  the  basis  of  these  tests  it  was  held  that 
Morell  et  al.  had  established  an  actual  reduction  to 
practice  of  count  1. 

“There  does  not  appear  to  be  any  real  question  as 
to  whether  or  not  the  oil  composition  tested  by  Graves 
meets  the  limitations  of  count  1.  The  real  issue  rather 
appears  to  be  whether  or  not  this  work  constitutes  an 
actual  reduction  to  practice  in  the  sense  that  the  tests 
established  the  usefulness  of  the  chlorinated  paraffin 
hydrocarbon  present  in  the  oil. 

“In  evaluating  the  tests  made  by  Graves,  it  is 
emphasized  that  tests  on  lubricating  compositions  such 
as  are  here  in  issue  are  believed  quite  different  from 
the  type  of  tests  recorded  in  Triplett  v.  Steinmayer, 
supra. 

“In  the  present  instance,  it  has  been  held  that 
laboratory  tests  on  testing  machines  were  not  adequate 
to  establish  a  reduction  to  practice  of  the  substance  in 
question.  This  holding  was  based  on  the  decision  in 
Cbittick  v.  Lyons,  42  U.  S.  P.  Q.  132;  104  F.  (2d)  818; 
26  C.  C.  P.  A.  1382,  509  0.  G.  785 ;  1939  C.  D.  768,  which 
decision  suggested  that  all  the  properties  of  a  satis¬ 
factory  lubricant  would  not  become  evident  in  machine 
tests.  In  the  present  instance  therefore  actual  service 
tests  were  also  believed  necessary  as  a  supplement  to, 
rather  than  a  substitute  for  the  machine  tests.  In 
other  words,  while  machine  tests  might  establish  the 
extreme  pressure  properties  of  an  oil,  road  tests  were 
believed  necessary  to  determine  other  essential  prop¬ 
erties  such  as  chemical  stability,  abrasive  properties 
and  so  on. 

“To  illustrate  the  necessity  of  both  type  of  tests, 
it  need  only  be  suggested  that  ordinary  motor  oil  with¬ 
out  any  additives  would  undoubtedly  operate  satis¬ 
factorily  in  many  actual  road  tests,  whereas  on  a  test¬ 
ing  machine,  the  absence  of  high  pressure  properties 
would  at  once  become  apparent.  Conversely,  stability 
of  an  oil  under  conditions  of  heat  and  moisture  could 
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scarcely  be  determined  on  an  ordinary  testing  machine 
but  would  become  evident  under  actual  service  tests. 
Each  type  of  test  therefore  serves  to  establish  differ¬ 
ent  desirable  properties  of  the  oil  composition. 

“This  leads  to  the  obvious  conclusion  that  the  de¬ 
sirable  properties  of  the  polychloropropane  in  the  oil 
composition  tested  by  Graves  need  not  be  established 
by  both  type  of  tests. 

“The  Graves  machine  tests  clearly  established  that 
the  polychloropropane  contributed  extreme  pressure 
properties  to  the  lubricating  composition  tested.  This 
was  evident  from  the  two  series  of  tests  where  the 
polychloropropane  was  tested  alone  and  together  with 
cocoanut  oil  in  a  lubricating  oil  base.  In  each  case  the 
load  bearing  properties  were  greatly  increased. 

“It  having  been  shown  that  machine  tests  are  ordi¬ 
narily  more  useful  than  road  tests  in  determining  ex¬ 
treme  pressure  properties,  it  would  seem  unnecessary 
to  repeat  the  demonstration  of  the  presence  of  these 
properties  by  road  tests  as  is  apparently  implied  by 
Gallsworthy  when  he  states : 

‘Assuming  that  polychloropropane  was  known  to 
have  extreme  pressure  properties  as  a  result  of 
laboratory  tests,  that  fact  did  not  relieve  Morell  et  al. 
from  establishing  that  the  polychloropropane  suc¬ 
cessfully  functioned  as  an  essential  ingredient  of  the 
composition  in  the  service  tests  relied  on  to  estab¬ 
lish  an  actual  reduction  to  practice/ 

“The  error  in  this  reasoning  is  in  assuming  that 
the  service  tests  alone  were  the  basis  for  the  reduction 
to  practice  accorded  to  Morell  et  al.  The  fact  that  ma¬ 
chine  tests  alone  were  not  considered  sufficient  does 
not  imply  that  they  had  no  value  and  were  not  given 
any  weight.  On  the  contrary  both  types  of  tests  were 
considered,  and  when  taken  together  are  believed  to 
establish  an  actual  reduction  to  practice  by  a  pre¬ 
ponderance  of  the  evidence.  They  are  believed  to  es¬ 
tablish  that  the  polychloropropane  present  contributed 
desirable  properties  to  the  composition  and  that  the 
composition  was  a  satisfactory  lubricant  in  actual  road 
tests.  Under  these  circumstances  the  polychloro- 
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propane  present  was  clearly  an  ‘essential  ingredient’ 
as  specified  in  count  1.” 

Now  with  regard  to  count  2  of  interference  No.  78,460, 
the  sole  issue  presented  for  consideration  is  whether  poly- 
chloropropane  is  a  chlorinated  “fluid  fraction  of  petro¬ 
leum.”  As  previously  pointed  out  in  this  brief,  the  party 
Gallsworthy  successfully  maintained  before  the  Board  of 
Interference  Examiners  that  the  term  “fluid”  as  used  in 
this  count  was  restricted  to  liquid  fractions  of  petroleum. 
While  the  testimony  of  Dr.  Brooks  on  this  subject  was  not 
admitted,  nevertheless,  it  is  believed  clear  from  other 
sources  of  information,  such  as  standard  dictionaries  and 
the  like,  that  the  term  “fluid”  is  inclusive  of  both  liquids 
and  gases,  and,  when  thus  properly  interpreted,  the  actual 
reduction  to  practice  by  Morell  et  aL,  on  the  basis  of  which 
that  party  was  awarded  priority  of  invention  as  to  count 
1  of  interference  No.  78,460,  also  serves  as  a  reduction  to 
practice  of  count  2  of  that  interference. 

Webster’s  New  International  Dictionary ,  Second  Edi¬ 
tion,  Unabridged,  on  page  974  contains  the  following  defi¬ 
nition  : 

“Fluid — 1.  Having  particles  which  easily  move  and 
change  their  relative  position  without  a  separation  of 
the  mass,  and  which  easily  yield  to  pressure ;  capable  of 
flowing;  liquid  or  gaseous.” 

The  well-known  HacJch’s  Chemical  Dictionary  divides 
“fluids”  broadly  into  two  classes,  viz.:  elastic  fluids,  i.e., 
gases,  and  inelastic  fluids,  i.e.,  liquids. 

Under  the  circumstances,  therefore,  the  actual  reduc¬ 
tion  to  practice  by  Morell  et  al.  of  chlorinated  propane  was 
a  reduction  to  practice  of  not  only  count  1  as  to  which  they 
have  been  awarded  priority,  but  also  of  count  2.  Propane 
being  a  fluid  in  accordance  with  the  foregoing  definitions 
fully  satisfies  the  further  requirements  of  count  2,  i.e.,  it  is 
a  fluid  fraction  of  petroleum. 
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With  regard  to  counts  1  and  2  of  interference  No. 
69,703  and  counts  1,  2  and  3  of  interference  No.  77,416,  it  is 
submitted  that  the  testing  machine  work  done  by  and  on 
behalf  of  the  party  Morell  et  al.  prior  to  Dec.  9, 1932  should 
be  held  to  be  a  reduction  to  practice  and  a  completion  of 
the  invention  as  to  the  subject  matter  of  those  counts.  The 
following  is  a  narrative  statement  of  the  research  program 
conducted  by  the  party  Morell  et  al.  and  which  led  up  to  the 
filing  of  the  Morell  et  al.  application.  This  narrative  state¬ 
ment  shows  a  continuous  activity  on  this  problem  from 
July,  1931  up  to  the  date  of  filing  of  the  application. 

Chronological  Narrative  of  the 
Morell  et  al.  Work. 

In  the  following  chronological  narrative,  the  refer¬ 
ences  to  R  are  the  pages  of  the  Morell  et  al.  record  in  the 
Patent  Office  and  which  is  here  of  record  as  Exhibit  112. 
The  Exhibit  Numbers  referred  to  are  the  Morell  Exhibits 
here  of  record  and  identified  by  the  corresponding  numbers. 

July-August ,  1931.  Dr.  L.  G.  Morell  was  in  charge  of 
the  X-Ray  and  Spectroscopy  Department  of  The  Dow 
Chemical  Company,  and  Amos  T.  Knutson  was  a  chemist 
working  in  that  department  under  Dr.  Morell ’s  super¬ 
vision.  The  problem  of  developing  higher  film  strengths  in 
lubricants  was  assigned  to  Dr.  Morell,  and  he  in  turn  as¬ 
signed  Knutson  to  work  on  the  problem.  The  program 
adopted  was  to  test  the  effect  of  additions  of  various 
chemical  compounds  to  lubricating  oils  so  as  to  determine 
if  such  additions  improved  the  film  strength.  Among  the 
types  of  compounds  especially  considered  for  the  purpose 
were  chlorinated  compounds,  such  as  chlorinated  aliphatic 
hydrocarbons.  (R.  42-44,  46, 129, 149.)  The  procedure  for 
carrying  on  the  work  on  the  problem,  which  was  first  under¬ 
taken  by  Knutson  in  collaboration  with  Morell,  consisted  in 
adding  to  commercial  lubricating  oils  known  amounts  of 
the  agents  and  testing  the  film  strength  of  the  oil.  For  the 
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purpose  a  known  type  of  testing  machine  was  used,  called 
a  Floyd  Machine,  which  by  a  system  of  levers  and  appli¬ 
cation  of  weights  imparted  a  known  pressure  to  a  journal 
type  bearing.  The  tests  were  carried  out  by  lubricating 
the  bearing  with  the  oil  being  tested,  while  turning  the 
shaft  at  a  known  speed,  and  adding  weights  to  the  lever  arm 
until  the  bearing  seized.  The  number  of  weights  added  was 
a  measure  of  the  film  strength  of  the  oil.  The  results  ob¬ 
tained  by  such  tests  with  various  oils  gave  comparative 
values  of  the  film  strength  and  lubricating  quality  of  the 
ditferent  oils  at  the  pressures  used  for  the  tests.  Prelimi¬ 
nary  tests  were  made  with  a  number  of  well  known  com¬ 
mercial  brands  of  mineral  lubricating  oil  to  determine  the 
number  of  weights  that  could  be  applied  to  the  lever  arm  of 
the  machine  before  seizure  of  the  bearing  occurred.  It  was 
found  that  the  commercial  oils  would  carry  from  4  to  6 
weights.  (R.  45-49,  81, 130,  135,  Exs.  5h,  5j,  8,  9a,  10c,  lOd.) 

During  this  time  in  the  Physical  Research  Laboratory 
of  The  Dow  Chemical  Company,  under  the  supervision  of 
Ray  H.  Boundy,  assistant  director,  two  chemists,  Stoesser 
and  Roush,  were  investigating  hydrocarbon  oils  obtained 
in  the  thermal  cracking  of  kerosene.  The  distillation 
ranges  of  these  kerosene-like  oils  were  determined,  and 
other  properties.  They  were  found  to  be  mixtures  of 
aliphatic  hydrocarbons  containing  both  saturated  and  un¬ 
saturated  hydrocarbons.  Two  types  of  oils  were  studied, 
known  as  “light  oils’,  and  “heavy  oils,”  differing  from 
each  other  in  that  the  heavy  oils  had  a  higher  boiling  range 
than  the  light  oils.  The  oils  were  similar  to  kerosene, 
having  about  the  same  boiling  range.  These  oils  were 
chlorinated  to  produce  chlorinated  oils,  and  some  of  the 
chlorinated  oils  were  purified  by  washing  with  caustic 
alkali  solution  to  remove  acid.  At  the  request  of  Dr.  Morell, 
samples  of  these  chlorinated  kerosene-like  oils  were  de¬ 
livered  to  him  for  use  in  his  lubricant  tests.  (R.  44,  48,  129- 
132,  139-141,  Exs.  1,  2,  8.) 
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Following  his  preliminary  tests  of  lubricants  on  the 
Floyd  Machine,  made  upon  straight  mineral  lubricating 
oils,  Knutson  made  tests  upon  the  straight  chlorinated  oils 
obtained  from  the  Physical  Research  Laboratory  as  fol¬ 
lows  :  on  August  26, 1931,  Sol.  No.  2,  Sol.  No.  3,  Sol.  No.  4 
(Exs.  9d-e) ;  on  August  31, 1931 ,  Sol.  No.  5,  Sol.  No.  6.  (Exs. 
9j-k.)  He  found  that  these  chlorinated  kerosene  oils  with¬ 
stood  from  12  to  20  weights  on  the  machine,  as  compared 
with  only  4  to  6  weights  which  could  be  applied  with  the 
commercial  brands  of  unchlorinated  mineral  lubricating  oil. 
Hence  it  was  then  demonstrated  that  the  chlorinated  oils 
had  two  to  three  or  more  times  the  film  strength  of  the 
commercial  lubricating  oils. 

On  August  31, 1931  Knutson  also  made  tests  of  lubri¬ 
cant  compositions  prepared  by  adding  small  amounts  of  the 
chlorinated  kerosene  oils  to  the  mineral  lubricating  oils. 
(R.  47-49,  Exs.  9j-k.)  Four  separate  tests  were  run  on 
compositions  prepared  by  adding  varying  amounts  of  two 
different  chlorinated  kerosene  oils  (Sol.  Nos.  2,  5)  to  a 
standard  motor  lubricating  oil  (Koolmotor  S.  A.  E.  30). 
The  original  record  of  these  4  tests  is  found  on  pages  128- 
129  of  Knutson’s  Notebook  No.  1.  (Exs.  9j-k.)  The  tests 
in  question  are  identified  by  numbers  45,  49,  50,  51  in  the 
left  hand  margin  on  page  128.  In  No.  45,  threq  per  cent  of 
‘‘Sol.  No.  5”  was  added  to  Koolmotor  S.  A.  E.  30  oil.  “Sol. 
No.  5”  is  found  as  No.  44  just  above  on  the  same  page,  and 
consisted  of  “heavy  oil  chlorinated  with  PC13  from  C2H4 

_  i 

cracking.  Caustic  washed.”  This  was  a  sample  of  chlori¬ 
nated  oil  obtained  from  the  Physical  Research  Laboratory. 
(R.  47-48.)  In  tests  Nos.  49,  50,  51  quantities  of  1,  3  and  5 
per  cent  of  “Sol.  No.  2,”  respectively,  were  added  to  Kool¬ 
motor  S.  A.  E.  30.  “Sol.  No.  2”  is  found  on  page  122  of 
the  notebook  (Ex.  9d),  and  consisted  of  the  70-230°  fraction 
of  heavy  oil  chlorinated  in  presence  of  water,  &nd  washed 
with  alkali.  (R.  48.)  In  these  tests  the  number  of  weights 
added  to  the  lever  arm  of  the  Floyd  Machine  before  the 


i 
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pressure  was  increased  to  the  point  of  seizure  of  the  bear¬ 
ings  were  9,  6,  11  and  16,  respectively.  The  previous  test 
on  Koolmotor  S.  A.  E.  30  alone  had  shown  5  and  6  weights, 
respectively.  (Ex.  9a.)  In  the  one  case  where  only  6 
weights  could  be  added  in  a  test  on  the  prepared  composi¬ 
tion,  only  1  per  cent  of  the  chlorinated  oil  was  added  to  the 
mineral  lubricating  oil,  but  in  the  following  tests  where  3 
per  cent  and  5  per  cent,  respectively,  of  the  chlorinated  oil 
was  added,  the  load  before  seizure  was  increased  to  11  and 
16  weights,  respectively  (Exs.  9j-k),  showing  an  increase  of 
100  per  cent  or  more  in  the  film  strength  of  the  standard 
motor  oil  caused  by  the  addition  of  the  small  amounts  of 
the  chlorinated  kerosene  oil.  (R.  49.)  From  the  results  of 
these  tests  the  inventors  were  satisfied  that  they  repre¬ 
sented  fairly  the  performance  of  the  several  oils  in  journal 
hearings  and  demonstrated  the  ability  of  the  treated  oils  to 
withstand  successfully  in  commercial  service  considerably 
higher  pressures  than  standard  motor  lubricating  oils.  (R. 
79,  81.) 

Knutson  continued  with  a  general  program  of  testing 
a  great  variety  of  chemical  compounds  as  addition  agents 
for  lubricating  oils  to  increase  their  film  strength.  Among 
the  compounds  tested  were  numerous  examples  of  chlori¬ 
nated  aliphatic  (paraffin)  hydrocarbons,  such  hydrocarbons 
being  of  the  type  which  are  or  can  be  derived  from  petro¬ 
leum  and  fractions  thereof.  The  chlorinated  compounds 
tested  were  of  sufficiently  high  boiling  point  to  be  character¬ 
ized  as  being  “substantially  non-volatile”  under  the  con¬ 
ditions  of  use  in  lubrication,  according  to  the  meaning  of 
the  term  in  the  counts  of  the  present  interferences.  (R.  44, 
49,  78,  83,  91,  114-115.) 

On  September  9,  1931,  Knutson  tested  a  composition 
prepared  by  adding  5  per  cent  of  tetrachlorethylene  to 
Koolmotor  S.  A.  E.  30  motor  oil,  which  composition  took 
20  weights  (the  limit  of  the  Floyd  Machine)  without 
seizing.  (R.  49,  Exs.  lOa-b.)  On  September  10, 1941  hexa- 
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chlorethane  was  tested  similarly,  the  composition  taking  10 
weights  on  the  machine  (E.  49,  Exs.  lOa-b),  and  on  Septem¬ 
ber  23,  1931  pentachlorethane  was  tested  in  Quaker  State 
S.  A.  E.  30  motor  oil  and  took  20  weights.  (R.  49,  Ex.  82.) 

Subsequently  numerous  other  compounds  included 
within  the  scope  of  the  counts  in  issue  were  similarly 
tested  with  positive  results.  These  tests  for  convenience 

i 

have  been  summarized  in  Ex.  11a,  which  shows  the  names 
of  the  compounds,  the  dates  of  the  tests,  the  number  of 
weights  on  the  Floyd  Machine,  and  the  original  exhibit 
showing  the  test.  Many  of  these  tests  were  made  several 
months  prior  to  the  filing  date  of  the  senior  party  Galls- 
worthv.  Between  March  25,  1932  and  June  13,  1932  the 
following  chlorinated  paraffin  hydrocarbons  (chlorinated 
fluid  fractions  of  petroleum)  were  tested  successfully  as 
addition  agents  to  lubricating  oil: 

tetrachlorbutane  (Ex.  83,  exp.  471) 
tetrachlor ethylene  (Ex.  84,  exp.  530) 
pentachlorethane  (Ex.  84,  exp.  532) 
chlorinated  butane  (Ex.  84,  exp.  532) 
acetylene  tetrachloride  (Ex.  21,  exp.  635) 
chlorinated  S.A.E.  30  motor  oil  (Ex.  86,  exp.  709) 
tetrachlorpropane  (Ex.  86,  exp.  710) 
pentachlorpropane  (Ex.  86,  exp.  711) 
hexachlorpropane  (Ex.  86,  exp.  712) 
heptachlorpropane  (Ex.  86,  exp.  713) 
octachlor propane  (Ex.  86,  exp.  714) 

i 

These  tests  were  made  partly  by  Knutson,  and  partly  by 
Graves.  (R.  50-52,  85-96,  Exs.  20,  21,  83,  85,  86.) 

Later  another  testing  machine  was  obtained  for  carry¬ 
ing  on  the  tests  known  as  the  Allmen  Machine,  i  This  was 
also  a  commercial  machine,  which  operated  on  the  same 
principle  as  the  Floyd  Machine,  but  applied  the  pressure 
to  the  bearing  through  a  hydraulic  system  instead  of  by 
levers.  (R.  45,  52,  110-113.)  The  Allmen  Machine  tests 
were  run  by  Graves,  who  joined  Knutson  to  work  on  the 
general  problem  in  December,  1931  (R.  85),  and  later  by 


i 
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Dosser.  (R.  123.)  A  number  of  chlorinated  paraffin 
hydrocarbons  were  tested  as  agents  for  adding  to  lubri¬ 
cating  oil  in  the  Allmen  Machine  tests.  The  compounds, 
dates  of  the  tests,  results  on  machine,  and  original  ex¬ 
hibit  numbers  are  summarized  in  Ex.  lib.  These  tests 
were  made  from  April  7, 1938  to  June  11, 1934. 

The  comprehensive  character  of  the  investigation  of 
extreme  pressure  lubricants  carried  on  by  Knutson  under 
Morrell ’s  direction,  and  with  the  assistance  of  Graves  from 
December,  1931,  is  evidenced  by  the  report  (Ex.  69)  pre¬ 
pared  by  Knutson  and  Graves,  and  dated  December  31, 
1932.  (R.  107-8.)  Prior  to  that  date  a  total  of  291  chemical 
compounds  had  been  tested,  as  well  as  15  chlorinated  oils, 
and  a  grand  total  of  387  compounds  and  other  materials. 
The  most  successful  compounds  tested  consisted  principally 
of  chlorinated  compounds,  which  includes  the  chlorinated 
paraffin  hydrocarbons  and  chlorinated  fractions  of  petro¬ 
leum. 

In  addition  to  the  lubricating  tests  on  the  Floyd  and 
Allmen  Machines,  numerous  other  types  were  carried  out 
to  confirm  the  results  first  obtained  and  to  demonstrate 
the  effect  of  the  higher  film  strength  of  the  treated  oils  in 
various  kinds  of  service.  An  extensive  investigation  was 
made  of  the  use  of  the  treated  oils  as  lubricants  in  metal 
cutting  operations,  tests  being  carried  out  with  straight 
pils  and  with  emulsified  oils  in  water.  The  work  with 
cutting  oils  commenced  on  November  18,  1932  and  con¬ 
tinued  until  the  summer  of  1934.  The  test  carried  on  from 
November  18, 1932  to  December  2,  1932  consisted  in  adding 
10  per  cent  of  polychlorpropane  to  a  commercial  emulsifiable 
metal  cutting  oil  (Sunoco),  diluting  the  oil  1  to  8  with 
water  and  using  the  emulsified  oil  as  cutting  fluid  in  a 
drill  press  for  drilling  holes  in  pipe  flanges.  (R.  58,  Exs. 
94,  95,  96.)  The  results  of  the  tests,  summarized  and 
tabulated  in  Exs.  41  and  42,  showed  that  the  addition  of 
polychlorpropane  to  the  commercial  mineral  cutting  oil 
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reduced  the  power  consumption  of  the  machine  and  en¬ 
abled  a  larger  number  of  holes  to  be  drilled  without 
changing  the  drill.  Polychlorpropane  is  a  chlorinated 
paraffin  hydrocarbon,  or  otherwise  described  as  a  chlori¬ 
nated  fluid  fraction  of  petroleum,  which  was  added  to  a  min¬ 
eral  lubricating  oil  base.  (R.  56,  57.) 

Knutson’s  results  of  his  metal  cutting  tests  in  Novem¬ 
ber,  1932  are  summarized  in  his  reports  of  February  10, 
1933  and  February  21, 1933.  (Exs.  41,  42.) 

Work  on  cutting  oils  was  continued  by  Knutson  and 
Graves.  On  March  7,  1933  Knutson  successfully  tested 
hexachlorethane  added  to  mineral  cutting  oil  emulsified  in 
water  for  drilling  holes  in  flanges.  (R.  59,  Ex.  45.)  Again 
on  March  16,  1933  pentachlorethane  was  similarly  tested. 
(R.  61,  Ex.  46.)  On  May  6-9,  1933  Graves  checked  Knut¬ 
son’s  test  on  hexachlorethane  successfully.  (R.  105,  Ex. 
49.)  On  May  19-22,  1933  Knutson  successfully  tested  the 
use  of  polychlorpropane  and  hexachlorethane,  added  to  a 
standard  emulsifiable  cutting  oil,  by  cutting  pipe  threads  on 
a  standard  pipe  threading  machine.  (Ex.  50.)  The  work 
of  Knutson  and  Graves  after  February  22,  1933  on  cutting 
oils  was  summarized  in  a  report  dated  May  24,  1933,  to 
which  is  attached  an  index  sheet  dated  May  26, 1933,  show¬ 
ing  Morell’s  initials.  (R.  59,  60,  61,  85,  Ex.  51.)  Further 
reports  of  continued  cutting  oil  tests  are  Ex.  66,  dated 
Jarmary  16,  1934  and  Ex.  68,  dated  March  19,  1934.  In 
some  of  the  tests  reported  a  straight  mineral  oil  cutting 
fluid  was  used,  instead  of  an  emulsified  oil.  On  May  23, 
1934,  chlorinated  gasoline  in  mineral  oil  was  used  in  metal 
cutting  tests,  and  on  May  29,  1934,  chlorinated  fuel  oil 
(kerosene)  was  used.  (R.  67-68,  Exs.  74,  75.)  Another 
report,  Ex.  76,  dated  June  14, 1934  (R.  82),  shows  successful 
tests  of  chlorinated  gasoline  and  chlorinated  oil  fractions 
as  agents  added  to  mineral  cutting  oils.  A  compilation  of 
successfully  used  compounds  added  to  cutting  is  given  in 
Ex.  77,  dated  June  15,  1934 ,  which  was  prepared  for  use 
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of  the  patent  attorney  in  drawing  up  the  patent  application. 
A  summary  of  the  cutting  oil  tests  is  found  in  Exs.  11c  and 
lid,  showing  dates  of  the  tests  and  the  original  exhibit 
numbers. 

The  lubricating  compositions  prepared  by  adding  a 
small  amount  of  chlorinated  paraffin  hydrocarbon  (chlori¬ 
nated  kerosene,  chlorinated  fluid  fraction  of  petroleum)  to 
a  mineral  lubricating  oil  were  also  tested  in  other  ways. 
Tn  August,  1932  5  per  cent  of  a  mixture  of  polychlorpropane 
and  chlorinated  cocoanut  oil  was  added  to  a  standard  motor 
lubricating  oil  (Polarine  No.  30),  and  the  treated  oil  was 
used  for  motor  lubrication  in  a  number  of  cars  in  general 
service.  The  various  cars  were  run  for  several  hundred 
miles  with  satisfactory  lubrication,  and  the  oil,  upon  re¬ 
moval  for  testing,  showed  little  or  no  deterioration.  (R. 
69,  96-102,  Exs.  32a,  33,  34.)  Tests  were  also  made  in 
August,  1933  of  the  addition  of  polychlorpropane  to  gaso¬ 
line,  for  its  effect  in  improving  upper  cylinder  lubrication 
in  an  automobile  motor.  (R.  69,  106,  Exs.  56,  57.)  Cor¬ 
rosion  tests  were  made  in  June,  1932,  which  showed  that 
the  lubricant  compositions  tested,  which  contained  chlori¬ 
nated  hydrocarbons,  were  little  more  corrosive  to  metals 
than  the  straight  oils.  The  theory  of  E.P.  lubrication 
predicates  a  slight  corrosion  of  bearing  surfaces  by  the 
oil.  (R.  117-119,  Ex.  106.)  Heat  stability  test  made  in 
June,  1932  showed  that  the  oils  containing  chlorinated 
hydrocarbon  addition  agents  possessed  satisfactory  stabil¬ 
ity  upon  prolonged  exposure  to  elevated  temperatures. 
(R.  119-121,  Ex.  107.) 

During  the  period  of  the  inventors’  activity  in  in¬ 
vestigating  the  field  of  high  film  strength  lubricants,  they 
were  also  active  in  bringing  their  improved  compositions 
to  the  attention  of  lubricant  manufacturers,  and  supplied 
numerous  samples  to  outside  concerns.  In  May,  1932 
samples  of  lubricating  compositions,  including  samples  pre¬ 
pared  by  adding  a  chlorinated  paraffin  hydrocarbon  to 
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mineral  lubricating  oil,  were  sent  to  Frank  Harris  Floyd 
Lubricating  Engineers  in  Detroit,  and  conferences  were 
held  with  representatives  of  the  Laboratory  in  which  the 
samples  were  favorably  reported.  Additional  samples 
were  sent  in  July,  1932.  (R.  69,  91-93,  Exs.  19'  20,  22,  23, 
24,  25,  29,  30.)  On  November  29,  1932  a  conference  was 
held  with  representatives  of  the  Lubri-Zol  Corporation 
regarding  an  agreement  with  that  company  to  exchange 
information  on  extra  pressure  lubricants.  On  December 
7, 1932  samples  were  sent  to  Lubri-Zol.  (R.  69,  80, 103,  Exs. 
38,  39.) 

A  written  description  of  the  inventors’  discoveries  in 
extreme  pressure  lubricants,  for  information  of  the  Pat¬ 
ent  Department  of  The  Dow  Chemical  Company,  was 
made  by  Morell  on  August  26,  1932,  in  collaboration  with 
Griswold.  The  written  description  referred  to  the  large 
number  of  agents  that  had  been  tested  during  the  preceding 
year,  and  listed  a  number  of  them  that  had  been  found 
successful,  including  agents  which  are  chlorinated  paraffin 
hydrocarbons.  This  list  of  satisfactory  agents  was  sup¬ 
plemented  by  Knutson  on  October  11,  1932  and  November 
14, 1932.  (R.  75-78,  Ex.  35.) 

i 

The  Actual  Reduction  to  Practice  by  Morell  et  al. 
of  Count  3  of  Interference  No.  69,703. 

With  regard  to  count  3  of  interference  No|  69,703  it 
is  submitted  that  the  August  4,  1932  reduction  to  practice 
in  the  518  mile  automobile  run  which  was  held  to  be  a 
reduction  to  practice  of  count  1  of  interference  No.  78,460 
is  also  a  reduction  to  practice  of  count  3  of  interference 
No.  69,703.  The  composition  of  the  lubricant  which  was 
used  in  that  518  mile  run  was  95%  Polarine  S.A.E.  30 
mineral  lubricating  oil,  the  same  being  a  commercially 
available  refined  mineral  oil,  214%  chlorinated:  cocoanut 
oil  and  214%  polychlorpropane.  (Exhibit  112,  page  97.) 
The  composition  was,  therefore,  a  composition  “free  from 
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added  sulphur7’  and  contained  “as  a  primary  lubricating 
constituent  the  combination  of  unchlorinated  mineral 
lubricating  oil  and  a  minor  proportion  of  chlorinated 
lubricating  oil.”  The  product  usually  identified  as  cocoa- 
nut  oil  is  so  well  known  that  it  is  believed  unnecessary  to 
provide  any  record  identification  of  its  characteristics  and 
properties.  That  it  is  an  unctuous  material  is  a  fact  as  to 
which  the  Court  should  take  judicial  notice.  Its  chlorina¬ 
tion,  therefore,  provides  a  chlorinated  lubricating  oil. 

The  Sufficiency  of  Machine  Tests 
as  a  Reduction  to  Practice. 

With  regard  to  all  of  the  counts  of  interference  Nos. 
69,703  and  77,416,  the  Patent  Office  tribunals  held  that  the 
work  of  Morell  et  al.  on  testing  machines  referred  to  in 
the  foregoing  narrative  statement  of  Morell ’s  work  did 
not  constitute  an  actual  reduction  to  practice.  The  deci¬ 
sion  by  the  Board  of  Interference  Examiners  on  the  petition 
for  reconsideration  by  the  party  Gallsworthy  in  interference 
No.  78,460,  previously  quoted  in  this  brief,  recognizes  that 
a  machine  test  provides  valuable  data  with  respect  to  the 
extreme  pressure  characteristics  of  a  lubricating  composi¬ 
tion  tested  therein.  That  decision  then  goes  on  to  state 
further  in  effect  that  where  the  lubricant  is  to  be  used  in 
the  crankcase  of  an  internal  combustion  engine,  a  com¬ 
pletion  of  the  invention  as  to  such  special  use  is  accom¬ 
plished  only  by  an  actual  test  of  the  lubricant  in  the  en¬ 
gine.  The  Board  of  Interference  Examiners  held  that  the 
518  mile  auto  run  utilizing  polychlorpropane  was  such  an 
actual  reduction  to  practice.  It  should  be  pointed  out,  how¬ 
ever,  that  the  claims  or  counts  in  issue  are  not  restricted  to 
a  lubricant  which  is  usable  only  in  the  lubrication  of  inter¬ 
nal  combustion  engines.  As  a  matter  of  fact,  the  specifica¬ 
tions  of  all  of  the  parties  involved  in  this  interference  make 
a  point  of  the  fact  that  lubricants  of  the  character  with 
which  we  are  here  concerned  are  also  especially  suited  for 
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the  lubrication  of  working  parts  of  machinery  such  as 
gears  and  journal  bearings.  The  test  machines  utilized  by 
Morell  et  al.  in  their  work  referred  to  in  the  narrative 
statement  were  machines  in  which  a  journal  bearing  is  pro¬ 
vided  with  a  split  bushing  so  that  instead  of  having  the 
journal  operate  with  a  fixed  clearance  in  the  bushing,  the 
bushing  could  be  squeezed  against  the  journal  bearing  and 
thus  the  bearing  loaded  progressively  until  failure  oc¬ 
curred.  Basically  the  machine  was,  however,  a  journal  • 
bearing  lubricated  by  the  composition  under  test.  There 
are  many  instances  in  industry  where  conditions  entirely 
like  that  prevailing  in  the  machines  are  encountered  and 
where  an  extreme  pressure  lubricant  is  required. 

The  Board  of  Interference  Examiners  in  its  decision 
on  reconsideration  in  interference  No.  78,460  recognized  the 
value  of  machine  tests  in  the  following  language : 

“The  Graves  machine  tests  clearly  established  that 
the  polychloropropane  contributed  extreme  pressure 
properties  to  the  lubricating  composition  tested.  This 
was  evident  from  the  two  series  of  tests  where  the 
polychloropropane  was  tested  alone  and  together  with 
cocoanut  oil  in  a  lubricating  oil  base.  In  each  case  the 
load  bearing  properties  were  greatly  increased.  ’ ’ 

In  the  same  decision  the  Board  of  Interference  Ex¬ 
aminers  recognized  that  ‘ 1  machine  tests  are  ordinarily  more 
useful  than  road  tests  in  determining  extreme  pressure 
properties.’ ’  The  Board  of  Interference  Examiners,  how¬ 
ever,  relied  on  the  decision  of  Ckittick  v.  Lyons,  42  U.  S. 

P.  Q.  132.  In  that  case  the  Court  of  Customs  and  Patent 
Appeals  based  its  decision  almost  entirely  on  certain  testi¬ 
mony  given  by  Mr.  Mougey,  the  petroleum  engineer  for 
General  Motors  Corp.  The  two  principal  answers  given 
by  Mr.  Mougey  were : 

i  1  The  only  final  test  on  any  lubricant  is  performance 
in  service”;  and 

“The  extreme  pressure  machine  tests  only  load 
carrying  ability  and  does  not  test  the  other  properties.” 
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In  that  case  the  only  data  available  for  consideration 
by  the  Court  of  Customs  and  Patent  Appeals  as  to  the  com¬ 
positions  in  question  was  the  data  derived  by  the  machine 
tests.  Such  is  not  the  case  before  us.  Morell  and  Knutson 
tried  their  extreme  pressure  addition  agents  covered  by  the 
counts  of  interference  Nos.  69,703  and  77,416  in  a  lubricant 
on  the  market  commercially  as  a  satisfactory  crankcase 
lubricant.  In  other  words  over  90%  of  the  content  of  the 
samples  tested  by  Morell  and  Knutson  was  this  highly 
refined  commercial  lubricating  oil.  When  their  machine 
tests  were  then  completed  they  knew  not  only  the  proper¬ 
ties  of  the  blend,  i.e.,  its  load  carrying  capacity,  but  also 
the  properties  of  the  individual  components  of  the  blend. 
They  knew  that  the  base  oil  was  a  satisfactory  lubricant 
for  ordinary  purposes.  The  machine  tests  told  them  that 
when  the  pressure  went  high  enough  so  that  the  plain  oil 
base  would  fail,  the  chlorine  containing  addition  agents 
present  would  become  active  and  carry  the  load  from 
there  on. 

The  Supreme  Court  in  the  case  of  Corona  Cord  Tire 
Co.  v.  Dovan  Chemical  Corp .,  276  U.  S.  358,  72  L.  Ed.  610, 
held  that  after  all  scientists  skilled  in  the  art  are  able  to 
make  deductions  from  many  simple  tests  by  which  invention 
can  be  determined  before  there  is  any  active  demonstration 
by  commercial  use.  In  that  case  they  held  that  Dr.  Kratz, 
one  skilled  in  the  art  of  utilizing  rubber  accelerators,  de¬ 
rived  enough  information  by  curing  a  simple,  small,  flat 
slab  of  rubber  to  determine  that  the  material  in  question 
was  a  very  active  accelerator.  They  did  not  require  Dr. 
Kratz  to  make  a  tire  and  run  it  on  the  road.  So  far  as  the 
record  goes,  Dr.  Kratz  never  made  a  tire,  yet  the  Supreme 
Court  held  that  from  the  information  derived  by  that  simple 
test  Dr.  Kratz  and  the  others  skilled  in  the  art  knew  that 
the  material  in  question  was  effective.  Similarly  in  the 
present  case  these  workers  knew  from  the  results  of  the 
machine  tests  that  the  compositions  under  consideration 
were  effective  extreme  pressure  agents. 
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There  is  still  a  further  fact  in  the  present  cases  which 
may  not  be  overlooked.  The  narrative  statement  previously 
given  shows  that  Morell  and  Knutson  were  continuously 
active  on  this  program  from  the  summer  of  1931  up  to  the 
filing  of  their  application.  At  no  stage  is  there  any  evi¬ 
dence  of  abandonment.  Certainly,  therefore,  Morell  et  al. 
are  entitled  to  be  considered  as  having  been  continuously 
diligent  from  the  summer  of  1931,  i.e.,  long  prior  to  the  date 
established  by  any  other  party  up  to  the  time  the  Morell 
et  al.  application  was  filed.  To  penalize  Morell  et  al.  for 
having  waited  would  be  to  not  only  encourage  inventors 
to  file  incomplete  applications  but  would  actually  make  it 
necessary  for  an  inventor,  continuously  engaged  on  a  re¬ 
search  program,  to  early  file  an  application  on  incomplete 
disclosures.  The  party  Morell  et  al.  waited  in  their  research 
program  until  they  had  marshalled  sufficient  facts  to  make 
a  worthwhile  patent  specification. 

Gallswortby  on  the  other  hand,  who  filed  his  case  early 
and  who  has  not  shown  any  actual  work  done  prior  to  the 
filing  of  his  application,  included  only  two  specific  examples 
— chlorinated  mineral  oil  and  chlorinated  paraffin  wax.  The 
record  shows  and  it  is  admitted  on  the  record  by  counsel 
for  Gallsworthy  that  the  latter  was  not  the  first  inventor 
of  the  use  of  chlorinated  paraffin  wax  leaving  only  one 
other  disclosed  species  in  the  Gallsworthy  case.  Certainly 
the  tremendous  amount  of  actual  work  done  oh  behalf  of 
Morell  et  al.  should  be  entitled  to  more  weight  than  this 
disclosure  of  a  single  species  by  the  party  Gallsworthy. 

Mor ell’s  Case  on  Priority  as  to  the 
Counts  of  Interference  No.  75,209. 

With  regard  to  counts  2  and  5  of  this  interference  they 
are,  as  previously  pointed  out,  verbatim  copies!  of  counts 
1  and  2  of  interference  No.  78,460  with  the  exception  of  the 
preamble  identifying  them  as  metal  cutting  compositions. 
Since  an  inventor  is  entitled  to  every  use  of  his  patented 
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material,  the  priority  of  invention  which  Morell  et  al.  has 
shown  with  respect  to  counts  1  and  2  of  interference  No. 
78,460  entitles  them  without  anything  further  to  a  similar 
award  with  regard  to  counts  2  and  5  of  interference  No. 
75,209.  Morell  et  al.,  however,  are  not  required  to  rely  on 
that  doctrine  alone.  They  have  proof  of  record  of  actual 
work  done  by  drilling  tests  on  these  compositions  long  be¬ 
fore  the  earliest  date  established  by  Cohen.  The  Examiner 
of  Interferences  and  the  Board  of  Appeals  have  held  in 
this  case  that  the  record  fails  to  show  how  the  compositions 
tested  “compared  with  other  cutting  oils.”  The  witness 
Graves  unequivocally  stated,  in  answer  to  Q.  274,  that  the 
cutting  tests  were  successful,  and  in  his  answer  to  Q.  276 
stated  unequivocally  that  an  improved  cutting  medium  was 
produced  by  the  use  of  the  addition  agents.  This  is  borne 
out  by  the  actual  records  made  at  the  time.  Exhibit  41, 
page  2,  summarizes  comparative  drilling  tests.  That  report 
said,  in  commenting  on  the  results  of  drilling  tests,  using 
polychlorpropane  as  the  addition  agent, 

“The  temperatures,  tool  wear,  and  power  savings 
were  highly  gratifying,  the  latter  being  especially  true. 
A  look  at  the  accompanying  graph  will  show  that  the 
test  was  stopped  at  1070  in.  of  bore  (drill  in  good  con¬ 
dition),  while  the  test  without  any  addition  agent  was 
forced  to  stop  at  925  in.  of  bore.” 

The  cutting  oils  used  as  the  base  to  which  the  addition 
agents  were  added  were  commercial  cutting  fluids  such  as 
Sun  emulsifiable  cutting  oil,  and  another  material  identified 
in  Exhibit  41  as  Stuart’s  Thred-Cut  Oil. 

The  opening  sentence  in  the  report  dated  February  21, 
1933,  Exhibit  42a,  is  believed  to  be  conclusive : 

“The  presence  of  polychlorpropane  in  cutting  fluids 
is  desirable.  It  produces  a  pronounced  saving  as  indi¬ 
cated  in  the  table  below.” 

While  there  are  a  large  number  of  other  records  of 
cutting  tests  conducted  prior  to  the  filing  date  of  the  Cohen 
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application,  it  is  believed  that  the  foregoing  is  sufficient 
to  show  that  the  party  Morell  et  al.  had  an  actual  reduc- 

i 

tion  to  practice  months  prior  to  the  filing  date  of  the  Cohen 
application,  and  that  accordingly  the  party  Morell  et  al. 
is  entitled  to  an  award  of  priority  as  to  counts  1,  2  and  5 
of  Interference  No.  75,209. 

The  actual  reduction  to  practice  of  polychlorpropane 
fully  satisfies  count  2  of  Interference  No.  75,209  on  the 
same  theory  on  which  the  Board  of  Interference  Examiners 
awarded  priority  of  invention  to  Morell  et  al.,  as  to  count  1 
of  Interference  No.  78,460  (count  3  of  Interference  No. 
75,209). 

With  regard  to  count  5,  while  it  is  maintained,  on  be¬ 
half  of  the  party  Morell  et  al.,  that  propane  is  a  fluid  frac¬ 
tion  of  petroleum,  and  that  accordingly  his  reduction  to 
practice  of  polychlorpropane  fully  satisfies  count  5  of  In¬ 
terference  No.  75,209,  it  is  not  necessary  to  resolve  that 
question  in  showing  that  Morell  et  al.  is  entitled  to  count  5. 

The  summary  of  the  metal  cutting  tests  given  in  Ex¬ 
hibit  42(a)  shows  a  reduction  to  practice,  in  addition  to 

i 

this  early  reduction  to  practice  of  chlor  propane,  chlori¬ 
nated  gasoline  and  chlorinated  fuel  oil,  however  on  dates 
which  are  subsequent  to  the  filing  date  of  the  party  Cohen. 

Here  again,  we  have  the  situation  where  the  party 
Morell  et  al.,  was  exploring  the  entire  field  of  chlorinated 
paraffin  hydrocarbons  for  use  as  cutting  oil  addition  agents, 
and  his  continuous  activity  in  testing  representative  mem¬ 
bers  of  the  genus  entitles  him  to  a  date  earlier  than  the 
filing  date  of  the  Cohen  application  for  diligence  with  re¬ 
spect  to  those  members  of  the  class  which  were  not  re¬ 
duced  to  practice  until  after  the  Cohen  filing  date. 

With  respect  to  count  1  of  Interference  No.  75,209,  the 
reduction  to  practice  by  Morell  et  al.  of  chlorinated  fuel 
oil  clearly  satisfies  that  count,  since  fuel  oil  and  kerosene 
are  synonymous  in  the  identification  of  a  petroleum  oil 
cut  which  is  heavier  than  gasoline  and  lighter  than  lubri- 
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eating  oil.  Even  if  they  were  not  synonymous,  the  mention 
by  Morell  et  al.  of  chlorinated  kerosene  in  his  application, 
coupled  with  his  diligence  in  exploring  the  entire  field  in 
the  manner  above  explained,  entitles  Morell  et  al.  to  a  date 
earlier  than  the  Cohen  filing  date  on  which  he,  Morell  et  al., 
began  actively  exercising  reasonable  diligence  in  adapting 
and  perfecting  his  invention  as  to  this  species. 

While  on  the  record  as  it  now  stands  it  is  believed 
clear  that  Morell  and  Knutson  were  the  first  to  make  the 
invention  here  in  issue  and  are  accordingly  entitled  to  a 
patent  thereon,  and  that  the  term  *  ‘fluid”  in  identifying  a 
fraction  of  petroleum  as  in  certain  of  the  counts  is  a  broad 
term  inclusive  of  gases  and  liquids,  nevertheless,  had  the 
Trial  Court  permitted  the  introduction  of  the  protfered 
testimony  on  these  points,  no  questions  whatsoever  on  such 
points  would  remain.  Should  this  Court,  therefore,  for 
some  reason  conclude  that  the  record  of  Morell  and  Knut¬ 
son  does  not  fullv  show  them  to  be  the  first  inventors  of 
the  subject  matter  in  issue,  then  these  cases  should  be  sent 
back  to  the  Trial  Court  so  that  the  proffered  evidence  which 
was  refused  may  be  introduced  and  made  a  part  of  the 
record. 


CONCLUSIONS. 

It  is  believed  that  we  have  conclusivelv  shown  that: 

(1)  The  party  Cohen  by  merely  filing  a  Counter¬ 
claim  has  not  complied  with  the  provisions  of  R.  S. 
4915  and  is  accordingly  not  entitled  to  any  relief  herein. 

(2)  The  Trial  Court  erred  in  not  permitting  the 
introduction  of  additional  testimony  on  behalf  of  Knut¬ 
son  et  al. 

(3)  The  party  Morell  and  Knutson  is  the  only 
party  who  can  take  a  valid  patent  on  any  of  the  counts 
in  issue  because  they  are  the  only  party  who  is  not 
barred  by  the  Lincoln  et  al.  patent,  and  the  only  party 
who  has  shown  a  completion  of  the  invention  prior 
to  the  effective  date  of  the  Lincoln  et  al.  patent. 
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(4)  None  of  the  other  parties  can  take  a  valid 
patent  on  any  of  the  counts  in  issue  because  they  did 
not  complete  their  invention  prior  either  to  the  Lincoln 
et  al.,  patent,  which  is  a  statutory  bar  against  them,  or 
the  actual  reductions  to  practice  by  the  party  Morell 
and  Knutson  who  antedates  them  on  priority. 

Respectfully  submitted, 

Almon  S.  Nelson,  , 

Attorney  for  Appellants 
Amos  T.  Knutson,  et  al., 

Earle  Bldg.,  I 
Washington  4,  D.  C. 

Oscar  C.  Limbach, 

i 

Of  Counsel, 

i 

909  Leader  Bldg., 

Cleveland  14,  Ohio. 
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APPENDIX  A. 

202  PARAFFIN  HYDROCARBONS 


Paraffin  Hydrocarbons  in  Petroleum 


GASEOUS  HYDROCARBONS  (Natural  Gas) 


Sp.  Gr. 

Molec- 

Baume 

Liquid 

Melting 

Boiling 

ular 

Name 

Gravity 

15.5°C 

Formula 

Point 

Point 

Weight 

Methane  . 

•  999 

•  •  *  • 

ch4 

— 184.0°C 

— 165.0°C 

16.03 

Ethane  . 

.  194 

0.432 

CoH6 

—171.4 

—  93.0 

30.05 

Propane  . 

.  142 

0.525 

csh8  - 

-195.0 

—  45.0 

44.07 

Butane  . 

.  109 

0.585 

c4h10  - 

-135.0 

+  1.0 

58.08 

“GASOLINE”  HYDROCARBONS 

Pentane  . 

92.2 

0.630 

C5H12 

•  •  ■  • 

36.3 

72.10 

Hexane  . 

78.9 

0.670 

C«H14 

•  999 

69.0 

86.12 

Heptane  . 

70.9 

0.697 

c7h16 

•  999 

98.4 

100.13 

Octane  . 

65.0 

0.718 

^8®18 

9  9  9  9 

125.5 

114.15 

Nonane  . 

59.2 

0.740 

c0h20 

—51.0 

150.0 

128.16 

Decane  . 

56.7 

0.750 

^10^22 

—31.0 

173.0 

142.18 

Undecane  . 

54.2 

0.760 

CxiH24 

—26.0 

195.0 

156.20 

HEAVY  LIQUID 

►  HYDROCARBONS 

(Kerosene) 

Duodecane  . 

.  51.8 

0.770 

C12H26 

—12.0 

214.0 

170.22 

Tridecane  . 

.  46.8 

0.792 

^13^28 

—  6.0 

234.0 

184.24 

Tetradecane  .... 

.  45.0 

0.800 

c14h30 

4-  5.0 

252.0 

198.25 

Pentadecane  . . . 

.  43.5 

0.807 

C1sH32 

10.0 

270.0 

212.26 

Hexadecane  .... 

.  41.8 

0.815 

^16®  34 

28.0 

287.0 

226.27 

Heptadecane  . . . 

.  40.3 

0.822 

C17H36 

22.0 

295.0 

240.28 

Octadecane  .... 

.  38.6 

0.830 

c18h38 

28.0 

317.0 

254.30 

HEAVY  SOLID  HYDROCARBONS 

(vacuo) 


Eicosane  . 

37.2 

0.837 

C0ftHi0 

37.0 

117.5 

282.34 

Tricosane  . 

36.5 

0.841 

C23H48 

48.0 

138.0 

325.38 

Tetracosane  . 

C24H50 

51.0 

145.5 

338.39 

Pentacosane  .... 

C2,H,2 

54.0 

152.5 

352.41 

Hexacosane  . 

c2,;H54 

56.0 

160.0 

366.43 

Mericyl  . 

c27H5C 

59.4 

167.0 

370.45 

Octoeosane . 

C28H,8 

60.0 

173.5 

384.47 

Nonocosane  . 

63.0 

179.0 

398.48 

Ceryl  . 

^30®02 

65.6 

186.0 

422.49 

Untriacontane  . . . 

c31h);4 

68.0 

193.5 

436.52 

Duotriacontane  .? 

^32^06 

70.0 

201.0 

450.53 

Tetratriacontane  . 

c34h70 

72.0 

215.0 

478.56 

Pentatriacontane  . 

35.4 

0.846 

c33h72 

75.0 

222.0 

492.58 
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Hydrocarbons  Found  in  or  Produced  from  Petroleum 

C  H4  Methane,  marsh  gas. 

C2H2  Acetylene,  ethine. 

C2H4  Ethylene. 

C2Hc  Ethane. 

C3H4  Allene ;  Cyclopropene ;  Propine ;  Allylene.  | 

C3H6  Propene ;  Cyclopropane ;  Propylene. 

C3H8  Propane. 

C4H4  Biacetylene. 

C4H6  Erythrene;  Bivinyl;  Methylene-cyclopropane;  Crotonylene;  Ethyl- 

acetylene;  Methyl-allylene ;  Pyrolylene;  1-3  Butadiene. 

C4H8  Butene;  Isobutylene;  Cyclobutane;  Methyl-cyclopropane. 

C4H10  Butane;  Isobutane;  2-Methyl-propane.  | 

C5H6  Cyclopentadiene. 

C5H8  1-Pentine ;  Isoprene ;  Propylacetylene ;  Methylene-cyclobutane ; 

1- Pentene  Cyclopentene ;  1,  2-Pentadiene ;  Piperylene;  Methyl- 
butadiene  ;  Methyl-ethyl-acetylene. 

C6H10  2-Methyl-2-butene ;  1-Pentene ;  Cyclopentane ;  Amylene. 

C5H12  Pentane ;  Isopentane ;  2-Methyl-butane. 

C0H6  Benzene ;  Dipropargyl  Dimethyl-diacetylene. 

C6H8  Dihydro-benzene. 

C6H0  Di-iso-propenyl ;  Dimethyl-butadiene. 

C6H10  Biallyl;  1-Hexine;  Cyclohexene;  Bicyclo (0.1.3) hexane;  2,  3-Di- 
methyl-1,  3-butadiene ;  1,  2-Hexadiene ;  3-3-Dimethyl-l-butine. 
CflH12  2-Dimethy  1-butene ;  Cyclohexane;  Methyl-cyclopentane;  1-Hexene; 

2- Methyl-2-pentene,  Hexylene. 

i 

C6H14  2,  3-Dimethyl-butane ;  Hexane ;  2-Methyl-pentane. 

C7H8  Toluene. 

C7H12  Methylene-cyclohexane;  Heptine;  Methyl-cyclohexene;  Heptadiene; 

4,4-Dimethyl-l,  2-pentadiene ;  Trimethyl-butadiene. 

C7H14  2,  3,  3-Trimethyl-l-butene ;  Cycloheptane;  Methylrcyclohexane ;  3- 

Ethyl-pentene ;  Dimethyl-pentene ;  3-Heptene ;  1,  3-Dimethyl- 
cyclopentane ;  Ethyl-cyclopentane ;  3-Methyl-3-hexene ;  Heptylene ; 
Suberane. 

C7H10  Dimethyl-pentane;  Heptane;  Trimethyl-butane. 

C8II0  Ethinyl-benzene. 
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(Page  205  continued) 

C8H8  Styrene;  Ethylene-benzol. 

CgHjo  Ethyl-benzene,  Xylene. 

C8H14  3,  3-Dimethyl-bicyclo  (0.1.3)  hexane;  Octadiene;  Dimethyl-cyclo¬ 

hexene  ;  3-Ethyl-2,  4-hexadiene ;  3,  6-Spiro-octane ;  Conylene. 
C8HI6  Dimethyl-cyclohexane ;  Ethyl-cyclohexane ;  Isopropyl-cyclo-pentane ; 

Propyl-cyclopentane;  1-Octene;  Octylene;  Cyclo-octane. 

C8H18  2,  5-Dimethyl-hexane ;  Octane ;  Methyl-heptane. 

C9Hg  Propargyl-benzene ;  Indene. 

C9H10  Allyl-benzene ;  Propenyl-benzene ;  Hydrindene;  Indan;  a-Methyl- 

styrene. 

C0H12  Propyl-benzene;  Cumene;  Dihydro-indan ;  o-Ethyl-toluene ;  Hemi- 
mellitene;  Mesitylene;  Trimethyl-benzol. 

C0H14  Propargyl-cyclohexane ;  7-7-Dimethyl-tricyclo-heptane  (apocyclene) ; 

Apoisofenchene ;  1-Propenyl-cyclohexene ;  Santene. 
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APPENDIX  B. 

THE  COUNTS  OF  THE  SEVERAL  INTERFERENCES. 

Interference  No.  78,460. 

1.  A  composition  of  matter  comprising  a  mineral 
lubricating  oil  and  a  relatively  small  proportion  of  a  sub¬ 
stantially  non-volatile  chlorinated  paraffin  hydrocarbon  as 
essential  ingredients. 

2.  A  composition  of  matter  comprising  a  mineral  lubri¬ 
cating  oil  and  a  small  percentage  of  chlorine  in  chemical 
combination  with  a  fluid  fraction  of  petroleum ,  the  com¬ 
pounds  formed  being  substantially  non-volatile. 

Interference  No.  69,703. 

1.  A  lubricant  suitable  for  lubrication  under  ex¬ 
treme  pressures  comprising  essentially  mineral  oil  and  a 
small  percentage  of  chlorine  in  chemical  combination  with 
nonvolatile  mineral  oil,  the  compounds  formed  being  also 
non-volatile. 

2.  A  lubricating  composition  having  as  a  primary 
lubricating  constituent  the  combination  of  unchlorinated 
mineral  lubricating  oil  and  a  minor  proportion  of  chlori¬ 
nated  mineral  lubricating  oil. 

3.  An  extreme  pressure  lubricant  comprising  as  a 
primary  lubricating  constituent  the  combination  of  un¬ 
chlorinated  mineral  lubricating  oil  and  a  minor  proportion 
of  chlorinated  lubricating  oil,  the  lubricant  being  free  from 
added  sulphur. 


Interference  No.  77,416. 

1.  An  extreme  pressure  lubricant  for  use  between 
relatively  moving  metallic  surfaces,  comprising  a  body  of 
refined  mineral  lubricating  oil,  the  ability  of  which  to  pre¬ 
vent  seizure  and  scoring  between  relatively  moving  metal¬ 
lic  surfaces  operating  under  conditions  of  extreme  pres¬ 
sure,  has  been  substantially  increased  by  the  addition 
thereto  of  a  minor  amount  of  chlorinated  mineral  oil. 

2.  The  method  of  improving  a  body  of  refined 
mineral  lubricating  oil  to  very  substantially  increase  its 
ability  to  prevent  seizure  and  scoring  when  used  as  a  lubri¬ 
cant  between  relatively  moving  metallic  surfaces  operating 
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under  conditions  of  extreme  pressure,  which  comprises 
dissolving  in  said  body  a  small  amount  of  chlorinated  min¬ 
eral  oil. 

3.  The  method  of  reducing  the  friction  between 
relatively  moving  metallic  surfaces  which  comprises  main¬ 
taining  therebetween  a  film  of  lubricating  oil  and  at  the 
same  time  chemically  acting  upon  such  surfaces  by  means 
of  chlorine  present  in  said  oil  film  in  the  form  of  a  minor 
amount  of  chlorinated  mineral  oil. 

Interference  No.  75,209. 

1.  A  metal  cutting  composition  comprising  a  mineral 
lubricating  oil  and  a  relatively  small  proportion  of  chlori¬ 
nated  kerosene  as  essential  ingredients. 

2.  A  metal  cutting  composition  comprising  a  mineral 
lubricating  oil  and  a  relatively  small  proportion  of  a  sub¬ 
stantially  non-volatile  chlorinated  paraffin  hydrocarbon 
as  essential  ingredients. 

5.  A  metal  cutting  composition  comprising  a  mineral 
lubricating  oil  and  a  small  percentage  of  chlorine  in  chemi¬ 
cal  combination  with  a  fluid  fraction  of  petroleum,  the 
compounds  formed  being  substantially  non-volatile. 
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Parties 


Patent  Office 

Applicants  in  the  Appeal  Civil  Action  Interference 
Patent  Office  Nos.  Nos.  Nos.  Counts  or  Claims  in  Issue 


JlMMIEBEL  GALL8W0RTHY 

Gallsworthy, 

9244 

The  Texas  Company 

Cohen, 

9423 

Plaintiffs- Appellees 

Morell  et  al. 

V. 

9428 

Amos  T.  Knutson  et  al. 

The  Dow  Chemical  Company 

Defendants- Appellants 


Samuel  J.  Cohen 

Defendant- Appellant 

Hon.  Casper  W.  Ooms, 

Commissioner  of  Patents 


1.  A  composition  of  matter  comprising  a  min¬ 
eral  lubricating  oil  and  a  relatively  small  pro¬ 
portion  of  a  substantially  non-volatile  chlorin¬ 
ated  paraffin  hydrocarbon  as  essential  ingre¬ 
dients. 

2.  A  composition  of  matter  comprising  a  min- 

78,460  eral  lubricating  oil  and  a  small  percentage  of 

chlorine  in  chemical  combination  with  a  fluid 
fraction  of  petroleum,  the  compounds  formed 
being  substantially  non-volatile. 


Amos  T.  Knutson  et  al. 

Gallsworthy, 

9424 

The  Dow  Chemical  Company 

Cohen, 

Plaintiffs- Appellants 

Morell  et  al. 

9429 

V. 

9430 

JlMMIEBEL  GALL8W0RTHY 

The  Texas  Company 

Defendants- Appellees 


Samuel  J.  Cohen 

Defendant- Appellant 

Hon.  Casper  W.  Ooms, 

Commissioner  of  Patents 


Amos  T.  Knutson  et  al.  Gallsworthy,  9426 

The  Dow  Chemical  Company  Morell  et  al. 

Plaintiffs- Appellants 

v. 

JlMMIEBEL  GaLLSWORTHY 
The  Texas  Company 

Defendants- A  ppellees 

Hon.  Casper  W.  Ooms, 

Commissioner  of  Patents 


Amos  T.  Knutson  et  al.  Gallsworthy,  9427 

The  Dow  Chemical  Company  Morell  et  al. 

Plaintiffs- Appellants 

v. 

JlMMIEBEL  GaLLBWORTHY 
The  Texas  Company 

Defendants-Appellees 

Hon.  Casper  W.  Ooms, 

Commissioner  of  Patents 


23.873  69,703  1.  A  lubricant  suitable  for  lubrication  under 

extreme  pressures  comprising  essentially  min¬ 
eral  oil  and  a  small  percentage  of  chlorine  in 
chemical  combination  with  non-volatile  mineral 
oil,  the  compounds  formed  being  also  non-vola¬ 
tile. 

2.  A  lubricating  composition  having  as  a  prim¬ 
ary  lubricating  constituent  the  combination  of 
unchlorinated  mineral  lubricating  oil  and  a 
minor  proportion  of  chlorinated  mineral  lubri¬ 
cating  oil. 

3.  An  extreme  pressure  lubricant  comprising 
as  a  primary  lubricating  constituent  the  com¬ 
bination  of  unclilorinated  mineral  lubricating 
oil  and  a  minor  proportion  of  chlorinated  lubri¬ 
cating  oil,  the  lubricant  being  free  from  added 
sulphur. 

23.874  77,416  1.  An  extreme  pressure  lubricant  for  use  be¬ 

tween  relatively  moving  metallic  surfaces,  com¬ 
prising  a  body  of  refined  mineral  lubricating  oil, 
the  ability  of  which  to  prevent  seizure  and  scor¬ 
ing  between  relatively  moving  metallic  surfaces 
operating  under  conditions  of  extreme  pressure, 
has  been  substantially  increased  by  the  addi¬ 
tion  thereto  of  a  minor  amount  of  chlorinated 
mineral  oil. 

2.  The  method  of  improving  a  body  of  refined 
mineral  lubricating  oil  to  very  substantially  in¬ 
crease  its  ability  to  prevent  seizure  and  scoring 
when  used  as  a  lubricant  between  relatively  mov¬ 
ing  metallic  surfaces  operating  under  conditions 
of  extreme  pressure,  which  comprises  dissolv¬ 
ing  in  said  body  a  small  amount  of  chlorinated 
mineral  oil. 

3.  The  method  of  reducing  the  friction  between 
relatively  moving  metallic  surfaces  which  com¬ 
prises  maintaining  therebetween  a  film  of  lubri¬ 
cating  oil  and  at  the  same  time  chemically  acting 
upon  such  surfaces  by  means  of  chlorine  present 
in  said  oil  film  in  the  form  of  a  minor  amount  of 
chlorinated  mineral  oil. 


Amos  T.  Knutson  et  al.  Cohen,  9425  23,872  75,209 

The  Dow  Chemical  Company  Morell  et  al. 

Plaintiffs- Appellants 

v. 

Samuel  J.  Cohen 

Defendant- Appellee 

Hon.  Casper  W.  Ooms, 

Commissioner  of  Patents 


1.  A  metal  cutting  composition  comprising  a 
mineral  lubricating  oil  and  a  relatively  small 
proportion  of  chlorinated  kerosene  as  essential 
ingredients. 

2.  A  metal  cutting  composition  comprising  a 
mineral  lubricating  oil  and  a  relatively  small 
proportion  of  a  substantially  non-volatile  chlor¬ 
inated  paraffin  hydrocarbon  as  essential  in¬ 
gredients. 

5.  A  metal  cutting  composition  comprising  a 
mineral  lubricating  oil  and  a  small  percentage 
of  chlorine  in  chemical  combination  with  a  fluid 
fraction  of  petroleum,  the  compounds  formed 
being  substantially  non-volatile. 
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BRIEF  FOR  APPELLANT  SAMUEL  J.  COHEN 

In  Appeals  Nos.  9428,  9429,  9430 


Jurisdictional  Statement 

These  causes  arise  under  R.S.  4915*,  following  a  series 
of  interference  proceedings  in  the  Patent  Office,  as  suits  by 
losing  applicants  in  the  Patent  Office  to  adjudge  that  they 
are  entitled  to  receive  a  patent  for  their  inventions  as 
against  the  winning  applicant.  j 

*  U.S.C.  Title  35  Sec.  63,  Act  of  August  5,  1939,  53  Stat.  1212. 
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The  history  of  these  actions  has  been  most  complex  and 
has  given  rise  to  conflicting  decisions  between  the  Patent 
Office  and  the  District  Court.  The  contentions  of  the  parties 
have  likewise  been  marked  by  contrariety.  In  these  circum¬ 
stances  we  believe  that  this  case  is  “not  one  appropriate 
for  disposal  merely  by  applying  the  doctrine  of  Abbott  v. 
Coe,  71  App.  D.  C.  195,  109  F.  2d  449”;  but,  like  Abbott  v. 
Shepherd,  77  App.  D.  C.  101, 135  F.  2d  769,  requires  a  care¬ 
ful  consideration  of  the  issues  and  the  evidence.  . 

(a)  Statutory  Provisions 

Jurisdiction  of  the  District  Court  for  the  District  of 
Columbia  was  invoked  under  the  Act  of  March  3,  1927,  44 
Stat.  1394;  U.S.C.  Title  35,  Sec.  72a  and  the  appellate 
jurisdiction  of  this  Court  under  Code  of  Laws  of  the  Dis¬ 
trict  of  Columbia  Tit.  18,  Chapter  2,  Sec.  26*. 

The  judgments  below  dismissed  the  complaints  and  coun¬ 
terclaims  in  all  the  actions  herein  except  in  Civil  Actions 
19,801  where  the  District  Court  reversed  the  Patent  Office 
and  authorized  the  Commissioner  of  Patents  to  issue  a 
patent  to  Gallsworthv  instead  of  to  Morell  et  al.,  as  to  Count 
1  of  this  action. 

The  judgments  appealed  from  dispose  of  the  entire  con¬ 
troversy  between  the  parties  and  are  thus  final  judgments. 

(b)  The  Pleadings 

Originally  nine  applicants  for  patent  were  involved  in 
the  Patent  Office  proceedings  but  by  the  time  these  actions 
were  filed  in  the  District  Court  all  but  four  of  the  original 
nine  had  been  eliminated.  There  are  now  left  but  three 
contending  applicants,  the  fourth  having  failed  to  appeal 
to  this  Court  from  the  judgments  below.  The  remaining 
applicants  are  as  follows: 


*  Act  of  Feb.  9, 1893,  27  Stat.  435,  c.  74,  sec.  7;  Mar.  3,  1901,  31 
Stat.  1225,  c.  854,  sec.  226;  Mar.  3,  1921,  41  Stat.  1312,  c.  125, 
sec.  12. 
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Applicant  Patent  Appln .  No.  Filing  Date 

Gallsworthy  646,491  Dec.  9,  1932 

Cohen  682,634  July  28,  1933 

Morell  et  al.  733,452  July  2,  1934 

In  this  brief  we  shall  refer  to  the  parties  by  the  names 
of  the  applicants  in  the  Patent  Office,  namely,  (1)  Galls¬ 
worthy,  (2)  Cohen,  and  (3)  Morell  et  al.  In  this  way  we 
believe  the  continuity  between  the  proceedings  in  the  Patent 
Office  and  the  District  Court  will  be  clear. 

The  Gallsworthy  application  has  been  assigned  to  The 
Texas  Company  and  the  Morell  et  al.  application  to  The 
Dow  Chemical  Company,  and  these  names  appear  in  the 
pleadings.  The  assignees  are  the  real  parties  in  interest. 
The  Cohen  application  has  not  been  assigned  and  is  owned 
by  the  applicant.  Mr.  Cohen  does  business  as  the  American 
Chemical  Products  Company. 

Both  Morell  and  Gallsworthy  died  during  the  course 
of  these  proceedings  and  the  name  of  Morell ’s  co-inventor, 
Knutson,  appears  in  the  pleadings.  Likewise,  Gallsworthy ’s 
executrix,  Jimmiebel  Gallsworthy,  was  substituted  as  a 
party  to  these  actions.  The  fourth  party,  who  did  not  ap¬ 
peal  to  this  Court,  but  whose  name  appears  in  some  of  the 
pleadings,  is  Henriksen  et  al.  Ilenriksen  also  died  and  his 
administrator,  Wolfe,  was  substituted  as  a  party.  The 
Henriksen  et  al.  application  was  assigned  to  The  Lubri- 
Zol  Development  Corporation. 

The  Commissioner  of  Patents,  Casper  W.  Corns,  is  a 
party  to  these  proceedings  but  has  no  interest  adverse  to 
any  other  party. 

These  causes  were  consolidated  for  trial  below  and 
on  this  appeal  (Joint  App.  78,  80).  | 

By  complaint,  answer,  counterclaim,  and  reply  (Joint 
App.  2-19)  all  three  of  the  present  contending  parties, 
Gallsworthy,  Cohen  and  Morell  et  al.  put  in  issue  their 
respective  rights  to  obtain  issuance  of  a  patent  containing 
the  following  counts  or  claims : 
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1.  A  composition  of  matter  comprising  a  min¬ 
eral  lubricating  oil  and  a  relatively  small  pro¬ 
portion  of  a  substantially  non-volatile  chlorin¬ 
ated  paraffin  hydrocarbon  as  essential  ingredi- 

Interference  eilts. 

78,460 

2.  A  composition  of  matter  comprising  a  min¬ 
eral  lubricating  oil  and  a  small  percentage  of 
chlorine  in  chemical  combination  with  a  fluid 
fraction  of  petroleum,  the  compounds  formed 
being  substantiallv  non-volatile. 

By  complaint  and  answer  (Joint  App.  26-45)  Morell 
et  al.  and  Galls  worthy  (but  not  Cohen)  put  in  issue  their  re¬ 
spective  rights  to  obtain  a  patent  containing  the  following 
six  claims: 


1.  A  lubricant  suitable  for  lubrication  under 
extreme  pressures  comprising  essentially  min¬ 
eral  oil  and  a  small  percentage  of  Chlorine  in 
chemical  combination  with  non-volatile  mineral 
oil,  the  compounds  formed  being  also  non¬ 
volatile. 

2.  A  lubricating  composition  having  as  a  pri- 
Interference  marv  lubricating  constituent  the  combination 

69.703  of  unchlorinated  mineral  lubricating  oil  and  a 
minor  proportion  of  chlorinated  mineral  lubri¬ 
cating  oil. 

3.  An  extreme  pressure  lubricant  comprising 
as  a  primary  lubricating  constituent  the  com¬ 
bination  of  unchlorinated  mineral  lubricating 
oil,  and  a  minor  proportion  of  chlorinated  lubri¬ 
cating  oil,  the  lubricant  being  free  from  added 
sulphur. 

1.  An  extreme  pressure  lubricant  for  use  be¬ 
tween  relatively  moving  metallic  surfaces,  com¬ 
prising  a  body  of  refined  mineral  lubricating 
oil,  the  ability  of  which  to  prevent  seizure  and 
scoring  between  relatively  moving  metallic  sur¬ 
faces  operating  under  conditions  of  extreme 
pressure,  has  been  substantially  increased  by 
the  addition  thereto  of  a  minor  amount  of  chlor¬ 
inated  mineral  oil. 
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2.  The  method  of  improving-  a  body  of  refined 
mineral  lubricating  oil  to  verv  substantially 
increase  its  ability  to  prevent  seizure  and  scor¬ 
ing  when  used  as  a  lubricant  between  relatively 
moving  metallic  surfaces  operating  under  con¬ 
ditions  of  extreme  pressure,  which  comprises 
dissolving  in  said  body  a  small  amount  of  chlor¬ 
inated  mineral  oil. 

o.  The  method  of  reducing  the  friction  between 
relatively  moving  metallic  surfaces  which  com¬ 
prises  maintaining  there — between;  a  film  of 
lubricating  oil  and  at  the  same  time  chemically 
acting  upon  such  surfaces  by  means;  of  chlorine 
present  in  said  oil  film  in  the  form  of  a  minor 
amount  of  chlorinated  mineral  oil. 

By  complaint  and  answer  (Joint  App.  49-60)  Morell 
et  al.  and  Cohen  (but  not  Gallsworthy)  put  in  issue  their 
respective  rights  to  obtain  a  patent  containing  the  follow¬ 
ing  claims : 

J 

1.  A  metal  cutting  composition  comprising  a 
mineral  lubricating  oil  and  a  relatively  small 
proportion  of  chlorinated  kerosene  as  essential 
ingredients. 

* '  i 

2.  A  metal  cutting  composition  comprising  a 
mineral  lubricating  oil  and  a  relatively  small 

Interference  proportion  of  a  substantially  non-volatile  clilor- 
75,209  inated  paraffin  hydrocarbon  as  essential  ingre¬ 
dients. 

.‘>.  A  metal  cutting  composition  comprising  a 
mineral  lubricating  oil  and  a  small  percentage 
of  chlorine  in  chemical  combination  with  a  fluid 
fraction  of  petroleum,  the  compounds  formed 
being  substantially  non-volatile. 

We  are  annexing  to  this  brief  a  chart  which  outlines 
the  counts  or  claims  which  are  in  issue  in  these  actions  to¬ 
gether  with  the  interferences  out  of  which  they  arose,  the 
civil  actions  which  were  the  basis  for  the  proceedings  in  the 
court  below,  and  the  corresponding  appeal  numbers  in  this 
Court.  i 


Interference 

77,416 


I 
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Statement  of  Case 

Subject  Matter  of  the  Inventions 

The  inventions  for  which  patents  are  claimed  in  these 
actions  all  relate  to  substances  which  are  added  to  lubri¬ 
cating  oils  to  improve  the  lubricating  properties  of  the 
oils.  These  materials  are  known  in  the  industry  as  ‘addi¬ 
tives’.  In  this  case  the  additives  are  all  chlorinated  bodies 
and  are  described  broadly  as  “chlorinated  paraffin  hydro¬ 
carbons”.  Compounds  covered  by  the  phrase  ‘chlorinated 
paraffin  hydrocarbons’  include  such  materials  as  chlorinated 
methane  (carbon  tetrachloride),  chlorinated  ethane,  chlorin¬ 
ated  propane,  chlorinated  lubricating  oil,  and  chlorinated 
paraffin  wax. 

However,  it  was  known  in  the  art  that  a  compound  such 
as  chlorinated  methane  (carbon  tetrachloride)  could  be 
added  to  mineral  lubricating  oils  to  improve  their  lubri¬ 
cating  properties  under  extreme  pressure  conditions  so 
all  the  claims  in  these  actions  are  further  limited  to  spec¬ 
ify  only  non-volatile  chlorinated  paraffin  hydrocarbons. 
This  limitation  as  to  non-volatility  appears  in  all  the  claims 
either  explicitv,  as  in  most  of  the  claims,  or  implicitly,  as  in 
the  expression  ‘chlorinated  mineral  oil’,  a  mineral  oil  being 
an  inherently  non-volatile  material.  As  will  appear  later, 
this  limitation  in  the  claims  as  to  11011-volatility  goes  to  the 
essence  of  the  invention,  and  without  it,  all  the  claims  herein 
would  be  invalid  as  reading  on  the  prior  art.* 

As  defined  in  the  claims,  the  subject  matter  of  this  in¬ 
vention  in  its  broadest  aspect  consists  of  a  composition  which 
is  largely  mineral  lubricating  oil  with  a  small  amount  of  a 

*  For  example,  the  Patent  Office  Examiner  rejected  the  claims 
of  the  Morell  et  al.  application  on  the  ground  that  “. . .  in  replac¬ 
ing  this  substance  ( i.e .,  the  chlorinated  methane  or  carbon  terta- 
chloride  of  the  prior  art)  with  one  less  volatile  there  is  no  in¬ 
vention.”  Subsequently  the  Examiner  allowed  the  claims  on 
the  non-volatile  component  for  the  purposes  of  this  interference. 
See  Office  action  of  December  4,  1935,  in  the  Morell  et  al. 
application  Ser.  No.  733,452.  (Knutson  et  al.  Exhibit,  118) 
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nowr-volatile  chlorinated  paraffin  hydrocarbon  added  to  it. 
There  are  also  claims  to  the  method  of  lubricating  surfaces 
using  such  materials.  And  in  addition,  there  are  three 
claims  directed  specifically  to  a  metal  cutting  composition 
consisting  of  these  same  materials. 

The  Interferences  in  the  Patent  Office 

After  the  subject  matter  of  these  inventions  was  found 
allowable  by  the  Patent  Office,  interference  proceedings 
were  set  up  for  the  purpose  of  determining  which  of  the 
nine  original  applicants  was  the  first  inventor. 

The  first  interference  declared  by  the  Patent  Office  w'as 
Interference  69,703.  Originally,  this  did  not  involve  Morell 
et  al;  only  Gallsworthy  and  Cohen,  together  with  a  num¬ 
ber  of  other  applicants  who  wore  subsequently  eliminated. 
Following  the  declaration  of  this  interference  the  parties 
were  permitted  to  bring  in  additional  counts  or  claims  (Joint 
App.  476-530)  and  as  a  result  Interference  69,703  gave  rise 
to  Interferences  77,416  and  78,460  which  are  also  involved 
in  the  actions  in  the  court  below. 

Summing  up  this  situation,  we  find  that  at  the  present 
time  all  three  of  the  parties  on  this  appeal,  Gallsworthy, 
Cohen  and  Morell  et  al.  are  involved  in  a  controversy  as  to 
which  one  of  them  is  entitled  to  a  patent  containing  the  two 
claims  involved  in  Interference  78,460.*  As  to  the  claims 
of  Interferences  69,703  and  77,416  only  the  parties  Galls¬ 
worthy  and  Morell  et  al.  are  involved  in  a  dispute  as  to 
which  one  of  them  is  entitled  to  take  the  six  claims  of  these 
two  interferences.  Further,  as  to  Interference  75,209  only 
the  parties  Cohen  and  Morell  et  al.  are  contesting  their  re¬ 
spective  rights  to  a  patent  containing  the  three  claims  of 
this  interference. 

Interferences  69,703,  77,416  and  75,209  were  declared  be¬ 
fore  the  change  in  practice  in  the  Patent  Office  which  elim- 

*  Reference  is  made  to  the  Chart  annexed  to  this  brief  for  ready 
access  to  these  and  the  following  claims. 


i 

I 


I 


8 


inated  one  appeal.  Hence  there  are  two  decisions  in  the 
Patent  Office  as  to  each  of  these  interferences,  one  by  the 
Board  of  Interference  Examiners  and  the  other  by  the 
Board  of  Appeals  (Joint  App.  516,  530;  575,  550;  552).  In¬ 
terference  78,460  was  declared  after  this  change  in  the  stat¬ 
ute  and  there  is  only  one  decision  in  the  Patent  Office  as  to 
this  interference,  namely,  the  decision  of  the  Board  of  In¬ 
terference  Examiners  (Joint  App.  535). 

The  result  of  the  proceedings  before  the  Patent  Office 
tribunals  was  as  follows:  Morell  et  al.  was  awarded  the 
broadest  claim,  namely,  Count  1  of  Interference  78,460; 
Gallsworthy  was  awarded  Count  2  of  Interference  78,460 
and  the  six  counts  of  Interference  69,703  and  77,416;  and 
Cohen  was  awarded  all  the  three  counts  of  Interference 
75,209,  all  relating  to  the  metal  cutting  composition. 

The  Patent  Office  in  all  except  one  case  awarded  the 
claims  to  the  parties  (Gallsworthy  and  Cohen)  who  first 
filed  patent  applications  covering  this  subject  matter  on  the 
theory  of  a  constructive  reduction  to  practice.  The  excep¬ 
tion  was  in  awarding  priority  to  Morell  et  al.  of  Count  1  of 
Interference  78,460  on  the  basis  of  a  reduction  to  practice 
of  this  count  on  August  4,  1932. 

The  Actions  in  the  District  Court 

Civil  Actions  19,801  and  20,053 

Following  the  Patent  Office  proceedings  a  series  of  ac¬ 
tions  under  R.S.  4915  were  filed  in  the  District  Court  for 
the  District  of  Columbia  by  the  parties,  beginning  with 
Gallsworthy ’s  complaint  of  May  22,  1943  (Joint  App.  2). 

Before  this,  Gallsworthy  had  filed  an  action  in  the  Court 
of  Customs  and  Patent  Appeals  contesting  the  award  of 
claim  1  of  Interference  78,460  to  Morell  et  al ;  but  this  action 
was  dismissed  upon  the  election  of  the  other  parties  to  have 
further  proceedings  take  place  in  the  District  Court  for 
the  District  of  Columbia.  Under  R.S.  4911,  U.S.C.  Title 
35  Sec.  59a  a  party  desiring  to  contest  the  decisions  of  the 
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Patent  Office  may  take  either  of  two  courses ;  lie  may  ap¬ 
peal  to  the  Court  of  Customs  and  Patent  Appeals  on  the 
record  in  the  Patent  Office;  or  he  may  bring  an  action 
under  R.S.  4915  such  as  are  involved  in  these  causes.  As  to 
interferences,  ajiy  party  has  the  right  to  elect  that  further 
proceedings  shall  be  taken  under  R.S.  4915,  provided  such 
party  files  a  notice  with  the  Commissioner  of  Patents  to 
that  effect.  In  such  case  the  appeal  to  the  Cqurt  of  Cus¬ 
toms  and  Patent  Appeals  is  dismissed  and  the  parties  then 
proceed  by  bill  of  complaint  under  R.S.  4915  in  the  District 
Court  for  the  District  of  Columbia  where,  as  here,  the  par¬ 
ties  reside  in  a  plurality  of  districts  not  embraced  within 
the  same  state.* 

This  procedure  was  followed  in  these  causes  and  the 
pleadings  set  up  the  various  causes  of  action  by  com¬ 
plaint,  answer,  counterclaim  and  reply. 

In  addition  to  Civil  Action  19,801,  brought  by  Galls- 
worthy,  Morell  et  al.  brought  Civil  Action  20,053  which  puts 
in  issue  the  same  subject  matter.  This  subject  matter  was 
also  put  in  issue  by  Cohen  by  w^av  of  counterclaim.  Hen- 
riksen  et  al.  (Wolfe)  also  brought  an  action  oh  this  same 
subject  matter,  Civil  Action  20,052,  but  they  failed  to  appeal 
so  this  action  is  not  before  this  Court  having  been  dismissed 
by  the  court  below.  All  the  actions  herein  "were  consoli¬ 
dated  for  trial  by  order  of  the  District  Court  dated  March 
23,  1944  and  on  this  appeal  by  order  of  this  Court  dated 
Jan.  2, 1947  (Joint  App.  78,  80). 

i 

Civil  Actions  23,873  and  23,874 

The  above  actions  arise  from  Interferences:  69,703  and 
77,416  involve  only  Gallsworthv  and  Morell  et  al.  In  these 
actions  Morell  et  al.  assert  that  all  the  counts  pf  Interfer¬ 
ences  69,703  and  77,416  should  be  awarded  to  them  wdiereas 
Gallsworthv  contends  that  the  Patent  Office  was  correct  in 

awarding  priority  of  all  these  counts  to  him. 

- 

*  A  special  appeal  on  a  procedural  point  was  denied  by  this  Court 
on  March  11,  1944,  Joint  App.  47. 
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Civil  Action  23,872 

This  action  involves  only  Cohen  and  Morell  et  al.  and 
arises  from  Interference  75,209,  where  the  Patent  Office  by 
the  Board  of  Interference  Examiners  and  Board  of  Appeals 
had  awarded  priority  of  invention  to  Cohen.  Morell  et  al. 
assert  that  all  the  counts  of  Interference  75,209  embraced 
in  this  action  should  be  awarded  to  them  and  Cohen  main¬ 
tains  the  correctness  of  the  Patent  Office  in  awarding  prior¬ 
ity  of  all  these  counts  to  him.  These  counts  all  relate  to 
metal  cutting  compositions. 

The  Decision  of  the  District  Court 
with,  Respect  to  These  Actions 

In  an  informal  memorandum  (Joint  App.  82),  Judge 
Letts  reversed  the  holding  of  the  Patent  Office  which  had 
awarded  the  broadest  claim,  Count  1  of  Civil  Action  19,801, 
to  Morell  et  al.  He  found  that  the  evidence  was  not  sufficient 
to  establish  an  actual  reduction  to  practice  of  this  claim  by 
Morell  et  al.  as  of  August  4, 1932.  Judge  Letts  awarded  this 
claim  by  default  to  Gallsworthy  since  he  was  the  first  to 
file  a  patent  application  on  this  subject  matter  on  Decem¬ 
ber  9,  1932.  The  District  Court  otherwise  affirmed  the  rul¬ 
ings  of  the  Patent  Office  awarding  to  Cohen  the  three  counts 
of  Civil  Action  23,872,  all  relating  to  metal  cutting  composi¬ 
tions;  and  the  six  counts  of  Civil  Actions  23,873  and  23,874 
to  Gallsworthy,  together  with  Count  2  of  Civil  Action  20,053. 

Chronological  Statement  of  the  Activities  of  the  Parties 
Relating  to  the  Subject  Matter  of  These  Inventions 

The  earliest  evidence  bearing  on  the  contentions  of  the 
parties  as  to  conception  of  these  inventions  is  that  of 
Morell  et  al.  on  August  31,  1931  and  in  September,  1931.* 

*  Mr.  Knutson’s  testimony  in  the  Patent  Office  (Record  of 
Morell  and  Knutson,  p.  48ff. — Not  printed  in  the  Joint  Appen¬ 
dix). 
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This  evidence  shows  at  that  time  Morcll  et  al.  wiere  experi¬ 
menting  with  additives  to  mineral  lubricating  oils  and  that 
they  were  using  chlorinated  ethane  as  an  additive.  Small 
amounts  of  these  materials  were  added  to  lubricating  oils 
and  were  tested  on  laboratory  testing  machines  as  to  their 
suitability  for  increasing  the  lubricating  properties  of  the 
oil  under  extreme  pressure  conditions.  The  Patent  Office 
did  not  give  any  weight  to  this  evidence  as  constituting  a 
reduction  to  practice  of  the  invention  primarily  because  the 
testimony  was  not  corroborated  and  these  materials  had  not 
been  tested  under  actual  service  conditions.  At  the  trial  in 
the  District  Court  new  evidence  was  presented  on  behalf 
of  Cohen  of  which  established  that  these  materials  were 
volatile  additives  and  hence  could  not  in  any  case  come  with¬ 
in  the  purview  of  the  invention  covered  by  the  claims  in 
issue  here. 

This  new  evidence  is  of  particular  importance  because 
the  Patent  Office  had  before  it  only  the  self-serting  state¬ 
ment  of  the  inventors  themselves  that  these  materials  were 
non-volatile.  These  statements  were  unsupported  by  any 
factual  evidence.  In  contrast  to  this,  the  evidence  in  the  Dis¬ 
trict  Court  showed  by  a  series  of  experiments  that  chlorin¬ 
ated  ethane  of  the  type  used  by  Morell  et  al.  in  their  work 
were  volatile  materials.  Reference  is  made  to  the!  testimony 
of  Dr.  Calvert  (Joint  App.  238)  where  he  carried  out  a  series 
of  experiments  showing  that  hexaehlor  ethane,  a  highly 
chlorinated  ethane,  having  a  boiling  point  of  187°C.  loses 
20%  of  its  weight  by  evaporation  in  three  days’!  time,  and 
39.6%  of  its  weight  in  six  days’  time  at  room  temperature, 
and  completely  evaporates  within  four  hours  at  temperatures 
of  205°  to212°F.  The  temperatures  at  which  the  composi¬ 
tions  of  these  inventions  are  ordinarily  used  is  in  the  neigh¬ 
borhood  of  205 °F.  so  that  Dr.  Calvert’s  experimental  work 
shows  the  extreme  volatility  of  the  chlorinated  ethane.  Dr. 
Calvert’s  experiments  also  showed  that  when  5%  of  hexa- 
chlor  ethane  is  incorporated  in  mineral  oil  it  is  completely 
dissipated  on  six  hours  exposure  at  205°F. 
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The  evidence  then  shows  that  the  next  party  who  was 
active  in  connection  with  the  subject  matter  of  these  inven¬ 
tions  was  Cohen.  In  December,  1931,  he  read  an  article  by 
tv^o  lubrication  engineers  of  General  Motors  Corporation, 
Mougey  and  Allmen,  in  the  ‘National  Petroleum  News’, 
issue  of  November  11,  1931.  This  article  is  in  evidence 
(Joint  App.  639).  It  should  be  noted  that  only  the  first 
page  of  this  article  was  before  the  Patent  Office  tribunal, 
the  complete  article  having  been  put  in  evidence  for  the 
first  time  in  the  District  Court.  This  article  gives  a  very 
comprehensive  review  of  the  background  of  the  subject 
matter  of  these  inventions  and  shows  that  the  basic  dis¬ 
covery  as  to  the  value  of  adding  chlorinated  bodies  of  the 
type  with  which  these  actions  are  concerned  was  made  by 
parties  other  than  those  to  these  proceedings.  In  sum,  this 
article  tells  us  that  by  adding  small  amounts  of  such  mate¬ 
rials  as  chlorinated  methane  or  other  chlorinated  bodies, 
the  lubricating  properties  of  the  lubricating  oil  was  vastly 
improved  under  extreme  pressure  lubricating  conditions. 

Ordinary  lubrication  takes  place  by  means  of  a  film  of 
lubricant  which  is  maintained  between  two  surfaces.  Where 
the  pressures  applies  to  these  surfaces  are  very  great — in 
the  order  of  hundreds  of  thousands  of  pounds  per  square 
inch — this  film  breaks  down.  Mougey  and  Allmen  found 
that  when  chlorinated  methane  (carbon  tetrachloride)  was 
added  in  small  amounts  to  the  lubricating  oil  a  molecular 
film  of  iron  chloride  was  formed  on  the  surface  of  the 
lubricated  bodies  and  this  film  served  to  support  lubrica¬ 
tion  after  the  oil  film  itself  had  broken  down.  This  dis¬ 
closure  is  the  first  and  most  complete  statement,  sup¬ 
ported  by  experimental  evidence,  of  the  value  of  adding 
chlorinated  bodies  as  additives  to  mineral  lubricating  oil. 

However,  it  should  be  noted  that  Mougey  and  Allmen 
dealt  only  with  \'olatile  chlorinated  paraffin  hydrocarbons 
such  as  chlorinated  methane  (carbon  tetrachloride).  Cohen 
read  this  article  some  time  in  December,  1931  and  he  immedi¬ 
ately  had  the  thought  that  a  non-volatile  chlorinated  body 
of  the  same  type  as  Mougey  and  Allmen  had  used  would 
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be  of  very  great  commercial  value.  Obviously,  if  the  addi¬ 
tive  were  volatile  it  would  soon  be  lost  by  evaporation  and 
the  stability  of  the  lubricating  composition  seriously  af¬ 
fected. 

Cohen  had  some  chlorinated  paraffin  wax  on  hand  which 
he  decided  to  try  in  admixture  with  some  lubricating  oil 
but  his  first  thought  was  clouded  by  doubt  as  to  whether 
the  chlorinated  paraffin  wax  would  be  miscible  with  the 
lubricating  oil.  He  was  afraid  that  his  material  might  settle 
out  on  standing  and  therefore  would  not  be  of  value.  Cohen 
took  some  mineral  lubricating  oil  and  added  chlorinated 
paraffin  wax  to  this  making  a  number  of  samples,  each  con¬ 
taining  different  proportions  of  additive  and  lubricating 
oil,  the  proportions  ranging  from  very  small  amounts  up 
to  50%  by  volume.  He  shook  these  samples  and  was  sur¬ 
prised  to  note  that  they  were  miscible.  However,  he  left 
them  overnight  to  see  whether  they  would  separate  out 
on  standing.  The  next  day  he  found  that  all  the  samples 
were  perfectly  homogeneous  and  he  promptly  took  steps  to 
put  this  new  non-volatile  composition  into  commercial  use. 

At  this  point  it  may  be  well  to  note  that  the  qhlorinated 
paraffin  wax  which  Cohen  used  as  an  additive  to  mineral 
lubricating  oil  in  December,  1931,  is  the  same  material 
which  is  sold  and  used  commcrciallv  todav  in  verv  large 
amounts  for  this  very  same  purpose.  As  a  matter  of  fact, 
in  1931  chlorinated  paraffin  wax  was  hardly  available  com¬ 
mercially  whereas  today  millions  of  pounds  of  this  material 
are  sold  annually,  the  bulk  of  it  being  used  as  an  additive 
for  lubricating  oils. 

This  is  a  situation  where  a  new  business  has  arisen  from 
the  early  experimental  work.  At  the  present  time  about 
90%  of  this  business  is  conducted  by  the  Lubri-Zol  Corpo¬ 
ration  which  at  one  time  was  directly  involved  in  these  pro¬ 
ceedings,  the  patent  application  of  Henriksen  et  al.  (Wolfe) 
having  been  assigned  to  it.  The  Lubri-Zol  Corporation  is 
still  involved  indirectly  in  these  proceedings  through  licens¬ 
ing  arrangements  and  the  fact  that  their  attorney  in  the 
Patent  Office  represented  Morell  et  al.  on  behalf  of  The 
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Bow  Chemical  Company  in  the  District  Court  and  on  this 
appeal  (Joint  App.  133-136). 

As  stated  by  counsel  for  Gallsworthv  at  the  hearing 
before  Judge  Letts,*  the  Lubri-Zol  Corporation,  The  Dow 
Company  and  The  Texas  Company  have  a  mutual  licensing 
arrangement  under  the  pending  applications  involved  in 
these  proceedings.  Cohen  stands  outside  these  licensing 
arrangements  and  has  been  put  to  a  very  heavy  burden  to 
maintain  his  right  to  continue  to  sell  a  product  which  he 
was  not  onlv  the  lirst  to  make  and  offer  to  the  industrv, 
but  also  which  he  offered  to  The  Dow  Chemical  Company 
and  The  Texas  Company  before  these  parties  filed  their 
respective  patent  applications. 

The  evidence  as  to  Cohen’s  activities  subsequent  to  his 
discovery  of  the  non-volatile  additive  is  given  in  the  exten¬ 
sive  correspondence  which  he  carried  on  with  the  major  oil 
companies  beginning  December  2S,  1931,  and  continuing  on 
during  the  next  two  years.  This  correspondence  appears 
in  the  Joint  Appendix  at  pages  330  to  395. 


*  “Everyone  of  these  parties  except  Cohen,  and  I  am  including 
Gallsworthv,  have  agreements  and  contracts  which  place  the 
licensing  activities  under  patents  that  may  issue  under  all  of 
these  cases  in  the  hands  of  the  Lubri-Zol  Corporation  which 
Mr.  Limbach  represents. 

Now,  speaking  for  the  Texas  Company,  which  owns  the  Galls- 
worthy  application,  they  have  an  exclusive  license  from  us, 
with  certain  rights  reserved  to  the  Texas  Company,  and  it  is 
those  rights  which  we  are  fighting  for  here. 

I  received  a  letter  in  the  course  of  proceedings  from  counsel 
for  Dow  Chemical  Company,  Morell.  They  have  some  sort  of 
exclusive  license  agreement  in  certain  fields  with  the  same 
Lubri-Zol  Corporation  and  with  Henriksen. 

So,  what  this  situation  is,  as  far  as  Gallsworthv  is  concerned 
we  are  fighting  here  for  certain  residual  rights  the  Texas  Com¬ 
pany  has  if  it  wins.  I  don’t  know  what  the  relations  of  the 
other  parties  are,  but  one  party  and  one  party  only  has  the 
exclusive  rights,  as  I  understand  it,  under  all  the  cases  when 
they  issue,  so  far  as  outside  licensing  is  concerned.  That  does 
not  apply  to  the  Party  Cohen.  It  is  not  in  that  picture.” 
(Joint  App.  13 3,  134.) 
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Two  things  resulted  from  Mr.  Cohen’s  efforts  along  this 
line.  First,  he  succeeded  in  having  the  Quakei*  State  Oil 
Refining  Corporation  carry  out  tests  with  the  chlorinated 
paraffin  wax  additive  in  lubricating  oil  which  finally  con¬ 
vinced  Quaker  State  that  this  was  a  product  which  they 
could  place  on  the  market.  Mr.  Cohen’s  correspondence 
with  Quaker  State  began  on  August  12,  1932,  and  cul¬ 
minated  in  their  letter  of  March  4, 1933,  to  him  Stating  that 
they  had  satisfactorily  completed  their  research  and  ex¬ 
perimental  work  in  connection  with  Paroil  (this  is  Cohen’s 
trade  name  for  chlorinated  paraffin  wax,  Joint  Appendix 
349)  and  they  ordered  4,000  gallons  of  this  material  for 
commercial  trial.  Secondly,  in  1933  Mr.  Cohen  was  able  to 
enter  into  a  contract  with  the  Hooker  Electrochemical  Com¬ 
pany  to  arrange  for  the  production  of  the  chlorinated  para¬ 
ffin  wax  in  large  quantities  which  would  be  sold  under 
Cohen’s  trade  name  Paroil.  From  this  time  to  (;he  present 
Mr.  Cohen  has  maintained  his  business  in  selling  this  prod¬ 
uct  and  supplies  about  10%  of  the  material  which  is  sold 
as  additives  to  the  industry  today. 

Mr.  Cohen’s  initial  correspondence  relating  to  chlorin¬ 
ated  paraffin  as  an  additive  to  lubricating  oils  began  on 
December  28, 1931  with  the  Pennsylvania  Oil  Products  Refin¬ 
ing  Co.  and  continued  on  through  August,  1932.  On  Au¬ 
gust  9,  1932,  Mr.  Cohen  sent  out  a  form  letter  to  some  ten 
oil  companies  telling  them  about  Paroil  (chlorinated  paraffin 
wax)  as  an  additive  and  it  was  this  letter  which  led  to  the 
particular  activity  of  Quaker  State  in  this  field. 

This  is  also  the  letter  which  was  sent  to  The  Texas  Com¬ 
pany  on  August  9,  1932.  This  letter,  together!  with  The 
Texas  Company’s  reply,  is  given  hereunder: 

“Gentlemen : 

We  are  writing  to  bring  to  your  attention  our 
Paroil  Chlorinated  paraffin  which  we  bejieve  to  be 
suitable  for  addition  to  oils  used  in  high  pressure 
lubrication. 
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Paroil  is  a  chlorinated  paraffin  containing  35% 
chlorine,  has  a  specific  gravity  of  1.04  and  is  abso¬ 
lutely  neutral  and  has  a  viscosity  about  equal  to 
cylinder  oil  and  is  pale  amber  in  color. 

We  will  be  pleased  to  submit  test  samples  of  this 
product  or  we  will  supply  you  with  drum  lots  at  the 
nominal  price  of  55^  per  gallon  f.  o.  b.  Rochester, 
New  York. 

It  is  our  idea  that  vou  mav  be  interested  to  test 

•  * 

this  product  as  representing  a  particular  type  and 
we  can  supply  working  quantities  from  stock  on 
hand. 

We  will  appreciate  hearing  from  you  in  this  con¬ 
nection  and  trust  that  we  mav  be  of  service  to  vou. 

Yours  very  trulv” 

•  •  / 


“The  Texas  Company 
135  East  42nd  Street 
New  York 


December  30,  1932. 

Oil  Lubricating 
Paroil 

American  Chemical  Products  Company, 

Mr.  S.  J.  Cohen,  Manager, 

7  Litchfield  Street, 

Rochester,  New  York. 

Dear  Sirs: 

Referring  to  your  letter  of  August  9th,  in  which 
you  mention  Paroil  Chlorinated  Paraffin  containing 
35%  chlorine,  specific  gravity  1.04: 

You  sent  me  a  sample  of  this  product  about  the 
time  your  letter  was  written  but ‘it  has  gone  astray. 

Please  send  a  one  quart  sample  to — 

The  Texas  Company, 
care  of  Mr.  A.  V.  Ritchie, 

Beacon,  New  York 

for  inspection. 
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I  understand  that  the  f>rice  is  55^  per  gallon  FOB 
Rochester  in  drums  containing  55-gallons. 

Yours  verv  trulv, 

(Signed)  A.  F.  Colling 
Manager  Purchasing  Department 

AFC  :MR 
MH-AVR-WBL” 


The  Galls  worthy  patent  application  was  not  filed  by  The 
Texas  Company  until  December  9,  1932,  some  four  months 
after  Mr.  Cohen  wrote  to  them. 

With  respect  to  The  Dow  Chemical  Company,  the  as¬ 
signee  of  Morell  et  al.,  the  evidence  shows  that  Mr.  Cohen 
had  a  conversation  with  Dr.  Prutton  who  was  a  consultant 
to  The  Dow  Company,  relating  to  the  subject  matter  of 
this  case.  In  1933  and  later  in  June,  1934,  Mr.  Cohen  endeav¬ 
ored  to  interest  Dr.  Prutton  in  the  value  of  chlorinated 
paraffin  wax  as  an  additive  to  lubricating  oil  for  extreme 
pressure  lubrication.  This  appears  from  the  following  tes¬ 
timony  by  Mr.  Cohen: 


“Q55.  Did  you  ever  discuss  this  subject  with 
Prutton  ?  A.  In  1933,  when  I  was  contacting  the  cus¬ 
tomers  in  the  field,  amongst  others  there  ivas  a  com¬ 
pany  by  the  name  of  the  Ironsides  Company  and  a 
company  by  the  name  of  the  LuBri-Graph  Company, 
in  discussion  with  whom  I  learned  that  Dr.  Prutton 
was  a  consultant.  Therefore,  I  phoned  Dr.  Prutton 
at  the  Case  School  of  Applied  Science,  at  which  he 
was  regularly  employed,  and  on  the  phono  I  endeav¬ 
ored  to  interest  him  for  these  parties  in  the  value  of 
chlorinated  paraffin  as  an  E.P.  lubricant.  At  that  time, 
he  stated  that  he  was  getting  much  better  results 
with  another  product, — chlorinated  diphenyl  oxide, 
manufactured  by  the  Dow  Chemical  Company,  for 
whom  Dr.  Prutton  is  a  consultant. 

“Q56.  How  do  you  know  he  was  a  consultant  for 
the  Dow  Chemical  Company?  A.  Well,  Dr.  Prutton 
told  me  he  was  consultant  for  Dow  Chemical  Com¬ 
pany.  Then,  in  June,  1934,  approximately,  he  came 
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to  Rochester  and  took  lunch  with  me  at  the  Powers 
Hotel,  where  we  discussed  at  considerable  length  and 
detail  the  chlorinated  paraffin  and  my  successful  sales 
development  of  it  and  also  the  theories  underlying  the 
use  of  chlorinated  paraffin.”  (Joint  App.  449) 

In  the  meantime,  however,  the  evidence  shows  that  on 
August  4, 1932,  Morell  et  al.  used  chlorinated  propane  as  an 
additive  to  lubricating  oil  and  put  this  in  the  crank  case  of 
an  auto  which  was  used  in  mail  service  at  the  Dow  Chemical 
plant.  This  is  referred  to  in  the  testimony  as  ‘the  Dow 
mail  car  test’  and  it  was  on  the  basis  of  this  evidence  that 
the  Patent  Office  held  that  Morell  et  al.  reduced  the  in¬ 
vention  of  Count  1  of  Interference  7S,4(>0  to  practice.  This 
holding  was  reversed  by  the  District  Court  which  held  that 
this  did  not  amount  to  a  reduction  to  practice  of  the  inven¬ 
tion. 

It  will  be  appreciated  that  the  chlorinated  ethane  and 
chlorinated  propane  used  by  Morell  et  al.  are  closely  related 
to  the  chlorinated  methane  used  by  Mougey  and  Allmen. 
In  fact,  they  are  the  chlorine  derivatives  of  the  first  three 
compounds  in  the  ‘paraffin  hydrocarbon’  series  and  are 
made  up  solely  of  carbon  atoms  and  hydrogen  atoms  but 
arranged  so  that  they  fit  in  with  the  following  general 
formula : 

CnH2n-K 

where  n  can  be  any  whole  number  such  as  1,  2,  3,  4,  5,  etc. 

The  ‘paraffin  hydrocarbons’  run  from  methane,  CH4, 
through  to  paraffin  wax,  which  is  a  mixture  of  compounds 
having  formulas  in  the  range  from  C^H.^  to  C23HRR.  The 
paraffin  hydrocarbon  series  looks  something  like  this : 
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Volatile 


Non-Volatile 


CH* 

c2h6 
c3h8 
c4h10 
c5h12 
c«h14 


C20H40 

^22^46 

23^48 


CorH 


28AX58 


Methane 
Ethane | 
Propane 
Butane  j 
Pentane 
Hexane  I 


! 


i 


1 


Paraffin  wax 

! 


The  chlorinated  paraffin  hydrocarbons  are  substances  in 
which  one  or  more  of  the  hydrogen  atoms  in  the  above  series 
are  replaced  by  chlorine  atoms.  Thus,  if  all  the  hydrogen 
atoms  of  methane  are  replaced  by  chlorine  we  obtain  chlor¬ 
inated  methane  or  carbon  tetrachloride.  The  same  sub¬ 
stitution  can  take  place  in  any  of  the  succeeding  compounds 
in  the  paraffin  hydrocarbon  series,  although  it  is  not  essen¬ 
tial  that  all  the  hydrogen  atoms  be  replaced  bv  chlorine 
atoms. 

An  interesting  fact  about  the  paraffin  hydrocarbon  series 
of  compounds  is  that  as  we  go  up  the  series — -that  is,  as 
the  number  of  carbon  atoms  increases — the  volatility  of  the 
substances  decreases  and  the  same  is  true  for  the  chlor¬ 
inated  paraffin  hydrocarbons. 

It  will  be  seen  from  the  foregoing  that  we  can  expect 
that  chlorinated  ethane  and  chlorinated  propane  will  have 
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volatilities  similar  to  the  volatility  of  chlorinated  methane. 
This  is  in  fact  the  case  as  is  borne  out  by  the  evidence  pre¬ 
sented  by  Dr.  Calvert  on  behalf  of  Cohen  at  the  trial  in 
the  District  Court  (Joint  App.  238-245). 

Neither  chlorinated  ethane  nor  chlorinated  propane  lias 
ever  been  used  commercially  as  an  additive  to  lubricating 
oil  and  the  evidence  as  to  the  Dow  mail  car  test  on  August 
4,  1932,  as  well  as  Morell  et  al.’s  earlier  work,  was  open  to 
question  in  the  District  Court  on  the  further  ground  that 
their  ‘additive’  is  not  a  non-volatile  material. 

The  evidence  then  shows  that  on  December  9,  1932, 
Gallsworthy  tiled  liis  patent  application. 

In  all  these  proceedings  both  in  the  Patent  Office  and  in 
the  District  Court  Gallsworthy  has  taken  no  testimony,  has 
not  attempted  to  prove  an  actual  reduction  to  practice  of 
the  invention  and  has  relied  solely  on  the  filing  date  of  his 
patent  application  as  his  date  of  invention.  Further,  Galls¬ 
worthy,  and  his  assignee,  The  Texas  Company,  have  made 
no  commercial  use  of  the  invention  but  have  entered  into 
a  licensing  arrangement  with  The  Dow  Chemical  Company, 
the  assignee  of  Morell  et  al.  (Joint  App.  133). 

The  file  history  of  the  Gallsworthy  application  in  the 
Patent  Office  (Gallsworthy  Exhibit  1)  shows  that  the  last 
time  the  Examiner  acted  on  this  application  from  the  stand¬ 
point  of  patentability  was  on  December  18,  1933.  At  that 
time  there  was  pending  in  the  Patent  Office  another  appli¬ 
cation  by  different  inventors,  namely,  Lincoln  et  al.,  dis¬ 
closing  the  same  invention  that  is  involved  in  these  actions. 
This  Lincoln  et  al.  application  was  filed  on  July  14,  1932, 
almost  five  months  earlier  than  Gallsworthy.  The  Lincoln 
et  al.  application  issued  as  patent  1,945,615  on  February 
6,  1934.  The  Lincoln  et  al.  patent  was  not  cited  by  the 
Examiner  as  a  reference  against  the  Gallsworthy  applica¬ 
tion  because  it  did  not  issue  as  a  patent  until  February  6, 
1934,  a  month  and  a  half  after  the  last  action  by  the  Patent 
Office  on  the  Gallsworthy  application. 
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However,  tlie  Lincoln  et  al.  patent  is  in  evidence  in  these 
actions  (Joint  App.  633-634)  and  is  thus  to  be  considered 
in  connection  with  the  question  whether  Gallsworthy  is  the 
first  inventor  of  this  subject  matter.  We  shall  go  into  this 
question  in  more  detail  later  in  this  brief. 

After  Gallsworthy  filed  his  patent  application  on  De¬ 
cember  9,  1932,  Cohen  diligently  continued  Ifis  activities 
with  regard  to  the  non-volatile  additive  which  he  had  begun 
in  December,  1931. 

During  1932  Mr.  Cohen  was  not  able  to  finance  the 
preparation  and  filing  of  his  patent  application.  He  testi¬ 
fied  that  at  this  time  he  was  able  to  make  onlv  a  ‘meagre 
living’  for  himself  (Joint  App.  444,  446).  It  may  be  re¬ 
marked  that  Mr.  Cohen’s  efforts  along  this  line  \vere  taking 
place  during  the  most  difficult  years  of  the  depression. 
However,  in  1933  Mr.  Cohen  finally  obtained  financial  as¬ 
sistance  from  the  Hooker  Electrochemical  Company  and 
this  resulted  in  the  filing  of  Mr.  Cohen’s  patent  application 
on  July  28,  1933,  some  seven  months  after  Gallsworthy 
filed  his  application. 

During  the  seven-month  period  between  the  filing  of  the 
Gallsworthy  application  and  the  filing  of  the  Cohen  appli¬ 
cation  Cohen  was  successful  in  obtaining  commercial  ac¬ 
ceptance  of  his  invention  by  Quaker  State  Gil  Refining 
Corporation.  In  Quaker  State’s  letter  to  Mr.  Cohen  of 
March  4,  1933  (Joint  App.  360),  they  state  that  after  con¬ 
siderable  research  and  experimental  work  in  connection 
with  the  non-volatile  additive  on  their  own  account  they 
were  placing  an  order  for  a  substantial  amount  of  this 
material  for  commercial  trial.  This  meant  that  Quaker 
State  was  willing  to  use  Cohen’s  non-volatile  Chlorinated 
paraffin  wax  additive  in  conjunction  with  their  own  min¬ 
eral  lubricating  oil  and  thus  to  manufacture  and  sell  the 
invention  in  precisely  the  same  form  in  which  it  was  con¬ 
ceived  bv  Mr.  Cohen  in  December,  1931. 

It  -was  largely  on  the  basis  of  this  acceptance  by  Quaker 
State  that  Cohen  was  able  to  obtain  financial  assistance 
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from  the  Hooker  Electrochemical  Company  enabling  him 
to  file  his  patent  application  on  July  28,  1932. 

A  summary  of  Mr.  Cohen’s  work  during  the  year  1933 
was  given  by  him  in  a  letter  dated  January  2,  1934,  to  Mr. 
Hooker  of  the  Hooker  Electrochemical  Company,  who  were 
then  to  some  extent  underwriting  his  activities,  and  this 
appears  in  the  Joint  Appendix  at  pages  400-410.  An  ex¬ 
tract  from  this  letter  is  given  hereunder  but  the  whole 
letter  is  worth  reading  as  indicating  Mr.  Cohen’s  diligence 
and  activity  in  connection  with  his  invention : 

“1.  In  1933,  we  sent  out  2230  circular  letters, 
all  hand  typed  under  first  class  mail. 

2.  We  sent  out  500  6-page  reprints  of  articles  by 
Maag  and  Mougey  on  Extreme  Pressure  Lubricants. 

3.  In  exchange  correspondence  we  have  sent  out 
several  (between  3000-4000)  thousand  letters.  Fifty 
percent  of  these  were  two  and  three  page  letters  con¬ 
taining  pertinent  technical  advice. 

4.  We  sent  out  nearly  200  samples,  quarts,  half 
gallons,  gallons,  and  pints. 

5.  We  have  three  customers  on  contract.  (See 
list  attached.) 

6.  We  have  14  customers  buying  odd  drum  lot 
quantities.  (See  list  attached.) 

7.  We  have  50  prospects  now  actively  testing 
Paeoil  with  whom  we  currently  exchange  corre¬ 
spondence. 

8.  We  have  49  prospects  -with  whom  we  are  cor¬ 
responding,  seeking  to  develop  their  interest  in 
Paroil  products”  (Joint  App.  400  ff.). 

Morell  et  al.  did  not  file  their  patent  application  until 
July  2, 1934,  nearly  a  year  after  Cohen. 

In  connection  with  the  Morell  et  al.  application  it  may 
be  noted  that  they  rely  on  the  Dow  mail  car  test  on  August 
4,  1932  for  a  reduction  to  practice  of  their  invention  and 
that  this  date  is  subsequent  to  the  fifing  date  of  the  Lincoln 
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et  al.  patent  1,945,615  on  July  14,  1932,  noted  previously  as 
disclosing  the  same  invention. 

It  is  incumbent  upon  Morell  et  al.,  as  well  as  Gallsworthy, 
to  prove  a  date  of  invention  prior  to  July  14,  1932  in  order 
to  show  that  they  are  the  first  inventors  of  the  subject  mat¬ 
ter  of  these  actions.  It  is  likewise  incumbent  upon  Cohen 
to  prove  a  date  of  invention  prior  to  July  14,;  1932,  which 
he  asserts  he  has  done  by  evidence  as  to  his  acts  in  Decem¬ 
ber,  1931  and  his  diligence  thereafter  until  he  filed  his  pat¬ 
ent  application  on  July  28, 1933. 

Statement  of  Points 

i 

The  District  Court  erred  in  the  following  particulars, 
to  wit : 

1.  In  failing  to  award  priority  of  invention  ito  the  party 
Cohen  as  to  Count  1  of  Civil  Action  19,801.  j 

i 

2.  In  failing  to  hold  that  the  party  Cohen  is  entitled  to 
a  patent  as  to  Count  1  of  Civil  Action  19,801. 

! 

3.  In  holding  in  view  of  the  prior  art  that  Count  1  of 
Civil  Action  19,801  is  patentable  to  the  party  Gal  Is  worthy 
et  al. 

i 

4.  In  failing  to  hold  that  Lincoln  et  al.  patent  1,945,615 
filed  on  July  14,  1932,  discloses  the  invention  of  Count  1  of 
Civil  Action  19,801  and  thus  anticipates  Gallswdrthy,  whose 
date  of  invention  is  December  9,  1932,  and  ^lorell  et  al., 
whose  date  of  invention  is  August  4,  1932 ;  but,  not  Cohen, 
whose  date  of  invention  is  December,  1931. 

5.  In  failing  to  hold  that  the  article  by  Mougev  and 
Allmen,  in  the  November  11,  1931,  issue  of  “Rational  Pe- 
toleum  News”  (Joint  App.  639-643)  discloses  a  composition 
of  matter  comprising  a  mineral  lubricating  oil  and  a  rela¬ 
tively  small  proportion  of  a  chlorinated  paraffin  hydrocar¬ 
bon  as  essential  ingredients,  namely,  chlorinated  methane 
or  carbon  tetrachloride. 
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6.  In  failing  to  hold  that  Count  1  of  Civil  Action  19,801 
differs  from  the  aforesaid  disclosure  in  the  Mougey  and  All¬ 
men  article  solely  in  that  the  additive  to  the  mineral  lubri¬ 
cating  oil  is  non-volatile. 

7.  In  failing  to  hold  that  Samuel  J.  Cohen  in  December 
1931  made  and  composed  a  composition  of  matter  compris¬ 
ing  a  mineral  lubricating  oil  and  a  relatively  small  propor¬ 
tion  of  a  substantially  non-volatile  chlorinated  paraffin  hy¬ 
drocarbon  (namely,  chlorinated  paraffin  wax)  as  essential 
ingredients  and  thereby  reduced  to  practice  the  invention  of 
Count  1  of  Civil  Action  19,801  prior  to  any  other  party  to 
these  proceedings. 

8.  In  failing  to  hold  that  Samuel  J.  Cohen  made  and 
composed  in  December  1931  a  composition  of  matter  com¬ 
prising  a  mineral  lubricating  oil  and  a  relatively  small  pro¬ 
portion  of  a  substantially  non-volatile  chlorinated  paraffin 
hydrocarbon  as  essential  ingredients  for  the  purpose  of 
using  such  composition  as  an  improved  lubricant  in  extreme 
pressure  lubrication  and  was  thereafter  diligent  at  all  times 
in  having  such  composition  tested  by  persons  competent  in 
the  field  in  such  a  way  as  to  satisfy  them  that  it  was  ready 
for  production ;  and  that  such  composition  was  in  fact  put 
on  commercial  sale  by  March  4,  1933,  and  thereby  reduced 
the  invention  of  Count  1  of  Civil  Action  19,801  to  practice 
prior  to  any  other  party  to  these  proceedings. 

Summary  of  Argument 

In  these  causes  three  applicants  are  contending  for  a 
patent  on  the  same  subject  matter. 

The  issues  are  twofold:  (1)  Which  applicant  is  the  first 
inventor?  and  (2)  Is  that  applicant  otherwise  ‘entitled’  to 
the  patent? 

We  say  that  Gallsworthv,  who  was  awarded  the  broad 
claim  by  the  District  Court,  cannot  be  the  first  inventor  be¬ 
cause  his  earliest  possible  date  of  invention,  December  9, 
1932,  is  subsequent  to  July  14,  1932,  the  filing  date  of  Lin- 
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coin  et  al.  patent  1,945,615  which  discloses  the  same  inven¬ 
tion.  Under  Milburn  Co.  v.  Davis-Bounwnville  Co.,  270 
U.  S.  389,  the  Lincoln  et  al.  patent  is  a  bar  to  Gallsworthy. 

We  say  the  same  considerations  apply  to  Morell  et  al. 
who  claim  they  reduced  this  invention  to  practice  on  August 
4,  1932.  Since  this  date  is  also  subsequent  to  the  Lincoln 
et  al.  patent,  that  patent  is  likewise  a  bar  to  them.  Morell 
et  al.  also  claim  they  were  working  with  certain  materials 
as  early  as  August  and  September  1931.  As  to  this,  we  say 
that  the  evidence  in  the  District  Court  showed  that  these 
materials  were  volatile  and  hence  do  not  relate;  to  the  sub¬ 
ject  matter  of  this  invention  which  is  limited  to  non-volatile 
materials. 

And  lastly,  we  say  that  the  evidence  shows  that  Cohen 
conceived  this  invention  in  December  1931,  that  he  made 
the  product  which  is  covered  by  the  broad  claim  at  the  same 
time  in  precisely  the  same  form  in  which  it  is  used  com¬ 
mercially  today  and  thus  reduced  it  to  practice;  and,  fur¬ 
ther,  that  he  was  diligent  at  all  times  thereafter  in  perfect¬ 
ing  and  adapting  the  invention  and  in  filing  his  patent  appli¬ 
cation.  He  is  thus  the  only  applicant  whose  conception  and 
reduction  to  practice  antedates  the  Lincoln  et  al.j  patent  and 
whose  diligence  in  securing  commercial  use  and  acceptance 
of  the  invention  and  financial  support  enabling  him  to  file 
his  patent  application  continues  through  from  conception 
to  his  filing  date  on  July  28, 1933.  j 

We  sav  the  evidence  shows  that  Cohen  is  the  first  in- 
*  ! 

ventor  and  that  he  is  entitled  to  a  patent  containing  Count  1 
of  Civil  Action  19,801. 

Argument 

The  Basic  Issue 

! 

The  basic  issue  in  these  causes  revolves  about  the  award 
of  priority  of  Count  1  of  Civil  Action  19,801  (Interference 
78,460),  namely: 

1.  A  composition  of  matter  comprising  a  mineral 
lubricating  oil  and  a  relatively  small  proportion  of 


i 
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i  a  substantially  non-volatile  chlorinated  paraffin  hy¬ 
drocarbon  as  essential  ingredients. 

This  is  the  broadest  claim  in  the  case  and  all  the  other 
claims  are  simply  claims  to  specific  subject  matter  within 
the  scope  of  this  claim. 

Furthermore,  this  count  is  the  only  claim  in  respect  to 
which  the  District  Court,  reversing  the  Patent  Office,  granted 
affirmative  relief,  having  dismissed  the  complaints  and 
counterclaims  involving  all  the  other  claims  herein.  This 
means  that  all  the  other  claims  will  be  returned  to  the 
Patent  Office  to  the  jurisdiction  of  the  Primary  Examiner. 
He  may  then  take  such  action  thereon  as  he  sees  fit  in  the 
light  of  the  final  adjudication  of  this  Court  as  to  the  first  in¬ 
ventor  of  Count  1  of  Civil  Action  19,801  (Interference 

78.460) . 

In  other  words,  whether  a  patent  is  to  issue  or  not  on 
Count  2  of  Civil  Actions  19,801  and  20,053  (Interference 

78.460) ,  or  Counts  1,  2  and  3  of  Civil  Action  23,873  (Inter¬ 
ference  69,703),  or  Counts  1,  2  and  3  of  Civil  Action  23,874 
(Interference  77,416)  or  Counts  1,  2  and  5  of  Civil  Action 
23,872  (Interference  75,209)  depends  upon  who  is  awarded 
Count  1  of  Civil  Actions  19,801  (Interference  78,460). 

This  count  is  therefore  crucial  in  resolving  the  contro¬ 
versy  between  the  parties.  All  the  other  counts  can  be  re¬ 
jected  in  the  Patent  Office  as  unpatentable  over  it  upon  the 
termination  of  these  proceedings. 

In  considering  the  evidence,  we  should  like  to  point  out 
that  there  is  no  dispute  in  these  causes  as  to  the  significant 
facts,  although  there  is  some  dispute  as  to  collateral  mat¬ 
ters.  In  essence,  the  differences  between  the  Patent  Office 
tribunals  and  the  District  Court,  as  well  as  the  conflicting 
contentions  of  the  parties,  reside  in  differing  views  as  to 
what,  as  a  matter  of  law,  constitutes  a  reduction  to  practice 
of  the  particular  invention  with  which  we  have  to  deal  in 
these  causes. 

The  Patent  Office  tribunals  took  the  view  that  in  order 
to  reduce  this  invention  to  practice  a  party  had  to  show  that 
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he  tested  the  lubricating  oil  with  the  additive  under  ‘actual 
service  conditions’. 

The  District  Court  went  further  and  held  that  even  the 
‘actual  service  test’  of  Morell  et  al.  on  August  4,  1932  did 
not  amount  to  a  reduction  to  practice  of  the  invention.  In 
our  view,  the  District  Court  extended  the  ‘actual  service 
test’  doctrine  beyond  its  proper  limits  and  was  thus  led  to 
the  conclusion  that  the  first  applicant  in  the  Patent  Office, 
“  as  a  matter  of  law ’  ’,  is  entitled  to  the  patent.  The  District 
Court  in  its  informal  memorandum  made  no  comment  as  to 

Cohen’s  evidence  in  these  causes  which  antedates  both 

! 

Morell  et  al.  and  Gallsworthy. 

It  is  our  view  that  the  application  of  the  ‘actual  service 
test’  doctrine  to  the  facts  of  this  case  is  improper  for  the 
reason  that  the  extreme  pressure  lubricating  properties  of 
the  composition  of  this  invention  were  known  and  that  the 
essence  of  this  invention  lies  in  the  non-volatility  of  the 
composition.  In  such  case  it  is  our  submission  that  the 
facts  of  this  case  fall  within  the  doctrine  of  Larson  and 
Campbell  v.  Etcher,  C.  C.  P.  A.  49  F.  2d  1029  and  Corona 
Cord  Tire  Co.  v.  Doran  Chemical  Corp.,  276  U.  S.  358,  383. 

In  the  Larson  and  Campbell  v.  Eicher  case  the  inven¬ 
tion  related  to  a  medicinal  agent,  the  therapeutic  properties 
of  which  were  known.  In  an  interference  in  the  Patent  Office 
it  was  held  that  in  order  to  reduce  the  invention  |to  practice 
it  was  necessary  to  subject  the  medicinal  agent  to  a  test  to 
determine  whether  it  possessed  therapeutic  value.  The 
Court  of  Customs  and  Patent  Appeals  disagreed  with  this 
view,  stating  that  where  the  therapeutic  properties  of  the 
ingredients  are  known  the  only  requirement  for  reduction 
to  practice  is  to  produce  a  tablet.  The  Court  said: 

“We  are  unable  to  agree  with  either  of  the  tri¬ 
bunals  below  relative  to  the  requirements  for  a  suc¬ 
cessful  reduction  of  the  invention  to  practice. 

“It  appears  from  the  record  that,  in  the  manufac¬ 
ture  of  his  tablets,  appellee  used  cod-liver  oil  extracts 
known  as  ‘Gaduol’  and  “  Jeccoral’,  which  were  in  ex- 


i 

i 


i 

i 


i 


28 


tensive  use  commercially  and  knotcn  to  possess  thera¬ 
peutic  properties .  So,  the  real  problem  confronting 
appellee.was  to  put  the  active  extractives  of  cod-liver 
oil  into  the  form  of  a  dry  medicinal  agent*  Having 
conceived  this  idea  and  having  actually  produced 
cod-liver  oil  tablets,  it  was  not  necessary  that  any 
given  number  of  the  tablets  contain  a  particular  quan¬ 
tity  of  active  extracted  ingredients  of  cod-liver  oil. 
The  counts  are  not  so  limited.  Nor  was  it  necessary 
that  appellee  exploit  his  invention  in  order  to  com¬ 
plete  it. 

“Appellee  was  an  experienced  chemist.  He  knew 
the  therapeutic  value  of  the  ingredients  in  the  tablets 
he  manufactured,  and,  having  successfully  performed 
the  involved  process,  and  produced  the  involved  prod¬ 
uct,  which  he  did  in  March  or  April,  1920,  he  had 
reduced  the  invention  to  practice.  Marion  M.  Har¬ 
rison  and  Harold  A.  Morton  v.  Sydney  M.  Cadwell, 
17  C.  C.  P.  A.  (Patents)  1024,  39  Fed.  (2d)  704,  and 
cases  therein  cited;  St.  John  et  al.  v.  Schulze,  18 
C.  C.  P.  A.  (Patents) _ ,47  Fed.  (2d)  789.” 

Larson  and  Campbell  v.  Eicher ,  49  F.  (2d)  1029, 
1031. 

In  precisely  the  same  way,  since  the  lubricating  proper¬ 
ties  of  the  chlorinated  paraffin  hydrocarbons  were  made 
known  to  all  the  world  by  Mougey  and  Allmen  on  Novem¬ 
ber  11,  1931  (Joint  App.  639-643),  we  submit  that  it  was 
only  necessary  to  make  the  non-volatile  product  in  order  to 
reduce  this  invention  to  practice. 

This  decision  of  the  Court  of  Customs  and  Patent  Ap¬ 
peals  is  directly  in  line  with  the  doctrine  of  the  Supreme 
Court  in  Corona  Cord  Tire  v.  Dovan  Chemical  Corp.t  276 
U.  S.  358,  383,  where  the  Court  said : 

“A  process  is  reduced  to  practice  when  it  is  suc¬ 
cessfully  performed.  A  machine  is  reduced  to  prac¬ 
tice  when  it  is  assembled,  adjusted  and  used.  A 
manufacture  is  reduced  to  practice  when  it  is  com¬ 
pletely  manufactured.  A  composition  of  matter  is 
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reduced  to  practice  when  it  is  completely  composed. 
Walker  Patents,  Sec.  141a;  Hunter  v.  Stikeman,  13 
App.  D.  C.  214,  226;  Mason  v.  Hepburn,  13  App. 
D.  C.  86,  92 ;  Lindemever  v.  Hoffman,  18  App.  D.  C. 
1,  5;  Roe  v.  Hanson,  19  App.  D.  C.  559,;  564.” 

Recently,  Judge  Learned  Hand  has  commented  on  this 
question  in  Sinko  Tool  &  Mfg.  Co.  v.  Automatic  Devices 
Corp.f  157  F.  2d,  974,  977.  This  discussion  is  sio  clear,  com¬ 
prehensive,  and  pertinent  to  the  facts  and  issues  of  this 
case  that  we  take  the  liberty  of  quoting  from!  the  decision 
at  some  length : 

“The  case  really  comes  down  to  this;  w’hether, 
although  the  invention  had  been  enough  tested  by 
persons  exceptionally  competent  in  the  field,  to  sat¬ 
isfy  them  that  it  was  ready  for  production,  and  al¬ 
though  it  in  fact  went  into  very  extensive  production 
substantially  as  it  was,  it  was  not  ‘reduced  to  prac¬ 
tice’  in  1933  because  it  had  not  been  tested  on  an 
automobile. 

The  law  that  an  inventor’s  mere  conception  is  not 
his  ‘prior  invention’  within  the  relevant  sections  of 
the  statute3  is  judge-made.  The  courts  have  written 
two  glosses  upon  the  text:  first,  that  the  inventor 
must  disclose  his  invention,  either  by  description,  or 
physical  embodiment;  and,  second — unless  he  can 
show  diligence  in  filing  an  application  after  his  rival 
has  filed — that  the  invention  has  also  been  tested  so 
far  as  to  make  sure  that  it  will  operate  qnder  service 
conditions.  *  *  *  Although  in  many  later  decisions  the 
question  has  arisen  of  the  need  of  aj  test  under 
service  conditions,  it  has  never  been  laid  down  as  an 
inexorable  condition  in  all  circumstances ;  the  courts 
have  again  and  again  upheld  inventions,  not  so 
tested.  Nor  has  this  been  confined  to  chemical  cases; 
it  lias  extended  to  all  sorts  of  inventions:  we  annex 
in  the  margin  a  collection  of  some  of  ftie  decisions 


3  §§35  and  52,  Title  35,  U.  S.  C.  A. 
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with  a  description  of  the  article  involved.4 * *  The  doc¬ 
trine  to  be  drawn  from  the  books,  as  -we  read  them, 
is  this — and  incidentally  it  is  the  only  doctrine  that 
can  find  support  in  reason :  a  test  under  service  con¬ 
ditions  is  necessary  in  those  cases,  and  in  those  only, 
in  which  persons  qualified  in  the  art  would  require 
such  a  test  before  they  were  willing  to  manufacture 
and  sell  the  invention,  as  it  stands.  #  *  * 

In  the  case  at  bar  the  situation  "was  altogether 
different.  As  has  already  appeared  there  was  evi¬ 
dence,  and  it  was  the  only  evidence,  that  the  lighter 
was  ready  for  manufacture  in  1933,  and  that  w’hen  it 
came  to  be  manufactured  it  w’as  not  changed  in  any 
way  which  could  have  tended  to  remove  the  danger 
of  a  short  circuit.  True,  it  w’as  changed  in  other 
wavs;  but  merelv  to  avoid  those  crudities,  always 
inherent  in  original  models;  and  such  changes  do 
not  postpone  the  date  of  ‘reduction  to  practise/7 

It  is  of  course  true  that  we  are  only  very  rarely 
justified  in  reversing  a  finding  of  the  Patent  Office; 
there  has  never  been  any  disposition  to  relax  the 
doctrine  of  Morgan  v.  Daniels;8  rather  the  contrary. 
However,  that  decision  is  not  in  point  here;  it  was 
like  Payne  v.  Hurley;1*  the  date  of  the  invention  had 

4  Corona  Cord  Tire  Co.  v.  Down  Chemical  Corporation,  276 
U.  S.  358.  48  S.  Ct.  380,  72  L.  Ed.  610  (process  for  the  vulcanization 
of  rubber) ;  Kyrides  v.  Bruson,  102  F.  2d  416,  26  C.  C.  P.  A.  (Pat¬ 
ents)  986  (chemical  compound  used  in  plastics  and  resins)  ;  Buch¬ 
anan  v.  Lademann,  54  F.  2d  425,  19  C.  C.  P.  A.  (Patents)  836 

(metal  support) ;  Brydle  v.  Honigbaum,  54  F.  2d  147,  19  C.  C.  P.  A. 
(Patents)  773  (asbestos  shingle) ;  Larson  v.  Eicher,  49  F.  2d  1029. 
18  C.  C.  P.  A.  (Patents)  1497  (cod-liver  oil  tablet)  ;  Sachs  v.  Wads¬ 
worth,  48  F.  2d  928,  18  C.  C.  P.  A.  (Patents)  1284  (electric  switch 
box) ;  Gaisman  v.  Gillette,  36  App.  D.  C.  440  (safety-razor) ;  Rolfe 
v.  Hoffman,  26  App.  D.  C.  336  (electric  circuit  protector)  ;  Couch  v. 
Barnett,  23  App.  D.  C.  446  (horse-collar) ;  Loomis  v.  Hauser,  19 
App.  D.  C.  401  (ticket  holder)  ;  Mason  v.  Hepburn,  13  App.  D.  C.  86 

(clip  to  close  magazine  used  on  fire  arms). 

7  Coffee  v.  Gucrrant,  3  App.  D.  C.  497,  499;  Bur  son  v.  Vogel,  29 
App.  D.  C.  388,  394;  Sydemann  v.  Thoma,  32  App.  D.  C.  362,  374. 

s  153  U.  S.  120, 14  S.  Ct.  772,  38  L.  Ed.  657. 

®  71  F.  2d  208,  21  C.  C.  P.  A.  (Patents)  1144. 
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been  put  in  issue ;  the  Patent  Office  had  decided  upon 
an  actual  conflict  in  the  evidence;  and  it  was  that 
decision  which  the  Supreme  Court  said  must  prevail. 
We  do  not  mean  that  to  prevail  a  finding  of  the  Patent 
Office  must  inevitably  be  on  conflicting  evidence.  In 
the  case  at  bar,  for  instance,  if  the  boards  had  disbe¬ 
lieved  the  testimony  of  Sinko  and  his  assistants,  we 
might  be  bound  to  accept  the  finding;  its  credibility 
was  for  them.  But,  as  we  have  said,  they  accepted 
that  testimony  as  to  what  Sinko  did  and  when  he  did 
it,  and  as  to  his  belief  that  the  lighter  was  ready 
to  go  into  manufacture  without  further  test.  What 
thev  held  was  that  his  belief  was  wrong;  and  that 
was  not  because  they  preferred  any  testimony  which 
the  defendant  had  introduced,  but,  so  far  as  appears, 
because  they  drew  upon  sources  not  disclosed;  per¬ 
haps  on  their  own  acquaintance  with  such  devices. 
Yet  it  was  an  issue  on  which  the  defendant  could 
have  introduced  evidence;  it  could  have  called  per¬ 
sons,  expert  in  the  subject,  to  combat  Sinko;  that 
would  indeed  have  created  an  issue  the  decision  of 
which  would  have  been  substantially  invulnerable. 
Indeed  the  situation  might  have  been  such  that, 
though  the  testimonv  stood  as  it  does,  it  would  have 
been  proper  to  affirm;  for  an  inspection  of | the  lighter 
might  have  showed  that  a  service  test  was  required. 
The  difficulty  is  that  it  does  not ;  that  is,  it  does  not 
so  far  as  we  can  form  any  opinion;  for  to  us  it  ap¬ 
pears  that  a  short  circuit  was  substantially  impos¬ 
sible.  The  arms  were  firmly  fixed  upon  the  ‘heater,’ 
and  their  movement  was  tiny ;  the  spring  was  fast  at 
its  top  and  bottom  and  was  necessarily  released  as 
far  as  it  could  be,  when  the  ‘knob’  snapped  out.  What 
could  bring  them  in  contact  we  cannot  see ;  and  the 
boards  have  not  told  us. 

It  is  true  that,  in  spite  of  all  this  the  law  might 
require  us  to  affirm ;  and  so  it  would  if  we  are  to  en¬ 
due  the  boards  with  that  specialized  acquaintance 
with  the  subject  matter  which  enables  it  to  dispense 
with  evidence  and  draw  upon  undisclosed  Sources  of 
information,  not  available  to  us  and  unknown  to  the 
parties.  Perhaps  that  view  will  in  the  end  prevail; 
but  it  is  hard  to  see,  if  it  does,  what  can  remain  of 
our  jurisdiction ;  and  certainly  the  doctrine  of  Mor- 
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gan  v.  Daniels,  supra,10  lield  nothing  of  the  sort;  and 
the  Court  of  Customs  and  Patent  Appeals  has  re¬ 
peatedly  reversed  the  findings  of  the  boards.  Our 
conclusion  does  not  indeed  mean  that  the  boards 
were  in  fact  wrong;  perhaps  they  were  right;  but  it 
does  mean  that  some  basis  for  their  finding  must  ap¬ 
pear  in  the  evidence;  it  does  mean  that  its  support 
must  be  ascertainable  in  such  sense  that  it  can  be¬ 
come  subject  to  some  sort  of  review.” 

It  may  be  noted  that  if  the  ‘actual  service  test’  doctrine 
is  carried  too  far  it  seriously  prejudices  the  rights  of  the 
majority  of  inventors.  Most  inventors  are  unable  to  carry 
out  tests  of  their  inventions  under  actual  service  conditions. 
If  they  are  inexorably  called  upon  to  do  so  by  the  courts  this 
means  that  they  run  the  risk  of  losing  their  rights  to  large 
companies  who  usually  are  the  only  ones  who  are  able  to 
supply  the  means  for  carrying  out  actual  service  tests. 
Alternatively,  it  gives  an  undue  advantage  to  these  same 
companies  who  are  able  to  finance  the  immediate  filing  of 
patent  applications.  There  is  some  suggestion  of  this  in  the 
informal  memorandum  of  the  District  Court  where  Judge 
Letts,  speaking  of  the  broad  claim,  says:  “Gallsworthy 
et  al.  are  entitled  to  make  the  claim  by  operation  of  law,  he 
first  having  made  application  therefor  in  the  Patent  Office.” 
Actuallv,  Gallswortliv  is  onlv  entitled  to  this  claim  if  no 
other  party  conceived  the  invention  and  reduced  it  to  prac¬ 
tice  prior  Gallsworthy ’s  filing  date;  or  if  the  evidence 
shows  that  no  other  party  conceived  this  invention  prior  to 
Gallsworthy  and  exercised  diligence  in  perfecting  the  inven¬ 
tion  and  in  filing  his  patent  application,  even  though  such 
application  is  subsequent  to  the  Gallsworthy  application. 
There  is,  of  course,  no  rule  which  gives  to  the  first  applicant 
in  the  Patent  Office  the  absolute  right  to  a  patent  “by 
operation  of  law”. 

In  the  case  at  bar  we  submit  that  it  is  difficult  to  under¬ 
stand  how  a  conclusion  favorable  to  Gallsworthv  can  be 


10  153  U.  S.  120, 14  S.  Ct.  772.  38  L.  Ed.  657. 


33 


reached  in  the  face  of  the  evidence  of  the  prior  Lincoln 
et  al.  patent  1,945,615  (Joint  App.  633)  and  the  evidence  on 
behalf  of  Cohen’s  conception  and  making  the  product  of  the 
invention  in  December  1931  and  his  subsequent  activities 
(Joint  App.  328-476).  i 

Before  taking  up  these  points  in  greater  detail  it  may  be 
well  to  point  out  that  in  actions  under  R.S.  49l5  (U.  S.  C. 
Title  35,  Sec.  63)  the  issue  is  larger  than  that  of  priority 
only,  involving  as  it  does  the  fact  that  the  claimant  for  a 
patent  must  show  affirmatively  that  he  is  entitled  to  such 
patent.  Judge  Learned  Hand  in  Sinko  Tool  &  Mfg.  Co.  v. 
Automatic  Devices  Corp.,  136  F.  2d  186,  189,  discusses  this 
aspect  of  R.S.  4915  proceedings  and  we  are  quoting  this 
hereunder  as  the  Sinko  case  has  many  similarities  to  the 

case  at  bar :  j 

! 

“It  is  well  settled  law  that  in  actions  brought  under 
Sec.  63,  Title  35  U.S.C.A.,  the  issue  is  larger  -that 
of  priority  only;  the  plaintiff  must  show  that  he  is 
‘entitled’  to  a  patent,  and  any  ground  which  proves 
that  he  is  not,  will  defeat  the  suit.  Hill  v.  Wooster, 
132  U.  S.  693,  10  S.  Ct.  228,  33  L.  Ed.  502.  Hence  if 
the  defendant  at  bar  could  show  that  the  Sinko  in¬ 
vention  did  not  deserve  a  patent,  it  would  win.  But 
that  is  not  the  situation;  at  any  rate  we  are  to  as¬ 
sume  that  there  is  an  invention  proper  to  be  pat¬ 
ented;  Even  so,  it  might  be  the  prior  invention  of  a 
third  person  not  a  party  to  the  action ;  and,  if  it  were, 
again  that  would  be  a  good  defense  here.  Gold  v. 
Gold,  7  Cir.,  237  F.  84,  86;  Bird  v.  Elaborated  Roof¬ 
ing  Co.,  2  Cir.,  256  F.  366,  371,  372.  The  fact  that 
a  patent  should  be  granted  does  not  mean  that  any 
party  to  the  action  should  have  it.  It  can  be  plausibly 
argued,  however,  that,  when,  as  here,  there  is  con- 
cededly  an  invention  fit  for  patenting,  and  when  the 
choice  between  prior  inventors  is  narrowed  to  those 
who  are  parties  to  the  interference,  whatever  is  con¬ 
clusive  between  them  inter  parties,  should  deter¬ 
mine  the  patentee.  That  is  not  true,  however;  the 
interference  is  only  a  step  in  the  application,  and  the 
application  itself  is  a  proceeding  to  secure  a  mo¬ 
nopoly,  not  against  other  parties  to  the  interference, 
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but  against  the  public  at  large.  Congress  has  granted 
such  monopolies  only  when  those  facts  actually  exist 
which  it  has  specified;  and  one  of  these  is  that  the 
patentee  shall  be  the  first  inventor.’  ’ 

Why  Gallsworthy  is  not  Entitled  to 
Receive  a  Patent  Containing  Count 
1  of  Civil  Action  19,801  (Interfer¬ 
ence  78,460) 

The  basic  reason  why  Gallsworthy  is  not  entitled  to  a 
patent  containing  Count  1  of  Civil  Action  19,801  is  that  he 
is  not  the  first  inventor  of  this  subject  matter.* 

Gallsworthy  is  not  the  first  inventor  because  over  five 
months  before  Gallsworthy ’s  date  of  invention,  Lincoln 
et  al.  filed  a  patent  application  disclosing  this  same  sub¬ 
ject  matter.  This  is  Lincoln  et  al.  patent  1,945,615  issued 
February  6, 1934,  filed  in  the  Patent  Office  on  July  14, 1932. 

Under  the  doctrine  of  Milburn  Co.  v.  Davis-Bournon- 
ville  Co.,  270  U.  S.  390,  the  Supreme  Court  held  that  where 
a  later  applicant  cannot  carry  his  date  of  invention  back  of 
the  filing  date  of  an  earlier  applicant,  the  later  applicant 
cannot  obtain  a  valid  patent  because  he  is  not  the  first  in¬ 
ventor  of  the  subject  matter,  irrespective  of  whether  or  not 
the  earlier  patent  application  claims  that  subject  matter. 

If  the  Lincoln  et  al.  patent  (Joint  App.  633)  discloses 
the  subject  matter  of  this  invention,  this  means  that  Galls¬ 
worthy  is  not  entitled  to  a  patent  on  this  subject  matter  un¬ 
less  he  can  show  that  he  made  his  invention  before  July  14, 
1932,  the  filing  date  of  the  Lincoln  et  al.  patent.  The  fact 
is  that  Gallsworthy  cannot  carry  his  date  of  invention  back 

*  The  patent  law  authorizes  a  person  who  has  invented  an  improve¬ 
ment,  such  as  is  involved  in  these  actions,  which  is  “not  known 
or  used  by  others  in  this  country,  before  his  invention,”  to  obtain 
a  patent  for  it  (R.  S.  4886  U.  S.  C.  Title  35,  Sec.  31) ;  and 
among  the  defenses  to  a  suit  for  infringement  the  fourth  spec¬ 
ified  by  the  statute  is  that  the  patentee  “was  not  the  original  and 
first  inventor  or  discoverer  of  any  material  and  substantial  part 
of  the  thing  patented”  (R.S.  4920  U.  S.  C.  Title  35,  Sec.  69). 
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of  the  Lincoln  et  al.  patent  because  he  is  restricted  by  his 
own  admission  to  December  9, 1932,  as  his  date  of  invention. 
The  only  question  on  this  issue,  therefore,  is  whether  the 
Lincoln  et  al.  patent  discloses  the  subject  matter  of  Count  1 
of  Civil  Action  19,801. 

The  Lincoln  et  al.  patent  relates  to  the  same  subject  mat¬ 
ter  as  is  involved  in  these  actions,  namely,  ‘hdditives  to 
lubricating  oils’.  On  page  1  of  the  specification  of  this 
patent,  column  2,  lines  75  to  88  (Joint  App.  633),  there  is  a 
chart  showing  extreme  pressure  lubricating  tests  on  three 
different  lubricants.  The  first  lubricant  is  an  ordinary  hy¬ 
drocarbon  lubricating  oil  without  additive.  The  second  is 
a  hydrocarbon  lubricating  oil  with  1%  of  chlorinated  wax 
as  an  additive.  This  second  material  is  precisely  a  disclo¬ 
sure  of  the  subject  matter  of  Count  1  of  Civil  Action  19,801. 
It  calls  for  a  small  amount  of  the  non-volatile ;  chlorinated 
paraffin  wax  added  to  mineral  lubricating  oil.  ! 

In  fact  Gallsworthy  in  a  brief  filed  in  the  Latent  Office 
had  occasion  to  refer  to  this  patent  and,  speaking  of  this 
1%  chlorinated  wax  additive,  said:  “The  wax  referred  to 
in  the  specification  was  described  as  a  hydrocarbon  wax  with 
a  melting  point  of  about  330°F.,  which  of  course  is  a  para¬ 
ffin  wax”.* 

The  Patent  Office  also  understood  that  the  Lincoln  et  al. 
patent  was  a  disclosure  of  the  subject  matter  of  this  inven¬ 
tion.  In  an  action  in  one  of  the  interferences  I  relating  to 
the  question  of  the  rights  of  the  parties  to  add  counts  the 
Examiner  held:  “These  are  obviously  unpatentable  over 
Lincoln  et  al.  patent  1,945,615  which  shows  1%  chlorinated 
hydrocarbon  wax  added  to  lubricating  oil”.  (Examiner  of 
Interferences  Decision  dated  September  4,  1936,  denying 
Gallsworthy’s  Motion  to  Add  Counts).  In  this  connection 
the  patent  itself  on  page  2,  lines  81-83  states  that  “by  the 
term  waxes,  we  include  solid  and  liquid  waxes  from  animal, 

*  Brief  for  Gallsworthy  at  Final  Hearing  before  the  Examiner 
of  Interferences,  page  5,  Morell  et  al.  Exhibit  j.  19.  (Joint 
App.  555) 
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vegetable  and  petroleum  origin”.  Paraffin  wax,  of  course, 
is  of  petroleum  origin. 

We  have  gone  into  this  question  as  to  the  disclosure  of 
the  Lincoln  et  al.  patent  because  Gallsworthy  became  appre¬ 
hensive  in  the  District  Court  that  the  Lincoln  et  ai.  patent 
would  prejudice  his  position  so  he  changed  his  mind  about 
the  meaning  of  the  disclosure  of  this  patent  and  sought  to 
cast  doubt  on  it  in  the  brief  which  he  filed  in  the  District 
Court.  On  page  34  of  this  brief  he  remarks  of  the  Lincoln 
et  al.  patent:  “Whether  this  is  or  is  not  a  paraffin  wax  has 
been  left  by  Morell  et  al.  to  surmise,  it  has  not  been  proved.” 
We  have  seen  that  the  Patent  Office  and  all  the  parties  hereto 
(including  Gallsworthv)  have  had  no  difficulty  in  under¬ 
standing  the  disclosure  of  this  patent  as  embodying  the 
subject  matter  of  Count  1  of  Civil  Action  19,801.  The  dis¬ 
closure  of  the  Lincoln  et  al.  patent  speaks  for  itself  and 
is  in  evidence  here  (Joint  App.  633-634). 

In  view  of  the  filing  of  the  Lincoln  et  al.  patent  on  July 
14, 1932,  and  of  the  disclosure  of  this  patent,  we  submit  that 
under  the  doctrine  of  the  Supreme  Court  in  Milburn  Co.  v. 
Davis -Bo u rnonv ill e  Co.,  270  U.  S.  390,  Gallsworthy  cannot 
be  the  first  inventor  of  the  subject  matter  of  Count  1  of 
Civil  Action  19.801,  and  therefore  is  not  entitled  to  a  patent 
thereon. 

There  is,  however,  another  reason  why  Gallsworthy  is 
not  the  first  inventor  of  the  subject  matter  of  the  broad 
count.  The  evidence  in  these  causes  shows  that  in  December, 
1931,  Cohen  conceived  and  made  a  composition  of  matter 
comprising  a  mineral  lubricating  oil  and  a  small  amount  of 
the  non-volatile  chlorinated  paraffin  wax  as  an  additive. 
These  acts  of  Cohen  occurred  before  the  filing  date  of  the 
Lincoln  et  al.  patent  and,  of  course,  before  Gallsworthy ’s 
date  of  invention.  Furthermore,  Cohen’s  conception  of  the 
invention  as  of  December,  1931  was  not  questioned  but  was 
accepted  by  all  the  Patent  Office  tribunals  who  stated  that : 
“the  concept  of  using  chlorinated  paraffin  in  lubricating 
oil  was  established  by  Cohen  in  December,  1931  and  that 
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considerable  effort  was  made  throughout  1932  to  induce 

^  i 

the  trade  to  use  it  for  this  purpose.”  (Joint  App.  524,  543) 

It  follows,  therefore,  that  Cohen’s  acts  at  this  time  pre¬ 
vent  Gallsworthy  from  being  the  first  inventor,  For  Galls- 
worthy  to  obtain  a  valid  patent,  he  must  show  under  our  pat¬ 
ent  statutes  that  the  subject  matter  of  the  invention  was  “not 
known  or  used  by  others,  in  this  country”  before  Galls¬ 
worthy ’s  date  of  invention.*  In  view  of  the  evidence  as  to 
Cohen’s  conception  and  making  of  the  product  which  is 
covered  by  Count  1  of  Civil  Action  19,801  together  with  his 
activities  in  informing  the  industry  as  to  the  nature  of  the 
non-volatile  additive,  we  submit  that  it  cannot! be  said  that 
Gallsworthy  was  the  first  inventor. 

In  this  connection  it  might  be  well  to  notej,  as  pointed 
out  previously,  that  the  Lincoln  et  al.  patent  was  not  cited 
by  the  Patent  Office  during  the  ex  parte  prosecution  of 
Gallsworthy ’s  application.  The  reason  for  this  is  that  the 
last  Office  action  by  the  Patent  Office  in  Gallsworthy  appli¬ 
cation  Ser.  Xo.  040,491  was  on  December  18,  1933.  At  the 
time  this  Office  action  was  issued  the  Lincoln  et  al.  patent, 
while  pending  in  the  Patent  Office,  had  not  yeti  issued  into 
a  patent  In  accordance  with  established  practice,  the  Pa¬ 
tent  Office  does  not  cite  co-pending  applications  as  refer¬ 
ences  against  other  applications  until  they  have  issued  as 
patents 

What  happened  then  was  that  the  ex  parte  prosecution 
of  the  Gallsworthy  application  stopped  just  before  the  issu¬ 
ance  of  the  Lincoln  et  al.  patent  on  February  6*  1934,  when 

the  first  of  the  interferences  was  declared.  As  soon  as  the 

! 

interference  was  set  up,  the  Board  of  Interference  Exam¬ 
iners  obtained  jurisdiction  of  the  Gallsworthy  :  application 
but  they  have  jurisdiction  only  to  consider  tlie  jquestion  of 
priority.  They  cannot  consider  the  patentability  of  the 
claims,  nor  could  they  have  cited  the  Lincoln  et  al.  patent 

once  this  claim  was  in  interference.  This  means  that  if  the 

! 

*  R.  S.  4886 ;  U.  S.  C.  Title  35,  Sec.  31 ;  and  R.  S.  4920 ;  U.  S.  C. 

Title  35,  Sec.  69.  j 
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judgment  of  the  District  Court  authorizing  the  Commis¬ 
sioner  of  Patents  to  grant  a  patent  to  Gallsworthy  for  the 
subject  matter  of  Count  1  of  Civil  Action  19,801  should  be 
affirmed  by  this  Court,  the  Patent  Office  would  still  have  no 
jurisdiction  to  resume  the  ex  parte  prosecution  of  the  Galls¬ 
worthy  patent  application  and  could  not  reject  the  Galls¬ 
worthy  application  by  citing  the  Lincoln  et  al.  patent  as  a 
reference. 

We  submit,  therefore,  that  a  consideration  and  deter¬ 
mination  of  this  issue  is  a  most  important  part  of  these 
proceedings,  particularly  as  the  District  Court  made  no 
finding  on  this  point 

In  this  connection  we  refer  to  Judge  Learned  Hand’s 
opinion  in  Sinko  Tool  &  Mfg.  Co.  v.  Automatic  Devices 
Corp.f  136  F.  2d  186,  190,  where  he  discusses  precisely  this 
question  of  the  Patent  Office  being  constrained  by  a  finding 
of  the  court  to  award  a  patent  to  one  who  was  not  the  first 
inventor.  He  says  at  page  190 : 

“The  grant  of  such  a  patent  would  be  a  fraud;  it 
would  not  represent  the  conclusion  of  the  Office  that 
the  patentee  was  in  fact  the  first  inventor.  On  the 
contrary  it  would  falsely  represent  Sinko  as  the  first 
inventor  contrary  to  its  belief ;  and  would  merely  im¬ 
pose  upon  the  art  the  burden  of  establishing  the  fal¬ 
sity  of  a  statement  known  by  the  Office  to  be  false 
when  uttered,  and  the  truth  of  a  fact  which  should 
have  precluded  the  issuance  of  a  patent.” 

Why  Morell  et  al.  are  not  Entitled 
to  Receive  a  Patent  Containing  Count 
1  of  Civil  Action  19,801 

Morell  et  al.  are  not  entitled  to  receive  a  patent  contain¬ 
ing  the  broad  count  for  the  same  reasons  we  have  given  in 
connection  with  Gallsworthy ’s  situation.  The  Lincoln  et  al. 
patent  is  effective  as  a  reference  against  Morell  et  al.  with 
the  same  force  as  against  Gallsworthy. 

Morell  et  al.  take  the  position  that  they  have  an  actual 
reduction  to  practice  of  the  invention  of  this  count  on  Au- 
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gust  4,  1932,  by  reason  of  the  Dow  mail  car  test!  This  test 
involved  the  use  of  chlorinated  propane  (polychlorpropane) 
as  an  additive  to  lubricating  oil  in  the  crank  case  pf  an  auto¬ 
mobile.  The  District  Court  held  that  the  evidence  as  to  this 
was  insufficient  to  establish  a  reduction  to  practice,  pri¬ 
marily  because  no  effort  was  made  to  determine  the  cor¬ 
rosiveness  of  the  material  in  the  crank  case. 

In  our  view  such  an  application  of  the  ‘actual  service 
test’  doctrine  carries  this  doctrine  to  the  breaking  point  as 
it  is  not  reasonable  to  expect  that  a  composition  can  be  per¬ 
fect  in  every  particular.  Besides,  the  essence  of  the  inven¬ 
tion  in  this  case  is  not  its  extreme  pressure  lubricating  prop¬ 
erties  but  its  non-volatility.  This  is  the  property  which 
should  be  established  by  the  evidence. 

Quite  apart  from  the  evidence  as  to  the  Dow  mail  car 
test,  there  was  evidence  before  the  District  Coutt  showing 
that  the  chlorinated  propane  (polychlorpropane)  used  as 
an  additive  in  this  test  was  a  volatile  material  and  hence 
did  not  meet  the  requirements  of  this  invention  (Joint 
App.  243). 

In  any  case,  however,  the  evidence  as  to  the  activities  of 
Morell  et  al.  oil  August  4,  1932,  cannot  establish  their  right 
to  receive  a  patent  embodying  the  broad  count  for  the  rea¬ 
son  that  Morell  et  al.  cannot  be  the  first  inventors  in  view 
of  the  Lincoln  et  al.  patent.  The  Lincoln  et  al.  patent  was  on 
file  in  the  Patent  Office  prior  to  their  date  of  invention.  As 
we  have  shown  in  connection  with  Gallsworthy,  this  places 
upon  Morell  et  al.,  as  a  matter  of  law,  the  burden  pf  proving 
a  date  of  invention  prior  to  July  14,  1932,  the  filing  date  of 
the  Lincoln  et  al.  patent. 

As  to  Morell  et  al.’s  early  work  we  have  seen  that  on 
August  31,  1931,  and  in  September,  1931,  Morell  et  al.  used 
l  chlorinated  ethane  as  an  additive  to  lubricating  oil  in  their 

laboratory  work.  As  pointed  out  above,  Dr.  Calvert  showed 
in  the  District  Court  (Joint  App.  239-243)  that  chlorinated 
ethane  of  the  type  used  by  Morell  et  al.  is  a  highly  volatile 
material  and  hence  their  work  in  August  and  September 
1931  had  nothing  to  do  with  the  subject  matter  of  this  in- 
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vention  which  is  limited  to  non-vovlatile  materials.  It  will 
be  appreciated  that  this  is  not  a  technical  position  since  the 
very  essence  of  this  invention  involves  the  concept  of  mak¬ 
ing  a  non-volatile  additive. 

It  may  also  be  mentioned  that  by  reason  of  a  statutory 
bar  (R.S.  4886)  Morell  et  al.  are  prevented  from  taking  a 
patent  in  respect  to  such  materials  as  chlorinated  ethane 
and  the  like  in  combination  with  mineral  lubricating  oil. 
The  reason  for  this  is  that  Morell  et  al.  did  not  file  their 
patent  application  until  July  2,  1934  over  tw’o  years  after 
the  publication  by  Mougey  and  Allmen  of  their  article  on 
extreme  pressure  lubricants  in  the  ‘National  Petroleum 
News’  of  November  11,  1931,  the  Mougey  and  Allmen  arti¬ 
cle  giving  a  complete  disclosure  of  volatile  additives  of  the 
same  type  as  used  by  Morell  et  al. 

Why  Cohen  is  the  First  Inventor  of  the  Subject 
Matter  of  Count  1  of  Civil  Action  19,801  and  Is 
Entitled  to  Receive  a  Patent  Therefor 

Tie  TFcrs  the  First  to  Conceive 
the  Non-Volatile  *  Additive' 

Testifying  in  the  Patent  Office  Mr.  Cohen  stated  that 
his  conception  of  the  invention  came  in  December  1931  after 
he  had  read  the  article  by  Mougey  and  Allmen  in  the  No¬ 
vember  11,  1931,  issue  of  National  Petroleum  News.  He 
savs : 

“My  conception  of  the  usefulness  of  the  chlorinated 
paraffin  in  this  field  came  about  through  my  reading 
an  article  in  the  ‘National  Petroleum  News’,  dis¬ 
cussing  extreme-pressure  lubrication,  in  'which  was 
discussed  the  use  of  dicliloretliyl  ether  and  carbon 
tetrachloride.  It  seemed  a  reasonably  good  chance 
that  my  chlorinated  paraffin  would  perform  the  same 
service  but  having  the  very  large  advantage  of  be¬ 
ing  non-volatile”  (Joint  App.  438  and  440). 

This  evidence  was  corroborated  by  Mrs.  Maurer,  Mr. 
Cohen’s  secretary  (Joint  App.  468). 


41 


He  Was  the  First  to  Make  or  Compose 
the  Non-Volatile  ‘Additive’ 

Immediately  after  reading  the  Mougey  and  Allmen  ar¬ 
ticle,  Mr.  Cohen  made  up  a  sample  of  the  non-volatile  com¬ 
position  specifically  as  called  for  by  the  broad  claim  herein. 
This  appears  from  the  following  testimony  by  Mr.  Cohen: 

“Q.14.  Would  you  please  recite  in  mon}  detail  the 
circumstances  of  your  secretary  obtaining  the  sample 
from  the  storeroom  and  your  disclosure  of;  your  con¬ 
cept  to  her?  A.  We  have  ordinarily  on  hand  lubri¬ 
cating  oils  for  various  purposes  in  the  plant.  The 
particular  lubricating  oil  then  used  was  an  S.  A.  E.  50 
oil,  which  we  had  on  hand  for  vacuum  pumps ;  and  I 
placed  in  test  tubes  and  in  one  or  two  bottljes  a  quan¬ 
tity  of  the  oil  and  added  thereto  various  proportions 
of  chlorinated  paraffin,  or  the  chloreosamj  product, 
shaking  them  thoroughly,  and  noting  then!  that  they 
were  completely  miscible.  These  samples  were  then 
exhibited  to  my  secretary  and  left  in  the;  office  for 
observation  to  determine  whether  any  separation 
would  occur,  which  I  felt  would  make  the  product  of 
doubtful  use  for  a  commercial  lubricant. 

Q.lo.  You  mean  that  the  absence  of  separation 
on  standing  would  be  favorable  to  the  use  of  that 
material '!  A.  Well,  that  would  be  a  first  requirement, 
considering  the  necessity  of  storage  of  the  commer¬ 
cial  lubricant. 

Q.16.  Did  the  composition  separate  on  standing? 
A.  No;  the  blend  remained  completely  miscible  and 
transparent”  (Joint  App.  439-440). 

Mrs.  Maurer  testified  that  around  December  19,  1931, 
Mr.  Cohen  disclosed  his  conception  of  adding  the  non-vola¬ 
tile  lubricating  oil  for  use  as  an  extreme  pressure  lubricant 
and  that  he  followed  this  up  by  making  several  samples  of 
this  material.  Mrs.  Maurer  testified  as  follows:  j 


“Q17.  What  did  he  say,  in  more  detail,  would  be 
the  composition  of  his  lubricating  materials?  A. 
Well,  as  a  matter  of  fact,  he  requested  me  to  get  off 
the  chemical  shelf  a  sample  bottle  of  Paroil  which  I 
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had  there  and  bring  it  in  to  him,  which  I  did,  and  he 
incorporated  that  Paroil  with  a  sample  of  lubricating 
oil  and  then  exhibited  that  sample  to  me.”  (Joint 
App.  468) 

In  this  connection  Mr.  Cohen  himself  testified  as  follows : 

“Q22.  What  was  the  approximate  proportion  of 
the  chlorinated  hydrocarbon  to  lubricating  oil  in  the 
mixture  or  mixtures  which  you  made  and  showed  to 
your  secretary.  A.  I  made  a  number  of  mixtures. 
They  were  not  made  by  weight.  They  were  simply 
poured  together,  judging  the  volume  by  the  height  in 
the  bottle ;  and  such  mixtures  were  made  with  a  mini¬ 
mum  amount  of  approximately  five  per  cent,  and  a 
maximum  amount  of  approximately  fifty  per  cent,  by 
volume  as  pudged  by  eye — that  is  my  recollection; 
and  they  were  simply  shaken  together  to  see  if  they 
would  blend  uniformly.”  (Joint  App.  440-441) 

lie  was  the  First  to  Inform  the  Indus¬ 
try  as  to  the  Non-Volatile  ‘ Additive ’ 

The  evidence  as  to  Mr.  Cohen’s  activities  in  informing 
the  industry  as  to  the  great  commercial  value  of  the  chlor¬ 
inated  paraffin  wax  as  a  non-volatile  additive  to  lubricating 
oils  is  thoroughly  documented.  The  evidence  as  to  this  ap¬ 
pears  in  the  Joint  Appendix  at  page  330  and  continues 
through  to  page  438.  We  do  not  think  that  it  is  necessary 
to  repeat  here  the  substance  of  Mr.  Cohen’s  extensive  cor¬ 
respondence  along  this  line  but  a  perusal  of  this  material 
establishes  conclusively  that  he  was  responsible  for  first  in¬ 
forming  the  industry  as  to  the  non-volatile  additive  and, 
by  his  own  efforts,  opened  up  the  market  for  this  new 
material. 

He  Was  the  First  to  Obtain 
Commercial  Acceptance  of  the 
Non-Volative  Additive* 

The  fact  of  commercial  acceptance  by  a  manufacturer 
of  a  product  is  of  particular  importance  since  it  shows  that 
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persons  competent  in  the  field  are  satisfied  that  it  is  ready 
for  production.  I 

In  this  connection  Mr.  Cohen’s  relations  with  the  Quaker 
State  Oil  Company  are  particularly  interesting.  The  evi¬ 
dence  shows  that  he  first  wrote  them  in  August  1:932  telling 
them  about  Paroil  or  the  chlorinated  paraffin  wax  as  an 
additive.  They  obtained  a  quart  sample  of  this  material 
for  the  purpose  of  investigating  it  and  spent  tlqe  next  six 
months  submitting  this  material  to  tests  to  determine  its 
value.  In  Quaker  State’s  letter  of  March  4,  1933  (Joint 
App.  360),  they  advised  Mr.  Cohen  that  they  had  completed 
considerable  research  and  experimental  work  jn  connec¬ 
tion  with  Paroil  and  that  they  were  willing  to  bqy  a  4,000 
gallon  car  of  this  material  for  limited  commercial  trial. 
This  is  the  first  substantial  order  on  a  commercial  basis  for 
the  use  of  this  material  as  an  additive  and  indicates  com¬ 
mercial  acceptance  of  the  product.  This  initial  order  was 
followed  up  by  subsequent  orders  and,  as  is  knpwn,  from 
these  small  beginnings  the  very  substantial  market  for  this 
material  for  this  purpose  which  now  exists  was  tipis  opened 
up  by  Mr.  Cohen. 

l 

i 
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He  Maintained  Dae  Diligence  in 
Perfecting  the  Invention  Until 
He  Filed  His  Application 

l 

It  is  well  settled  that  as  between  conflicting  ’inventors 
priority  of  invention  will  be  awarded  to  the  one  who  first 
conceived  the  invention  provided  he  was  thereafter  diligent 
in  reducing  it  to  practice.  This  rule  has  recently  been  re¬ 
stated  by  the  Supreme  Court  in  Marconi  Wireless  Tel.  Co. 
v.  United  States,  320  U.  S.  1 : 

“It  is  well  established  that  as  between  two  inventors 
priority  of  invention  will  be  awarded  to  the  one  who 
by  satisfying  proof  can  show  that  he  first  conceived 
of  the  invention.  Philadelphia  &  Trenton  Ry.  v. 
St  imps  on,  14  Pet.  448,  462;  Loom  Co.  v.  Higgins.  105 
U.  S.  580,  593;  Radio  Corporation  v.  Radio  Labora¬ 
tories,  293  U.  S.  1,  11-12;  Christie  v.  Seybold,  55  F. 
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69,  76;  Automatic  Weighing  Mach.  Co.  v.  Pneu¬ 
matic  Scale  Corp.,  158  F.  415,  417-22;  Harper  v. 
Zimmerman ,  41  F.  2d  261,  265;  Sachs  v.  Hartford 
Electric  Supply  Co.,  47  F.  2d  743,  748.  *  *  *  To  obtain 
the  benefit  of  his  prior  conception,  the  inventor  must 
not  abandon  his  invention,  Gaylor  v.  Wilder,  10  How. 
477,  481,  but  must  proceed  with  diligence  to  reduce 
it  to  practice.’ ’ 

This  Court  in  Abbott  v.  Shepherd,  77  App.  D.  0. 101, 135 
F.  2d  769,  770,  has  stated  the  rule  as  follows: 

“In  view  of  his  priority  in  conception,  Abbott  is  en¬ 
titled  to  priority  in  invention  if  he  reduced  it  to  prac¬ 
tice  prior  to  March  19,  1934,  or  if  he  maintained  due 
diligence  in  perfecting  it  until  the  time  of  his  appli¬ 
cation.*  The  filing  of  Shepherd’s  application  con¬ 
stitutes  a  constructive  reduction  to  practice  as  of 
March  19,  1934,  if  his  disclosure  is  sufficient  to  en¬ 
able  one  skilled  in  the  art  to  practice  the  invention.” 

In  the  case  at  bar  Cohen,  in  view  of  his  priority  in  con¬ 
ception,  is  entitled  to  priority  of  invention  if  he  reduced  it 
to  practice  prior  to  August  4, 1932  (Morell  et  al.’s  reduction 
to  practice)  or  prior  to  December  9,  1932  (Gallsworthv’s 
date  of  invention) ;  or  if  he  maintained  due  diligence  in 
perfecting  and  adapting  it  until  he  filed  his  patent  appli¬ 
cation  on  July  28, 1933. 

Both  the  Patent  Office  and  the  District  Court  accepted 
the  fact  that  Mr.  Cohen  conceived  this  invention  in  Decem¬ 
ber  1931,  that  he  made  the  product  at  that  time,  and  that 
considerable  effort  was  successfully  made  thereafter  to  in¬ 
duce  the  industry  to  use  it  as  an  additive  for  extreme  pres¬ 
sure  lubricants. 

We  believe  there  is  no  conflict  as  to  the  fact  that  Cohen 
was  the  first  to  conceive  the  invention  embracing  the  non- 

*  Citing,  Woods  v.  Poor  (1),  29  App.  D.  C.  397  (1907); 
Kitchen  v.  Smith,  39  App.  D.  C.  500  (1913)  ;  Sourer  v.  Groebli, 
45  App.  D.  C.  298  (1916);  Dickinson  v.  Swinehart,  49  App. 
D.  C.  222,  263  F.  474  ( 1920)  ;  Ganneter  v.  Backdahl,  50  App. 
D.  C.  45, 267  F.  347  ( 1920)  ;  Joy  v.  Morgan,  54  App.  D.  C.  1 10, 
295  F.  931  (1924). 
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volatile  additive.  And  we  also  believe  there  is  no  dispute 
as  to  the  fact  that  Mr.  Cohen  was  also  the  first  to  make  the 
composition  of  matter  which  is  the  subject  of  this  invention, 
namely,  adding  the  non-volatile  chlorinated  paraffin  wax  in 
small  amounts  to  mineral  lubricating  oil. 

We  submit  that  the  act  of  making  the  composition  com¬ 
pletes  the  inventive  act  and  joins  conception  with  an  actual 
reduction  to  practice.  However,  even  though  this  is  not  ac¬ 
cepted,  Mr.  Cohen  is  still  entitled  to  priority  of  invention 
because  he  was  diligent  in  perfecting  and  adapting  his  in¬ 
vention  until  he  filed  his  application  on  July  28;  1933.  On 
this  score  he  has  shown  extraordinary  diligence  and  ac¬ 
tivity  in  making  his  invention  known  and  in  getting  it  ac¬ 
cepted  by  manufacturers  in  this  field.  The  fact  that  Quaker 
State  Oil  and  Refining  Corporation  were  willing  to  pur¬ 
chase  substantial  amounts  of  the  chlorinated  paraffin  wax 
for  incorporation  with  their  mineral  lubricating  oil  is  the 
best  evidence  as  to  Cohen’s  efforts  in  perfecting  his  inven¬ 
tion.  That  Quaker  State,  after  tests,  were  willing  to  manu¬ 
facture  and  sell  the  invention  in  the  form  in  which  Cohen 
had  made  it  in  December  1931  is  indeed  persuasive. 

Further,  Cohen  was  active  and  diligent  in  obtaining  the 
necessary  financial  assistance  to  enable  him  to  file  his  pat¬ 
ent  application  at  the  earliest  possible  moment.  The  situa¬ 
tion  which  faced  him  at  this  time  was  a  difficult  One ;  for  it 
was  not  simply  a  question  arranging  for  the  preparation 
and  filing  of  the  patent  application.  He  had  first  to  con¬ 
vince  a  commercial  concern  that  there  was  enough  merit  in 
the  invention  so  that  they  would  advance  him  (he  neces¬ 
sary  funds  to  enable  him  to  have  such  an  application  filed. 

! 

CONCLUSION 

We  submit  that  we  have  shown  that  the  following  con¬ 
clusions  should  be  reached:  j 

1.  Cohen  was  the  first  to  conceive  and  reduce  to  prac¬ 
tice  the  invention  of  Count  1  of  Civil  Action  19,801 ;  that, 
being  the  first  to  conceive,  he  was  also  diligent  in  perfect- 
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ing  and  adapting  his  invention  and  in  filing  his  patent  appli¬ 
cation;  and  that  the  judgment  of  the  District  Court  au¬ 
thorizing  the  Commissioner  of  Patents  to  issue  a  patent  to 
Gallsworthy  in  respect  to  this  count  should  be  reversed  and 
the  Commissioner  of  Patents  authorized  to  issue  said  pat¬ 
ent  to  Cohen. 

2.  Gallsworthy,  who  was  awarded  Count  1  of  Civil  Ac¬ 
tion  19,801,  is  not  the  first  inventor  of  the  subject  matter  of 
that  count  and  is  not  entitled  to  a  patent  thereon. 

3.  Morell  et  al.  are  not  the  first  inventors  of  the  subject 
matter  of  Count  1  of  Civil  Action  19,801  and  are  not  en¬ 
titled  to  a  patent  thereon. 

4.  In  respect  to  Count  2  of  Civil  Action  20,053,  Counts 
1,  2  and  3  of  Civil  Action  23,873,  Counts  1,  2  and  3  of  Civil 
Action  23,874  and  Counts  1,  2  and  5  of  Civil  Action  23,872, 
the  judgments  of  the  District  Court  dismissing  the  com¬ 
plaints  and  counterclaims  therein  should  be  affirmed  and 
the  subject  matter  of  these  counts  returned  to  the  juris¬ 
diction  of  the  Patent  Office  for  further  proceedings  con¬ 
sistent  with  the  adjudication  of  this  Court  as  to  the  first 
inventor  of  Count  1  of  Civil  Action  19,801. 

Respectfully  submitted, 

Vernon  M.  Dorsey, 

Attorney  for  Appellant  Samuel  J.  Cohen , 
National  Press  Building, 

Washington  4,  D.  C. 


Alan  N.  Mann, 

William  D.  Burrows, 
of  Counsel , 

155  East  44th  Street, 
New  York  17,  New  York. 
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APPENDIX 

j 

These  Causes  Arise  Under  the  Following  Statute: 

Sec.  4915.  R.S.  (U.  S.  C.,  title  35,  sec.  63.) ;  53  Stat. 
1212  as  amended  by  act  of  Aug.  5, 1939.  Whenever  a  patent 
on  application  is  refused  by  the  Board  of  Appeals  or  when¬ 
ever  any  applicant  is  dissatisfied  with  the  decision  of  the 
board  of  interference  examiners,  the  applicant,  unless  appeal 
has  been  taken  to  the  United  States  Court  of  Customs  and 
Patent  Appeals,  and  such  appeal  is  pending  or  has  been 
decided,  in  which  case  no  action  may  be  brought  under 
this  section,  may  have  remedy  by  bill  in  equity,  if  filed  with¬ 
in  six  months  after  such  refusal  or  decision ;  and  the  court 
having  cognizance  thereof,  on  notice  to  adverse  parties  and 
other  due  proceedings  had,  may  adjudge  that  such  appli¬ 
cant  is  entitled,  according  to  law,  to  receive  a  patent  for  his 
invention,  as  specified  in  his  claim  or  for  any  part  thereof, 
as  the  facts  in  the  case  may  appear.  And  such  adjudication, 
if  it  be  in  favor  of  the  right  of  the  applicant,  shall  authorize 
the  commissioner  to  issue  such  patent  on  the  applicant  filing 
in  the  Patent  Office  a  copy  of  the  adjudication  and  otherwise 
complying  with  the  requirements  of  law.  In  all  cases  where 
there  is  no  opposing  party  a  copy  of  the  bill  shall;  be  served 
on  the  commissioner;  and  all  the  expenses  of  the  proceed¬ 
ings  shall  be  paid  by  the  applicant,  whether  the  final  deci¬ 
sion  is  in  his  favor  or  not.  In  all  suits  brought  hereunder 
there  are  adverse  parties  the  record  in  the  Patent  Office 
shall  be  admitted  in  whole  or  in  part,  on  motion  of  either 
party,  subject  to  such  terms  and  conditions  as  to  costs, 
expenses,  and  the  further  cross-examination  of  the  wit¬ 
nesses  as  the  court  may  impose,  without  prejudice,  how¬ 
ever,  to  the  right  of  the  parties  to  take  further  testimony. 
The  testimony  and  exhibits,  or  parts  thereof,  of  the  record 
in  the  Patent  Office  when  admitted  shall  have  the  same  force 
and  effect  as  if  originally  taken  and  produced  in  the  suit. 
[As  to  interferences  declared  prior  to  Oct.  5,  1939,  see  Sec. 
5  of  Aug.  5,  1939,  53  Stat.  1212,  hereunder.] 
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Sec.  5.  This  Act  [amending  sections  4904,  4909,  4911, 
and  4915  of  the  Revised  Statutes  (U.  S.  C.,  title  35,  secs. 
52,  57,  59a,  and  63)]  shall  take  effect  two  months  after  its 
approval ;  but  it  shall  not  affect  interferences  then  pending, 
which  may  be  heard  and  decided  and  appeals  and  other 
proceedings  taken  under  the  statutes  in  force  at  the  time 
of  approval  of  this  Act  as  if  such  statutes  had  not  been 
amended. 

Jurisdiction  Is  Gwen  by  the  Following  Statute: 

Act  of  Mar.  3,  1927,  44  Stat.  1394  (U.  S.  C.,  title  35, 
sec.  72a): 

And  upon  the  filing  of  a  bill  in  the  District  Court  of  the 
United  States  for  the  District  of  Columbia  wherein  remedy 
is  sought  under  section  4915  or  section  4918  of  the  Revised 
Statutes  (U.  S.  C.,  title  35,  sec.  63  or  sec.  66),  without 
seeking  other  remedy,  if  it  shall  appear  that  there  is  an 
adverse  party  residing  in  a  foreign  country,  or  adverse 
parties  residing  in  a  plurality  of  districts  not  embraced 
within  the  same  State,  the  court  shall  have  jurisdiction 
thereof  and  writs  shall,  unless  the  adverse  party  or  parties 
voluntarily  make  appearance,  be  issued  against  all  of  the 
adverse  parties  with  the  force  and  effect  and  in  the  manner 
set  forth  in  this  section  (sec.  113  of  title  28  U.  S.  C.) :  Pro¬ 
vided,  That  writs  issued  against  parties  residing  in  foreign 
countries  pursuant  to  this  section  may  be  served  by  pub¬ 
lication  or  otherwise  as  the  court  shall  direct. 

Statutes  Relating  to  Patentability  and  the 
First  Inventor: 

Sec.  4886.  R.S.  (U.  S.  C.,  title  35,  sec.  31.)  Any  person 
who  has  invented  or  discovered  any  new  and  useful  art, 
machine,  manufacture,  or  composition  of  matter,  or  any 
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new  and  useful  improvements  thereof,  or  who  has  invented 
or  discovered  and  asexuallv  reproduced  any  distinct  and 
new  variety  of  plant,  other  than  a  tuber-propagated  plant, 
not  known  or  used  by  others  in  this  country,  before  his 
invention  or  discovery  thereof,  and  not  patented  or  de¬ 
scribed  in  any  printed  publication  in  this  or  any  foreign 
country,  before  his  invention  or  discovery  thereof  or  more 
than  one  year  prior  to  his  application,  and  not  in  public 
use  or  on  sale  in  this  country  for  more  than  one  year  prior 
to  his  application,  unless  the  same  is  proved  to  have  been 
abandoned,  may,  upon  payment  of  the  fees  required  by  law, 
and  other  due  proceeding  had,  obtain  a  patent  therefor. 
[The  period  is  two  years  instead  of  “one  year”  where  the 
application  was  filed  prior  to  Aug.  5,  1940.  See  Sec.  2  of 
Act  of  Aug.  5,  1939,  infra.] 


Sec.  4920.  R.S.  (U.  S.  C.,  title  35,  sec.  69.)  In  any  action 
for  infringement  the  defendant  may  plead  the  general  issue, 
and  having  given  notice  in  writing  to  the  plaintiff  or  his  at¬ 
torney  thirty  days  before,  may  prove  on  trial  any  one  or 
more  of  the  following  special  matters: 

First.  That  for  the  purpose  of  deceiving  the  public  the 
description  and  specification  filed  by  the  patentee  in  the 
Patent  Office  was  made  to  contain  less  than  the  whole  truth 
relative  to  his  invention  or  discovery,  or  more  than  is  nec¬ 
essary  to  produce  the  desired  effect ;  or, 

Second:  That  he  had  surreptitiously  or  unjustly  ob¬ 
tained  the  patent  for  that  which  was  in  fact  invented  by 
another,  who  was  using  reasonable  diligence  in  adopting 
and  perfecting  the  same ;  or, 

Third.  That  it  has  been  patented  or  described  in  some 
printed  publication  prior  to  his  supposed  invention  or  dis- 
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covery  thereof,  or  more  than  one  year  prior  to  his  applica¬ 
tion  for  a  patent  therefor ;  or, 

Fourth.  That  he  was  not  the  original  and  first  inventor 
or  discoverer  of  any  material  and  substantial  part  of  the 
thing  patented ;  or, 

Fifth.  That  it  had  been  in  public  use  or  on  sale  in  this 
country  for  more  than  one  year  before  his  application  for 
a  patent,  or  had  been  abandoned  to  the  public. 
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BRIEF  FOR  APPELLEE  SAMUEL  J.  COHEN 

In  Appeal  No.  9425 


Statement  of  Case 

i 

On  these  appeals  Samuel  J.  Cohen  is  both  appellant  and 
appellee. 

We  have  previously  filed  a  brief  herein  as  to  those  issues 
where  Mr.  Cohen  is  the  appellant.  The  instant  brief  re¬ 
lates  to  certain  specific  issues  where  he  is  the  appellee,  but 
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we  refer  to  the  Statement  of  Case  in  our  main  brief  for  the 
relationship  between  these  specific  issues  and  the  broader 
issues  dealt  with  in  our  other  brief. 

The  instant  brief  relates  to  three  claims  on  a  metal  cut¬ 
ting  composition  which  were  the  subject  of  an  interference 
(No.  75,209)  between  Cohen  and  Morell  et  al.  (Knutson)*. 
These  counts  or  claims  are  as  follows : 

1.  A  metal  cutting  composition  comprising  a  mineral 
lubricating  oil  and  a  relatively  small  proportion  of 
chlorinated  kerosene  as  essential  ingredients. 

2.  A  metal  cutting  composition  comprising  a  mineral 
lubricating  oil  and  a  relatively  small  proportion  of  a 
substantially  non-volatile  chlorinated  paraffin  hydro¬ 
carbon  as  essential  ingredients. 

5.  A  metal  cutting  composition  comprising  a  mineral 
lubricating  oil  and  a  small  percentage  of  chlorine  in 
chemical  combination  with  a  fluid  fraction  of  petro¬ 
leum,  the  compounds  formed  being  substantially  non¬ 
volatile. 

Contrary  to  the  statement  in  the  brief  for  appellants 
Morell  et  al.  (Knutson)**,  the  above  claims  have  never  been 
awarded  to  them.  In  fact,  the  Examiner  of  Interferences, 
the  Board  of  Appeals  of  the  Patent  Office  and  the  District 
Court,  in  concurring  decisions,  all  awarded  priority  of  in¬ 
vention  as  to  these  claims  to  Cohen. 

These  decisions  held  that  Morell  et  al.  (Knutson)  had 
failed  to  prove  a  reduction  to  practice  of  the  invention  be- 


*  Gallsworthy  et  al.  was  not  a  party  to  this  interference. 

**  On  page  3  of  the  Knutson  et  al.  brief  filed  herein  the  erroneous 
statement  is  made  that  “the  Patent  Office  had  previously  awarded 
priority  as  to  such  counts  (*.<?.,  the  counts  of  Interference  No.  75,209) 
to  the  party  Knutson  et  al."  The  decision  of  the  Board  of  Appeals 
of  the  Patent  Office  in  this  interference  is  printed  in  the  Appendix 
to  this  brief. 
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fore  their  filing  date  and  in  each  case  priority  was  awarded 
to  Cohen  on  the  ground  that  he  was  entitled  to  a  construc¬ 
tive  reduction  to  practice  as  of  his  filing  date,  July  28, 1933. 
Morell  et  al.  (Knutson)  filed  their  patent  application  on 
July  2,  1934,  almost  a  year  after  Cohen. 

i 

Argument  j 

No  New  Evidence  Presented  in  the  I 

District  Court  by  Appellants 

No  new  evidence  was  presented  in  the  District  Court 
by  Morell  et  al.  (Knutson)  bearing  on  the  issues  of  this  in¬ 
terference  and  the  situation  here  is  one  where  the  only  pur¬ 
pose  of  the  proceeding  is  to  secure  a  review  of  the  Patent 
Office  record.  In  effect,  it  is  an  appeal  from  the  decision  of 
the  Board  of  Appeals  of  the  Patent  Office  and  thus  falls 
within  the  doctrine  of  Abbott  v.  Coe,  71  App.  D.  C.  195, 109 
F.  (2d)  449. 

As  a  matter  of  fact,  not  only  is  the  record  here  the  same 
as  in  the  Patent  Office  but  that  portion  of  the  Morell  et  al. 
(Knutson)  brief  filed  herein  relating  to  these  issues  is  a 
verbatim  copy  of  the  brief  which  was  filed  by  them  in  the 
Patent  Office*. 

The  remarks  of  the  Court  in  Globe-JJnion,  Inc.  v.  Chicago 
Telephone  Supply  Co.,  C.  C'.  A.  7, 103,  F.  (2d)  722,  at  page 
727  are  pertinent  to  this  situation: 

“In  the  mine-run  of  cases  that  come  up  through  the 
Patent  Office  the  record  of  the  trial  court  is  a  mere 
repetition  of  the  record  of  the  Patent  Office.  In  such 
situations,  i.e.,  where  the  new  evidence  is  not  import¬ 
ant  or  at  most  cumulative  in  nature,  it  is  only  reason¬ 
able  that  the  finding  of  the  Patent  Office  should  as¬ 
sume  ‘well  nigh  dominating  importance ’  in  the  trial 
court.”  ! 

*  Cf.  pp.  48-50  of  the  brief  for  appellants  Knutson  et  al.  herein 
with  pp.  34-36  of  the  brief  for  Morell  and  Knutson  before  the  Board 
of  Appeals  of  the  Patent  Office. 
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Further,  the  fact  that  the  findings  of  the  Patent  Office 
were  affirmed  by  the  District  Court  insofar  as  they  relate  to 
the  three  claims  on  the  metal  cutting  composition,  brings 
that  part  of  this  case  within  the  Abbott  v.  Coe  doctrine  (71 
App.  D.  C.  195, 109  F.  (2d)  449,  451)  where  this  Court  said, 
“The  presumption  that  the  Patent  Office  is  right  is  reen¬ 
forced,  in  the  present  case,  by  the  presumption  that  the 
trial  court  is  right.”* 

As  to  the  specific  issues,  the  two  tribunals  in  the  Patent 
Office  and  the  District  Court  found  that  not  only  was  the 
evidence  by  Morell  et  al.  (Knutson)  insufficient  to  show  a 
reduction  to  practice  by  them  of  the  cutting  oil  composition 
but  furthermore  that  such  testimony  was  uncorroborated. 
In  its  decision  the  Board  of  Appeals  said : 

“Appellants  (i.e.,  Morell  et  al.)  are  apparently  forced 
to  rely  on  the  uncorroborated  testimony  of  Graves 
relative  to  Exhibit  49  in  Qs.  265  to  276  on  pages  105 
and  106  of  the  Morell  et  al.  record. 

“We  do  not  regard  the  test  indicated  in  Exhibit  49  as 
self-explanatory  and  Graves ’  explanatory  remarks 
on  this  exhibit  were  made  nearly  eight  years  after 
the  events  happened  and  are  totally  uncorroborated.” 

The  Volatility  of  the  Morell 
et  al.  (Krmtson)  Additives 

In  connection  with  the  testimony  referred  to,  it  may  be 
well  to  point  out  that  this  evidence  refers  to  work  in  con¬ 
nection  with  hexachlorethane  and  polychlorpropane  as  addi¬ 
tives.  Dr.  Calvert,  on  behalf  of  appellee  Cohen,  submitted 
certain  experimental  data  at  the  trial  of  this  case  in  the 
District  Court  which  established  that  these  materials  are 
volatile  (Joint  App.  239-243).  It  may  be  recalled  that  the 

*  This  is  not  true  of  the  issues  relating  to  the  broad  claim  of  Inter¬ 
ference  No.  78,460  (Count  1)  for  in  that  case  the  District  Court 
reversed  the  Patent  Office  and  new  evidence  directed  specifically  to 
the  essence  of  the  invention  was  before  the  District  Court. 
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non-volatility  of  the  additive  is  the  essence  of  the  inven¬ 
tion  involved  on  these  appeals  and  hence  Dr.  Calvert’s  evi¬ 
dence  bears  directly  on  insufficiency  of  the  MQrell  et  al. 
(Knutson)  evidence  in  the  Patent  Office. 

Counts  2  and  5  on  the  metal  cutting  composition  specify 
that  the  additive  shall  be  substantially  non-volatile.  It  fol¬ 
lows,  therefore,  that  the  use  of  hexachlorethane  and  poly- 
chlorpropane  as  additives  fails  to  meet  the  requirements  of 
the  counts  and  this  is  an  additional  reason  for  rejecting  the 
evidence  of  Morell  et  al.  (Knutson).  Of  course,  neither  of 
these  materials  is  chlorinated  kerosene  and  hence  this  evi¬ 
dence  likewise  fails  to  meet  the  requirements  of  Clount  1. 

I 

The  Patentability  of  the  Counts 

In  their  brief  Morell  et  al.  attack  the  patentability  of 
the  counts  here  in  issue  to  others  as  a  metal  cutting  com¬ 
position  over  the  composition  itself.  This  position  is  a 
reversal  of  Morell  et  al.’s  representations  to  the  Patent 
Office  where  by  affidavit  and  argument  they  sought  to  con¬ 
vince  the  Patent  Office  that  the  counts  or  claims  were 
patentable  per  se  as  claims  to  a  metal  cutting  composition.* 
The  Patent  Office  so  held  and  allowed  the  claims. 

This  same  argument  was  urged  before  the  Board  of 
Appeals  and  they  rejected  it  as  follows:  “Appellants 
( i.e .,  Morell  et  al.)  argue  that  since  they  were  awarded 
priority  in  Interference  78,460**  they  are  entitled  to 
Count  2  of  the  present  interference.  This  is  equivalent 
to  contending  that  the  composition  of  Count  2  is  not  neces¬ 
sarily  a  metal  cutting  composition.” 


*  See  especially  the  response  of  May  21,  1936,  in  the  Morell  et  al. 
application,  Ser.  No.  733,452,  and  the  affidavit  by  Mr.  Knutson 
dated  May  22, 1936,  filed  in  support  thereof. 

**  Later  reversed  by  the  District  Court. 
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In  re  Tliuau,  135  Fed.  (2d)  344  cited  by  Morell  et  al. 
in  their  brief,  was  decided  on  April  5,  1943,  and  was  before 
the  Board  of  Appeals  when  they  handed  down  their  de¬ 
cision  on  February  29,  1944.  The  point  of  distinction  be¬ 
tween  that  case  and  the  present  one  is  that  the  composition 
of  the  claims  here  in  issue  is  not  old  but  is  a  new  composi¬ 
tion. 

Morell  et  al  (Knutson’s)  Lack  of  Corroboration 

One  of  the  factors  which  is  not  discussed  in  the  Morell 
et  al.  (Knutson)  brief  is  the  Patent  Office  holding  that 
their  evidence  'was  uncorroborated.  Corroboration,  of 
course,  is  essential  to  proving  a  reduction  to  practice  prior 
to  the  filing  date  of  a  senior  party  in  an  interference. 
The  Board  of  Appeals  in  their  decision  specifically  pointed 
out :  “Appellants  ( i.e Morell  et  al.)  are  apparently  forced 
to  rely  on  the  uncorroborated  testimony  of  Graves  relative 
to  Exhibit  49  in  Qs.  267  to  276  on  pages  105  and  106  of  the 
Morell  et  al.  Record”  and,  again,  “This  Exhibit  41  has  no 
direct  bearing  on  the  counts  and  is  not  corroborated.”  This 
finding  was  affirmed  by  the  District  Court  and  the  Morell 
et  al.  (Knutson)  evidence  remains  uncorroborated. 

CONCLUSION 

Since  there  is  no  additional  evidence  in  this  case  sup¬ 
porting  or  corroborating  the  work  alleged  to  have  been 
done  by  Morell  et  al.  (Knutson),  it  is  submitted  that  they 
have  failed  to  meet  the  burden  of  proof  resting  upon  them. 
Accordingly,  we  submit  that  the  judgment  of  the  District 
Court  dismissing  the  complaint  in  Civil  Action  23,872 
(Appeal  No.  9425)  should  be  affirmed  so  that  the  Commis¬ 
sioner  of  Patents,  in  accordance  with  the  decisions  of  the 
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Patent  Office  tribunals,  can  issue  a  patent  embodying 
counts  1,  2  and  5  of  Interference  75,20$,  to  Samuel  J.  Cohen. 

j 

Respectfully  submitted, 

Vernon  M.  Dorsey,  j 
Attorney  for  Appellee  Samuel  J .  Cohen , 
National  Press  Building, 
Washington  4,  D.  C.  j 

Alan  N.  Mann, 

William  D.  Burrows, 

of  Counsel.  j 

155  East  44th  Street, 

New  York  17,  New  York. 
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APPENDIX 


In  the  United  States  Patent  Office 


Before  the  Board  of  Appeals 


Morell  et  al.  vs.  Cohen 


Patent  Interference  No.  75,209  between  the  application 
of  LeGrrand  Morell  and  Amos  T.  Knutson  filed  July  2, 
1934,  Serial  No.  733,452  and  the  application  of  Samuel  J. 
Cohen  filed  July  28,  1933,  Serial  No.  682,634.  Cutting  Oil. 


The  junior  party  Morell  et  al.  has  appealed  from  the 
decision  of  the  Examiner  of  Interferences  awarding  pri¬ 
ority  of  invention  of  the  subject  matter  in  issue  to  the 
senior  party  Cohen. 

The  issue  counts  read  as  follows : 

1.  A  metal  cutting  composition  comprising  a 
mineral  lubricating  oil  and  a  relatively  small  pro¬ 
portion  of  chlorinated  kerosene  as  essential  in¬ 
gredients. 

2.  A  metal  cutting  composition  comprising  a 
mineral  lubricating  oil  and  a  relatively  small  pro¬ 
portion  of  a  substantially  non-volatile  chlorinated 
paraffin  hydrocarbon  as  essential  ingredients. 

5.  A  metal  cutting  composition  comprising  a 
mineral  lubricating  oil  and  a  small  percentage  of 
chlorine  in  chemical  combination  with  a  fluid  frac¬ 
tion  of  petroleum,  the  compounds  formed  being  sub¬ 
stantially  non-volatile. 
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Counts  3  and  4  were  transferred  to  Interference  No. 
78,460  as  being-  identical  with  counts  1  and  2  of  that  inter¬ 
ference. 

Appellants  are  apparently  forced  to  rely  on  the  uncor¬ 
roborated  testimony  of  Graves  relative  to  Exhibit  49  in 
Qs.  265  to  276  on  pages  105  and  106  of  the  Morell  et  al. 
record. 

"We  do  not  regard  the  test  indicated  in  Exhibit  49  as 
self-explanatory  and  Graves’  explanatory  remarks  on  this 
exhibit  were  made  nearly  eight  years  after  the  events  hap¬ 
pened  and  are  totally  uncorroborated.  Knutson,  one  of 
the  inventors,  does  not  testify  as  to  Exhibit  49  but  his 
Exhibit  41  is  indicated  in  the  brief  as  relevant. 

This  Exhibit  41  has  no  direct  bearing  on  the  counts  and 
is  not  corroborated.  The  record  shows  no  connection  be¬ 
tween  the  “Stuart’s  Thred-Cut  Oil”  of  Exhibit  41  and  the 
Sun  Oil  emulsion  to  which  Graves  refers.  Furthermore, 
the  Sun  Oil  emulsion  contains  water  as  the  essential  in¬ 
gredient  and  does  not  correspond  to  the  counts.; 

Exhibits  llc  and  lld  are  mere  lists  prepared  :for  con¬ 
venience  and  do  not  of  themselves  prove  anything. 

Appellants  argue  that  since  they  were  awarded  priority 
in  Interference  No.  78,460,  they  are  entitled  to  count  2  of 
the  present  interference.  This  is  equivalent  to  contending 
that  the  composition  of  count  2  is  not  necessarily;  a  metal 
cutting  composition. 

Appellants  contend  that  they  were  exploring  the  entire 
field  of  chlorinated  hydrocarbons  for  use  as  cutting  oil 
addition  agents  prior  to  Cohen  and  that  this  show-s  dili¬ 
gence  on  their  part  which  can  be  properly  related  I  to  their 
alleged  reduction  to  practice  of  hexachlorethane  with  a 
cutting  fluid  in  the  drilling  tests  of  Exhibit  49.  We  be¬ 
lieve  the  Examiner  of  Interferences  properly  ruled  that 
the  record  of  Morell  et  al.  does  not  establish  diligence. 
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Appendix 

Appellants’  contention  with  respect  to  count  1  is  totally 
without  force. 

The  decision  of  the  Examiner  of  Interferences  awarding 
priority  of  invention  of  the  subject  matter  in  issue  to  the 
senior  party,  Samuel  J.  Cohen,  is  affirmed. 

February  29,  1944. 
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BRIEF  FOR  JIMMIEBEL  GALLSWORTHY,  AS  EX¬ 
ECUTRIX  OF  THE  ESTATE  OF  THE  DECEASED, 
BENJAMIN  GALLSWORTHY,  AND  THE  TEXAS 
COMPANY,  APPELLEES. 

COUNTERSTATEMENT  OF  FACT. 


Contrary  to  the  representations  of  appellant  j  Cohen 
(Cohen  Br.  2),  the  situations  presented  in  these  appeals 
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are  not  complex,  nor  does  the  decision  of  the  District 
Court  conflict  with  those  of  the  Patent  Office  tribunals 
save  in  one  respect.  Except  as  to  the  award  of  one  count 
of  Interference  No.  78,460,  the  District  Court  has  in 
every  respect  followed  and  approved  the  holdings  of  the 
Patent  Office.  The  complexities  here  are  due  more  to  a 
proliferation  of  pleadings  than  to  subject  matter  in  issue. 

Of  the  numerous  interfering  parties  in  the  Patent  Office 
proceedings,  only  four  appeared  in  the  court  below.  These 
are  Gallsworthy,  Cohen,  Henriksen  et  al.,  and  Morell  and 
Knutson  (joint  applicants).  Henriksen  was  replaced  by 
his  administrator,  Wolfe.  By  reason  of  MorelPs  death, 
the  last  named  applicants,  designated  Morell  et  al.  in  the 
Patent  Office  proceedings,  appear  in  the  District  Court  and 
here  as  Knutson  and  The  Dow  Chemical  Company,  as¬ 
signee  of  their  application.  The  Gallsworthy  application 
is  assigned  to  The  Texas  Company. 

The  inventions  relate  to  “extreme  pressure”  lubricants 
composed  of  mineral  lubricating  oil  to  which  has  been 
added  small  proportions  of  specified  chlorinated  com¬ 
pounds  to  give  extreme  pressure  properties;  i.e.,  the 
capacity  of  protecting  bearings  against  high  load  pres¬ 
sures.  The  primary  distinctions  between  the  counts  of  the 
interferences  before  this  Court  are  in  the  specific  nature 
of  the  “additives,”  i.e.,  the  materials  thus  added  to  the 
mineral  lubricating  oil.  The  counts  were  held  to  be 
patentably  distinct  from  each  other  in  extensive  inter¬ 
locutory  proceedings  before  the  Patent  Office. 

We  summarize  the  proceedings  involving  Gallsworthy 
by  reference  to  the  additives  referred  to  in  the  counts  or 
claims  involved  in  the  interferences,  indicating  with  refer¬ 
ence  to  each  the  corresponding  actions  in  the  court  below 
and  here,  and  the  decisions  in  the  Patent  Office  as  to 
priority. 
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Interference  69,703 

Count  1.  ...  chlorine  in  chemical  combination 

\ with  non-volatile  mineral  oil  .\  .  . 

Count  2.  .  .  .  chlorinated*  mineral  lubricating  oil 

Count  3.  .  .  .  chlorinated  lubricating  oil,  .  .  . 

free  from  added  sulfur .  i 

Interference.  No.  77,416 

Count  1.  ...  chlorinated  mineral  oil.  i 

Count  2.  .  .  .  chlorinated  mineral  oil  (a  method 

claim).  j 

Count  3.  ...  chlorinated  mineral  oil  (,a  method 

claim). 

Priority  on  all  counts  of  Interferences  Nbs.  69,703 
and  77,416  was  awarded  to  Gallswortliy  by  the  Ex¬ 
aminer  of  Interferences.  This  award  was  affirmed  by 
the  Board  of  Appeals  in  the  Patent  Office. 

All  counts  of  both  interferences  were  awarded  to 
Gallsworthv  by  the  District  Court  in  Civil  Actions 
Nos.  23,873  and  23,874. 

Knutson,  et  al.,  appeal  here  (Nos.  9426,  9427). 
Interference  No.  76,460 

Count  1.  ...  substantially  non-volatiUt  chlori¬ 

nated,  paraffin  hydrocarbon  .  .  i . 
Priority  was  awarded  to  Knutson  et  al.  by  tjie  Board 
of  Interference  Examiners  in  the  Patent  Office. 

Priority  was  awarded  to  Gallswortliy  by  the  District 
Court  in  consolidated  Civil  Actions  Nos.  19,801,  20,052 
and  20,053. 

Knutson  ct  al.  appeal  (Nos.  9422,  9423,  9424),  and 
Cohen  also  appeals  (Nos.  9428,  9429,  9430). 

Count  2.  ...  chlorine  in  chemical  combination 

with  a  fluid  fraction  of  petroleum,  the 
compounds  formed  being  substantially 
non-volatile.  ; 

•  The  process  of  introducing  chlorine  into  a  material  is  termed 
“  chlorination”. 


i 
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Priority  was  awarded  to  Gallsworthy  by  the  Board 
of  Interference  Examiners  in  the  Patent  Office,  and 
by  the  District  Court  in  Civil  Actions  Nos.  19,801, 
20,052  and  20,053. 

Knutson  et  al.  appeal  (Nos.  9422,  9423,  9424),  and 
Cohen  also  appeals  (Nos.  9428,  9429,  9430). 

Gallsworthy  was  not  a  party  to  Interference  No.  75,209, 
in  which  the  counts  define  the  composition  as  a  “  cutting 
oil,”  and  hence  was  not  involved  in  Civil  Action  No. 
23,872  and  is  not  involved  in  Appeal  No.  9425. 

In  the  Patent  Office,  Gallsworthy  did  not  take  testimony, 
nor  did  he  submit  additional  evidence  in  the  court  below. 
The  statement  made  by  Cohen  in  his  brief,  page  20,  that 
Gallsworthy ’s  assignee,  The  Texas  Company,  “have  made 
no  commercial  use  of  the  invention,”  is  without  support 
in  the  record  and  is  not  true  in  fact. 

Gallsworthy ’s  disclosure  of  the  subject  matter  of  the 
counts  of  the  interferences  involved  here  was  not  ques¬ 
tioned  at  any  time  during  the  Patent  Office  proceedings, 
although  in  the  lower  court,  for  the  first  time,  Knutson 
et  al.  questioned  that  one  part  of  the  Gallsworthy  dis¬ 
closure  supported  count  1  of  Interference  No.  78,460.  As 
we  shall  show,  the  evidence  submitted  did  not  support  this 
contention  and  the  trial  court  so  found  (Findings  16  and 
17,  Joint  App.  95-96). 

Gallsworthy  relies  upon  the  filing  date  of  his  application, 
December  9,  1932,  as  the  date  of  his  reduction  to  practice. 
Bonine  v.  Bliss  (1919),  49  App.  D.  C.  93,  259  Fed.  989; 
Hann  v.  Venetian  Blind  Corp.  (C.  C.  A.  9,  1940),  111  F.  2d 
455,  458;  Muiher  et  al.  v.  United  Shoe  Machinery  Corp. 
(C.  C.  A.  3, 1926),  14  F.  2d  808,  810. 

Cohen  took  testimony  before  the  Patent  Office. 

Cohen  simply  added  to  a  lubricating  oil  an  unidentified 
chlorinated  material  called  by  him  chlorinated  paraffin 
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or  “Paroil”,  in  varying  proportions,  to  see  if  they  would 
mix  (Joint  App.,  439-41),  but  no  tests  whatever  were 
made  of  the  characteristics  of  the  product  until  long  after 
Galls  worthy  filed. 

I 

In  the  court  below  Cohen  introduced  testimony  only  as 
to  the  volatility  of  certain  chlorinated  products,  this  bear¬ 
ing  on  the  proofs  of  Knutson  et  al. 

Knutson  et  al.  produced  testimony  before  the  Patent 
Office  and  also  before  the  court  below. 

The  Knutson  et  al.  work  had  its  origin  in  suggestions 
made  by  others,  as  shown  by  the  entries  of  Morell,  in 
charge  of  that  work,  in  his  notebook,  Knutson  et  al. 
Exhibit  No.  5  (Joint  App.,  644-656).  Mrs.  StoeSser  sug¬ 
gested  that  adding  the  volatile  chlorinated  paraffin  hydro¬ 
carbon  CC14  (carbon  tetrachloride)  improved  the  oil  “but 
its  effect  was  of  short  duration”  (Joint  App.,  644).  Dr. 
Prutton  suggested  that  the  substance  used  as  an  additive 
should  not  be  “too  volatile”  (Joint  App.,  653). |  It  was 
then  suggested  that  Morell  get  a  list  of  “all  Dow  products 
easily  produced”  to  be  tried  for  compounding  apd  “Dr. 
Veasey  suggested  trying  everything”  (Joint  App.,  655). 
Many  things  were  tried  and  but  a  minor  proportion  of 
those  tried  were  chlorinated  paraffin  hydrocarbons,  as 
shown  by  the  extensive  list  in  the  report  on  the  work  (Joint 
App.,  588-604).  | 

The  result  of  this  work  was  not  highly  regarded  insofar 
as  lubricant  properties  of  such  chlorinated  compounds 
was  concerned,  for  Morell  et  al.  did  not  file  upon  the  basis 
of  having  discovered  valuable  lubricants  as  such.  Their 
application  was  filed  to  cover  cutting  oils  (Joiiit  App., 
299-311),  and  during  the  prosecution  of  their  application 
they  strenuously  contended  that  “the  requisites  for  a 
good  cutting  oil  are  different  from  those  of  a  lubricating 
oil”  (Joint  App.,  314). 

i 
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Henriksen  (Wolfe)  et  al.  produced  testimony  before  the 
Patent  Office,  but  not  before  the  court  below.  Nor  have 
they  appealed  to  this  Court. 

The  Patent  Office  awarded  priority  to  Gallsworthy  on 
all  counts  of  Interferences  Nos.  69,703  and  77,416  and  of 
count  2  of  Interference  No.  78,460,  on  the  ground  that 
no  other  party  had  shown  reduction  to  practice  of  the 
subject  matter  of  these  counts  prior  to  Gallsworthy ’s 
filing  date  of  December  9,  1932,  or  had  shown  conception 
and  continuing  diligence  from  a  date  prior  to  that  date 
to  their  own  dates  of  reduction  to  practice  or  to  their 
filing  dates.  The  trial  court  held  to  the  same  effect  in 
its  Informal  Memorandum  (Joint  App.,  S2),  and  its  Find¬ 
ing  No.  28  (Joint  App.,  101). 

The  award  of  priority  of  count  1  of  Interference  No. 
78,460  to  Knutson  et  al.  (Morell  et  al.)  in  the  Patent  Office 
was  based  upon  a  holding  by  the  Board  of  Interference 
Examiners  that  an  experiment  made  in  August  1932,  using 
a  lubricant  containing  polychlorproj)ane  in  an  internal 
combustion  engine,  was  a  reduction  to  practice  (Joint 
App.,  537).  There  was  further  evidence  concerning  these 
tests  in  the  District  Court  (Joint  App.,  183-204).  That 
court  found  that  the  tests  did  not  constitute  a  reduction 
to  practice  (Finding  12,  Joint  App.,  94;  Informal  Memo¬ 
randum  of  J.  Letts,  Joint  App.,  82),  and  awarded  priority 
to  Gallsworthy  et  al. 

At  the  trial  in  the  District  Court  Knutson  et  al.  proffered 
the  testimony  of  an  expert,  Dr.  Brooks,  on  three  points, 
and  of  one  Smith,  all  of  this  testimony  being  excluded 
under  the  rule  in  Barrett  v.  Koppers,  (C.  C.  A.  3,  1927), 
22  F.  2d  395,  397;  Boucher  Inventions  v.  Sola  Electric  Co., 
(1942),  76  U.  S.  App.  D.  C.  160, 131  F.  2d  225  and  Schilling 
v.  Schwitzer-Cummins  Co.  (1944),  79  U.  S.  App.  D.  C.  20, 
142  F.  2d  82.  The  testimony  of  Dr.  Brooks  is  referred  to 
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in  the  brief  of  appellant  Knutson  et  al.f  but  no  reference  is 
made  to  that  of  the  witness  Smith,  so  no  question  of  the 
propriety  of  the  exclusion  of  the  latter  appears  here. 


It  is  stated  or  strongly  inferred  in  the  briefs  of  both 
appellants  that  questions  of  patentability  or  patentable 
distinction  between  the  counts  of  the  several  interferences 
were  not  considered  by  the  Patent  Office  during  the  inter¬ 
ference  proceedings.  This  is  not  correct. 


All  of  the  interferences  involved  grew  out  of  Inter¬ 
ference  No.  69,703  (Knutson  et  >al.  Exhibit  No.  114)  which 
was  originally  declared  January  2,  1935,  with  only  one 
count,  identical  with  count  1  of  Interference  69,703  in 
issue  here.  At  that  time  there  were  eight  interfering 
parties,  including  Gallsworthy  and  Cohen,  but  not  Knutson 
et  al.  Motions  to  dissolve  and  to  add  counts  were  duly 
made,  calling  into  question  the  patentability  of  the  origi¬ 
nal  count  and  suggesting  additional  counts  for  interference 
between  the  parties  on  the  ground  that  these  suggested 
counts  were  patentable  and  were  patentably  distinct  from 
each  other.  Proceedings  on  such  motions  occupied  the 
period  from  November,  1935  to  January,  1938,  the  pro¬ 
ceedings  having  been  lengthened  by  the  addition  of  a 
ninth  party  to  the  interference.  The  original  count  and 
additional  claims  or  counts  were  held  to  be  proper  for  in¬ 
clusion  in  the  interference,  that  is,  to  be  patentable  and 
patentably  distinct  from  the  original  count  and  from  each 
other  (Joint  App.,  483  et  seq.;  491  et  seq.).  As  k  result, 
on  October  30,  1938,  by  Paper  No.  20,  two  additional 
counts  were  added  to  Interference  69,703. 

The  question  of  patentability  over  a  German  patent 
was  raised  on  October  21,  1938,  by  the  Primary  Examiner, 
as  a  result  of  which  there  were  additional  proceedings  re¬ 
sulting  on  June  26,  1939,  in  the  holding  by  the  Board  of 
Appeals  (Joint  App.  501  et  seq.)  that  the  counts  of  Inter- 
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ference  No.  69,703  were  patentable,  as  were  certain  addi¬ 
tional  counts  which  later  became  the  subject  matter  of 
Interference  77,416,  as  presented  here. 

Knutson  et  al.  were  brought  into  Interference  69,703 
on  September  9,  1939,  and  shortly  thereafter  brought  mo¬ 
tions  to  add  to  the  interference  the  two  counts  which  are 
the  subject  matter  of  Interference  78,460,  involved  here. 
(Joint  App.  504-10).  As  a  result  of  proceedings  on  that 
motion,  Interference  No.  78,460  was  declared. 

Questions  of  patentability  and  patentable  distinction 
between  counts  were  thus  considered  fully  and  at  great 
length  in  the  Patent  Office  proceedings. 


I 
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SUMMARY  OF  ARGUMENT. 


Appellants  attempt  to  raise  the  issue  of  patentability  to 
Gallsworthy  as  to  the  counts  involved  in  these  interfer¬ 
ences,  as  distinct  from  their  patentability  per  se,  and 
thereby  to  sidetrack  the  question  of  priority  and  secure 
the  patent  for  themselves.  Unless  one  of  the  appellants  is 
the  prior  inventor,  in  no  case  can  the  grant  of  a  patent  to 
him  be  authorized. 

Priority  of  Gallsworthy  as  to  all  of  the  interference 
counts  presented  here  has  been  found  by  the  trial  court, 
and  the  findings  of  the  trial  court  are  supported  by  the 
evidence  and  should  not  be  set  aside. 

i 

The  holding  of  the  Patent  Office  that  Knutson  et  al. 
reduced  the  invention  of  count  1  of  Interference  No. 
78,460  to  practice  in  August,  1932,  was  shown  to  be  in 
error  by  clear  and  convincing  testimony,  and  the  holding 
of  the  trial  court  that  there  was  no  reduction  to  practice 
by  Knutson  et  al.  prior  to  Gallsworthy ’s  filing  date  is 
amply  supported  and  should  not  be  overturned,  j 

The  effort  of  Knutson  et  al.  to  interpret  count  2  of  In¬ 
terference  No.  78,460,  to  include  polvchlorpropane  as  an 
additive  is  without  support  and  in  any  event,  unsuccessful 
in  giving  Knutson  et  al.  priority  on  this  count. 

Cohen  has  failed  to  show  any  basis  for  reversal  of  the 
holdings  that  he  was  not  the  prior  inventor  of  the  inven¬ 
tions  of  Interference  No.  78,460. 

Gallsworthy  should  be  awarded  priority  and  therefore 
in  no  case  should  the  issue  of  a  patent  to  Knutson  -et  al. 
or  Cohen  be  authorized. 

The  issues  of  the  interferences  were  held  patentable  and 
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patentably  distinct  from  one  another  in  the  Patent  Office. 
Appellants  have  confined  their  efforts  to  an  argument  of 
unpatentability  to  Gallsworthy  if  he  be  held  to  be  the  prior 
inventor.  These  attempts  to  confuse  the  issue  and  deny 
patentability  to  Gallsworthy  alone  are  not  based  upon 
substantial  evidence  and  the  court  below  so  found. 


11 


ARGUMENT. 


The  Issue  of  Priority  Cannot  Be  Evaded,  For  in  No  Case 
Can  a  Patent  Issue  to  One  Not  the  Prior  Inventor. 

The  reason  for  having  originally  forced  these  actions 
into  the  District  Court  under  R.  S.  Section  4915  is  stated 
by  appellant  Knutson  (Br.  11-13  to  be  that  the  question 
of  patentability  might  be  considered.  The  familiar  de¬ 
cisions  of  Rill  v.  Wooster  (1890),  132  U.  S.  693  and  Radtke 
Patents  Corporation  v.  Coe,  74  App.  D.  C.  251,  122  F.  2d 
937  are  cited.  However,  a  review  of  the  Ibriefs  of 
appellants  reveals  that  their  purpose  is  not  to  secure  con¬ 
sideration  of  the  patentability  of  the  inventions  here  in¬ 
volved,  but  solely  to  have  a  ruling  that  they  would  be  in¬ 
valid  if  awarded  to  Gallsworthv,  and  therefore  should  be 
awarded  to  one  of  appellants.  Appellants  cannot,  we  sub¬ 
mit,  evade  a  consideration  of  their  priority  in  relation  to 
Gallsworthv  bv  such  arguments. 

The  doctrine  of  Hill  v.  Wooster,  requiring  consideration 
of  the  patentability  of  inventions  involved  in  questions  of 
priority  raised  under  R.  S.  Section  4915,  is  for  the  pro¬ 
tection  of  the  public  interest  and  not  for  the  benefit  of  in¬ 
dividual  contestants,  as  appellants  attempt  to  use  it.  As 
we  shall  point  out  below,  appellants  have  failed  to  make  a 
record  here  upon  which  the  issue  of  patentability  can  be 
fairly  adjudicated,  nor  have  they  shown  invalidity  of  the 
counts  if  awarded  to  Gallsworthv. 

It  is  obvious  that  one  of  the  conditions  to  bp  met  for 
either  appellant  to  secure  a  patent,  is  to  show  thpt  it  is  en¬ 
titled  to  priority  over  Gallsworthv,  the  first  applicant;  for 
unless  entitled  to  priority  over  Gallsworthv,  neither  can 
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be  entitled  to  receive  a  patent.  Priority  therefore  remains 
one  of  the  issues  and  must  be  considered  in  these  pro¬ 
ceedings. 

The  Awards  of  Priority  By  the  Patent  Office  and  the 

Trial  Court  are  Amply  Supported  and  Should  Not  Be 

Set  Aside. 

All  of  the  tribunals  of  the  Patent  Office  and  the  District 
Court  held  that  Gallsworthy  was  entitled  to  priority  as  to 
all  of  the  counts  of  Interferences  69,703  and  77,416  and  of 
count  2  of  Interference  78,406.  As  to  count  1  of  Inter¬ 
ference  No.  78,406,  the  Patent  Office  tribunals  awarded 
priority  to  Morell  (Knutson)  et  al.,  holding  that  certain 
experiments  conducted  in  August  1932  were  a  reduction 
to  practice.  The  District  Court  heard  the  additional  testi¬ 
mony  of  the  witness  Graves,  adduced  at  the  trial  by  Knut¬ 
son  et  al.,  and  on  the  basis  of  this  testimony,  as  well  as  of 
certain  Admissions  of  fact,  found  that  the  August  1932  test 
did  not  constitute  a  reduction  to  practice  (Informal  Mem¬ 
orandum,  Joint  App.,  82 ;  Findings  11, 12  and  13,  Joint  App., 
94).  This  evidence  will  be  considered  hereinafter. 

The  findings  of  the  trial  court  awarding  priority  to 
Gallsworthy  are  entitled  to  be  given  due  weight  and  con¬ 
sideration  on  this  appeal.  As  stated  by  this  court  in  Hazen 
v.  Hawley,  66  App.  D.  C.  271,  86  F.  2d  217,  222 : 

“Under  the  rule  settled  in  this  jurisdiction,  while 
we  are  not  absolutely  bound  by  a  chancellor’s  findings 
of  fact,  we  do  not  disturb  them  on  appeal  unless  upon 
an  examination  of  the  evidence  they  are  clearly 
wrong.” 

This  principle  has  been  followed  consistently  by  this 
Court.  Abbott  et  al.  v.  Coe,  71  App.  D.  C.  195,  109  F.  2d 
449,  451-2.  In  Polaroid  Cory,  et  al.  v.  Clark  et  al.  (1947),  — 
U.  S.  App.  D.  C.  _ ,  72  U.  S.  P.  Q.  67,  68,  this  Court  said: 

“It  is  our  settled  rule  not  to  disturb  findings  of  fact 
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made  by  the  trial  court  unless  an  examination  of  the 
evidence  convinces  us  that  the  findings  are  clearly 
wrong;  •  *  *” 

In  connection  with  those  interference  counts  awarded  to 
Gallsworthy  by  the  Patent  Office  (all  but  count  1  of  Inter¬ 
ference  No.  78,460),  the  doctrine  of  Morgan  v.  Daniels,  153 

i 

U.  S.  120, 124-5,  is  also  involved.  As  stated  by  this  court  in 
Bayer  v.  Rice  et  al.,  64  App.  D.  C.  107 ;  75  F.  2d  238,  239 
(1934) :  | 

“An  action  under  section  4915,  R.  S.,  has  the  char¬ 
acteristics  of  a  proceeding  to  set  aside  a  judgment, 
‘and,  as  such,  is  not  to  be  sustained  by  a  mere  pre¬ 
ponderance  of  evidence.  *  Morgan  v.  Daniels,  153  U.  S. 
120,  124,  14  S.  Ct.  772,  773,  38  L.  Ed.  657.  The  court 
there  observed  that  the  proceeding  is  something  more 
than  a  mere  appeal;  that  it  is  an  application  to  set 
aside  the  action  of  one  of  the  executive  departments 
of  the  government — the  one  charged  with  the  admin¬ 
istration  of  the  patent  system.  The  court  said:  ‘Upon 
principle  and  authority,  therefore,  it  must  be  laid 
down  as  a  rule  that,  where  the  question  decided  in  the 
patent  office  is  one  between  contesting  parties  as  to 
priority  of  invention,  the  decision  there  made  must 
be  accepted  as  controlling  upon  that  question  of  fact 
in  any  subsequent  suit  between  the  same  parties, 
unless  the  contrary  is  established  by  testimony  which 
in  character  and  amount  carries  thorough  conviction.’ 
This  ruling  was  expressly  reaffirmed  in  a  recent  case. 
Radio  Corp.  of  America  v.  Radio  Engineering  Lab., 
decided  May  21,  1934,  293  U.  S.  1,  54  S.  Ct.  752,  55 
S.  Ct.  66,  79  L.  Ed.  163.” 

It  is  not  believed  necessary  to  labor  the  point  further, 
because  the  rule  of  Morgan  v.  Daniels  has  been  fully  and 
completely  accepted  in  actions  of  this  character. 

With  respect  to  these  interference  counts  awarded  by 
the  Patent  Office  to  Gallsworthy,  no  additional  fact  testi¬ 
mony  was  adduced  at  the  trial  by  either  appellant  Cohen 


i 
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or  Knutson  et  al.  Knutson  et  al.  proffered  the  testimony 
of  an  expert  to  interpret  the  language  of  count  2  of  Inter¬ 
ference  78,460,  in  such  a  manner  that  the  materials  used  in 
the  August  1932  experiments  of  Morell  et  al.  would  fall 
within  the  language  of  that  count  as  well  as  of  count  1  of 
Interference  No.  78,460,  to  make  the  purported  reduction 
to  practice  apply  to  both  counts.  This  testimony  will  be 
considered  hereinafter  (pages  25-26). 

That  Knutson  et  al.  have  presented  nothing  that  adds  to 
the  record  in  the  Patent  Office  bearing  on  their  priority,  in 
connection  with  the  counts  of  Interferences  Nos.  69,703 
and  77,416  and  count  2  of  Interference  No.  78,460,  is  em¬ 
phasized  by  the  fact  that  their  ‘‘Chronological  Narrative 
of  the  Morell  et  al.  Work,"  pages  35  to  43  of  their  brief 
here,  is  a  mere  quotation,  in  identical  language,  from  their 
brief  at  final  hearing  in  the  Patent  Office.  It  was  upon  pre¬ 
cisely  this  statement  of  their  contentions  as  to  the  signifi¬ 
cance  of  their  testimony  adduced  before  the  Patent  Office 
that  the  Patent  Office  tribunals  held  that  Knutson  et  al. 
had  not  overcome  Gallsworthv’s  filing  date  of  December 
9,  1932.  (Decisions  of  Interference  Examiner  and  of 
Board  of  Appeals,  Interference  69,703,  Joint  Appendix, 
pages  516  and  530,  respectively ;  Decisions  of  Examiner  of 
Interferences  and  of  Board  of  Appeals,  Interference  No. 
77,416,  Joint  Appendix,  pages  575  and  550,  respectively; 
Decision  of  Board  of  Interference  Examiners,  Interference 
No.  78,460,  Joint  Appendix,  page  535). 

In  these  decisions,  the  testimony  on  behalf  of  Morell 
et  al.  was  carefully  analyzed  by  the  Patent  Office  tribunals 
and  they  found  that  Morell  et  al.  had  not  shown  reduction 
to  practice  prior  to  Gallsworthy’s  filing  date,  nor  had 
they  shown  conception  prior  to  Gallsworthv,  coupled  with 
diligence  from  a  time  prior  to  Gallsworthy’s  filing  date. 

An  effort  was  made  on  behalf  of  Knutson  et  al.  at  the 


i 


15 

trial  in  the  District  Court  to  supply  a  deficiency  in  the 
proofs  before  the  Patent  Office  by  having  the  witness 
Graves  testify  concerning  the  subject  matter  of  certain 
exhibits  relating  to  the  Knutson  et  al.  work  (Joint  App., 
222  et  seq.).  After  repeated  unsuccessful  efforts  to  have 
the  witness  give  testimony  that  would  comply  with  the 
simplest  rules  of  evidence,  this  witness  was  withdrawn 
(Joint  App.,  231).  I 

Knutson  et  al.  also  proffered  the  testimony  of  a  witness 
Smith,  which  was  excluded.  As  brought  out  in  counsel’s 
offer  of  proof  (Joint  App.,  210-211),  this  related  to  tests 
of  cutting  oils  beginning  in  1933.  They  also  proffered  the 
testimony  of  Mr.  Knutson  on  the  same  subject  matter 
(Joint  App.,  215-216).  As  to  these  tests,  counsel  stated 
(Joint  App.,  216)  that  the  tests  did  not  bear  upon  the 
question  of  priority  as  between  Morell  (Knutson)  et  al. 
and  Gallsworthy,  but  were  for  the  purpose  of  showing 
priority  over  Cohen.  j 

In  one  other  respect,  Knutson  et  al.  attempted  at  the 
trial  to  adduce  expert  testimony  to  overcome  the§e  deci¬ 
sions  of  the  Patent  Office  awarding  priority  to  Gallsworthy. 
This  was  the  testimony  of  Dr.  Brooks  to  the  effect  that 
certain  experimental  tests  on  the  lubricants  involved, 
known  as  film  strength  machine  tests,  would  constitute 
reduction  to  practice.  This  testimony  was  excluded  and  an 
offer  of  proof  made  (Joint  App.,  151-153).  Even  if  this 
proffered  testimony,  as  stated  in  the  offer  of  proof,  had 
been  accepted  in  full,  it  would  not  supply  the  deficiency 
in  such  tests  pointed  out  by  the  Patent  Office  tribunals  in 
their  decisions,  as  stated,  for  example,  in  the  decision  of 
the  Examiner  of  Interferences  in  Interference  69,70$  (Joint 
App.,  p.  522),  as  follows:  ! 

“Finally,  all  of  the  counts  in  issue  (in  Interference 
69,703)  are  limited  to  a  lubricant  or  extreme  pressure 
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lubricant  and  it  is  not  believed  that  tests  on  a  testing 
machine  alone  are  adequate  to  establish  their  utility 
in  this  capacity.  Although  a  testing  machine  may  be 
helpful  in  determining  some  properties  of  an  oil  such 
as  film  strength  and  ability  of  an  oil  to  withstand 
high  pressures  and  prevent  seizure  of  the  bearing  sur¬ 
faces,  this  is  but  one  of  many  qualities  necessary  in 
a  lubricant  * 

“In  the  present  instance,  the  problem  of  corrosion 
under  actual  service  is  admittedly  important  as  is  the 
behavior  of  the  lubricant  under  the  heat  and  moisture 
prevailing  under  operating  conditions.  To  establish 
this  property  of  the  oil  is  believed  to  require  tests 
that  simulate  operating  conditions  more  closely  than 
obtain  in  a  testing  machine.’ ’ 

In  this  offer  of  proof,  it  is  stated  that  tests  on  a  film 
strength  machine  constitute  the  only  way  of  testing  accu¬ 
rately  and  adequately  any  improvement  of  the  film  strength 
of  the  oil.  It  is  also  stated  that  this  type  of  testing  ma¬ 
chine  is  standard  equipment  in  oil  laboratories  and  that 
the  use  of  the  lubricant  in  an  actual  machine,  presum¬ 
ably  under  service  conditions,  would  tell  nothing.  Not 
one  word  in  this  offer  of  proof  meets  or  contradicts  the 
statement  of  the  Examiner  of  Interferences,  that  the  prop¬ 
erty  measured  by  such  testing  machines  “is  but  one  of 
many  qualities  necessary  in  a  lubricant;”  (supra)  nor  does 
it  in  any  way  contradict  or  overcome  the  statement  of  the 
Examiner  that  ‘  ‘  the  problem  of  corrosion  under  actual  serv¬ 
ice  is  admittedly  important  as  is  the  behavior  of  the  lubri¬ 
cant  under  heat  and  moisture  prevailing  under  operating 
conditions.” 

Furthermore,  as  will  appear  below  (pages  18-21),  the 
testimony  of  Knutson  et  al.’s  own  witness  Graves  is  clearly 
to  the  effect  that  even  with  film  strength  machine  tests  and 


•  Emphasis  ours  except  where  otherwise  noted. 
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more,  the  actual  behavior  of  these  materials  as  lubricants 
was  not  known  to  Knutson  et  al. 


We  submit,  therefore,  that  even  if  the  offer  of  proof  be 
accepted  at  full  face  value,  it  in  no  way  affects  the  findings 
of  the  Examiner  of  Interferences,  affirmed  by  the  Board 
of  Appeals,  in  these  interferences,  nor  the  finding  of  the 
trial  court  (Finding  25,  Joint  App.  100). 


Counsel  for  Knutson  et  al.,  at  pages  43,  44  of  their  brief, 
contend  that  there  was  a  reduction  to  practice  of  count  3  of 
Interference  No.  69,703,  because  the  material  used  as  an 
additive  in  the  oil  used  in  the  tests  they  rely  upon  as  a  re¬ 
duction  to  practice  of  count  1  of  Interference  No.  78,460 
contained  chlorinated  cocoanut  oil.  These  tests,  as  we  point 
out  in  the  next  section  of  this  brief,  were  found  by  the  trial 
court,  on  convincing  evidence  not  to  have  been  a  Reduction 
to  practice.  Furthermore,  the  assertion  that  cocQanut  oil 
is  a  ‘‘lubricating  oil”  as  set  forth  in  count  3  of  Interference 
No.  69,703,  is  entirely  outside  the  record. 


It  thus  appears  that  the  record  made  for  Knutson  et  al. 
in  the  Patent  Office  stands  unsupported  by  any  additional 
testimony  on  their  behalf  in  the  District  Court.  The  care¬ 
ful  analysis  of  the  testimony  for  Morell  and  KnutSon  made 
by  the  Patent  Office  tribunals  and  the  concurring  findings 
of  the  Patent  Office  tribunals  and  of  the  District  Court 
awarding  Gallsworthy  priority  as  to  the  inventions  in¬ 
volved  in  Interferences  Nos.  69,703  and  77,416,  and  count  2 
of  Interference  No.  78,460,  should  not  be  disturbed. 
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The  Award  of  Priority  of  Count  1  of  Interference  No. 

78,460,  to  Gallsworthy  By  the  Trial  Court  Should  Be 

Sustained. 

In  Count  1  of  Interference  No.  78,460,  the  additive  is 
described  as  “a  substantially  non-volatile  chlorinated 
paraffin  hydrocarbon”.  With  respect  to  this  Count,  the 
Patent  Office  held  (Joint  App.,  537)  that  an  additive  known 
as  “polychlorpropane”  used  by  one  of  the  witnesses  for 
Knutson  et  al.  was  a  substantially  “nonvolatile  chlorin¬ 
ated  paraffin  hydrocarbon”,  and  that  a  certain  test  of  a 
lubricating  oil  containing  such  material  as  an  additive, 
made  August  4,  1932,  was  successful  and  constituted  a 
reduction  to  practice  of  the  count.  Based  on  this  finding, 
the  Patent  Office  awarded  priority  as  to  Count  1  to  Morell 
and  Knutson. 

Additional  evidence  was  presented  in  the  District  Court 
which  carried  conviction  to  that  Court  that  the  Patent 
Office  holding  was  in  error.  That  evidence  consisted  of 
certain  admissions  of  The  Dow  Chemical  Company,  as¬ 
signee  of  Knutson  et  al.  and  the  testimony  of  a  witness 
adduced  by  Knutson  et  al.  In  their  brief,  pages  29  to  34, 
Knutson  et  al.  quote  extensively  from  the  decision  in  the 
Patent  Office,  but  fail  even  to  refer  to  the  additional  evi¬ 
dence  which  caused  the  trial  Court  to  find  the  Patent  Office 
wrong. 

The  witness  who  testified  on  this  subject  matter  during 
the  Patent  Office  proceedings  was  Graves.  Tests  had  been 
made  with  oil  containing  polychlorpropane  on  film  strength 
testing  machines,  and  subsequently  the  tests  held  by  the 
Patent  Office  to  be  a  reduction  to  practice  were  made  by 
using  oil  containing  polychlorpropane  in  the  crank  case 
of  the  engine  of  a  mail  car  (Knutson  Exs.  33  and  34; 
Joint  App.  657a  to  659).  It  appeared  from  the  testimony 
of  Graves  in  the  Patent  Office  (Joint  App.  317,  322)  and 


from  the  data  in  Exhibits  33  and  34,  that  the  acidity  of 
the  oil  used  dropped  materially  in  these  tests;  and  that 
the  corrosive  action  of  the  oil  on  bearing  materials  com¬ 
posed  of  iron  (as  are  the  parts  of  internal  combustion 
engines)  was  not  known  (Joint  App.  324,  325).  A  cor¬ 
rosion  test  made  by  him  (Knutson  Ex.  106;  Joint  App. 
660-663)  indicated  corrosion  of  such  materials  by  an  oil 
of  this  character. 

The  records  proffered  on  behalf  of  Knutson  et  al.  in  the 
Patent  Office  also  showed  that  there  was  no  examination 
of  the  cylinder  and  pistons  of  the  car  in  connection  with 
the  test  relied  upon  as  reduction  to  practice,  j  This  was 
confirmed  by  the  answers  of  Knutson  et  al.  to  requests  for 
admissions  filed  by  Gallsworthy  et  al.  (Joint  App.  560  to 
564),  in  which  it  was  admitted  in  response  to  Request  No. 
8  that  in  each  of  the  tests  made  “no  examination  was 
made  of  the  interior  operating  parts  of  the  engine  in  the 
car  used,  following  removal  of  the  oil  mixture  being  tested 
and  before  the  use  of  other  oil.” 

It  would  appear  obvious  that  the  proper  test  of  the 
satisfactory  use  of  any  lubricant  is  what  it  4oes  to  the 
parts  lubricated.  No  examination  was  made  to!  determine 
this  here.  The  ruling  of  the  Patent  Office  tribunals  in 
this  case,  holding  this  test,  made  without  actual  observa¬ 
tion  of  the  parts  lubricated,  to  be  a  reduction  0f  practice, 
is  opposed  to  its  consistent  position  in  such  matters.  This 
position  is  well  expressed  in  the  decision  of  the  Examiner 
of  Interferences  in  Interference  No.  69,703  (.Joint  App. 
522),  where  he  stated: 

“Although  a  testing  machine  may  be  helpful  in  de¬ 
termining  some  properties  of  an  oil  such  as  film 
strength  and  ability  of  an  oil  to  withstand  ihigh  pres¬ 
sures  and  prevent  seizure  of  the  bearing  surfaces, 
this  is  hut  one  of  many  qualities  necessary  in  a  lubri¬ 
cant. 
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“In  the  present  instance  the  problem  of  corrosion 
under  actual  service  is  admittedly  important  as  is  the 
behavior  of  the  lubricant  under  the  heat  and  moisture 
prevailing  under  operating  conditions.  To  establish 
this  property  of  the  oil  is  believed  to  require  tests  that 
simulate  operation  conditions  more  closely  than  ob¬ 
tain  in  a  testing  machine.’ 7 

It  is  clear  that  the  Examiner  has  here  placed  his  finger 
upon  the  critical  point;  that  the  real  test  to  determine 
whether  a  lubricant  is  satisfactory  is  not  alone  whether 
the  lubricant  retains  properties  which  it  initially  had, 
but  whether  it  will  meet  the  requirements  of  actual  serv¬ 
ice.  These  requirements  include  that  of  lubricating  bear¬ 
ing  surfaces  without  destroying  them  and  no  test  can  de¬ 
relop  this  information  without  examination  of  the  parts 
of  the  motor  in  which  the  lubricant  is  used. 

That  the  tests  made  by  Dow  were  wholly  inadequate  is 
convincingly  shown  also  by  the  testimony  of  Graves  given 
at  the  trial. 

The  cross  examination  of  Graves  (Joint  App.,  185-187) 
developed  first,  that  engine  tests  ordinarily  given  lubri¬ 
cants  are  much  more  severe  for  the  engine  and  for  the  oil 
than  the  test  which  had  been  used  for  the  Knutson  mix¬ 
tures.  He  admitted  (Joint  App.  p.  187)  that  no  tests  had 
been  made  to  show  the  effect  of  the  material  on  the  parts 
of  the  car  on  which  it  was  used,  as  follows : 

“Q.  Then,  as  I  gather  it  from  your  testimony,  you 
made  no  tests  directly  upon  the  parts  of  the  car  to 
show  what  the  effect  of  this  material  had  been?  A. 
No,  sir. 

“Q.  And  that  is  true,  is  it  not,  of  all  other  tests 
which  are  shown  on  this  Exhibit  A  attached  to  the 
requests  for  admissions,  and  which  is  the  Morell  and 
Knutson  Exhibit  34-A  and  B  in  the  interference  pro¬ 
ceedings?  A.  That  is  true  for  the  entire  lot.” 
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Subsequently,  Graves  testified  as  follows  (Joint  App. 
p.  191) :  | 

“Q.  I  think  we  can  leave  it  at  this :  you  really  don’t 
know  what  happened  to  the  insides  of  that  car?  A. 
That  is  true.”  j 

i 

As  a  further  indication  of  the  fact  that  this  alleged  dem¬ 
onstration  of  the  value  of  polychlorpropane  as  an  additive 
was  not  a  satisfactory  demonstration,  Graves,  who  is  in 
charge  of  all  purchases  of  lubricants  for  The  Dow  Chem¬ 
ical  Company  (Joint  App.  195),  admitted  that  np  use  other 
than  experimental  had  been  made  of  lubricants  containing 
polychlorpropane  in  the  period  of  his  experience  with  The 
Dow  Company  (Joint  App.  204).  Thus  this  alleged  reduc¬ 
tion  to  practice  has  never  been  followed  by  any  actual  use 
of  the  material  even  in  the  operations  of  the  owner  of  the 
•  application  for  patent.  j 

As  noted  above  (pp.  18-19),  one  of  the  noteworthy  fea¬ 
tures  of  the  use  of  this  blend  in  the  motor  of  the,  Dow  Mail 
car,  as  brought  out  in  Knutson  Exhibit  34  (Joint  App.  658), 
was  the  marked  reduction  in  acidity  of  the  blend  as  a  result 
of  this  use.  In  this  test  upon  which  Knutson  ei  cd.  relied 
for  reduction  to  practice,  the  acidity  of  the  oil  mixture 
dropped  in  use  from  2.088  to  0.395  or  to  less  than  1/5  its 
original  value.  This  clearly  indicated  that  something  in 
the  car  had  been  attacked  or  corroded  to  reduce  the  acidity 
of  the  oil  mixture. 

At  the  trial  Graves  admitted  in  effect,  altliopgh  reluc¬ 
tantly,  that  conditions  leading  to  corrosion  may  well  have 
existed  in  the  use  of  this  material  in  the  motor  pf  the  car 
used  in  these  tests.  On  cross  examination  (Joint  App., 
191),  his  attention  was  called  to  the  fact  that  he  had  ad¬ 
mitted  under  direct  examination  that  hydrochloric  acid 
might  be  formed  in  using  this  material.  He  then  asserted 
that  hydrochloric  acid  is  not  corrosive  but  admitted  that 
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this  is  not  the  case  in  the  presence  of  moisture.  He  was 
then  asked  (Joint  App.  191)  : 

“Q.  And  in  an  operation  on  a  car  such  as  this 
where  the  car  never  got  warmed  up,  where  the  car  is 
breathing  in  moisture  air  into  the  crank  case,  and 
letting  it  go  out,  there  is  usually  some  moisture  pres¬ 
ent  in  the  crank  case  of  the  car? 

“A.  That  is  true.” 

Hence,  on  the  basis  of  Graves’  own  testimony,  the  pos¬ 
sibility  of  corrosive  conditions  existed  in  the  use  of  this 
material.  Knutson  et  al.  realized  this  and  were  greatly 
concerned  with  the  acid  character  of  this  polychlorpropane 
blend  at  the  time  they  were  making  their  experiments,  as 
shown  by  contemporary  records.  Simultaneously  with 
the  test  in  the  motor,  on  August  3  and  5,  1932,  efforts  were 
being  made  to  get  rid  of  the  acid  in  the  polychlorpropane  * 
blend  (Knutson  et  al.  Ex.  110,  Joint  App.  664-5).  It  is 
thus  apparent  that  Knutson  et  al.  were  not  satisfied  that 
they  had  a  successful  product  and  knew  at  the  time  that 
its  high  acidity  was  deleterious,  or  they  would  not  have 
tried  to  correct  it. 

Graves  admitted  that  in  these  tests  he  was  not  con¬ 
cerned  with  the  behavior  of  the  material  as  a  lubricant. 
He  testified  at  the  trial  (Joint  App.  183) : 

“Q.  That  is,  you  were  not  determining  its  efficiency 
as  a  lubricant  in  the  crank  case,  but  you  were  simply 
concerned  with  the  question  of  its  stability?  A. 
Stability,  that  is  right.” 

This  is  factual  evidence  clearly  demonstrating  that  even 
with  the  engine  test  supplementing  the  film  strength 
machine  tests  and  all  other  information  which  Knutson 
et  al.  had  concerning  this  material,  they  still  had  no 
knowledge  of  the  actual  behavior  of  the  material  as  a 
lubricant.  In  the  light  of  such  evidence,  the  proffered 
testimony  of  Dr.  Brooks,  as  disclosed  by  the  offer  of 
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proof  (Joint  App.  151-153),  even  if  it  had  been  taken  or 
if  the  offer  be  accepted  as  the  testimony  of  the  witness, 
was  obviously  futile.  True,  film  strength  machines  may 
give  measured  figures  of  film  strength;  but  as  pointed  out 
by  the  Examiner  of  Interferences,  supra,  page  19,  “this 
is  but  one  of  many  qualities  necessary  in  the  lubricant.” 

Appellants  rely  strongly  upon  the  decisions  in  Corona 
Cord  Tire  Company  v.  Dovan  Chemical  Corporation,  276 
U.  S.  358,  383,  and  the  recent  case  of  Sinko  Tool  &  Mfg. 
Co.  v.  Automatic  Devices  Corp.  (C.  C.  A.  2),  |157  F.  2d 
974,  977,  to  support  the  proposition  that  the  filin  strength 
tests  alone  or  (in  the  case  of  appellant  Cohen)  no  tests 
whatever,  are  necessary  to  constitute  reduction  to  practice 
of  such  compositions  as  are  involved  here.  The  factual 
evidence  presented  at  the  trial  is  a  complete  rebuttal  of 
the  application  of  these  decisions  to  such  a  situation  as 
presented  here,  where  it  is  clear  that  -without  adequate 
service  tests,  the  behavior  of  the  material  for  it?  intended 
purpose  is  not  to  be  foreshadowed. 

Even  under  the  decision  of  Judge  Hand  in  the  Sinko 
Tool  <&  Mfg.  Co.  case,  supra,  the  present  situation  falls 
into  the  class  in  which  tests  under  service  conditions  are 
necessary.  In  that  case,  at  page  977,  Judge  Hand  said: 

“The  doctrine  to  be  drawn  from  the  bobks,  as  we 
read  them,  is  this — and  incidentally  it  is  the  only 
doctrine  that  can  find  support  in  reason:  a  test  under 
service  conditions  is  necessary  in  those  cases,  and 
in  those  only,  in  which  persons  qualified  in  the  art 
would  require  such  a  test  before  they  were  willing 
to  manufacture  and  sell  the  invention,  as  it  stands .” 

When  Mr.  Graves,  lubrication  engineer  for  Dow,  was 
asked  about  the  types  of  tests  “actually  given  to  lubricants 
to  determine  whether  they  are  satisfactory”  and  a  number 
of  customary  tests  of  a  character  which  he  had  not  rqn 
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on  the  oil  in  question  were  mentioned,  he  answered  (Joint 
App.  187) : 

i ‘A.  Those  are  all,  perhaps,  for  the  investigators, 
but  we  as  buyers  of  oil  pay  no  attention  to  them.  We 
have  not  facilities  for  carrying  on  extensive  engine 
tests.  We  rely  upon  the  integrity  of  the  manufacturer. 

“Q.  And  you  assume  that  the  manufacturer  has 
made  certain  tests f  A.  That  is  true. 

“Q.  And  those  tests  which  are  accepted  are  in  fact 
long  time  endurance  tests  operated  at  fairly  high 
temperatures,  are  they  not?  A.  That  is  correct. 

“Q.  They  range  from  100  to  500  hours?  A.  That 
is  true. 

“Q.  Continuous  operation?  A.  Pardon? 

“Q.  Continuous  operation?  A.  These  engines? 

“Q.  For  those  tests?  A.  Yes,  sir,  they  are  con¬ 
tinuous  to  my  knowledge. 

“Q.  Now,  isn’t  it  a  fact  that  under  those  condi¬ 
tions  the  oxidation  of  oil  is  much  more  severe  than 
under  these  tests  such  as  this  518  mile  test  which  vou 
made?  A.  Certainly  more  severe  for  the  engine. 

“Q.  Also  more  severe  for  the  oil?  A.  Yes,  sir. 

“Q.  Isn’t  it  a  fact  that  bearing  corrosion  is  much 
greater  on  those  tests?  A.  That  is  true.” 

It  is  thus  apparent  that  the  tests  which  Graves  made 
were  not  the  tests  which  he  would  have  expected  the 
manufacturer  to  make  before  putting  the  product  on  sale 
as  a  lubricant  if  he  were  to  rely  upon  the  integrity  of  the 
manufacturer. 

We  submit  that  the  District  Court  was  entirely  correct 
in  holding  that  the  evidence  presented  at  the  trial  by  the 
witness  adduced  by  Knutson  et  al.  clearlv  and  convincinsrlv 
showed  that  the  Patent  Office  was  in  error  in  holding  that 
there  had  been  reduction  to  practice  by  Knutson  et  al.  of 
the  subject  matter  of  Count  1  of  Interference  No.  78,400. 
The  findings  of  the  trial  court  (Findings  12, 13,  Joint  App. 
94)  are  abundantly  supported  by  this  evidence  and  should 
not  be  disturbed  by  this  Court. 
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The  Polychlorpropane  Additive  of  Knutson  et  al.  Is  Not 

Within  the  Scope  of  Count  2  of  Interference  No.  78460. 

In  count  2  of  Interference  No.  78,460,  the  additive  is 
described  as  1  ‘chlorine  in  chemical  combination  with  a 
j fluid  fraction  of  petroleum.”  Knutson  et  al.,  ip  referring 
to  this  at  page  34  of  their  brief,  fail  to  state  that  the  Patent 
Office  tribunals  held  (Joint  App.  535)  that  polychlorpro¬ 
pane  as  an  additive  did  not  fall  within  the  scope  of  this 
description  and  that  propane  was  not  properly  described 
as  a  “fluid  fraction  of  petroleum.”  This  holding  was  re¬ 
affirmed  in  the  Patent  Office  on  a  petition  for  reconsidera¬ 
tion  (Joint  App.  565-7),  the  Board  of  Interference  Ex¬ 
aminers  concluding: 

“For  these  reasons  it  is  not  believed  that  propane 
can  properly  be  called  a  ‘fluid  fraction  of  petroleum’ 
since  it  violates  the  normally  accepted  meaning  of 
these  terms .  No  error  is  accordingly  seen  in  the 
holding  made  that  the  chlorinated  propane  of  Morell 
et  al.,  fails  to  meet  the  limitations  of  Count  2.” 

At  the  trial  Knutson  et  al.  adduced  the  testimony  of  Dr. 
Brooks  to  establish  the  incorrectness  of  the  Paitent  Office 
position.  That  testimony  was  excluded,  but  even  if  it  be 
considered,  as  found  by  the  lower  court  (Finding  No.  19, 
Joint  App.  96)  “it  supports  the  findings  of  the  Patent 
Office  that  propane  is  not  to  be  regarded  as  falling  within 
the  term  ‘a  fluid  fraction  of  petroleum’  in  its  usual  and 
customary  significance  in  the  art.” 

What  Dr.  Brooks  said  on  the  subject  (Joint  App.  144- 
145)  was:  i 

“Usually,  in  the  majority  of  cases,  wheh  speaking 
of  a  fraction  of  petroleum,  we  think  of  and  use  it  in 
connection  with  liquid  fractions ,  ...” 

which  is  precisely  what  the  Board  of  Interference  Ex¬ 
aminers  had  indicated  as  the  reason  why  it  refused  to 
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consider  the  gas,  propane,  per  se,  as  a  “fluid  fraction  of 
petroleum  ”  in  its  decision  referred  to  above.  When  Dr. 
Brooks  was  asked  whether  he  had  considered  the  meaning 
of  the  term  in  the  context  in  which  the  Examiners  found 
the  word  “ fluid’ *  in  reaching  their  decision  (Joint  App. 
154-155),  his  reply  was  that  he  had  reference  to  the  Morell 
application.  The  term  “fluid  fraction  of  petroleum’ ’  does 
not  occur  in  the  Morell  application. 

It  is  submitted  that  the  court  below  was  clearly  right 
in  finding  that  this  expert  testimony  could  not  overturn 
the  decision  of  the  Patent  Office  tribunal  that  polychlorpro- 
pane  was  not  an  additive  within  the  scope  of  the  language 
of  Count  2  of  Interference  No.  78,460.  In  any  event,  since 
there  was  no  reduction  to  practice  by  Knutson  et  al.  prior 
to  Gallsworthy ’s  filing  date,  even  with  an  oil  containing 
polychlorpropane  as  an  additive,  priority  could  not  have 
been  awarded  to  Knutson  et  al.  on  this  count. 

Cohen  Is  Not  Entitled  to  Priority  Over  Gallsworthy  on 
the  Inventions  of  Interference  No.  78,460. 

Cohen  is  involved  here  against  Gallsworthy  on  the 
priority  issue  only  in  those  appeals  arising  out  of  Inter¬ 
ference  No.  78,460. 

His  testimony  before  the  Patent  Office  was  carefully 
considered  in  the  decision  of  the  Board  of  Interference 
;  Examiners  in  Interference  No.  78,460  (Joint  App.  542-544). 
i  It  related  entirely  to  efforts,  by  letter,  to  sell  to  others 
an  unidentified  “chlorinated  paraffin”  and  to  induce  them 
to  try  this  product  out  in  various  ways,  including  use 
in  lubricants.  These  efforts  were  sporadic,  and  no  effort  was 
made  by  Cohen  himself  to  carry  out  tests  to  evaluate  his 
i  material  as  an  additive  prior  to  Gallsworthy’s  filing  date. 

As  pointed  out  by  the  Board  in  its  decision  (Joint  App. 
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544),  Cohen  has  failed  to  show  even  conception  of  a 
chlorinated  “fluid  fraction  of  petroleum”,  as  required  by 
count  2  of  this  interference,  prior  to  Gallsworthy ’s  filing 
date. 

In  respect  of  count  1  of  this  interference,  in  which  the 
additive  is  described  as  a  non-volatile  chlorinated  paraffin 
hydrocarbon,  the  Board  found  that  Cohen,  if  he  had  the 
concept  of  the  invention,  had  not  reduced  it  tio  practice 
prior  to  filing  his  application  on  July  28,  1933,  and  was 
not  diligent  (Joint  App.  544).  Cohen  was  attempting  to 
sell  a  chlorinated  paraffin.  Occasional  sales  letters  for  the 
promotion  of  the  sale  of  this  material  for  various  pur¬ 
poses  made  up  his  story  of  activities.  As  the  Board  said : 

“Cohen’s  efforts  were  largely  expended  ip  attempt¬ 
ing  to  commercialize  his  product  and  there  is  no  ade¬ 
quate  evidence  of  the  necessary  attempts  Ito  reduce 
the  invention  to  practice.  ( Hurd  v.  Smith,  496  0.  G. 
571,  1938  C.  D.  551,  25  C.  C.  P.  A.  1137 ;  97  F.  2d 
147.)” 

j 

No  additional  evidence  bearing  on  priority  was  intro¬ 
duced  by  Cohen  in  the  District  Court,  and  that  court  in 
turn  held  that  Cohen  had  not  shown  priority  over  Galls- 
worthy  (Informal  Memo.,  Joint  App.,  82;  Findings  21a 
and  22,  Joint  App.,  97,  98).  It  is  submitted  that  the  deci¬ 
sion  that  Galls  worthy  is  entitled  to  priority  over  Cohen 
should  stand.  j 

Cohen,  in  his  brief  before  the  Patent  Office,  asserted  that 
Gallsworthy  had  derived  the  invention  of  count  1  from 
him.  This  assertion  is  apparently  not  presented  in  the  pres¬ 
ent  proceeding,  but  Cohen  has  attempted  to  create  an  infer¬ 
ence  to  the  same  effect  in  his  “chronological  statement” 
in  his  brief  in  this  court  in  Appeals  Nos.  9428,  9429  and 
9430,  by  placing  in  juxtaposition  a  form  letter,  presumably 
dated  August  9,  1932,  and  a  letter  written  December  30, 
1932  (after  Gallsworthy  filed)  by  Mr.  Colling  of  The  Texas 
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Company,  ordering  some  of  Cohen’s  chlorinated  product. 
Cohen  at  that  time  was  promoting  a  product  which  he 
called  “paroil”  and  which  he  stated  had  35%  of  chlorine 
and  a  specific  gravity  of  1.04. 

There  is  no  evidence  as  to  the  time  when  Cohen’s  form 
letter  (Cohen  Ex.  15)  was  in  fact  sent  out  to  The  Texas 
Company  and  to  others.  In  his  own  testimony,  which  is 
uncorroborated,  he  merely  states  that  such  a  form  letter 
was  sent  to  various  companies,  including  The  Texas  Com¬ 
pany  (Joint  App.  461),  but  makes  no  statement  as  to  the 

• 

actual  date  of  forwarding.  The  letter  from  Mr.  Colling  of 
The  Texas  Company  (Cohen  Ex.  12;  Joint  App.,  p.  388) 
was  dated  December  30,  1932,  subsequent  to  Gallsworthv’s 
filing  date. 

Cohen’s  inferential  accusation  of  Gallsworthy  and  The 
Texas  Company  is  based  only  on  surmise  and  suspicion, 
not  on  proof.  It  is  well  settled  that  any  such  charge  must 
be  proved  beyond  reasonable  doubt.  Thus,  in  Sendelbach 
v.  Gillette  (1903),  22  App.  D.  C.  168,  1904  C.  D.  597,  606, 
this  Court  said: 

“*  •  *  the  c}jarge  that  the  patentee  (involved  in 
interference)  fraudulently  and  surreptitiously  ob¬ 
tained  the  patent  for  an  invention  which  he  well  knew 
belonged  to  another,  can  only  be  sustained  by  the 
clearest  and  most  undoubted  proof.” 

In  Anderson  v.  Wells  (1906),  27  App.  D.  C.  115;  1906  C. 
D.  667,  the  Court  followed  Sendelbach  v.  Gillette,  supra, 
and  pointed  out  (page  671  of  1906  C.  D.)  that  the  charge 
of  derivation  of  the  invention  from  another  required  proof 
“beyond  a  reasonable  doubt.” 

As  stated  in  Rivise,  Interference  Practice  (1932),  at 
pages  133,  134: 

“If  a  party  alleges  that  his  adversary  is  not  an 
original  inventor  but  had  derived  the  invention  from 
him,  he  must  prove  this  fact,  if  fact  it  be,  by  positive 
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proof.  If  the  evidence  on  this  point  is  circumstantial, 
the  circumstances  pointing  to  the  lack  of  originality 
must  be  so  complete  in  detail  that  no  other  conclusion 
can  reasonably  be  drawn  therefrom.  ”  j 

I 

Here  we  submit  that  Cohen’s  surmises  and  suspicions 
are  not  proof  of  derivation  of  the  invention  by  Galls- 
worthy  from  him,  and  certainly  fall  far  below  the  char¬ 
acter  of  “ proof  beyond  a  reasonable  doubt”  required  to 
prove  such  an  accusation. 

It  is  submitted  that  Cohen  has  not  shown  that  he  should 

i 

be  awarded  priority  over  Gallsworthy  in  respect  of  the 
counts  of  Interference  No.  78,460. 

i 

Cohen  and  Knutson  et  al.  Are  Barred  From  Receiving  a 
Patent  By  the  Priority  of  Gallsworthy. 

In  Interferences  69,703  and  77,416,  the  decisions  of  the 
Patent  Office  awarding  priority  to  Gallsworthy  have  been 
confirmed  by  the  decision  of  the  trial  court  and  as  we  have 
clearly  shown,  these  decisions  were  well  founded  in  the 
evidence  and  should  not  be  disturbed.  The  same  is  true  in 
respect  of  the  award  of  priority  to  Gallsworthy  ojn  the  sec¬ 
ond  count  of  Interference  No.  78,460,  describing  the  addi¬ 
tive  as  a  chlorinated  “fluid  fraction  of  petroleum”’ 

As  regards  count  1  of  Interference  No.  78,460,  describing 
the  additive  as  a  “non-volatile  chlorinated  paraffin  hydro¬ 
carbon,”  the  evidence  before  the  trial  court,  furnished  by 
Knutson  et  al.’s  own  witness,  clearly  and  convincingly  dem¬ 
onstrated  that  the  Patent  Office  was  in  error  in  holding  the 
tests  made  with  polychlorpropane  in  August  1932  to  be  a 
reduction  to  practice  of  the  invention,  and  the  decision 
of  the  trial  court  holding  contrary  to  the  Patent  Office  on 
this  point  was  well  grounded  and  amply  supported  in  the 
testimony  before  that  court. 

It  is  thus  clear  that  neither  Cohen  nor  Knutson  et  al. 
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can  be  permitted  to  secure  a  patent  on  any  of  the  inter¬ 
ference  issues  involved  in  these  proceedings,  for  it  cannot 
be  held  that  one  who  is  not  the  prior  inventor  of  the  sub¬ 
ject  matter  involved  is  entitled  to  receive  a  patent  upon  it. 

The  Issues  of  the  Interference  Were  Held  Patentable  and 

Patentably  Distinct  in  the  Patent  Office,  and  No  Substan¬ 
tial  Evidence  to  the  Contrary  Has  Been  Presented. 

Appellants  attempt  to  break  down  all  distinctions  be¬ 
tween  the  issues  of  the  various  interferences  upon  various 
grounds,  but  present  no  matters  which  were  not  fully  con¬ 
sidered  in  the  Patent  Office.  As  we  have  pointed  out,  supra , 
pages  7-8,  there  were  extensive  proceedings  in  the  Patent 
Office  in  the  interlocutory  stages  of  these  interferences,  in 
which  the  patentability  of  the  counts  and  the  question  of 
patentable  distinction  from  one  another  were  fully  con¬ 
sidered. 

The  original  count  of  Interference  69,703,  describing  the 
additive  as  “chlorine  in  chemical  combination  with  non¬ 
volatile  mineral  oil”  was  necessarily  found  by  the  Patent 
Office  to  describe  a  patentable  invention  before  the  inter¬ 
ference  could  be  declared  (Rule  93,  Rules  of  Practice,  U.  S. 
Patent  Office).*  In  connection  with  the  motions  to  add  the 
counts  that  were  subsequently  made,  the  moving  parties 
were  required  to  show  that  the  proposed  counts  were  pat¬ 
entable  and  distinguished  patentably  from  each  other  and 
from  the  original  count  of  the  interference.  Ames  v.  Ryan, 
1917  C.  D.  43 ;  Hollifield  v.  Cummings,  1910  C.  D.  75.  The 
Patent  Office  tribunals  in  due  course  held  the  added  counts 
in  the  interferences  now  before  this  Court  to  be  proper 

*  “93.  An  interference  is  a  proceeding  instituted  for  the  purpose  of  de¬ 
termining  the  question  of  priority  of  invention  between  two  or  more  parties 
claiming  substantially  the  same  patentable  invention  and  may  be  Instituted 
as  8007i  as  it  is  determined  that  common  patentable  subject  matter  is 
claimed  in  a  plurality  of  applications  or  in  an  application  and  a  patent. 
*  *  •»* 
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counts  for  interference  purposes  between  these  parties.  This 
was  in  effect  a  holding  that  the  inventions  defined  by  the 
counts  were  patentable  and  patentably  distinct  from  each 
other.  As  stated  by  the  Commissioner  of  Patents  in  Ex 
parte  Prichard,  1928  C.  D.  11,  12 : 

“It  is  fundamental  in  interference  practice  that  the 
issue  should  be  drawn  to  the  broadest  patentable  sub¬ 
ject  matter  common  to  all  of  the  parties  and  that  each 
count  should  define  subject  matter  patentably  distinct 
from  that  defined  by  every  other  count.  And  it  is  also 
fundamental  that  the  subject  matter  of  patents  must 
be  patentably  distinct  from  each  other.” 

The  counts  in  the  several  interferences  differ  obviously 
in  scope,  as  is  clearly  apparent  from  the  convenient  tabu¬ 
lation  at  the  front  of  Cohen’s  brief.  Certain  of  the  differ¬ 
ences  are  brought  out  in  the  title  phrases  of  the  claims. 
Two  of  the  claims  (counts  2  and  3  of  Interference  77,416) 
are  method  claims.  Other  differences  are  presented  in  the 
descriptions  of  the  additives. 

Thus  in  count  1  of  Interference  78,460,  the  additive  is 
defined  as  a  “non-volatile  chlorinated  paraffin  hydrocar¬ 
bon.”  It  is  restricted  to  compounds  of  paraffin  hydrocar¬ 
bons  but  not  restricted  as  to  the  physical  nature  of  the 
paraffin  hydrocarbon  itself,  whether  solid,  liquid  or  gas¬ 
eous.  Count  2  of  the  same  interference  describes  the  additive 
as  “chlorine  in  chemical  combination  with  a  fluid  fraction 
of  petroleum.”  While  restricted  as  to  the  fluid  character 
of  the  petroleum  fraction,  it  is  not  restricted  to  paraffin 
hydrocarbons,  but  may  include  other  types  of  hydrocarbons. 

The  counts  of  Interferences  69,703  and  77,416  describe 
the  additives  as  chlorinated  compounds  of  mineral  oil  or 
mineral  lubricating  oil,  thus  being  limited  to  liquid  prod¬ 
ucts  of  defined  characteristics. 

i 

That  the  descriptions  of  these  additives  differ  in  sig- 

i 

: 
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nificance  is  further  indicated  by  the  fact  that  the  proofs 
show  that  certain  compounds,  such  as  the  polychlorpro- 
pane  used  as  an  additive  in  the  Knutson  et  al.  tests  {supra, 
p.  18),  conform  to  the  requirements  of  one  of  these  counts 
and  not  to  the  others.  The  Patent  Office  tribunals,  in  deal¬ 
ing  with  these  counts,  found  no  difficulty  in  appreciating 
the  differences  in  their  meaning  and  as  we  have  ,  pointed 
out  above,  found  them  to  be  patentable  and  patentably  dis¬ 
tinct  and  set  them  up  as  separate  counts  in  these  inter¬ 
ferences. 

In  the  attacks  made  upon  the  patentability  of  the  counts 
in  the  interferences,  appellants,  neither  in  the  trial  court 
nor  here,  have  made  any  effort  to  present  a  true  view  of 
the  prior  art  so  that  the  holdings  of  the  Patent  Office 
tribunals  as  to  patentability  can  be  considered  and  re¬ 
viewed. 

A  review  of  the  patents  and  publications  considered  by 
the  Patent  Office  in  acting  upon  the  applications  here  in¬ 
volved  and  on  the  motions  considered  during  the  inter¬ 
ference  proceedings  shows  that  twenty-nine  individual 
items  were  considered,  including  the  Lincoln  and  Hen- 
riksen  patent  No.  1,945,615,  which  is  the  only  one  referred 
to  by  appellants.  Both  appellants  take  the  position,  as 
against  Gallsworthy,  that  Lincoln  and  Henriksen  in  this 
patent  disclose  and  therefore  anticipate  Gallsworthy ’s  dis¬ 
closure  of  a  chlorinated  paraffin  hydrocarbon. 

However,  in  considering  patentability  to  Knutson  et  al, 
their  counsel  takes  the  opposite  position.  At  page  18  of 
their  brief,  they  say  that  their  purported  reduction  to 
practice  date  of  August  4,  1932  for  this  subject  matter  is 
“earlier  than  any  art  of  record  applicable  to  any  of  the 
counts/ ’  The  filing  date  of  the  Lincoln  et  al.  patent  (Joint 
App.,  633)  is  July  14,  1932  and  is  prior  to  this  alleged  re¬ 
duction  to  practice  and,  if  not  “applicable  to  any  of  the 
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counts/  ’  it  must  be  because  it  does  not  disclose  their  sub¬ 
ject  matter.  Thus,  as  to  their  own  case,  they  take  the  posi¬ 
tion  that  the  Lincoln  and  Henriksen  patent  is  not  applicable 
as  disclosing  a  “chlorinated  paraffin  hydrocarbon.” 

The  patentees,  Lincoln  and  Henriksen,  are  the  same 
Henriksen  and  Lincoln  who  were  two  of  the  joint  appli¬ 
cants  in  the  Henriksen  et  al.  application  involved  in  these 
proceedings  through  the  District  Court.  Throughout  the 
Patent  Office  proceedings,  their  application  was  handled  by 
the  same  counsel  now  appearing  on  behalf  of  Knutson  et  al. 
The  patent  does  not  refer  to  paraffin  wax  as  such,  but  refers 
to  the  wax  which  is  subjected  to  chlorination  merely  as 
“hydrocarbon  wax  with  a  melting  point  of  about  130°F.” 
Whether  this  is  or  is  not  a  paraffin  wax  (and  it  is  not  so 
identified)  has  been  left  entirely  to  surmise.  No  proof  has 
been  offered  on  the  subject. 

Both  appellants  stress  the  proposition  that  certain  ad¬ 
missions  were  made  by  Gallswortliy  during  the  Patent 
Office  proceedings  indicating  that  he  believed  at  the  time 
that  the  Lincoln  and  Henriksen  patent  disclosure  involved 
a  paraffin  wax.  However,  the  testimony  produced  in  the 
Patent  Office  on  behalf  of  Henriksen  et  al.  in  the  interfer¬ 
ences  here  involved  (which  included  the  testimony  of  the 
patentee  Lincoln)  showed  that  the  chlorinated  hydrocarbon 
wax  which  they  actually  worked  with  was  not  a  chlorinated 
paraffin  hydrocarbon,  and  it  was  so  held  by  the  Board  of 
Interference  Examiners  in  their  decision  in  Interference 
No.  78,460  (Joint  App.,  545-6).  Obviously,  had  the  same 
applicants  done  work  on  a  chlorinated  hydrocarbon  wax 
which  was  in  fact  a  chlorinated  paraffin  hydrocarbon,  and 
fell  within  the  scope  of  count  1  of  Interference  No.  78,460, 
they  would  have  adduced  their  proofs  upon  the  subject. 

We  submit  that  the  Lincoln  et  al.  patent  does  not  in  fact 
disclose  the  specific  subject  matter  of  count  1  pf  Inter¬ 
ference  No.  78,460. 
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Based  upon  the  assumption  that  the  Lincoln  and  Henrik- 
sen  patent  discloses  the  use  of  a  chlorinated  paraffin  hydro¬ 
carbon  and  that  therefore  Gallsworthy  may  not  take  ad¬ 
vantage  of  his  admitted  disclosure  of  the  use  of  chlorinated 
paraffin  wax  as  an  additive,  it  is  asserted  in  the  brief  for 
Knutson  et  at.,  first,  that  Galls  worthy’s  disclosure  of  a 
chlorinated  paraffin  base  lubricating  oil  in  his  specifica- 
i  tion  (Joint  App.,  276-7)  is  not  a  disclosure  of  a  chlorinated 
paraffin  hydrocarbon;  and  second,  that  if  this  disclosure 
of  a  chlorinated  paraffin  base  lubricating  oil  is  found  to  be 
a  disclosure  of  a  chlorinated  paraffin  hydrocarbon,  then  the 
count  of  Interference  No.  78,460  becomes  undistinguishable 
i  in  scope  from  the  counts,  for  example,  of  Interference  No. 
69,703,  calling  for  chlorinated  mineral  oil  as  an  additive 
(Knutson  et  al.  Brief,  21-23).  This  argument  is  based 
upon  the  proffered  testimony  of  Dr.  Brooks  (Joint  App., 
147-148),  which  was  excluded  by  the  lower  court.  However, 
even  if  this  testimony  be  considered,  it  supports  neither 
proposition. 

Dr.  Brooks  testified  on  his  direct  examination  (Joint 
App.,  148)  that  the  lubricating  oil  which  Gallsworthy  dis- 
i  closed  as  being  chlorinated  consisted  of  “naphthenes.” 

However,  on  cross-examination  he  admitted  that  these  are 
!  a  species  of  paraffinic  hydrocarbons  properly  called 
“cyclo-paraffins”  (Joint  App.,  155-6).  Hence,  unless  the 
term  “paraffin  hydrocarbons”  be  given  a  specific  interpre¬ 
tation  to  exclude  one  species  of  such  hydrocarbons,  the 
language  of  count  1  of  Interference  78,460  must  be  held 
to  be  applicable  to  Gallsworthy ’s  disclosure  of  chlorinated 
lubricating  oil  as  well  as  that  of  chlorinated  paraffin  wax. 
i  It  has  long  been  the  established  rule  that  claims  in  inter¬ 
ference  must  be  interpreted  broadly  and  specific  limitations 
may  not  be  read  into  them  to  meet  the  wishes  of  a  party. 
Kirby  v.  Clements  (1915,  44  App.  D.  C.  12;  Brown  v. 
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Tomlinson  (1920),  49  App.  D.  C.  310;  265  Fed.  460;  Humis- 
ton  v.  Voorhees  (1927),  57  App.  D.  C.  344,  23  F.  2d  765. 

The  Patent  Office  interpreted  the  term  “chlorinated  paraf¬ 
fin  hydrocarbons”  to  include  Galls  worthy’s  chlorinated 
paraffin  base  lubricating  oil,  as  did  Knutson  et  al.  during 
the  interference  proceedings.  After  consideration  of  Dr. 
Brooks’  testimony,  the  trial  court  made  findings  in  accord 
with  those  of  the  Patent  Office  tribunals  (Finding  17; 
Joint  App.  96).  In  fact,  Dr.  Brooks’  testimony  defeats 
both  propositions  set  up  by  counsel  for  Knutson  et  al.,  for 
it  shows  not  only  that  the  paraffin  base  lubricating  oil  which 
was  chlorinated  according  to  the  Galsworthy  disclosure 
comprised  paraffin  hydrocarbons,  but  also  that  these  paraf¬ 
fin  hydrocarbons  were  specifically  different  from  those 
contained  in  paraffin  wax.  This  testimony  therefore  does 
not  disturb  the  findings  of  the  Patent  Office  that  the  counts 
of  the  various  interferences  were  patentably  distinct  from 
one  another. 


As  pointed  out  in  Finding  No.  27  (Joint  App.^  101),  no 
substantial  evidence  has  been  presented  to  overcome  the 
findings  of  the  Patent  Office  that  the  various  counts  of  the 
interferences  involved  here  are  patentable  and  distin¬ 
guished  patentably  from  each  other.  No  art  has  been  pre¬ 
sented  which  was  not  before  the  Patent  Office,  and  of  29 

i 

items  of  prior  art  there  considered,  only  the  Lincoln  and 
Henriksen  patent  has  been  referred  to  here.  j 


We  submit  that  the  purpose  of  appellants  in  raising 
questions  of  patentability  here  is  not  to  secure  in  fact 
an  adjudication  upon  the  patentability  of  the  issues,  but 
to  secure  the  claims  for  themselves  by  eliminating  Gails- 
worthv  as  a  contestant.  We  submit  also  that  suqh  a  pal¬ 
pable  effort  to  misuse  the  issue  of  validity  should  not  suc¬ 
ceed.  Irrespective  of  the  Lincoln  and  Henriksen  patent, 
if  appellants  canot  show  priority  over  Gallsworthy,  they 
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can  in  no  case  be  allowed  to  have  a  patent  containing  any 
of  the  claims  involved  here,  for  Gallsworthy  is  the  prior 
inventor.  If  the  Lincoln  and  Henriksen  patent  is  a  bar  to 
Gallsworthy  securing  the  claims  or  any  of  them  (and  this 
we  do  not  admit),  it  is  likewise  a  bar  to  both  appellants. 

Conclusion. 

We  submit  that  the  awards  of  priority  to  Gallsworthy 
in  all  of  the  interferences  involved  here  should  be  sustained, 
and  that  no  other  party  can  be  held  to  be  entitled  to  re¬ 
ceive  a  patent  on  the  inventions  involved. 

We  submit  also  that  no  adequate  evidence  has  been  pre¬ 
sented  for  holding  the  inventions  here  involved  to  be  un¬ 
patentable  to  Gallsworthy,  and  that  the  holding  of  the 
trial  court  that  Gallsworthy  is  entitled  to  receive  a  patent 
on  the  inventions  involved  should  be  sustained. 

Respectfully  submitted, 

Benjamin  B.  Schneider, 

Lee  B.  Kempn, 

Attorneys  for  Gallsworthy  and 
The  Texas  Company. 

R.  J.  Dearborn, 

Daniel  Stryker, 

Max  Dressler, 

Of  Corns  el. 
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227  Civil  Action  No.  19,801  for  Issuance  of  a  Patent 

(R.S.  Sec.  4915) 

BILL  OB'  COMPLAINT 

TO  THE  HONORABLE  JUDGES  OB'  THE  DISTRICT 
COURT  OF  THE  UNITED  STATES  FOR  THE 
DISTRICT  OF  COLUMBIA 

The  Plaintiffs  herein  for  their  bill  of  complaints  state: 

JURISDICTION 

228  1.  That  this  action  arises  under  United  States 
Code,  Title  35,  Sec.  63  (Revised  Statutes,  Sec.  4915), 

as  amended;  and  jurisdiction  in  this  court  arises  under 
United  States  Code,  Title  35,  Sec.  72a. 

PARTIES 

2.  That  plaintiff  Benjamin  Gallsworthy,  a  resident  of 
the  City  of  Phoenix,  County  of  Maricopa,  State  of  Ari¬ 
zona,  is  the  inventor  named  in  his  patent  application  en¬ 
titled  Lubricants/  *  filed  in  the  United  States  Patent  Of¬ 
fice  on  December  9,  1932,  and  bearing  Serial  No.  646,491, 
and  is  the  original  and  first  inventor  of  the  invention  dis¬ 
closed  and  claimed  in  said  application. 

1  3.  That  plaintiff  The  Texas  Company  is  a  corporation 

incorporated  under  the  laws  of  the  State  of  Delaware,  and 
having  a  regular  and  established  place  of  business  at  135 
Bjast  42nd  Street,  City  of  New  York,  County  of  New  York, 
State  of  New  York. 

4.  That  simultaneously  with  the  execution  of  said  ap¬ 
plication  which  was  given  Serial  No.  646,491,  the  said  Ben¬ 
jamin  Gallsworthy  duly  executed  and  delivered  to  the  cor¬ 
poration  then  bearing  the  name  The  Texas  Company,  which 
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was  a  corporation  incorporated  under  the  laws  of  the 
State  of  Delaware  and  a  subsidiary  of  The  Texas  Cor¬ 
poration,  then  a  corporation  incorporated  under  the  laws 
of  the  State  of  Delaware,  an  assignment  of  the  entire  right, 
title  and  interest  in  and  to  the  invention  described  in  said 
application;  that  said  assignment  was  duly  recorded  in 
the  United  States  Patent  Office  on  or  about  October  3, 1941 ; 
that  The  Texas  Company  to  which  the  invention  described 
in  said  application  was  assigned,  in  order  to  facili- 
229  tate  a  merger  of  The  Texas  Company;  into  its  par¬ 
ent,  The  Texas  Corporation,  duly  executed  and  de¬ 
livered  to  The  Texas  Corporation  an  assighment  of  all 
The  Texas  Company’s  right,  title  and  interest  in  and  to 
the  invention  described  in  said  application ;  that  under  sec¬ 
tion  59A  of  the  Corporation  Laws  of  the  State  of  Dela¬ 
ware,  The  Texas  Company  was  merged  into  The  Texas 
Corporation  on  November  1,  1941,  which  latter  corpora¬ 
tion  thereupon  assumed  the  name  The  Texas  Company, 
and  under  this  name  is  a  plaintiff  herein;  profert  of  said 
assignments  being  hereby  made. 

5.  That  defendant  John  W.  Wolfe,  upon  j  information 
and  belief,  is  a  resident  of  Ponca  City,  County  of  Kay, 
State  of  Oklahoma,  and  is  Administrator  de  bonis  non  of 
the  Estate  of  Alfred  Henriksen  (deceased) ;  that  defend 
ants  Waldo  L.  Steiner  and  Bert  H.  Lincoln,  ujion  informa¬ 
tion  and  belief,  are  residents  of  Ponca  City!  County  of 
Kay,  State  of  Oklahoma,  and  jointly  with  said  Alfred  Hen¬ 
riksen  filed  an  application  for  Letters  Patent  of  the  United 
States,  Serial  No.  673,020,  on  May  26,  1933,  for  “Lubri¬ 
cating  Oil.” 

6.  That  defendant  The  Lubri-Zol  Development  Cor¬ 
poration,  upon  information  and  belief,  is  a  corporation  in¬ 
corporated  under  the  laws  of  the  State  of  Delaware,  has 
a  regular  and  established  place  of  business  at  the  City  of 
Cleveland  (Euclid  Station),  County  of  Cuyahoga,  State  of 
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Ohio,  and  is  the  owner  of  the  title  to  said  application  Ser¬ 
ial  No.  673,020. 

7.  That  defendant  The  Lubri-Zol  Corporation,  upon  in¬ 
formation  and  belief,  is  a  corporation  incorporated  under 
the  laws  of  the  State  of  Ohio,  has  a  regular  and  established 
place  of  business  at  the  City  of  Cleveland  (Euclid  Sta¬ 
tion),  County  of  Cuyahoga,  State  of  Ohio,  and  is  the  ex¬ 
clusive  licensee  under  said  application  Serial  No.  673,- 
020. 

230  8.  That  no  other  persons  or  organizations  own¬ 

ing  an  interest  in  the  said  Henriksen,  Steiner  and 
Lincoln  application  Serial  No.  673,020  are  at  present  known 
to  plaintiffs,  but  if  such  persons  or  organizations  exist 
they  are  invited  to  appear  and  answer  in  this  suit. 

9.  That  defendant  Amost  T.  Knutson,  upon  information 
and  belief,  is  a  resident  of  the  City  of  Midland,  County  of 
Midland,  State  of  Michigan,  and  jointly  with  one  LeGrand 
Morell  (deceased)  filed  an  application  for  Letters  Patent 
of  the  United  States,  Serial  No.  733,452,  on  July  2,  1934, 
for  “Cutting  Oil.” 

10.  That  defendant  The  Dow  Chemical  Company,  upon 
information  and  belief,  is  a  corporation  incorporated  un¬ 
der  the  laws  of  the  State  of  Michigan,  has  a  regular  and 
established  place  of  business  at  the  City  of  Midland, 
County  of  Midland,  State  of  Michigan,  and  is  the  owner 
of  the  title  to  said  application  Serial  No.  733,452. 

11.  That  no  other  persons  or  organizations  owning  an 
interest  in  the  said  Morell  and  Knutson  application  Serial 
No.  733,452  are  at  present  known  to  plaintiffs,  but  if  such 
persons  or  organizations  exist  they  are  invited  to  appear 
and  answer  in  this  suit. 

12.  That  defendant  Samuel  J.  Cohen,  upon  informa¬ 
tion  and  belief,  is  a  resident  of  the  City  of  Rochester, 
County  of  Monroe,  State  of  New  York,  and  tiled  an  ap¬ 
plication  for  Letters  Patent  of  the  United  States,  Serial 
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No.  082,634,  on  July  28,  1933,  for  “Extreme  Pressure 
Lubricants.” 

13.  That  no  other  persons  or  organizations  owning  an 
interest  in  said  Cohen  application  Serial  No.  682,634  are 
at  present  known  to  plaintiffs,  but  if  such  persons  or  or¬ 
ganizations  exist  they  are  invited  to  appear]  and  answer 
in  this  suit. 

231  GROUNDS  OF  COMPLAINT  j 

14.  That  on  or  about  J  uly  11,  1940,  the  Commis¬ 
sioner  of  Patents  declared  an  interference,  No.  78,460,  be¬ 
tween  the  aforesaid  application  of  Benjamin  Gallsworthy, 
Serial  No.  646,491,  and  the  aforesaid  application  of  Hen- 
riksen,  Steiner  and  Lincoln,  Serial  No.  673,020,  and  the 
aforesaid  application  of  Morell  and  Knutson^  Serial  No. 
733,452,  and  the  aforesaid  application  of  Samuel  J.  Cohen, 
Serial  No.  682,634,  and  an  application  of  Carl  F.  Prutton 
for  “Lubricating  Compositions,”  Serial  No.  46,776,  filed 
October  25,  1935,  and  an  application  of  David  R.  Merrill 
for  “Extreme  Pressure  Lubricants,”  Serial  No.  745,169, 
filed  September  22,  1934,  and  an  application  of  Leonard  R. 
Churchill,  John  E.  Schott  and  Stanley  P.  Waugh  for  “Lu¬ 
bricants  and  Process  of  Making  the  Same,”,  Serial  No. 
653,664,  filed  January  26,  1933;  that  the  interference  was 
declared  pursuant  to  a  decision  rendered  on  or  about  May 
18,  1940  by  the  Primary  Examiner  on  a  Motion  to  Add 
Counts  brought  by  the  party  Morell  and  Knutson  in  a 
related  interference — i.e.,  Interference  No.  69,703. 

15.  That  the  interference,  No.  78,460,  proceeded  upon 
the  following  counts: 

Count  1.  A  composition  of  matter  comprising  a  min¬ 
eral  lubricating  oil  and  a  relatively  small  proportion  of  a 
substantially  non-volatile  chlorinated  paraffin  hydrocarbon 
as  essential  ingredients. 
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Count  2.  A  composition  of  matter  comprising  a  mineral 
lubricating  oil  and  a  small  percentage  of  chlorine  in  chem¬ 
ical  combination  with  a  fluid  fraction  of  petroleum,  the 
compounds  formed  being  substantially  non-volatile. 

16.  That  on  or  about  April  8,  1942,  the  Board  of  In¬ 
terference  Examiners  of  the  United  States  Patent  Office 
adjudged  that  none  of  the  junior  parties  Carl  F.  Prut- 

ton,  David  R.  Merrill,  and  Leonard  R.  Churchill, 
232  John  E.  Schott  and  Stanley  P.  Waugh  was  the 
first  inventor  of  the  subject  matter  in  issue  in  said 
interference,  said  parties  Prutton,  Merrill,  and  Churchill, 
Schott  and  Waugh  having  failed  to  make  any  showing 
\vhy  judgment  on  the  record  should  not  be  rendered 
against  them  in  view  of  their  failure  to  take  any  testi¬ 
mony;  the  proceedings  was  thereupon  terminated  by  the 
Board  of  Interference  Examiners  as  to  the  parties  Prut¬ 
ton,  Merrill,  and  Churchill,  Schott  and  Waugh. 

17.  That  the  plaintiffs  presented  to  the  Commissioner 
of  Patents  proof  establishing  that  Benjamin  Gallsworthy 
is  the  original  and  first  inventor  of  the  subjects  matter  of 
said  interference  as  defined  in  the  above  counts,  and,  after 
due  proceedings  had,  the  Board  of  Interference  Exam¬ 
iners  in  the  Patent  Office,  in  a  decision  dated  February  26, 
1943,  awarded  priority  as  to  Count  1  to  LeGrand  Morell 
and  Amos  T.  Knutson,  and  as  to  Count  2  to  Benjamin 
Gallsworthy. 

18.  That  a  Petition  for  Reconsideration  of  the  decision 
of  the  Board  of  Interference  Examiners  filed  by  the  party 
Morell  and  Knutson  and  a  Petition  for  Reconsideration 
filed  by  the  party  Gallsworthy  vrere  considered  by  the 
Board  of  Interference  Examiners  in  a  decision  dated 
March  25,  1943,  but  the  holdings  made  in  the  decision  of 
February  26,  1943  were  adhered  to.  A  Petition  for  Re¬ 
consideration  of  the  decision  of  the  Board  of  Interference 
Examiners  dated  February  26,  1943  filed  by  the  party 


<  I 

I 

I 

Colien  was  considered  by  the  Board  of  Interference  Ex¬ 
aminers  in  a  decision  dated  April  19, 1943,  but  the  holdings 
made  in  the  decision  of  February  26, 1943  weie  adhered  to. 

19.  That  the  Commission  of  Patents  has  refused  plain¬ 
tiffs  a  patent  for  the  subject  matter  of  Count1 1  of  said  in¬ 
terference. 

233  20.  That  plaintiff  Benjamin  Galls  worthy  on 

April  14,  1943  filed  with  the  Commissioner  of  Pat¬ 
ents  a  Notice  of  Appeal  to  the  United  States  Court  of 
Customs  and  Patent  Appeals  from  said  decision  of  the 
Board  of  Interference  Examiners  of  February  26,  1943 
and  the  Response  to  the  Petition  for  Reconsideration 
thereof  rendered  by  the  Board  of  Interference  Examin¬ 
ers  on  or  about  March  25,  1943.  On  or  about  April  24, 
1943  the  parties  Morell  and  Knutson  and  Henriksen,  Steiner 
and  Lincoln,  and  on  or  about  April  27,  1943  the  party 
Cohen,  filed  Notice  of  Election  under  Revised  Statutes 
Sec.  4911  (U.S.C.,  Title  35,  Sec.  59a)  to  have  all  further 
proceedings  in  the  said  interference  conducted  as  provided 
in  Revised  Statutes  Sec.  4915  (U.S.C.,  Title  35,  Sec.  63), 
and  on  or  about  May  10,  1943  the  United  States  Court  of 
Customs  and  Patent  Appeals  entered  an  order  dismissing 
the  said  appeal  of  plaintiff  Benjamin  Gallsworthy. 

21.  That  plaintiff  Benjamin  Gallsworthy  verily  be¬ 
lieves  himself  to  be  the  original,  first  and  sole  inventor 
of  the  improvements  described  and  claimed  in  his  afore¬ 
said  patent  application  Serial  No.  646,491,  including  the 
above  counts  of  the  interference. 

WHEREFORE,  plaintiffs  pray  this  Honorable  Court : 

1.  To  decree  Benjamin  Gallsworthy  to  be  the  original 
and  first  inventor  of  the  subject  matter  of  Count  1  of  the 
interference. 

2.  To  authorize  and  direct  the  Commissioner  of  Pat¬ 
ents  to  issue  to  plaintiff  The  Texas  Company,  as  assignee 
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of  Benjamin  Gallsworthy,  a  patent  including  both  counts 
of  the  interference. 

234  3.  For  costs  and  such  further  relief  as  equity 

may  require. 

Benjamin  Gallsworthy 
The  Texas  Company 


By  Lee  B.  Kemon 

Local  Attorney  for 
Plaintiffs ' 

1331  G  Street,  N.  W. 
Washington,  D.  C. 

R.  J.  Dearborn 
Daniel  Stryker 
Solicitors  and  of  Counsel 
135  East  42nd  Street 
New  York,  N.  Y. 

Benjamin  B.  Schneider 
Solicitor  and  of  Counsel 
105  West  Adams  Street 
Chicago,  Illinois 

•  •  •  • 


240  ANSWER  AND  COUNTER-CLAIM  BY 

DEFENDANTS  AMOS  T.  KNUTSON 
and  THE  DOW  CHEMICAL  COMPANY 

L  ANSWER 

The  defendants  herein  for  their  answer  to  the  Bill  of 
Complaint  say: 

241  1.  Defendants  admit  the  allegations  of  Para¬ 
graph  1  of  the  Complaint. 

2.  With  respect  to  Paragraph  2  of  the  Complaint,  de¬ 
fendants  deny  that  Benjamin  Gallsworthy  is  the  original 
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and  first  inventors  of  the  invention  disclosed  and  claimed 
in  the  identified  application,  and  admit  the  remaining  al¬ 
legations  in  said  Paragraph. 

3.  Defendants  admit  the  allegations  of  paragraph  3 
of  the  Complaint. 

i 

4.  With  respect  to  Paragraph  4  of  the  Complaint,  de¬ 
fendants  are  without  sufficient  information  tp  form  belief 
as  to  the  allegations  thereof,  and,  therefore,  deny  the  same. 

i 

i 

5.  Defendants  admit  the  allegations  of  Paragraph  5  of 
the  Complaint. 

t>.  Defendants  admit  the  allegations  of  Paragraph  6  of 
the  Complaint. 

7.  Defendants  admit  the  allegations  of  Paragraph  7  of 

the  Complaint.  : 

! 

8.  Defendants  admit  the  allegations  of  Paragraph  8  of 
the  Complaint. 

I 

9.  Defendants  admit  the  allegations  of  Paragraph  9  of 

the  Complaint.  j 

10.  Defendants  admit  the  allegations  of  Paragraph  10 
of  Complaint. 

! 

11.  Defendants  admit  the  allegations  of  Paragraph  11 
of  the  Complaint. 

242  12.  Defendants  admit  the  allegations  of  Para¬ 

graph  12  of  the  Complaint. 

13.  Defendants  admit  the  allegations  of  Paragraph  13 

of  the  Complaint.  ! 

14.  Defendants  admit  the  allegations  of  Paragraph  14 

of  the  Complaint.  i 

1 

15.  Defendants  admit  the  allegations  of  Paragraph  15 
of  the  Complaint. 

i 

! 


I 
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16.  Defendants  admit  the  allegations  of  Paragraph  1(1 
of  the  Complaint. 

17.  With  respect  to  Paragraph  17  of  the  Complaint, 
defendants  deny  that  plaintiffs  presented  to  the  Commis¬ 
sioner  of  Patents  proof  establishing  that  Benjamin  Galls- 
worthy  is  the  original  and  first  inventor  of  the  subject 
matter  of  said  interference  as  defined  by  the  counts,  and 
admit  the  remaining  allegations  of  said  Paragraph  17. 

18.  Defendants  admit  the  allegations  of  Paragraph  18 
of  the  Complaint. 

19.  With  respect  to  Paragraph  19  of  the  Complaint, 
defendants  admit  that  the  Commissioner  of  Patents  has 
refused  plaintiffs  a  patent  for  the  subject  matter  of  count 
1  of  the  interference,  but  deny  that  plaintiffs  are  entitled 
to  a  patent  for  the  subject  matter  of  Count  1  of  said  in¬ 
terference. 

20.  Defendants  admit  the  allegations  of  Paragraph  20 
of  the  Complaint. 

21.  The  Patent  Office  has  already  held  in  a  decision 
by  the  Primary  Examiner  dated  September  4,  1936,  Paper 
No.  58  in  aforesaid  Interference  No.  69,703,  to  the  effect 
that  Benjamin  Gallsworthy  is  not  the  original  and  first 
inventor  of  the  subject  matter  of  Count  1  of  Interference 

No.  78,460  in  view  of  the  following  prior  art  patent : 
243  Lincoln,  et  al  1,945,615  February  6, 1934  and  from 
such  decision  Benjamin  Gallsw'orthy  took  no  appeal. 

22.  Defendants  deny  that  Benjamin  Gallsworthy  is  the 
original,  first,  and  sole  inventor  of  the  improvements  de¬ 
scribed  and  claimed  in  his  aforesaid  patent  application 
Serial  No.  646,491,  including  the  above  counts  of  the  inter¬ 
ference. 

WHEREFORE,  defendants  Amos  T.  Knutson  and  The 
Dow  Chemical  Company  pray: 
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1.  That  the  Complaint  be  dismissed  with  costs. 

2.  For  such  other  and  further  relief  as  may  be  just. 

i 

Amos  T.  Knutson^  and 
The  Dow  Chemical  Company 

By  Almon  S.  Nelson 
Local  Attorney 

1050  Earl  Building 
Washington,  I).  C. 

! 

Griswold  &  Burdick 

i 

Solicitors  and  of  Counsel 

i 

| 

c/o  The  Dow  Chemical  Company 
Midland,  Michigan 

II.  COUNTER-CLAIM  ■ 

i 

Come  now  the  defendants  Amos  T.  Knutson  and  The 
Dow  Chemical  Company,  and  for  their  counter-claim 
states :  j 

i 

1.  That  defendants  presented  to  the  Commissioner  of 
Patents  proof  establishing  that  LeGrand  Morell  and  Amos 
T.  Knutson  are  the  original,  first,  and  joint  inventors  of 
the  subject  matter  of  said  interference  as  defined  in  the 
above  counts,  and,  after  due  proceedings  had,  the  Board 
of  Interference  Examiners  in  the  Patent  Office,  in  a  deci¬ 
sion  dater  February  26,  1943,  awarded  priority  as  to 
Count  1  to  LeGrand  Morell  and  Amos  T.  Knutson,  and  as 
to  Count  2  Benjamin  Gallsworthy.  j 
244  2.  That  the  Commissioner  of  Patents  has  refused 

defendants  a  patent  for  the  subject  matter  of  Count 
2  of  said  interference. 

3.  That  defendants  verily  believe  LeGrand  Morell  and 
Amos  T.  Knutson  to  be  the  original,  first,  and  joint  in¬ 
ventors  of  the  improvements  described  and  claimed  in  his 
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aforesaid  patent  application  Serial  No.  733,452,  including 
the  above  counts  of  the  interference. 

WHEREFORE,  defendants  Amos  T.  Knutson  and  The 
Dow  Chemical  Company  pray  this  Honorable  Court : 

1.  To  decree  LeGrand  Morell  and  Amos  T.  Knutson 
to  be  the  original,  first,  and  joint  inventors  of  the  subject 
matter  of  both  counts  of  the  interference. 

2.  To  authorize  and  direct  the  Commissioner  of  Pat¬ 
ents  to  issue  to  defendant,  The  Dow  Chemical  Company, 
as  assignee  of  LeGrand  Morell  and  Amos  T.  Knutson,  a 
patent  including  both  counts  of  the  interference. 

3.  For  costs  and  such  further  relief  as  equity  may  re¬ 
quire. 

Amos  T.  Knutson,  and 
The  Dow  Chemical  Company 

By  Almon  S.  Nelson 
Local  Attorneys 

Almon  S.  Nelson 
1050  Earle  Building 
Washington,  D.  C. 

Griswold  and  Burdick 
Solicitors  and  of  Counsel 

c/o  The  Dow  Chemical  Company 
Midland,  Michigan 


IS 


245  ANSWER  AND  COUNTER-CLAIM  BY 

DEFENDANT  SAMUEL  J.  COHEN 

| 

i 

L  ANSWER 

Defendant  Cohen  for  his  answer  to  the  Bill  of  Complaint 
says: 

240  1.  Defendant  Cohen  admits  the  allegations  of 

Paragraph  1  of  the  Complaint. 

2.  With  respect  to  Paragraph  2  of  the  Complaint,  de¬ 
fendant  Cohen  denies  that  Benjamin  Gallsworthy  is  the 
original  and  first  inventor  of  the  invention  disclosed  and 
claimed  in  the  identified  application  but  admits  the  remain¬ 
ing  allegations  in  said  paragraph. 

3.  Defendant  Cohen  admits  the  allegation  of  Para¬ 
graph  3  of  the  Complaint. 

4.  With  respect  to  Paragraph  4  of  the  Complaint  de¬ 
fendant  Cohen  does  not  have  sufficient  information  to  form 
a  belief  regarding  the  allegations  thereof,  and  therefore 
denies  the  same. 

0.  Defendant  Cohen  admits  the  allegations  of  Para¬ 
graphs  numbered  5  to  16  inclusive. 

6.  With  respect  to  Paragraph  17  of  the  Complaint  de¬ 
fendant  Cohen  denies  that  plaintiffs  presented  to  the  Com¬ 
missioner  of  Patents  proof  establishing  that  Benjamin 
Gallsworthy  is  the  original  and  first  inventor  I  of  the  sub¬ 
ject-matter  of  said  interference  as  defined  by  the  counts 
Defendant  Cohen  admits  that  the  Board  of  Interference 
Examiners  in  a  decision  dated  February  26,  1943  awarded 
priority  as  to  count  1,  to  LeGrand  Morell  and  Amos  T. 
Knutson  and  as  to  count  2,  to  Benjamin  Gallsworthy,  but 
denies  that  such  decision  was  duly  and  properly  entered. 

7.  Defndant  Cohen  admits  the  allegations  of  Para¬ 
graph  18  of  the  Complaint.  j 
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8.  With  respect  to  Paragraph  19  of  the  Complaint  de¬ 
fendant  Cohen,  admits  that  the  Commissioner  of  Patents 
has  refused  to  plaintiff  a  patent  for  the  subject-matter  of 
count  1  of  the  interference,  but  denies  that  plaintiff  is  en¬ 
titled  to  a  patent  for  the  subject-matter  of  either 
247  count  1  or  2  of  the  interference. 

9.  Defendant  Cohen  admits  the  allegations  of 
Paragraph  20  of  the  Complaint. 

10.  Defendant  Cohen  denies  that  plaintiff  Benjamin 
Gallsworthy  is  the  original,  first  and  sole  inventor  of  the 
improvements  described  and  claimed  in  his  aforesaid  pat¬ 
ent  application  Ser.  No.  646,491  and  specifically  denies 
that  he  is  the  original,  first  and  sole  inventor  of  the  im¬ 
provements  identified  and  claimed  in  the  above  counts  of 
the  interference. 

WHEREFORE,  Defendant  Samuel  J.  Cohen  prays: 

1.  That  the  Complaint  be  dismissed  with  costs. 

2.  For  such  other  and  further  relief  as  may  be  just, 

i  Samuel  J.  Cohex 

By  Verxon  M.  Dorsey 
,  His  Attorney 

National  Press  Building 
Washington,  D.  C. 

11.  COUNTER-CLAIM 

Now  comes  the  defendant  Samuel  J.  Cohen  and  for  his 
counter-claim  states: 

1.  That  this  defendant  presented  to  the  Commissioner 
of  Patents  proof  establishing  that  he  is  the  original,  first 
and  sole  inventor  of  the  subject-matter  of  said  interference 
as  defined  in  the  above  counts,  where  as  the  Board  of  Ex¬ 
aminers  in  the  Patent  Office  in  a  decision  dated  Febru- 
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i 

ary  26th,  1943  awarded  priority  as  to  count  1  to 
248  LeGrand  Morrel  and  Amos  T.  Knutson  and  as  to 
count  2  to  Benjamin  Gallsworthy. 

2.  That  the  Commissioner  of  Patents  lias  refused  this 
defendant  a  patent  for  the  subject-matter  of  said  interfer¬ 
ence  as  defined  in  the  said  counts. 

3.  That  this  defendant  verily  believes  that  he  is  the 
original,  first  and  sole  inventor  of  the  improvements  de¬ 
scribed  and  claimed  in  his  patent  application  §er.  No.  682,- 
634  filed  July  28, 1933  for  ‘‘Extreme  Pressure  Lubricants” 
including  the  above  counts  of  the  interference: 

i 

WHEREFORE,  defendant  Samuel  J.  Cohen  prays  this 
Honorable  Court: 

i 

i 

1.  To  decree  him  to  be  the  original,  first  and  sole  in¬ 
ventor  of  the  subject-matter  of  both  counts  of  the  inter¬ 
ference. 

2.  To  authorize  and  direct  the  Commissioner  of  Pat¬ 
ents  to  issue  to  him  a  patent  including  both  counts  of  the 
Interference. 

3.  For  costs  and  such  further  relief  as  may  be  proper 
in  the  premises. 

! 

Samuel  J.  Cohen  j 

By  Vernon  M.  Dorsey 

His  Attorney  j 

1 

National  Press  Building 

Washington,  D.  C. 

Alan  N.  Mann 
Of  Counsel 

155  East  44th  Street  j 

New  York  City  17,  New  York 

*  *  *£ 


I 
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251  REPLY  TO  COUNTER-CLAIM  OP  DE¬ 

FENDANTS  AMOS  T.  KNUTSON  AND 
THE  DOW  CHEMICAL  COMPANY 

The  plaintiffs  herein,  for  their  reply  to  the  counter-claim 
of  Amos  T.  Knutson  and  The  Dow  Chemical  Company, 
say: 

1.  With  respect  to  Paragraph  1  of  said  counter-claim, 
plaintiffs  deny  that  said  defendants  presented  to  the  Com¬ 
missioner  of  Patents  proofs  establishing  that  LeGrand 
Morell  and  Amos  T.  Knutson  are  the  original,  lirst  and 
joint  inventors  of  the  subject  matter  of  said  interference 
as  defined  in  said  counts,  and  admit  the  remaining  allega¬ 
tions  of  said  paragraph. 

1  2.  Plaintiffs  admit  the  allegations  of  Paragraph  2  of 
said  counter-claim. 

252  3.  With  respect  to  Paragraph  3  of  said  counter¬ 
claim,  plaintiffs  deny  that  LeGrand  Morell  and 

Amos  T.  Knutson  are  or  were  the  original,  first  and  joint 
inventors  of  the  improvements  described  and  claimed  in 
the  said  patent  application  Serial  No.  673,020  or  in  any 
other  patent  application  including  Serial  No.  733,452,  in¬ 
cluding  the  said  counts  of  said  interference  and  deny  that 
said  application  Serial  No.  673,020  is  the  application  of 
said  LeGrand  Morell  and  Amos  T.  Knutson;  as  to  the 
averment  of  the  belief  of  said  defendants,  plaintiffs  are 
without  knowledge  or  information  sufficient  to  form  a  be¬ 
lief  as  to  the  truth  thereof. 

WHEREFORE,  plaintiffs  Benjamin  Gallsworthy  and 
The  Texas  Company  pray  this  Honorable  Court: 

1.  To  dismiss  the  said  counter-claim. 
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2.  For  costs  and  such  further  relief  as  equity  may  re¬ 
quire. 

Benjamin  Gallsworthy 

The  Texas  Company 

i 

By  Benjamin  B.  Schneider 
105  West  Adams  Street 
Chicago,  Illinois  1 

Lee  B.  Kemon 

1331  G  Street,  N.  W. 
Washington,  D.  C. 

Attorneys  for  Plaintiffs 


253  REPLY  TO  COUNTER-CLAIM  OF  DE¬ 

FENDANT  SAMUEL  J.  COHEN 

Tile  plaintiffs,  Benjamin  Gallsworthy  and'  The  Texas 
Company,  for  their  reply  to  the  counterclaim  of  defend¬ 
ant  Samuel  J.  Cohen,  say: 

1.  With  respect  to  Paragraph  1  of  said  counterclaim, 
plaintiffs  deny  that  said  defendant  presented  to  the  Com¬ 
missioner  of  Patents  proof  establishing  that  Said  defend¬ 
ant  is  the  original,  first  and  sole  inventor  of  the  subject 
matter  of  said  interference  as  defined  in  the  said  counts, 
and  admit  the  remaining  allegations  of  said  paragraph. 

2.  Plaintiffs  admit  the  allegations  of  Paragraph  2  of 
said  counterclaim. 

i 

3.  With  respect  to  Paragraph  3  of  said  counter-claim, 
plaintiffs  deny  that  said  defendant  Samuel  J.  Cohen 

254  is  or  was  the  original,  first  and  solo  inventor  of  the 
improvements  described  and  claimed  in  his  patent 

appplication  Serial  No.  682,634,  filed  July  28,  1933,  for 
“Extreme  Pressure  Lubricants/ 1  including  the  said  counts 
of  the  interference;  as  to  the  averments  of  thp  belief  of 


i 
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said  defendant,  plaintiffs  are  without  knowledge  or  in¬ 
formation  sufficient  to  form  a  belief  as  to  the  truth  thereof. 

WHEREFORE,  plaintiffs  Benjamin  Gallsworthj  and 
The  Texas  Company  pray  this  Honorable  Court  : 

1.  To  dismiss  the  said  counterclaim. 

i 

2.  For  costs  and  such  further  relief  as  equity  may  re¬ 
quire. 

Benjamin  Gallsworthy 
The  Texas  Company 

By  Benjamin  B.  Schneider 
105  West  Adams  Street 
Chicago  3,  Illinois 

Lee  B.  Kemon 

1331  G  Street,  N.  W. 
Washington  5,  D.  C. 

Attorneys  for  Plaintiffs 

#  *  *  * 


257  REPLY  BY  DEFENDANTS  AMOS  T. 

KNUTSON  AND  THE  DOW  CHEMI¬ 
CAL  COMPANY  TO  COUNTER¬ 
CLAIM  OF  DEFENDANT  SAM¬ 
UEL  J.  COHEN 

The  undersigned  defendants,  Amos  T.  Knutson  and  The 
Dow  Chemical  Company,  for  their  reply  to  the  counter¬ 
claim  of  defendant,  Samuel  J.  Cohen,  say : 

258  1.  With  respect  to  Paragraph  1  of  said  counter¬ 
claim,  the  undersigned  defendants  deny  that  said 

Samuel  J.  Cohen  presented  to  the  Commissioner  of  Pat¬ 
ents  proof  establishing  that  he  is  the  original,  first,  and 
sole  inventor  of  the  subject  matter  of  said  interference 
as  defined  in  the  said  counts,  and  admit  the  remaining  al¬ 
legations  of  said  Paragraph. 
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2.  The  undersigned  defendants  admit  the  allegations  ol 
Paragraph  2  of  said  counter-claim. 

3.  With  respect  to  Paragraph  3  of  said  counter-claim, 
the  undersigned  defendants  deny  that  Samuel  J.  Cohen  is 
the  original,  first,  and  sole  inventor  of  the  improvements 
described  and  claimed  in  his  patent  application,  Serial  No. 
(>82,634,  filed  July  28,  1933,  for  “Extreme  Pressure  Lubri¬ 
cants/ 7  including  the  above  counts  of  the  interference;  as 
to  the  averment  of  the  belief  of  said  Samuel  J.  Cohen,  the 
undersigned  defendants  are  without  knowledge  or  infor¬ 
mation  sufficient  to  form  a  belief  as  to  the  truth  thereof. 

WHEREFORE,  the  undersigned  defendants  pray  this 
Honorable  Court: 

1.  To  dismiss  the  said  counter-claim.  j 

! 

2.  For  costs  and  such  further  relief  as  equity  may  re¬ 
quire.  1 

Amos  T.  Knutson,  and 

The  Dow  Chemical  Company 

By  Almon  S.  Nelson 

i 

*  *-•  *  *  i 

265  REPLY  BY  DEFENDANT  SAMUEL  J. 

COHEN  TO  COUNTERCLAIM  OF  AMOS 
T.  KNUTSON  AND  THE  DOW 
CHEMICAL  COMPANY  j 

Samuel  J.  Cohen  for  reply  to  the  counter-cilaim  of  de¬ 
fendants  Amos  T.  Knutson  and  the  Dow  Chemical  Com¬ 
pany  says :  j 

1.  With  respect  to  Paragraph  1  of  said  cotmter-claim, 
Samuel  J.  Cohen  denies  that  said  defendants  presented  to 
the  Commissioner  of  Patents  proof  establishing  that  Le- 
Grand  Morell  and  Amos  T.  Knutson  were  the  original. 


20 


lirst  and  joint  inventors  of  the  subject-matter  of  said  in¬ 
terference  as  defined  in  the  said  counts  and  admit  the  re¬ 
maining  allegations  of  said  Paragraph. 

2.  He  admits  the  allegations  of  Paragraph  2  of  said 
counter-claim. 

3.  With  respect  to  Paragraph  3  of  said  counter-claim, 
he  denies  that  LeGrand  Morell  and  Amos  T.  Knutson  are 
the  original,  first  and  joint  inventors  of  the  improvements 
described  and  claimed  in  their  aforesaid  patent  application 
Serial  Number  763,020,  and  specifically  denies  that  they 
are  the  original,  first  and  joint  inventors  of  the  counts  of 

the  above  specified  interference. 

266  WHEREFORE,  Samuel  J.  Cohen  prays  this  Hon¬ 
orable  Court: 


1.  To  dismiss  the  said  counter-claim. 

2.  For  costs  and  such  further  relief  as  may  be  proper 
in  the  premises. 

Samuel  J.  Cohen 


By  Vernon  M.  Dorsey 
Attorney 

891  National  Press 
Building 

Washington,  D.  C. 

Attorney  for  Defendant 
Cohen 


»  #  «►  * 
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422  lx  THE  I 

DISTRICT  COURT  OF  THE  UNITED  STATES 
FOR  THE  DISTRICT  OF  COLUMBIA 

Civil  Action  No.  19,801  ! 

Filed  September  14,  1946 

Charles  E.  Stewart,  Clerk  i 

JlM.MlEBEL  GaLLSWORTHY, 

1 

The  Texas  Company,  i 

Plaintiffs, 

i 

i 

v. 

j 

John  W.  Wolfe  et  al., 

Amos  T.  Knutson  et  al.,  and 
Samuel  J.  Cohen,  ! 

Defendants. 

j 

NOTICE  OF  APPEAL 

i 

i 

Notice  is  hereby  given  that  defendant  Samuel  J.  Cohen 
above  named,  hereby  appeals  to  the  Court  of  Appeals  for 
the  District  of  Columbia  from  the  final  judgment  in  this 
action  dated  June  28,  1946,  and  approved  by  the  Hon.  F. 
Dickinson  Letts,  United  States  District  Judge,  and  filed 
and  entered  on  June  28,  1946,  by  Charles  E.  Stewart,  Clerk 
of  the  United  States  District  Court  for  the  District  of  Co 
lumbia. 

Dated:  September  14,  1946. 

Vernon  M.  Dorsey 

Attorney  for  Samuel  J. 
Cohen,  Defendant 

Office  and  Post  Office 
Address :  j 

National  Press!  Building 
Washington  4,  D.  C. 
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*  *  * 

436  In  the 

DISTRICT  COURT  OF  THE  UNITED  STATES 
FOR  THE  DISTRICT  OF  COLUMBIA 

Civil  No.  19,801 

Filed  September  16,  1946 

Charles  E.  Stewart,  Clerk 

JlMMIEBEL  GaLLSWORTHY, 

The  Texas  Company 

Plaintiff, 


vs. 

John  W.  Wolfe  et  al., 

Amos  T.  Knutson  et  al.,  and 
Samuel  J.  Cohen, 

Defendant. 

NOTICE  OF  APPEAL 

Notice  is  hereby  given  this  16th  day  of  September,  1946. 
that  Amos  T.  Knutson  and  The  Dow  Chemical  Company 
hereby  appeals  to  the  United  States  Court  of  Appeals  for 
the  District  of  Columbia  from  the  judgment  of  this  Court 
entered  on  the  28th  day  of  June,  1946  in  favor  of  Galls- 
!  worthy  and  The  Texas  Company  against  said  Amos  T. 
Knutson  and  The  Dow  Chemical  Company. 

Almon  S.  Nelson 

Attorney  for 

Amos  T.  Knutson  and 
The  Dow  Chemical  Co. 

Room  1050  Earle  Build¬ 

ing, 

Washington  4,  D.  C. 

NAtional  6060 
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443  In  the 

DISTRICT  COURT  OR  THE  UNITED  STATES 
FOR  THE  DISTRICT  OF  COLUMBIA 

Civil  Action  No.  20,052 

Filed  September  14,  1946  j 

Charles  E.  Stewart,  Clerk 
John  W.  Wolfe  et  al., 

Plaintiffs, 

i 

vs. 

j 

Casper  W.  Ooais, 

Samuel  J.  Cohen  et  al., 

Defendants. 

NOTICE  OF  APPEAL 

Notice  is  hereby  given  that  defendant  Samuel  J.  Cohen 
above  named,  hereby  appeals  to  the  Court  of  Appeals  for 
the  District  of  Columbia  from  the  final  judgment  in  this 
action  dated  June  28,  1946,  and  approved  by  the  Hon.  F. 
Dickinson  Letts,  United  States  District  Judges  and  filed 
and  entered  on  June  28, 1946,  by  Charles  E.  Stewart,  Clerk 
of  the  United  States  District  Court  for  the  District  of  Co¬ 
lumbia. 

i 

Dated:  September  14,  1946. 

Vernon  M.  Dorsey  j 

Attorney  for  Samuel  J. 
Cohen,  Defendant 

Office  and  Post  Office 
Address : 

National  Press ;  Building 
Washington  4,  t).  C. 
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437  lx  THE 

DISTRICT  COURT  OF  THE  UNITED  STATES 
FOR  THE  DISTRICT  OF  COLUMBIA 

Civil  No.  20,052 

Filed  September  16,  1946 
Charles  E.  Stewart,  Clerk 
John  W.  Wolfe  et  al., 

Plaintiff, 

vs. 

Casper  W.  Ooms, 

Samuel  J.  Cohex  et  al.,  j 

Defendant. 

NOTICE  OF  APPEAL 

Notice  is  hereby  given  this  16tli  day  of  September,  1946, 
that  Amos  T.  Knutson  and  The  Dow  Chemical  Company 
hereby  appeals  to  the  United  States  Court  of  Appeals  for 
the  District  of  Columbia  from  the  judgment  of  this  Court 
entered  on  the  28th  day  of  June.  1946  in  favor  of  Galls- 
worthy  and  The  Texas  Company  against  said  Amos  T. 
Knutson  and  The  Dow  Chemical  Company. 

Almon  S.  Nelsox 

Attorney  for 
Amos  T.  Knutson  and 
The  Dow  Chemical  Co. 

Room  1050  Earle  Build, - 

!  ing, 

Washington  4,  D.  C. 

NAtional  6060 
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Washington,  D.  C. 

Lee  B.  Kemon 
Attorney  for  Gallsworthy 

1331  G  Street,  N.  W. 
Washington,  D.  C. 


296  DISTRICT  COURT  OF  THE  UNITED  STATES 
FOR  THE  DISTRICT  OF  COLUMBIA 

CIVIL  ACTION  No.  20053  j 

AMOS  T.  KNUTSON  ! 

1210  W.  UNION  Street  > 

Midland,  Michigan 

THE  DOW  CHEMICAL  COMPANY 
Midland,  Michigan 

Plaintiffs, 

v.  | 

HON.  CONWAY  P.  COE 
Commissioner  of  Patents 
Washington,  D.  C. 

i 

BENJAMIN  GALLS  WORTHY 
602  North  18th  Street 
Phoenix,  Arizona  ! 

THE  TEXAS  COMPANY  | 

135  East  42nd  Street 
New  York,  N.  Y. 

JOHN  W.  WOLFE,  j 
Administrator  de  bonis  non  of  the 
Estate  of  Alfred  Henriksen,  ! 
c/o  Legal  Dept.,  Continental  Oil  Col 
Ponca  City,  Oklahoma  i 


i 


i 
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WALDO  L.  STEINER 
415  North  5th 
Ponca  City,  Oklahoma 

BERT  H.  LINCOLN 
920  Overbrook 
Ponca  City,  Oklahoma 

THE  LUBRI-ZOL  DEVELOPMENT  CORPORATION 
Cleveland  (Euclid  Station),  Ohio 

THE  LUBRI-ZOL  CORPORATION 
Cleveland  (Euclid  Station),  Ohio 

SAMUEL  J.  COHEN 
31  Palmerston  Road 
Rochester,  N.  Y. 

Defendants. 

Civil  Action  for  Issuance  of  a  Patent 
(R.S.  Sec.  4915) 

BILL  OF  COMPLAINT 

TO  THE  HONORABLE  JUDGES  OF  THE  DISTRICT 
COURT  OF  THE  UNITED  STATES  FOR  THE  DIS¬ 
TRICT  OF  COLUMBIA 

The  Plaintiffs  herein  for  their  bill  of  complaint  state : 

JURISDICTION 

297  1.  That  this  action  arises  under  United  States 

Code,  Title  35,  Sec.  63  (Revised  Statutes,  Sec.  4915), 
as  amended;  and  jurisdiction  in  this  court  arises  under 
United  States  Code,  Title  35,  Sec.  72a. 

PARTIES 

2.  That  plaintiff  Amos  T.  Knutson  is  a  resident  of  the 
City  of  Midland,  County  of  Midland,  State  of  Michigan,  and 
jointly  "with  one  LeGrand  Morell  (deceased)  filed  an  appli- 
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cation  ior  Letters  Patent  oi‘  tlie  United  States,  Serial 
Xo.  733,452,  on  July  2,  1934,  for  “Cutting  Oil”,  and  that 
said  Knutson  and  Morell  are  the  original,  first  and  joint 
inventors  of  the  invention  disclosed  and  claimed  in  said 
application. 

3.  That  plaintiff  The  Low  Chemical  Company,  is  a  corp¬ 
oration  incorporated  under  the  laws  of  the  State  of  Michi¬ 
gan,  has  a  regular  and  established  place  of  business  at  the 
City  of  Midland,  County  of  Midland,  State  of  Michigan. 

4.  That  simultaneously  with  the  execution  of  said  appli¬ 
cation  which  was  given  Serial  Xo.  733,432,  the  said  Amos 
T.  Knutson  and  LeGrand  Morell  duly  executed  and  deliver¬ 
ed  to  said  The  Dow  Chemical  Company  an  assignment  of 
the  entire  title  and  interest  in  and  to  the  invention  describ¬ 
ed  in  said  application,  and  that  said  assignment  was  duly 
recorded  in  the  United  States  Patent  Office  on  or  about 
February  16,  1938  in  Liber  Y-173  page  239.  i 

3.  That  defendant  Benjamin  Galls  worthy,  upon  informa¬ 
tion  and  belief,  is  a  resident  of  the  City  of  Phoenix,  County 
of  Maricopa,  State  of  Arizona,  and  on  December  9,  1932 
liled  an  application  for  Letters  Patent  of  the  United  States, 
Serial  Xo.  646,491  for  “Lubricants”. 

298  6.  That  defendant  The  Texas  Company,  upon  in¬ 

formation  and  belief,  is  a  corporation  incorporated 
under  the  laws  of  the  State  of  Delaware,  and  having  a  regu¬ 
lar  and  established  place  of  business  at  135  East  42nd 
Street,  City  of  New  York,  County  of  New  Yprk,  State  of 
New  York,  and  is  the  owner  of  the  title  to  said  Gallsworthy 
application,  Serial  No.  646,491. 

7.  That  no  persons  or  organizations,  other  than  the 
named  parties  to  this  cause,  owning  an  interest  in  said 
Gallsworthy  application,  Serial  No.  646,491,  are  at  present 
known  to  plaintiffs,  but  if  such  persons  or  organizations 
exist  they  are  invited  to  appear  and  answer  ini  this  suit. 
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8.  That  defendant  John  W.  Wolfe,  upon  information  and 
belief,  is  a  resident  of  Ponca  City,  County  of  Kay,  State  of 
Oklahoma,  and  is  Administrator  de  bonis  non  of  the  Estate 
of  Alfred  Henriksen  (deceased) ;  that  defendants  Waldo 
L.  Steiner  and  Bert  H.  Lincoln,  upon  information  and  be¬ 
lief,  are  residents  of  Ponca  City,  County  of  Kay,  State  of 
Oklahoma,  and  jointly  with  said  Alfred  Henriksen  tiled  an 
application  for  Letters  Patent  of  the  United  States,  Serial 
Xo.  673,020,  on  May  26,  1933,  for  “ Lubricating  Oil.” 

9.  That  defendant  The  Lubri-Zol  Development  Corpora¬ 
tion,  upon  information  and  belief,  is  a  corporation  in¬ 
corporated  under  the  laws  of  the  State  of  Delaware,  has  a 
regular  and  established  place  of  business  at  the  City  of 
Cleveland  (Euclid  Station),  County  of  Cuyahoga,  State 
of  Ohio,  and  is  the  owner  of  the  title  to  said  application 

Serial  Xo.  673,020. 

299  10.  That  defendant  The  Lubri-Zol  Corporation, 

upon  information  and  belief,  is  a  corporation  in¬ 
corporated  under  the  laws  of  the  State  of  Ohio,  has  a  regu¬ 
lar  and  established  place  of  business  at  the  City  of  Cleve¬ 
land  (Euclid  Station),  County  of  Cuyahoga,  State  of  Ohio, 
and  is  the  exclusive  licensee  under  said  application  Serial 
Xo.  673,020. 

11.  That  no  other  persons  or  organizations  owning  an 
interest  in  the  said  Henriksen,  Steiner  and  Lincoln  appli¬ 
cation  Serial  Xo.  673,020  are  at  present  known  to  plaint¬ 
iffs,  but  if  sucli  persons  or  organizations  exist  they  are  in¬ 
vited  to  appear  and  answer  in  this  suit. 

12.  That  defendant  Samuel  J.  Cohen,  upon  information 
and  belief,  is  a  resident  of  the  City  of  Rochester,  County 
of  Monroe,  State  of  Xew  York,  and  filed  an  application  for 
Letters  Patent  of  the  United  States,  Serial  No.  682,634,  on 
July  28,  1933,  for  “Extreme  Pressure  Lubricants.” 

I  13.  That  no  other  persons  or  organizations  owning  an 
interest  in  said  Cohen  application  Serial  No.  682,634  are 
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at  present  known  to  plaintiifs,  but  if  such  persons  or  or¬ 
ganizations  exist  they  are  invited  to  appear  and  answer  in 
this  suit. 

i 

GROUNDS  OF  COMPLAINT 

II.  That  on  or  about  J  uly  11, 1940,  the  Commissioner  of 
Patents  declared  an  interference,  No.  78,400, j  between  the 
aforesaid  application  of  Morell  and  Knutson  Serial  No. 
733,402  and  the  aforesaid  application  of  Benjamin  Galls- 
worthy,  Serial  No.  040,491,  and  the  aforesaid  application 
of  llenriksen,  Steiner  and  Lincoln,  Serial  No.  073,020,  and 
the  aforesaid  application  of  Samuel  J.  Cohen,  Serial  No. 
082,034,  and  an  application  of  Carl  P.  Pruttonjfor  “Lubri¬ 
cating  Compositions,”  Serial  No.  40,770,  filed  October  25, 
1935,  and  an  application  of  David  R.  Merrill  for  * 4  Extreme 
Pressure  Lubricants,”  Serial  No.  745,1(^9,  liled  Sep- 
300  tember  22,  1934,  and  an  application  of  Leonard  R. 

Churchill,  John  E.  Schott  and  Stanley  P.  Waugh  for 
“Lubricants  and  Process  of  Making  the  Same,”  Serial 
No.  053,004,  liled  January  20,  1933;  that  the  interference 
was  declared  pursuant  to  a  decision  rendered  on  or  about 
May  18,  1940  by  the  Primary  Examiner  on  a  Motion  to 
Add  Counts  brought  by  the  party  Morell  and  Knutson  in 
a  related  interference — i.e.,  Interference  No.  09,703. 

15.  That  the  interference,  No.  7S,400,  proceeded  upon  the 
following  counts:  j 

Count  1.  A  Composition  of  matter  comprising  a  mineral 
lubricating  oil  and  a  relatively  small  proportion  of  a  sub¬ 
stantially  non-volatile  chlorinated  paraffin  hydrocarbon  as 
essential  ingredients. 

Count  2.  A  composition  of  matter  comprising  a  mineral 
lubricating  oil  and  a  small  percentage  of  chlorine  in  chemi¬ 
cal  combination  with  a  fluid  fraction  of  petroleum,  the  com¬ 
pounds  formed  being  substantially  non-volatile. 


i 

! 
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1(5.  That  on  or  about  April  8,  1942,  the  Board  of  Inter¬ 
ference  Examiners  of  the  United  States  Patent  Office  ad¬ 
judged  that  none  of  the  junior  parties  Carl  F.  Prutton, 
David  R.  Merrill,  and  Leonard  R.  Churchill,  J ohn  E.  Schott 
and  Stanley  P.  Waugh  was  the  lirst  inventor  of  the  subject 
matter  in  issue  in  said  interference,  said  parties  Prutton, 
Merrill,  and  Churchill,  Schott  and  Waugh  having  failed 
to  make  any  showing  why  judgment  on  the  record  should 
not  be  rendered  against  them  in  view  of  their  failure  to 
take  any  testimony;  the  proceeding  was  thereupon  termi¬ 
nated  by  the  Board  of  Interference  Examiners  as  to  the 
parties  Prutton,  Merrill,  and  Churchill,  Schott  and  Waugh. 

17.  That  the  plaintiffs  presented  to  the  Commissioner 
of  Patents  proof  establishing  that  said  Morell  and  Knutson 
are  the  original,  first,  and  joint  inventors  of  the  subject 
matter  of  said  interference  as  defined  in  the  above  counts, 
and,  after  due  proceedings  had,  the  Board  of  Interference 

Examiners  in  the  Patent  Office,  in  a  decision  dated 
301  February  20,  1943,  awarded  priority  as  to  Count  1 
to  LeGrand  Morell  and  Amos  T.  Knutson,  and  as  to 
Count  2  to  Benjamin  Gallsworthy. 

18.  That  a  Petition  for  .Reconsideration  of  the  decision 
of  the  Board  of  Interference  Examiners  filed  by  the  party 
Morell  and  Knutson  and  a  Petition  for  Reconsideration 
filed  by  the  party  Gallsworthy  were  considered  by  the 
Board  of  Interference  Examiners  in  a  decision  dated 
March  25,  1943,  but  the  holdings  made  in  the  decision  of 
February  26, 1943  were  adhered  to.  A  Petition  for  Recon¬ 
sideration  of  the  decision  of  the  Board  of  Interference 
Examiners  dated  February  26,  1943  filed  by  the  party 
Cohen  was  considered  by  the  Board  of  Interference  Exam¬ 
iners  in  a  decision  dated  April  19,  1943,  but  the  holdings 
made  in  the  decision  of  February  26,  1943  were  adhered  to. 

19.  That  defendant,  the  Commissioner  of  Patents  has  re¬ 
fused  plaintiffs  a  patent  for  the  subject  matter  of  Count  2 
of  said  interference. 
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20.  That  plaintiffs  verily  believe  LeGrand  Morell  and 
Amos  T.  Knutson  to  be  the  original,  first,  and  joint  inven¬ 
tors  of  the  improvements  described  and  claimed  in  their 
aforesaid  patent  application  Serial  No.  733,452,  including 
the  above  counts  of  the  interference. 

WHEREFORE,  plaintiffs  pray  this  Honorable  Court: 

1.  To  decree  LeGrand  Morell,  and  Amos  T.  Knutson  to 
be  the  original,  first,  and  joint  inventors  of  the  subject  mat¬ 
ter  of  Count  2  of  the  interference.  j 
302  2.  To  authorize  and  direct  the  Commissioner  of 

Patents  to  issue  to  plaintiff,  The  Dow  Chemical  Com¬ 
pany,  as  assignee  of  LeGrand  Morell  and  Amos  T.  Knut¬ 
son,  a  patent  including  both  counts  of  the  interference. 

3.  For  costs  and  such  further  relief  as  equity  may  re¬ 
quire. 

AMOS  T.  KNUTSON  i 
THE  DOW  CHEMICAL  COMPANY 

i 

By  Al.mox  S.  Nelson 
Local  Attorneys 

1050  Earle  Bldg.  j 

Washington,  D.  C. 

Griswold  &  Burdick 

Solicitors  and  of  Counsel  j 

C/O  The  Dow  Chemical  Company 
Midland,  Michigan  ! 


I 

j 

I 

j 

! 

i 

j 

i 
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ANSWER  TO  THE  COMPLAINT  BY  THE  DE- 

303  PENDANT  CONWAY  P.  COE,  COMMISSIONER 

OF  PATENTS. 

To  tlie  Honorable  the  Justices  of  the  District  Court  of 

the  United  States  for  the  District  of  Columbia. 

1.  Defendant  Conway  P.  Coe,  Commissioner  of  Patents, 
admits  the  allegations  of  paragraph  1. 

2.  He  admits  that  plaintiff  Amos  T.  Knutson  and  Le- 
Grand  Morell  filed  in  the  Patent  Office  on  July  2,  1934,  an 
application  for  patent,  Serial  No.  733,452,  entitled  ‘‘Cut¬ 
ting  Oil”.  He  denies,  for  reasons  hereinafter  given,  that 
said  Knutson  and  Morell  were  the  original,  first  and  joint 

inventors  of  the  subject  matter  of  claim  23  of  said 

304  application. 

3,  4,  5,  6,  7,  8,  9,  10,  11,  12,  13,  14,  15,  16.  He 
admits,  for  the  purpose  of  this  action,  the  allegations  of 
paragraphs  3  to  16,  inclusive. 

17.  He  admits  that  in  Interference  Proceedings  No. 
78,460,  in  which  plaintiffs  *  said  application  was  involved 
with  other  applications,  plaintiffs  presented  evidence  for 
the  purpose  of  establishing  that  said  LeGrand  Morell 
and  Amos  T.  Knutson  were  the  first  and  joint  inventors 
of  the  subject  matter  of  the  interference  as  defined  by 
counts  1  and  2  thereof,  which  counts  correspond  to  claims 
22  and  23  of  plaintiffs'  said  application.  He  denies  that 
said  evidence  was  sufficient  for  that  purpose  in  so  far  as 
count  2  of  said  interference  is  concerned,  which  count  cor¬ 
responds  to  claim  23  of  said  application.  He  admits  that 
after  due  proceedings  the  Board  of  Interference  Examiners 
in  the  Patent  Office  in  a  decision  dated  February  26,  1943, 
awarded  priority  as  to  count  1  to  said  LeGrand  Moreil 
and  Amos  T.  Knutson  and  awarded  priority  as  to  count  2 
to  another  party  to  said  interference,  Benjamin  Galls- 
worthy.  He  therefore  admits  that  plaintiffs  are  lawfully 
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entitled  to  receive  a  patent  containing  claim  22  of  said 
application,  which  claim  corresponds  to  count  1  of  said 
interference,  but  denies  that  they  are  lawfully  entitled  to 
receive  a  patent  containing  claim  23  of  said  application, 
which  claim  corresponds  to  count  2  of  said  interference. 
A  copy  of  the  decision  of  the  Board  of  Interference  Ex¬ 
aminers  will  be  produced  at  the  trial. 

18,  19.  He  admits  the  allegations  of  paragraphs 
305  18  and  19.  j 

20.  He  denies,  for  reasons  aforesaid,  that  said 
LeGrand  Morrell  and  Amos  T.  Knutson  were  the  original, 
first  and  joint  inventors  of  the  subject  matter  of  claim  23 
of  said  application  No.  733,452. 

i 

W.  W.  Cochran, 

Solicitor,  U.  S.  Patent  Office. 

Attorney  for  Defendant  Conway  P.  Coe 
Commissioner  of  Patents. 

July  3,  1943.  j 


ANSWER  OF  DEFENDANTS  BENJAMIN 
310  GALLSWORTHY  AND  THE  TEXAS  COMPANY 


The  defendants  herein,  Benjamin  Gallswortiiy 
and  The  Texas  Company,  for  their  answer  to  the 
311  Bill  of  Complaint  say:  I 

1.  Defendants  admit  the  allegations  of  Para 
graph  1  of  the  Bill  of  Complaint. 


2.  With  reference  to  Paragraph  2  of  the  Bill  of  Com¬ 
plaint,  defendants  deny  that  said  plaintiff  Amos  T.  Knut¬ 
son  and  said  Le  Grand  Morell  are  or  were  the  original, 
'  first  and  joint  inventors  of  the  invention  disclosed  and 
claimed  in  said  application  Serial  No.  733,452,  land  admit 
the  remaining  allegations  in  said  Paragraph. 


i 


i 


i 


! 

i 
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3.  Defendants  admit  the  averments  of  Paragraph  3  of 
the  Bill  of  Complaint. 

4.  Defendants  admit  the  allegations  of  Paragraph  4 
of  the  Bill  of  Complaint. 

5.  Defendants  admit  the  allegations  of  Paragraph  3 
of  the  Bill  of  Complaint. 

6.  Defendants  admit  the  allegations  of  Paragraph  (i 
of  the  Bill  of  Complaint. 

7.  Defendants  deny  the  allegations  of  Paragraph  7  of 
the  Bill  of  Complaint,  and  say  that  defendant,  the  Lubri- 
Zol  Corporation  is  the  owner  of  certain  exclusive  license 
rights  in  and  under  the  said  Gallsworthy  application 
Serial  No.  646,491. 

8.  Defendants  admit  the  allegations  of  Paragraph  8 
of  the  Bill  of  Complaint. 

9.  Defendants  admit  the  allegations  of  Para- 
312  graph  9  of  the  Bill  of  Complaint. 

10.  Defendants  admit  the  allegations  of  Para¬ 
graph  10  of  the  Bill  of  Complaint. 

11.  Defendants  are  without  knowledge  or  information 
sufficient  to  form  a  belief  as  to  the  allegations  of  Para¬ 
graph  11  of  the  Bill  of  Complaint. 

12.  Defendants  admit  the  allegations  of  Paragraph  12 
of  the  Bill  of  Complaint. 

13.  Defendants  are  without  knowledge  or  information 
sufficient  to  form  a  belief  as  to  the  allegations  of  Para¬ 
graph  13  of  the  Bill  of  Complaint. 

14.  Defendants  admit  the  allegations  of  Paragraph  14 
of  the  Bill  of  Complaint. 

15.  Defendants  admit  the  allegations  of  Paragraph  13 
of  the  Bill  of  Complaint. 
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16.  Defendants  admit  the  allegations  of  Paragraph  1(5 
of  the  Bill  of  Complaint. 

17.  Defendants  deny  that  the  plain  tills  presented  to 
the  Commissioner  of  Patents  proof  establishing  that  said 
Morell  and  Knutson  are  the  original,  first  and  joint  in¬ 
ventors  of  the  subject  matter  of  said  interference  as  de¬ 
fined  in  the  said  counts,  and  admit  the  remaining  allega¬ 
tions  of  Paragraph  17  of  the  Bill  of  Complaint. 

18.  Defendants  admit  the  allegations  of  Para- 

313  graph  18  of  the  Bill  of  Complaint. 

19.  Defendants  admit  the  allegations  of  Para¬ 
graph  19  of  the  Bill  of  Complaint. 

i 

20.  Defendants  deny  that  Le  Grand  Morell  and  Amos 
T.  Knutson  are  or  were  the  original,  first  and  joint  in¬ 
ventors  of  the  improvements  described  and  claimed  in 
their  aforesaid  patent  application  Serial  No.  733,452  (er¬ 
roneously  named  as  Serial  No.  933,452  in  paragraph  19 
of  the  Bill  of  Complaint),  including  the  above  counts  of 
the  interference;  but  as  to  the  belief  of  plaintiffs,  defend¬ 
ants  are  without  knowledge  or  information  sufficient  to 
form  a  belief  as  to  the  truth  of  the  averments  thereof. 

i 

i 

COUNTERCLAIM  I 

i 

I 

And  for  counterclaim  against  plaintiffs,  defendants  say : 

1.  Defendants  adopt  by  reference  the  statements  in 

Paragraphs  1  to  19  inclusive  of  their  Answer,  and  make 
the  same  a  part  hereof.  j 

2.  That  defendants  presented  to  the  Commissioner  of 
Patents  proof  establishing  that  Plaintiff  Benjamin  Galls- 
wortliv  was  and  is  the  original,  first  and  sole  inventor  of 
the  subject  matter  of  said  interference  as  defined  in  the 
said  counts,  and  after  due  proceedings  had,  the  Board  of 

Interference  Examiners  in  the  Patent  Office,  in  a 

314  decision  dated  February  26,  1943,  awarded  priority 
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as  to  Count  1  to  Le  Grand  Morell  and  plaintiff 
Amos  T.  Knutson,  and  as  to  Count  2  to  defendant  Ben¬ 
jamin  Gallsworthy. 

3.  That  the  Commissioner  of  Patents  has  refused  de¬ 
fendants  a  patent  for  the  subject  matter  of  Count  1  of  said 
interference. 

!  4.  That  defendants  verily  believe  and  therefore  say 
that  Benjamin  Gallsworthy  is  and  was  the  original,  first 
and  sole  inventor  of  the  improvements  described  in  liis 
aforesaid  patent  application  Serial  No.  646,491  and  of  the 
above  counts  of  the  said  interference. 

WHEREFORE,  defendants  pray  this  Honorable  Court : 

1.  That  the  Bill  of  Complaint  be  dismissed  with  costs. 

2.  To  decree  Benjamin  Gallsworthy  to  be  the  original, 
first  and  sole  inventor  of  the  subject  matter  of  the  counts 
of  the  aforesaid  interference. 

1  3.  To  authorize  and  direct  the  Commission  of  Patents 
to  issue  to  defendant  The  Texas  Company,  as  assignee  of 
defendant  Benjamin  Gallsworthy,  a  patent  including  both 
counts  of  the  said  interference. 

4.  For  costs  and  such  further  relief  as  equity 
315  may  require. 

Benjamin  Galls  wokthy 

The  Texas  Cfmpany 

By  Benjamin  B.  Schneider 

105  West  Adams  Street 

Chicago,  3,  Illinois 

Lee  B.  Kemon 

1331  G  Street,  N.  W. 

Washington,  D.  C. 

Attorneys  for  said  Defendants 


# 
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ANSWER  AND  COUNTER-CLAIM 

316  BY  DEFENDANT  SAMUEL  J. 1  COHEN 

i 

I.  ANSWER 

Defendant  Colien  for  his  answer  to  the  Bill  of  Complaint 
says: 

1.  Defendant  Colien  admits  the  allegations  of  Para- 
graph  1  of  the  Complaint. 

2.  With  respect  to  Paragraph  2  of  the  Complaint  De¬ 

fendant  Cohen  denies  that  Amos  T.  Knutson  and  LeGrand 
Morel!  were  the  original,  first  and  joint  inventors  of  the 
invention  disclosed  and  claimed  in  the  identified  applica¬ 
tion  but  admits  the  remaining  allegations  ini  said  Para 
graph.  I 

3.  Defendant  Cohen  admits  the  allegations  of  Para¬ 
graph  3  of  the  Complaint. 

4.  With  respect  to  Paragraph  4  of  the  Complaint 

317  Defendant  Cohen  does  not  have  sufficient  informa¬ 
tion  to  form  a  belief  regarding  the  allegations 

thereof  and  therefore  denies  the  same. 

i 

o.  Defendant  Cohen  admits  the  allegation^  of  Para¬ 
graphs  numbered  5  to  1G  inclusive. 

G.  With  respect  to  Paragraph  17  of  the  j  Complaint 
Defendant  Cohen  denies  that  Plaintiffs  presented  to  the 
Commissioner  of  Patents  proofs  establishing;  that  said 
Morell  and  Knutson  were  the  original,  first;  and  joint 
inventors  of  the  subject  matter  of  said  interference  as 
defined  in  the  counts.  Defendant  Cohen  admits  that  the 
Board  of  Interference  Examiners  in  a  decision  dated 
February  26,  1943  awarded  priority  as  to  Count  1  to 
LeGrand  Morell  and  Amos  T.  Knutson  and  as  to  Count  2 
to  Benjamin  Gallsworthy  but  denies  that  such  decision 
was  duly  and  properly  entered. 


i 

i 


i 

i 


i 
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7.  Defendant  Cohen  admits  the  allegations  of  Para¬ 
graphs  18  and  19  of  the  Complaint. 

8.  Defendant  Cohen  denies  that  LeGrand  Morell  and 
Amos  T.  Knutson  were  the  original,  first  and  joint  in¬ 
ventors  of  the  improvements  described  and  claimed  in 
their  aforesaid  patent  application  Serial  Number  933,452 
and  specifically  denies  that  they  were  the  original,  first  and 
joint  inventors  of  the  improvements  identified  and  claimed 
in  the  above  counts  of  the  interference. 

WHEREFORE,  Defendant  Samuel  J.  Cohen 
318  prays : 

1.  That  the  Complaint  be  dismissed  with  costs. 

2.  For  such  other  and  further  relief  as  may  be  just. 

Samuel  J.  Cohen 

By  Veen  on  M.  Dorsey 

His  Attorney 

Naional  Press  Building 

Washington,  D.  C. 

II.  COUNTER-CLAIM 

Now  comes  the  defendant  Samuel  J.  Cohen  and  for  his 
counter-claim  states: 

1.  That  this  defendant  presented  to  the  Commissioner 
of  Patents  proof  establishing  that  he  is  the  original,  first 
and  sole  inventor  of  the  subject-matter  of  said  interference 
as  defined  in  the  above  counts,  whereas  the  Board  of 
Examiners  in  the  Patent  Office  in  a  decision  dated  Febru¬ 
ary  26th,  1943  awarded  priority  as  to  count  1  to  LeGrand 
Morell  and  Amos  T.  Knutson  and  as  to  count  2  to  Ben¬ 
jamin  Gallsworthy. 

2.  That  the  Commissioner  of  Patents  has  refused  this 
defendant  a  patent  for  the  subject-matter  of  said  interfer¬ 
ence  as  defined  in  the  said  counts. 
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3.  That  this  defendant  verily  believes  that  he  is 
311)  the  original,  first  and  sole  inventor  of  the  improve¬ 
ments  described  and  claimed  in  his  patent  applica¬ 
tion  Ser.  No.  682,634  filed  July  28,  1933  for  “Extreme 


Pressure  Lubricants”  including  the  above 
interference. 


counts  of  the 


WHEREFORE,  defendant  Samuel  J.  Cohen  prays  this 
Honorable  Court: 

i 

1.  To  decree  him  to  be  the  original,  first  and  sole  in¬ 
ventor  of  the  subject-matter  of  both  counts  of  the  inter 
ference. 


1 

2.  To  authorize  and  direct  the  Commissioner  of  Patents 
to  issue  to  him  a  patent  including  both  counts  of  the 
Interference. 

i 

3.  For  costs  and  such  further  relief  as  may  be  proper 


in  the  premises. 

! 

Samuel  J.  Coh^n 

By  Verson  M.  Dorse y 

His  Attorney 
• 

National  Press  Building 
Washington,  D.  C. 


* 


* 
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MOTION  TO  STRIKE  AND  DISMISS 
320  COUNTER-CLAIM  OF  DEFENDANTS 

BENJAMIN  GALLSWORTHY  &  THE  TEXAS 

COMPANY 

i 

The  plaintiffs  move  the  court  as  follows: 

1.  To  dismiss  the  counter-claim  because  it.  fails  to 
state  a  claim  against  the  plaintiffs  upon  which  relief  can 
be  granted. 


: 

l 

i 
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2.  To  dismiss  the  counter-claim  on  the  grounds  (a) 
this  is  not  an  appeal  from  a  decision  of  the  Commisioner 
of  Patents  but  is  a  hearing  de-no vo,  (b)  the  counter  claim 
of  the  defendants  Benjamin  Gallsworthy  and  the  Texas 
Company  seeks  no  relief  from  or  against  the  plaint  ill’s, 
(c)  the  counter-claim  of  the  defendants  Benjamin  Galls¬ 
worthy  and  The  Texas  Company  is  apparently  directed 
against  the  Commissioner  of  Patents,  a  co-defendant,  (d) 
the  counter  claim  of  the  defendants  Benjamin  Gallsworthy 
and  The  Texas  Company  violates  the  provisions  of  Rule 
13-  g  of  the  Federal  Rules  of  Civil  Procedure,  (e)  the 
issue  in  this  case  is  whether  or  not  the  Commissioner  of 
Patents  should  issue  plaintiffs  a  patent,  (f)  the  wrong 
which  the  plaintiffs  have  suffered  from  the  Commissioner 
has  nothing  to  do  with  the  wrong  which  the  defendants 
Benjamin  Gallsworthy  and  The  Texas  Company  may  have 
suffered  from  the  Commissioner  of  Patents,  (g)  the  Court 
is  not  interested  in  this  cause  in  the  rights  of  anyone 
other  than  the  plaintiffs  to  receive  a  patent  containing  the 
claims  requested  by  the  plaintiffs. 

3.  The  defendants  have  filed  a  bill  for  relief,  this 

321  being  Civil  Action  No.  19,801  and  their  rights  with 

respect  to  the  Commissioner  of  Patents  should  be 

determined  at  the  hearing  of  that  cause  rather  than  by 

wav  of  counter-claim  in  this  cause. 

¥ 

Signed  Almox  S.  Nklsox 

Attorney  for  Plaintiffs 

1050  Earle  Bldg. 

Washington,  D.  C. 

Phone  —  District  9890 

•  •  •  • 
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MOTION  TO  STRIKE  AND  DISMISS 
COUNTER-CLAIM  OF  DEFENDANT  COHEN 


The  plaintiffs  move  the  court  as  follows : 

1.  To  dismiss  the  counter-claim  because  it  fails  to  state 
a  claim  against  the  plaintiffs  upon  which  relief  can  be 
ranted.  ; 


& 


•> 


To  dismiss  the  counter-claim  on  the  grounds  (a) 
this  is  not  an  appeal  from  a  decision  of  the  Commissioner 
of  Patents  but  is  a  hearing  de-novo,  (b)  the  counter  claim 
of  the  defendant  Cohen  seeks  no  relief  from  or  against 
the  plaintiffs,  (c)  the  counter-claim  of  the  defendant  Cohen 
is  apparently  directed  against  the  Commissioner  of  Pat¬ 
ents,  a  co-defendant,  (d)  the  counter  claim  of  the  defend¬ 
ant  Cohen  violates  the  provisions  of  Rule  13-  G  of  the 
Federal  Rules  of  Civil  Procedure,  (e)  the  i^sue  in  this 
case  is  whether  or  not  the  Commissioner  of  Patents  should 
issue  plaintiffs  a  patent,  (f)  the  wrong  which  the  plaintiffs 
have  suffered  from  the  Commissioner  has  nothing  to  do 
with  the  wrong  which  the  defendant  Cohen  may  have  suf¬ 
fered  from  the  Commissioner  of  Patents,  (gj  tin*  Court 
is  not  interested  in  this  case  in  the  rights  of  anyone  other 
than  the  plaintiffs  to  receive  a  patent  containing  the  claim* 
requested  by  the  plaintiffs. 

Signed  Almon  S.  Nelson 

Attorney  for  Plaintiffs 

1050  Earle  Bldg. 

Washington,  D.  C. 

Phone  —  District  9899 
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REPLY  BY  DEFENDANTS,  BENJAMIN  GALLS- 

323  WORTHY  AND  THE  TEXAS  COMPANY,  TO 
COUNTERCLAIM  OF  DEFENDANT  SAMUEL 

J.  COHEN 

The  defendants,  Benjamin  Gallsworthy  and  The  Texas 
Company,  for  their  reply  to  the  counterclaim  of  defendant 
Samuel  J.  Cohen,  say: 

1.  With  respect  to  paragraph  1  of  said  counter-claim, 
the  undersigned  defendants  deny  that  defendant  Samuel 
J.  Cohen  presented  to  the  Commissioner  of  Patents  proof 
establishing  that  said  Samuel  J.  Cohen  is  the  original,  first 
and  sole  inventor  of  the  subject  matter  of  said  interfer¬ 
ence  as  defined  in  said  counts,  and  admit  the  remaining 
allegations  of  said  paragraph. 

2.  The  undersigned  defendants  admit  the  allegations 
of  paragraph  2  of  said  counterclaim. 

3.  With  respect  to  paragraph  3  of  said  counterclaim, 
the  undersigned  defendants  deny  that  Samuel  J.  Cohen  is 

or  was  the  original,  first  and  sole  inventor  of  the 

324  improvements  described  and  claimed  in  his  applica¬ 
tion  Serial  No.  682,684,  filed  July  28,  1933  for  “Ex¬ 
treme  Pressure  Lubricants,*’  including  the  said  counts  of 
said  interference;  as  to  the  averment  of  the  belief  of  the 
said  defendant,  the  undersigned  defendants  are  without 
knowledge  or  information  sufficient  to  form  a  belief  as  to 
the  truth  thereof. 

WHEREFORE,  defendants,  Benjamin  Gallsworthy  and 
The  Texas  Comany,  pray  this  Honorable  Court : 

1.  To  dismiss  the  said  counterclaim. 
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2.  For  costs  and  such  further  relief  as  equity  may 
require. 

Benjamin  G  alls  worth  y 
The  Texas  Company 
By  Benjamin  B.  Schneider 
105  West  Adams  Street 
Chicago  3,  Illinois 
Lee  B.  Kemon 
1331  G  Street,  N.  W- 
Washington  5,  D.  C. 

*  w  «  • 

325  REPLY  BY  DEFENDANT  SAMUEL  J.  COHEN 

TO  COUNTERCLAIM  OF  DEFENDANTS 
BENJAMIN  GALLSWORTHY  AND  THE  TEXAS 

COMPANY 

Samuel  J.  Cohen  for  a  reply  to  the  counterclaim  of  De¬ 
fendants  Benjamin  Gallsworthv  and  the  Texas  Company 
says: 

1.  Samuel  J.  Cohen  denies  that  said  Defendants  pre¬ 
sented  to  the  Commissioner  of  Patents  proofs  establishing 
that  Benjamin  Gallsworthv  was  and  is  Ihe  original,  first 
and  sole  inventor  of  the  subject  matter  of  said  interference 
as  defined  in  the  counts  thereof  and  specifically  denies  that 
lie  is  the  original,  first  and  sole  inventor  of  such  counts. 

WHEREFORE,  Samuel  J.  Cohen  prays  thi^  Honorable 
Court : 

1.  To  dismiss  the  said  counterclaim. 

i 

2.  For  costs  and  such  further  reliefs  as  mav  be 

326  proper  in  the  premises.  I 

SAMUEL  J.  COHEN  j 

By  Vernon  M.  Dorsey 
His  Attorney 
National  Press  Building 
Washington,  D.  C. 

*  9|C  $  ajc  ! 
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327  ANSWER  OF  DEFENDANT  CONWAY  P.  COE, 
COMMISSIONER  OF  PATENTS,  TO  COUNTER- 

;  CLAIM  OF  DEFENDANTS  BENJAMIN  GALLS- 
WORTHY  and  THE  TEXAS  COMPANY 

1.  Defendant  Conway  P.  Coe,  Commissioner  of  Patents, 
admits  that  defendants  Benjamin  Gallsworthy  and  The 
Texas  Company  adopt  by  reference  the  statements  in  Para¬ 
graphs  1  to  19,  inclusive,  of  their  Answer,  and  make  the 
same  a  part  of  their  counterclaim. 

2.  He  admits  the  allegations  of  paragraph  2  as  to  the 
proceedings  in  the  Patent  Office  in  Interference  No.  78,460. 
He  denies  that  defendants  Benjamin  Gallsworthy  and  The 

Texas  Company  presented  to  the  Commissioner  of 

328  Patents  proof  establishing  that  Benjamin  Galls¬ 
worthy  was  the  original,  first  and  sole  inventor  of 

the  subject-matter  of  count  1  of  said  interference. 

3.  He  admits  the  allegation  of  paragraph  3. 

4.  He  denies  that  defendant  Benjamin  Gallsworthy  was 
the  original,  first  and  sole  inventor  of  the  subject-matter 
of  count  1  of  said  interference,  which  count  is  one  of  the 
claims  of  said  defendant’s  patent  application  Serial  No. 
646,491. 

W.  W.  Cochran 
Solicitor,  U.  S.  Patent  Office, 

Attorney  for  Defendant  Conway  P.  Coe, 
Commissioner  of  Patents. 


329  ANSWER  OF  DEFENDANT  CONWAY  P.  COE, 
COMMISSIONER  OF  PATENTS,  TO  COUNTER¬ 
CLAIM  BY  DEFENDANT  SAMUEL  J.  COHEN. 

1.  Defendant  Conway  P.  Coe,  Commissioner  of  Patents, 
admits  that  on  February  26.  1943.  the  Board  of  Interfer- 
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ence  Examiners,  in  a  decision  in  Interference  No.  78,460, 
awarded  priority  as  to  count  1  to  the  party  LeGrande 
Mo r ell  and  Amos  T.  Knutson,  and  as  to  count  2  to  the 
party  Benjamin  Gallsworthy.  He  denies  that  defendant 
Samuel  J.  Cohen  presented  to  the  Commissioner  of  Patents 
proof  establishing  that  Samuel  J.  Cohen  is  the  first  inven¬ 
tor  of  the  subject  matter  of  the  counts  of  said  interference. 

2.  He  admits  the  allegations  of  paragraph  2  of  the 

030  counter-claim.  I 

3.  He  denies  that  defendant  Samuel  J.  Cohen  is 
the  first  inventor  of  the  subject-matter  set  fofth  in  counts 
1  and  2  of  Interference  No.  78,460. 

i 

W.  W.  Cochran 

Solicitor,  U.  S.  Patent  Office, 

Attorney  for  Defendant  Conway  P.  Coe. 

Commissioner  of  Patents. 

! 

v  *  «  • 

i 

335  ORDER  ON  PLAINTIFFS  *  MOTION!  TO  DIS¬ 
MISS  DEFENDANTS’  COUNTER-CLAIMS 

This  Cause  having  come  on  to  be  heard  on  Plaintiffs’ 
Motion  to  Dismiss  the  Counterclaims  filed  in  behalf  of  the 
Defendants  BENJAMIN  GALLSWORTHY  j  and  THE 
TEXAS  COMPANY,  and  also  on  Plaintiffs’  Motion  to  Dis¬ 
miss  the  Counterclaim  of  Defendant  SAMUEL  j.  COHEN, 
it  is 

i 

ORDERED,  ADJUDGED  AND  DECREED:) 

That  the  Plaintiffs’  said  Motions  be,  and  th0  same  are 
hereby  denied. 

F.  Dickinson  Letts 

Justice  U.  S.  District  Court,  D.  C. 


i 

! 
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Dated,  Washington,  D.  C. 
this  22nd  day  of  December  1943 
Approved  as  to  Form : 

Almon  S.  Nelson 
Plaintiffs*  Counsel 

•  *  *  * 

336  NOTICE  OF  INTENTION  TO  APPLY  FOR 
ALLOWANCE  OF  SPECIAL  APPEAL 

Notice  is  hereby  given  this  30th  day  of  December,  1943, 
that  the  Plaintiffs,  Amos  T.  Knutson  and  the  Dow  Chemi¬ 
cal  Company,  hereby  intend  to  apply  for  allowance  of  a 
special  appeal  to  the  United  States  Court  of  Appeals  for 
the  District  of  Columbia  from  the  order  of  this  Court  en¬ 
tered  on  the  23rd  day  of  December,  1943,  in  favor  of  the 
Defendants,  Benjamin  Gallsworthy  and  The  Texas  Com¬ 
pany,  against  said  Plaintiffs  denying  said  Plaintiffs*  Mo¬ 
tion  to  dismiss  the  Counterclaim  of  the  Defendants,  Benja¬ 
min  Gallsworthy  and  The  Texas  Company,  and  also  in  fav¬ 
or  of  the  Defendant  Samuel  J.  Cohen  against  said  Plaint¬ 
iffs  denying  said  Plaintiffs*  Motion  to  Dismiss  the  Counter¬ 
claim  of  the  Defendant  Samuel  J.  Cohen. 

Almon  S.  Nelson 

Attorney  for  Plaintiffs 

10  Earle  Building 

Washington  4,  D.  C. 


i 


47  ! 

UNITED  STATES  COURT  OF  APPEALS 
337  FOR  THE  DISTRICT  OF  COLUMBIA 

No.  20,053  Civil  Action,  District  Court. 

No.  8675,  January  Term,  1944. 

Amos  T.  Knutson, 

The  Dow  Chemical  Company, 

Petitioners, 

vs.  I 

Hon.  Conway  P.  Coe,  Commissioner  of 
Patents,  et  al., 

Respondents. 

Before  Miller,  Edgerton  and  Arnold,  JJ. 

ORDER  | 

On  consideration  of  the  petition  for  allowance  of  a  spe¬ 
cial  appeal  from  the  order  of  the  District  Court  of  the 
United  States  for  the  District  of  Columbia  entered  in  this 
cause  December  23, 1943,  by  Mr.  Justice  F.  Dickinson  Letts, 
and  of  the  objections  thereto,  It  is 

i 

ORDERED  by  the  Court  that  the  petition  be,  and  it  is 
hereby,  denied. 

Per  curiam. 

Dated  March  11,  1944. 

i 

United  States  Court  of  Appeals 
For  the  District  of  Columbia 

Filed  March  11,  1944 

! 

A  true  Copy,  Test : 

i 

Joseph  W.  Stewart 

Clerk  of  the  United  States  Court  of  Appeals 
For  the  District  of  Columbia 


i 

I 
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444  IN  THE  DISTRICT  COURT  OF  THE  UNITED 
STATES  FOR  THE  DISTRICT  OF  COLUMBIA 

Civil  Action  No.  20,053 

AMOS  T.  KNUTSON  ET  AL., 

Plaintiffs, 


v. 

CASPER  W.  OOMS, 

SAMUEL  J.  COHEN  ET  AL., 

Defendants. 

NOTICE  OF  APPEAL 

Notice  is  hereby  given  that  defendant  Samuel  J.  Cohen 
above  named,  hereby  appeals  to  the  Court  of  Appeals  for 
the  District  of  Columbia  from  the  final  judgment  in  this  ac¬ 
tion  dated  June  28,  1946,  and  approved  by  the  Hon.  F. 
Dickinson  Letts,  United  States  District  Judge,  and  filed 
and  entered  on  June  28, 1946,  by  Charles  E.  Stewart,  Clerk 
of  the  United  States  District  Court  for  the  District  of  Co¬ 
lumbia. 

Dated:  September  14,  1946. 

Vernon  M.  Dorsey 

Attorney  for  Samuel  J.  Cohen,  Defendant 

Office  and  Post  Office  Address: 

National  Press  Building 
Washington  4,  D.  C. 

•  »  •  • 
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IN  THE  DISTRICT  COURT  OF  THE  UNITED 

438  STATES  FOR  THE  DISTRICT  OF  COLUMBIA 

! 

Civil  No.  20,053  j 

Amos  T.  Knutson  et  al 

Plaintiff.  i 


Casper  W.  Ooms,  Samuel  J.  Cohen  et  al 

Defendant. 

NOTICE  OF  APPEAL 

Notice  is  hereby  given  this  16th  day  of  September,  1946, 
that  Amos  T.  Knutson  et  al  hereby  appeals  to  the  United 
States  Court  of  Appeals  for  the  District  of  Columbia  from 
the  judgment  of  this  Court  entered  on  the  28th  day  of  June. 
1946  in  favor  of  Gallsworthy  and  The  Texas  Company 
against  said  Amos  T.  Knutson  and  the  Dow  Chemical 
Company.  i 

i 

Almon  S.  Nelson 

Attorney  for  Amos  T.  Knutson  and  The 
Dow  Chemical  Co.  j 

Room  1050  Earle  Building, 

Washington  4,  D.  C. — NA-6060 

•  •  •  •  j 

338  Civil  Action  for  Issuance  of  a  Patent 

(R.  S.  Sec.  4915)  j 

COMPLAINT  IN  C.  A.  23872  j 

TO  THE  HONORABLE  JUDGES  OF  THE  DISTRICT 
COURT  OF  THE  UNITED  STATES  FOR  THE 
DISTRICT  OF  COLUMBIA.  j 

The  Plaintiffs  herein  for  their  bill  of  complaint  state: 
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JURISDICTION 

1.  That  this  action  arises  under  United  States  Code, 
Title  35,  Sec.  63  (Revised  Statutes,  Sec.  4915),  as  amended; 
and  jurisdiction  in  this  court  arises  under  United  States 
Code,  Title  35,  Sec.  72a. 

339  PARTIES 

2.  That  plaintiff  Amos  T.  Knutson  is  a  resident 
of  the  City  of  Midland,  County  of  Midland,  State  of  Michi¬ 
gan,  and  jointly  with  one  LeGrand  Morell  (deceased)  filed 
an  application  for  Letters  Patent  of  the  United  States, 
Serial  No.  733,452,  on  July  2,  1934,  for  “Cutting  Oil”,  and 
that  said  Knutson  and  Morell  are  the  original,  first  and 
joint  inventors  of  the  invention  disclosed  and  claimed  in 
said  application. 

3.  That  plaintiff  The  Dow  Chemical  Company,  is  a  cor¬ 
poration  incorporated  under  the  laws  of  the  State  of  Michi¬ 
gan,  has  a  regular  and  established  place  of  business  at  the 
City  of  Midland,  County  of  Midland,  State  of  Michigan. 

4.  That  simultaneously  with  the  execution  of  said  appli  ¬ 
cation  which  was  given  Serial  No.  733,452,  the  said  Amos 
T.  Knutson  and  LeGrand  Morell  duly  executed  and  de¬ 
livered  to  said  The  Dow  Chemical  Company  an  assignment 
of  the  entire  title  and  interest  in  and  to  the  invention  de¬ 
scribed  in  said  application,  and  that  said  assignment  was 
duly  recorded  in  the  United  States  Patent  Office  on  or  about 
February  16,  1938  in  Liber  Y-173  page  239. 

5.  That  defendant  Samuel  J.  Cohen,  upon  information 
and  belief,  is  a  resident  of  the  City  of  Rochester,  County  of 
Monroe,  State  of  New  York,  and  filed  an  application  for 
Letters  Patent  of  the  United  States,  Serial  No.  682,634,  on 
July  28,  1933,  for  “Extreme  Pressure  Lubricants”. 


j 


0.  That  no  other  persons  or  organizations  owning  an  in¬ 
terest  in  said  Cohen  application  Serial  No.  682,634  are  at 
present  known  to  plaintiffs,  but  if  such  persons  or  organiza- 
tions  exist  they  are  invited  to  appear  and  ahswer  in  this 
suit. 

I 

340  GROUNDS  OF  COMPLAINT 

7.  That  on  or  about  Dec.  29,  1937  the  Commission¬ 
er  of  Patents  declared  an  interference  No.  75,209  between 
the  aforesaid  application  of  Morell  and  Knutfeon,  Ser.  No. 
733,452,  and  the  aforesaid  application  of  Samuel  J.  Cohen, 
Ser.  No.  682,634.  | 

8.  That  during  the  interlocutory  proceedings  in  said  iu- 

*«rf(  rence  No.  75,209,  there  were  certain  changes  made  and 
(inal’y  said  interference  proceeded  upon  the  following 
cour  ts :  j 

I  A  metal  cutting  composition  comprising  a  mineral  lu¬ 

bricating  oil  and  a  relatively  small  proportion  of  chlori¬ 
nated  kerosene  as  essential  ingredients. 

2.  A  metal  cutting  composition  comprising  a  mineral 
lubricating  oil  and  a  relatively  small  proportion  of  a  sub¬ 
stantially  non-volatile  chlorinated  paraffin  hydrocarbon  as 
essential  ingredients. 

5.  A  metal  cutting  composition  comprising  j  a  mineral 
lubricating  oil  and  a  small  percentage  of  chlorine  in  chemi¬ 
cal  combination  with  a  fluid  fraction  of  petroleum,  the  com¬ 
pounds  formed  being  substantially  non-volatile. 

9.  That  plaintiffs  presented  to  the  Commissioner  of  Pat¬ 
ents  proof  establishing  that  said  Morell  and  Knutson  are 
the  original,  first,  and  joint  inventors  of  the  subject  matter 
of  said  interference  as  defined  in  the  above  counts,  and, 
after  due  proceedings  had  the  Examiner  of  Interferences 
in  the  Patent  Office  in  a  decision  dated  June  17, 1942  award¬ 
ed  priority  as  to  all  of  the  counts  to  Samuel  J.  Cohen. 

i 

i 


i 
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10.  From  said  decision  by  the  Examiner  of  Interfer¬ 
ences,  LeGrand  Morell  and  Amos  T.  Knutson  appealed  to 
the  Board  of  Appeals  in  the  Patent  Office  and  after  due 
proceedings  had  the  Board  of  Appeals  in  a  decision  dated 
Jan.  28,  1944  affirmed  the  said  decision  of  the  Examiner  of 

Interferences  and  awarded  priority  of  invention  as 
341  to  each  of  the  counts  in  said  interference  to  Samuel 
J.  Cohen. 

11.  That  defendant,  the  Commissioner  of  Patents,  has 
refused  plaintiffs  a  patent  for  the  subject  matter  of  each 
of  the  counts  of  said  interference. 

12.  That  plaintiffs  verily  believe  LeGrand  Morell  and 
Amos  T.  Knutson  to  be  the  original,  lirst,  and  joint  inven¬ 
tors  of  the  improvements  described  and  claimed  in  their 
aforesaid  patent  application,  Ser.  No.  733,452  including 
each  of  the  counts  of  said  interference. 

13.  That  no  appeal  to  the  Court  of  Customs  and  Patent 
Appeals  is  pending  in  nor  lias  been  decided  in  said  inter¬ 
ference. 

WHEREFORE,  plaintiffs  pray  this  Honorable  Court: 

1.  To  decree  LeGrand  Morell  and  Amos  T.  Knutson  to 
be  the  original,  first,  and  joint  inventors  of  the  subject 
matter  of  each  of  the  counts  of  said  interference. 

2.  To  decree  that  Samuel  J.  Cohen  is  not  the  original  and 
first  inventor  of  the  subject  matter  of  any  of  the  counts  of 
said  interference. 

3.  To  decree  that  the  subject  matter  of  each  of  the  counts 
of  said  interference  is  not  patentable  to  Samuel  J.  Cohen. 

4.  To  authorize  and  direct  the  Commissioner  of  Patents 
to  issue  to  plaintiff,  The  Dow  Chemical  Company,  as  as¬ 
signee  of  LeGrand  Morell  and  Amos  T.  Knutson,  a  patent 
including  each  of  the  counts  of  said  interference. 
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5.  For  costs  and  such  further  relief  as  equity  may  re¬ 
quire. 

AMOS  T.  KNUTSON 

THE  DOW  CHEMICAL  COMPANY 

By  Almost  S.  Nelson 
Local  Attorney 

1050  Earle  Building, 

Washington  4,  D.  C. 

i 

i 

342  ANSWER  BY  DEFENDANT  SAMUEL  J. 

COHEN  | 

Defendant  Cohen  for  his  answer  to  the  Bill  of  Complaint 
says : 

] 

1.  Defendant  Cohen  admits  the  allegations  of  Paragraph 

1  of  the  Complaint.  ; 

2.  With  respect  to  Paragraph  2  of  the  Complaint  Defen¬ 
dant  Cohen  denies  that  Amos  T.  Knutson  and  LeGrand 
Morell  were  the  original,  first  and  joint  investors  of  the 
invention  disclosed  and  claimed  in  the  identified  applica¬ 
tion  but  admits  the  remaining  allegations  in  said  para¬ 
graph. 

3.  Defendant  Cohen  admtis  the  allegations  of  Paragraph 
3  of  the  Complaint. 

j 

4.  With  respect  to  Paragraph  4  of  the  Complaint  Defen¬ 
dant  Cohen  does  not  have  sufficient  information  to  form  a 
belief  regarding  the  allegations  thereof  and  therefore 

denies  the  same. 

343  5.  Defendant  Cohen  admits  the  allegations  of 
Paragraphs  numbered  5  to  8  inclusive,  j 

6.  With  respect  to  Paragraph  9  of  the  Complaint  Defen¬ 
dant  Cohen  denies  that  Plaintiffs  presented  to  the  Commis- 


I 
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sioner  of  Patents  proofs  establishing  that  said  Morell  and 
i  Knutson  were  the  original,  first  and  joint  inventors  of  the 
i  subject-matter  of  said  interference  as  defined  in  the  counts. 
Defendant  Cohen  admits  that  the  Examiner  of  Interference 
in  a  decision  dated  June  17,  1942  awarded  priority  as  to 
all  of  the  counts  to  Defendant. 

7.  Defendant  Cohen  admits  the  allegations  of  Para¬ 
graphs  10  and  11  of  the  Complaint. 

8.  Defendant  Cohen  denies  that  LeOfrand  Morell  and 
i  Amos  T.  Knutson  were  the  original,  first  and  joint  inven¬ 
tors  of  the  improvements  described  and  claimed  in  their 
patent  application  Ser.  No.  733,452  and  specifically  denies 
that  they  were  the  original,  first  and  joint  inventors  of  the 
improvements  identified  and  claimed  in  the  counts  of  the 
interference. 

WHEREFORE,  Defendant  Samuel  J.  Cohen  prays: 

1.  That  the  Complaint  be  dismissed  with  costs. 

2.  For  such  other  and  further  relief  as  may  be  just. 

SAMUEL  J.  COHEN 

By  Vernon  M.  Dorsey 
His  Attorney 

1346  F.  Street,  N.  W., 

Washington  (4),  D.  C. 

New  York  (17),  New  York. 

344  ANSWER  TO  COMPLAINT  BY  DEFENDANT 
!  CONWAY  P.  COE 

To  the  Honorable  the  Justices  of  the  District  Court  of  the 
United  States  for  the  District  of  Columbia. 

1.  The  defendant,  Conway  P.  Coe,  Commissioner  of  Pat¬ 
ents,  admits  that  this  action  arises  under  U.  S.  C.,  title  35. 
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sec.  63  (R.  S.  4915) :  lie  denies  that  jurisdiction  in  this 
Court  arises  under  II.  S.  C.,  title  35,  sec  72a. 

2.  He  admits  that  application  Serial  No.  733,452  was  filed 
as  alleged  in  paragraph  2  of  the  complaint ;  he  denies  that 
the  applicants,  Knutson  and  Morell,  are  the  original,  first 
and  joint  inventors  of  the  subject  matter  of  any  claim  set 
forth  in  the  complaint.  i 

345  3,  4,  5,  6,  7,  8.  He  admits  the  allegations  of  para¬ 

graphs  3  to  8,  inclusive,  of  the  complaint. 

I 

9.  lie  admits  that  the  Examiner  of  Interferences  on 
June  17, 1942  awarded  priority  as  to  all  the  counts  of  Inter¬ 
ference  No.  75,209  to  Samuel  J.  Cohen;  he  denies  that  the 
plaintiffs  presented  proof  establishing  that  !  Morell  and 
Knutson  are  the  original,  first  and  joint  inventors  of  the 
subject  matter  of  any  of  the  counts  of  that  interference. 

10.  He  admits  the  allegations  of  paragraph  10  of  the 

complaint.  I 

11.  He  admits  that  he  has  refused  to  grant  to  plaintiffs 
a  patent  for  the  subject  matter  of  any  of  the  counts  of  In¬ 
terference  No.  75,209;  he  states  that  such  refusal  is  justi¬ 
fied  for  the  reasons  given  in  the  decisions  of  the  Examiner 
of  Interferences  and  the  Board  of  Appeals  in  the  said  in¬ 
terference.  Copies  of  such  decisions  will  be  offered  at  the 
trial. 

j 

12.  He  is  not  informed,  except  by  the  complaint  itself, 

as  to  the  belief  of  Morell  and  Knutson  that  they  are  the 
original,  first  and  joint  inventors  of  the  subject  matter 
claimed  in  application  No.  733,452;  he  denies  that  Morell 
and  Knutson  are  in  fact  the  original,  first  and  joint  inven 
tors  of  the  subject  matter  of  any  claim  set  forth  in  the  com¬ 
plaint.  j 

J 

i 

i 

.  *  j 

I 

I 

! 
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13.  He  admits  the  allegation  of  paragraph  13  of  the  com¬ 
plaint. 

Respectfully  submitted, 

E.  L.  Reynolds 

Attorney  for  Defendant  Coe. 

•  #  •  • 

346  FINDINGS  OF  FACT 

This  cause  having  come  on  to  be  heard,  the  Court 
makes  the  following  findings  of  fact  and  conclusions  of  law 
pursuant  to  Rule  52  of  the  Federal  Rules  of  Civil  Proce¬ 
dure: 


I 

On  July  28, 1933  Samuel  J.  Cohen,  a  resident  of  the  City 
of  Rochester,  County  of  Monroe,  State  of  New  York  and 
defendant  herein,  filed  an  application  for  Letters  Patent 
of  the  United  States  Serial  No.  682,634,  for  an  invention  in 
“Extreme  Pressure  Lubricants”. 

II 

On  or  about  December  29, 1937  the  Commissioner  of  Pat¬ 
ents  declared  Interference  No.  75,209  between  the  afore¬ 
said  application  of  Samuel  J.  Cohen  Serial  No. 
347  682,634  and  an  application  filed  jointly  on  July  2, 

1934  by  Amos  T.  Knutson,  a  resident  of  the  City  of 
Midland,  County  of  Midland,  State  of  Michigan,  and  Le- 
Grand  Morell  (deceased)  under  Serial  No.  733,452  for  an 
invention  in  a  “Cutting  Oil”. 

III 

During  the  proceedings  in  said  interference  No.  75,209 
there  were  certain  changes  made  and  finally  said  interfer¬ 
ence  proceeded  upon  the  following  counts : 
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! 


1.  A  metal  cutting  composition  comprising  a  mineral 
lubricating  oil  and  a  relatively  small  proportion  of  chlori¬ 
nated  kerosene  as  essential  ingredients.  i 

2.  A  metal  cutting  composition  comprising  a  mineral 
lubricating  oil  and  a  relatively  small  proportion  of  a  sub¬ 
stantially  non-volatile  chlorinated  paraffin  hydrocarbon  as 
essential  ingredients. 

0.  A  metal  cutting  composition  comprising  a  mineral  lu¬ 
bricating  oil  and  a  small  percentage  of  chlorine  in  chemical 
combination  with  a  fluid  fraction  of  petroleum,  the  com¬ 
pounds  formed  being  substantially  non-volatile. 


Samuel  J.  Cohen,  defendant  herein  presented  to  the  Com¬ 
missioner  of  Patents  proof  establishing  that  the  said  Sam¬ 
uel  J.  Cohen  was  the  original,  first  and  sole  inventor  of  the 
subject  matter  of  said  interference  as  defined  in  the 
348  above  counts,  and,  after  due  proceedings;  had  the  Ex¬ 
aminer  of  Interferences  in  the  Patent  Office  in  a  de¬ 
cision  dated  J  une  17, 1942  awarded  priority  of  invention  as 
to  all  of  the  counts  to  Samuel  J.  Cohen. 

V  J 

Amos  T.  Knutson  and  LeGrand  Morell  appealed  to  the 
Board  of  Appeals  in  the  Patent  Office  from  said  decision 
by  the  Examiner  of  Interferences  and  after  due  proceed¬ 
ings  had  the  Board  of  Appeals  in  a  decision  dated  Janu¬ 
ary  28,  1944  affirmed  the  said  decision  of  the  Examiner  of 
Interferences  and  awarded  priority  of  invention  as  to  all  of 
the  counts  in  said  interference  to  Samuel  J.  Cohen. 

VI  j 

Thereafter,  Amos  T.  Knutson  and  The  Dow  Chemical 
Company,  a  corporation  incorporated  under  the  laws  of  the 
State  of  Michigan,  having  a  regular  and  established  place 


i 

j 

I 

i 


i 
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of  business  in  the  City  of  Midland,  County  of  Midland, 
State  of  Michigan,  as  assignee  of  Morell  and  Knutson  ap¬ 
plication  Serial  No.  733,452,  brought  this  action  on  or  about 
April  15,  1944  under  U.  S.  Code  Title  35  Sec.  63  (Bevised 
Statutes  Sec.  4915)  for  an  adjudication  that  Morell 
349  and  Knutson  were  the  first,  original  and  joint  inven¬ 
tors  of  the  subject  matter  of  each  of  the  aforesaid 
counts  of  Interference  75,209. 

The  Court  further  finds: 


VII 

That  Samuel  J.  Cohen  reduced  the  invention  of  all  the 
counts  of  the  above  interference  to  practice  as  of  the  filing 
date  of  his  application  Serial  Xo.  682,634  and  is  entitled  to 
a  constructive  reduction  to  practice  as  of  that  date. 

VIII 

That  Amos  T.  Knutson  and  LeGrand  Morell  did  not  re¬ 
duce  the  invention  of  any  of  the  counts  of  the  aforesaid 
interference  to  practice  prior  to  the  constructive  reduction 
to  practice  of  Samuel  J.  Cohen  as  of  the  filing  date  on 
July  28,  1933  of  Cohen  application  Serial  Xo.  682,634. 

IX 

350  That  Amos  T.  Knutson  and  LeGrand  Morell  are 
not  entitled  to  priority  of  invention  over  Samuel  J. 
Cohen  on  the  theory  of  exploration  and  discovery  since  dili¬ 
gence  after  the  claim  of  discovery  is  not  shown  in  the  evi¬ 
dence. 


X 

That  no  substantial  evidence  has  been  presented  to  over¬ 
come  the  findings  in  the  Patent  Office  that  the  subject  mat¬ 
ter  of  the  counts  of  the  aforesaid  interference  are  patent- 
able. 
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XI 

That  Samuel  J.  Cohen,  defendant  herein,  is  the  original, 
iirst  and  sole  inventor  of  the  subject  matter  of  the  counts 
of  the  aforesaid  interference  and  is  hereby  awarded  prior¬ 
ity  of  invention  over  Amos  T.  Knutson  and  LeGrand 

Morell. 

! 

XII  j 

That  plaintiffs  herein  have  failed  to  offer  evidence  suf¬ 
ficient  to  prove  that  Amos  T.  Knutson  and  LeGrand 
Morell  are  the  first,  original  and  joint  inventors  of  the  sub¬ 
ject  matter  of  the  counts  of  the  aforesaid  interfer- 
351  ence. 

i 

XIII 

I 

That  Samuel  J.  Cohen,  defendant  herein,  is  entitled  to  a 
patent  embodying  all  the  counts  of  Interference  75,209  as 
aforesaid. 

i 

i 

i 

CONCLUSION  OF  LAW  ! 

The  complaint  herein  shall  be  dismissed  with  costs  and 
judgment  entered  accordingly. 

F.  Dickinson  Letts  j 

United  States  District  Judge 

June  28,  1946. 

i 

*  *  *  #  i 


352  ADDITIONAL  FINDINGS  OF  FACT  PROPOS¬ 
ED  BY  PLAINTIFFS  AND  CONCLUSION  OF 

LAW. 

In  addition  to  the  findings  of  fact  submitted  by  Defendants 
herein,  Plaintiffs  propose  the  following,  viz : 

i 

i 


i 
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XIV 

Of  the  counts  in  Interference  No.  75,209  as  set  forth  in 
finding  III  above,  counts  2  and  5  are  verbatim  the  same  as 
counts  1  and  2  in  Interference  No.  78,460  except  that  the 
“composition  of  matter”  defined  in  the  latter  is  defined  as 
a  “metal  cutting  composition”  in  the  former. 

353  XV 

In  Civil  Actions  Nos.  19,801,  20,052,  and  20,053 
which  have  been  consolidated  for  trial  with  this  action,  the 
Defendant  Gallswortliy  in  said  Action  No.  20,053  has  been 
held  entitled  to  an  award  of  priority  as  to  said  counts  1 
and  2  in  Interference  No.  78,460. 

In  addition  to  the  conclusion  of  law  proposed  by  Defen¬ 
dant,  Plaintiffs  submit  the  following  conclusion,  viz : 

II 

Counts  2  and  5  of  Interference  No.  75,209  are  unpatent¬ 
able  over  counts  1  and  2  of  Interference  No.  78,460. 

Respectfully  submitted, 

Almon  S.  Nelson 

Attorney  for  the  Party  Knutson  et  al  and 
The  Dow  Chemical  Company 

Washington,  D.  C. 

June  14,  1946 


354  JUDGMENT 

This  cause  came  on  to  be  heard  upon  the  proceed¬ 
ings  and  proofs  presented  by  the  respective  parties  in  the 
Patent  Office  and  additional  proofs  presented  in  open  court, 


61 


and  the  Court  having  considered  the  same,  it  is  hereby  ad¬ 
judged  and  decreed  as  follows:  j 

1.  That  the  complaint  in  this  action  be  dismissed. 

2.  That  the  party  Cohen  and  the  Commissioner  of  Pat¬ 
ents  recover  their  costs  and  disbursements  herein  to  be 
taxed. 

F.  Dickinson  Letts 
Justice 

Washington,  D.  C. 

j 

June  28,  1946 

•  •  •  # 

i 

439  IN  THE  DISTRICT  COURT  OF  THE  UNITED 
STATES  FOR  THE  DISTRICT  OF  COLUMBIA 

i 

Civil  No.  23,872  j 

Amos  T.  Knutson  and 
The  Dow  Chemical  Company 

Plaintiff. 

i 

vs. 

i 

Casper  \V.  Ooms  and  Samuel  J.  Cohen 

Defendant. 

NOTICE  OF  APPEAL 

i 

Notice  is  hereby  given  this  16th  day  of  September,  1946, 
that  Amos  T.  Knutson  and  The  Dow  Chemical  Company 
hereby  appeals  to  the  United  States  Court  of  Appeals  for 
the  District  of  Columbia  from  the  judgment  of  this  Court 
entered  on  the  28th  day  of  June,  1946  in  favor  of  Samuel  J. 


i 

! 


i 

i 
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Cohen  against  said  Amos  T.  Knutson  and  The  Dow  Chemi¬ 
cal  Company 

Almon  S.  Nelson 
Attorney  for 

Amos  T.  Knutson  and  The  Dow  Chemical 
Co.,  1050  Earle  Building 
Washington  4,  D.  C.,  Na-6060 

IN  THE  DISTRICT  COURT  OF  THE  UNITED 
374  STATES  FOR  THE  DISTRICT  OF  COLUMBIA 

Civil  Action  No.  23,873 

John  W.  Wolfe  et  al, 

Plaintiffs 


v. 


Casper  W.  Ooms  et  al. 

Defendants 

JUDGMENT 

This  cause  came  on  to  be  heard  upon  the  proceedings 
and  proofs  presented  by  the  respective  parties  in  the 
Patent  Office  and  additional  proofs  presented  in  open 
court,  and  the  Court  having  considered  the  same,  it  is 
hereby  adjudged  and  decreed  as  follows: 

1.  That  the  complaint  in  this  action  be  dismissed. 
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2.  That  the  parties  Gallsworthy  and  The  Texas  Com¬ 
pany  and  the  Commissioner  of  Patents  recover  their  cost 
and  disbursements  herein  to  be  taxed. 

F.  Dickinson  Letts 
Justice 

Washington,  D.  C. 

June  28,  1946 

i 

i 

Approved  as  to  form. 

Almon  S.  Nelson 
Attorney  for  Knutson  et  al 

Edwin  R.  Hutchinson 

Attorney  for  Wolfe  et  al  j 

Vernon  M.  Dorsey 
Attorney  for  Cohen 

W.  W.  Cochran 

Solicitor  for  Commission  of  Patents  j 

IN  THE  DISTRICT  COURT  OF  THE  UNITED 
440  STATES  FOR  THE  DISTRICT  OF 

COLUMBIA 

Civil  No.  23,873  j 

John  W.  Wolfe  et  al 

Plaintiff.  i 


Casper  W.  Coins,  Amos  T.  Knutson  et  al 

Defendant. 

i 

NOTICE  OF  APPEAL  j 

Notice  is  hereby  given  this  16th  day  of  September,  1946, 
that  Amos  T.  Knutson  and  The  Dow  Chemical  Company 

i 

! 
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hereby  appeals  to  the  United  States  Court  of  Appeals  for 
the  District  of  Columbia  from  the  judgment  of  this  Court 
entered  on  the  28th  day  of  June,  194G  in  favor  of  Galls- 
worthy  and  The  Texas  Company  against  said  Amos  T. 
Knutson  and  The  Dow  Chemical  Company. 

Almox  S.  Nelsox 

Attorney  for 

Amos  T.  Knutson  and  The  Dow  Chemical  Co. 
Room  1050  Earle  Building,  Washington,  D.  C. 

Na-6060 

#  n>  • 

Civil  Action  for  Issuance  of  a  patent 

375  (R.  S.  Sec.  4915) 

COMPLAINT  IN  C.  A.  23874 

TO  THE  HONORABLE  JUDGES  OF  THE  DISTRICT 
COURT  OF  THE  UNITED  STATES  FOR  THE 
DISTRICT  OF  COLUMBIA. 

The  Plaintiffs  herein  for  their  bill  of  complaint  state : 

JURISDICTION 

376  1.  That  this  action  arises  under  United  States 
Code,  Title  35,  Sec.  63  (Revised  Statutes,  Sec. 

4915),  as  amended;  and  jurisdiction  in  this  court  arises 
under  United  States  Code,  Title  35,  Sec.  72a. 

PARTIES 

2.  That  plaintiff  Amos  T.  Knutson  is  a  resident  of  the 
City  of  Midland,  County  of  Midland,  State  of  Michigan, 
and  jointly  with  one  LeGrand  Morell  (deceased)  tiled  an 
application  for  Letters  Patent  of  the  United  States,  Serial 
No.  733,452,  on  July  2,  1934,  for  “Cutting  Oil7’,  and  that 
said  Knutson  and  Morell  are  the  original,  first  and  joint 
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inventors  of  the  invention  disclosed  and  claimed  in  said 
application. 

J 

3.  That  plaintiff  The  Dow  Chemical  Company,  is  a 
corporation  incorporated  under  the  laws  of  the  State  of 
Michigan,  has  a  regular  and  established  place  of  business 
at  the  City  of  Midland,  County  of  Midland,  State  of 
Michigan. 

4.  That  simultaneously  with  the  execution  of  said  ap¬ 
plication  which  was  given  Serial  No.  733,452,  the  said  Amos 
T.  Knutson  and  LeGrand  Morell  duly  executed  and  de¬ 
livered  to  said  The  Dow  Chemical  Company  an  assignment 
of  the  entire  title  and  interest  in  and  to  the  invention 
described  in  said  application,  and  that  said  assignment 
was  duly  recorded  in  the  United  States  Patent  Office  on 
or  about  February  16,  1938  in  Liber  Y-173  page  239. 

5.  That  defendant  Benjamin  Gallsworthy,  upon  inform¬ 
ation  and  belief,  is  a  resident  of  the  City  of  Phoenix. 
County  of  Maricopa,  State  of  Arizona,  and  oh  December 
9,  1932  filed  an  application  for  Letters  Patent  of  the 
United  States,  Serial  No.  646,491  for  “Lubricants”. 

i 

G.  That  defendant  The  Texas  Company,  upon 
377  information  and  belief,  is  a  corporation  incorporated 
under  the  laws  of  the  State  of  Delaware,  and  having  a 
regular  and  established  place  of  business  at  135  East  42nd 
Street,  City  of  New  York,  County  of  New  York,  State  of 
New  York,  and  is  the  owner  of  the  title  to  said  Galls- 
wortbv  application.  Serial  No.  646,491. 

I 

7.  That  no  persons  or  organizations,  other  than  the 
named  parties  to  this  cause,  owning  an  interest  in  said 
Gallsworthy  application,  Serial  No.  646,491,  are  at  present 
known  to  plaintiffs,  but  if  such  persons  or  organizations 
exist  they  are  invited  to  appear  and  answer  in  this  suit. 

8.  That  defendant  John  W.  Wolfe,  upon  information 
and  belief,  is  a  resident  of  Poea  City,  County  of  Kay, 


66 


State  of  Oklahoma,  and  is  Administrator  de  bonis  non 
of  the  Estate  of  Alfred  Henriksen  (deceased) ;  that  de¬ 
fendants  Waldo  L.  Steiner  and  Bert  H.  Lincoln,  upon 
information  and  belief,  are  residents  of  Ponca  City,  County 
of  Kay,  State  of  Oklahoma,  and  jointly  with  said  Alfred 
Henriksen  filed  an  application  for  Letters  Patent  of  the 
United  States,  Serial  No.  673,020,  on  May  26,  1935,  for 
“Lubricating  Oil.’’ 

9.  That  defendant  The  Lubri-Zol  Development  Corpo¬ 
ration,  upon  information  and  belief,  is  a  corporation  in¬ 
corporated  under  the  laws  of  the  State  of  Delaware,  has 
a  regular  and  established  place  of  business  at  the  City 
of  Cleveland,  (Euclid  Station),  County  of  Cuyahoga,  State 
of  Ohio,  and  is  the  owner  of  the  title  to  said  application 
Serial  No.  673,020. 

10.  That  defendant  The  Lubri-Zol  Corporation, 
378  upon  informaation  and  belief,  is  a  corporation  in¬ 
corporated  under  the  laws  of  the  State  of  Ohio,  has 
a  regular  and  established  place  of  business  at  the  City  of 
Cleveland  (Euclid  Station),  County  of  Cuyahoga,  State 
of  Ohio,  and  is  the  exclusive  licensee  under  said  applica¬ 
tion  Serial  No.  673,020. 

11.  That  no  other  persons  or  organizations  owning  an 
interest  in  the  said  Henriksen,  Steiner  and  Lincoln  appli¬ 
cation  Serial  No.  673,020  are  at  present  known  to  plaintiffs, 
but  if  such  persons  or  organizations  exist  they  are  invited 
to  appear  and  answer  in  this  suit. 

GROUNDS  OF  COMPLAINT 

12.  That  prior  to  Sept.  9,  1939,  the  Commissioner  of 
Patents  declared  an  interference  No.  69,703  involving  a 
large  number  of  parties.  On  Sept.  9,  1939,  said  interfer¬ 
ence  No.  69,703  was  reformed  and  as  thus  reformed  in¬ 
cluded  the  aforesaid  application  of  Henriksen,  Steiner 
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and  Lincoln,  Serial  No.  673,020,  and  tlie  aforesaid  appli¬ 
cation  of  Benjamin  Gallsworthy,  Serial  No.  646,491,  and 
{he  aforesaid  application  of  Morell  and  Knutson,  Ser.  No. 
733,402,  and  an  application  of  Samuel  J.  Cohen,  Ser.  No. 
682,634. 

13.  That  said  interference  No.  69,703  as  thus  reformed 
on  Sept.  0,  1939  proceeded  upon  the  following  counts: 

1.  A  lubricant  suitable  for  lubrication  under  extreme 
pressures  comprising  essentially  mineral  oil  and  a  small 
percentage  of  chlorine  in  chemical  combination  with  non¬ 
volatile  mineral  oil,  the  compounds  formed  being  also 
non-volatile. 

2.  A  lubricating  composition  having  as  a  pri- 
379  mary  lubricating  constituent  the  combination  of  un¬ 
chlorinated  mineral  lubricating  oil  and  a  minor 
proportion  of  chlorinated  mineral  lubricating  oil. 

3.  An  extreme  pressure  lubricant  comprising  as  a  pri¬ 
mary  lubricating  constituent  the  combination  of  unchlor 
inated  mineral  lubricating  oil  and  a  minor  proportion  of 
chlorinated  lubricating  oil,  the  lubricant  being  free  from 
added  sulphur. 

14.  That  on  April  8,  1942  the  Examiner  of  Interfer¬ 
ences  entered  judgment  on  the  record  against  all  of  the 
other  parties  to  said  interference  No.  69,703,;  leaving  in 
the  interference  only  the  parties  hereto  and  the  party 
Cohen. 

15.  That  the  plaintiffs  presented  to  the  Commissioner 
of  Patents  proof  establishing  that  said  Morell  and  Knut¬ 
son  are  the  original,  first,  and  joint  inventors  of  the  sub¬ 
ject  matter  of  said  interference  No.  69,703  as  defined  in 
the  above  counts,  and,  after  due  proceedings  had  the  Ex¬ 
aminer  of  Interferences  in  the  Patent  Office,  in  a  decision 
dated  Feb.  26,  1943,  awarded  priority  as  to  all  counts  to 
Benjamin  Gallsworthy.  From  said  decision  by  the  Ex- 
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aminer  of  Interferences,  appeals  were  taken  by  the  parties 
Morell  et  al  and  Henriksen  et  al  to  the  Board  of  Appeals 
and  no  appeal  was  taken  by  the  party  Cohen,  whereupon, 
the  party  Cohen  was  no  longer  a  party  to  the  proceedings 
in  said  interference  No.  69,703. 

16.  That  after  due  proceedings  had  before  the  Board 
of  Appeals  in  the  Patent  Office,  the  Board  of  Appeals  in 
a  decision  dated  Feb.  29,  1944  affirmed  the  decision  of  the 
Examiner  of  Interferences  and  awarded  priority  of  inven¬ 
tion  as  to  all  of  the  counts  in  said  interference  No.  69,703 
to  Benjamin  Gallsworthy. 

17.  That  on  or  about  Sept.  9,  1939  the  Commis- 
380  sioner  of  Patents  pursuant  to  proceedings  had  in 
aforesaid  interference  No.  69,703  declared  an  inter¬ 
ference  No.  77,416  between  the  aforesaid  application  of 
Henriksen,  Steiner  and  Lincoln,  Ser.  No.  673,020,  and  the 
aforesaid  application  of  Benjamin  Gallsworthy,  Sei.  No. 
646,491,  and  the  aforesaid  application  of  Morell  and  Knut¬ 
son,  Ser.  No.  733,452,  and  the  aforesaid  application  of 
Samuel  J.  Cohen,  Ser.  No.  682,634,  and  an  application 
of  David  Merrill,  Ser.  No.  745,169. 

18.  That  said  interference  No.  77,416  on  April  8,  1942 
was  consolidated  with  another  interference  No.  77,417  and 
as  thus  consolidated  it  was  known  as  interference  No. 
77,416  and  proceeded  upon  the  following  counts: — 

1.  An  extreme  pressure  lubricant  for  use  between  rel¬ 
atively  moving  metallic  surfaces,  comprising  a  body  of  re¬ 
fined  mineral  lubricating  oil,  the  ability  of  which  to  prevent 
seizure  and  scoring  between  relatively  moving  metalhc 
surfaces  operating  under  conditions  of  extreme  pressure, 
has  been  substantially  increased  by  the  addition  thereto  of 
a  minor  amount  of  chlorinated  mineral  oil. 

1  2.  The  method  of  improving  a  body  of  refined  mineral 

lubricating  oil  to  very  substantially  increase  its  ability  to 
prevent  seizure  and  scoring  when  used  as  a  lubricant  be- 
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tween  relatively  moving  metallic  surfaces  operating  under 
conditions  of  extreme  pressure,  which  comprises  dissolv¬ 
ing  in  said  body  a  small  amount  of  chlorinated  mineral  oil. 

3.  The  method  of  reducing  the  friction  between  rela¬ 
tively  moving  metallic  surfaces  which  comprises  maintain¬ 
ing  therebetween  a  film  of  lubricating  oil  and  at  the  same 
time  chemically  acting  upon  such  surfaces  by  means  of 
chlorine  present  in  said  oil  film  in  the  form  of  a  minor 
amount  of  chlorinated  mineral  oil. 

19.  That  on  or  about  April  8,  1942  the  Examiner 
381  of  Interferences  entered  judgment  op  the  record 
against  all  of  the  other  parties  to  said  interference 
No.  77,416  leaving  in  the  interference  only  the  parties  here¬ 
to  and  the  party  Cohen. 

1 

20.  That  the  plaintiffs  presented  to  the  Commission  of 
Patents  proof  establishing  that  said  Morell  and  Knutson 
are  the  original,  first,  and  joint  inventors  of!  the  subjeel 
matter  of  said  interference  No.  77,416  as  defined  in  the 
above  counts,  and,  after  due  proceedings  had  the  Exam¬ 
iner  of  Interferences  in  the  Patent  Office,  in  a  decision 
dated  Feb.  26,  1943,  awarded  priority  as  to  all  counts  to 
Benjamin  Gallsworthy.  From  said  decision  by  the  Ex¬ 
aminer  of  Interferences,  appeals  were  taken  by  the  parties 
Morell  et  al  and  Henriksen  et  al  to  the  Board  of  Appeals 
and  no  appeal  was  taken  by  the  party  Cohen,  whereupon, 
the  party  Cohen  was  no  longer  a  party  to  the  proceedings 
in  said  interference  No.  77,416. 

21.  That  after  due  proceedings  had  before  the  Board 

of  Appeals  in  the  Patent  Office,  the  Board  of  Appeals  in  a 
decision  dated  Feb.  29,  1944  affirmed  the  decision  of  the 
Examiner  of  Interferences  and  awarded  priority  of  inven¬ 
tion  as  to  all  of  the  counts  in  said  interference  No.  77,416 
to  Benjamin  Gallsworthy.  i 

22.  That  defendant,  the  Commissioner  of  Patents,  has 
refused  plaintiffs  a  patent  for  the  subject  matter  of  each 
of  the  counts  of  both  of  said  interferences. 


I 

j. 


70 


23.  That  plaintiffs  verily  believe  LeGrand  Morell  and 
Amos  T.  Knutson  to  be  the  original,  first,  and  joint  in¬ 
ventors  of  the  improvements  described  and  claimed  in 
their  aforesaid  patent  application,  Ser.  No.  733,452,  includ¬ 
ing  each  of  the  counts  of  both  of  the  said  interferences. 

24.  That  no  appeal  to  the  Court  of  Customs  and 
382  Patent  Appeals  is  pending  nor  has  been  decided 
in  any  of  said  interferences. 

WHEREFORE,  plaintiffs  pray  this  Honorable  Court : — 

1.  To  decree  LeGrand  Morell  and  Amos  T.  Knutson  to 
be  the  original,  first,  and  joint  inventors  of  the  subject 
matter  of  each  of  the  counts  of  both  of  said  interferences. 

2.  To  decree  that  Alfred  Henriksen,  Waldo  L.  Steiner, 
and  Bert  H.  Lincoln  are  not  the  original,  first,  and  joint 
inventors  of  the  subject  matter  of  any  of  the  counts  of  any 
of  said  interferences. 

3.  To  decree  that  Benjamin  Gallsworthy  is  not  the  orig¬ 
inal  and  first  inventor  of  the  subject  matter  of  any  of  the 
counts  of  any  of  said  interferences. 

4.  To  decree  that  the  subject  matter  of  each  of  the 
counts  of  each  of  said  interferences  is  not  patentable  to 
any  or  all  of  the  defendants  herein. 

5.  To  authorize  and  direct  the  Commissioner  of  Patents 
to  issue  to  plaintiff,  The  Dow  Chemical  Company,  as  as¬ 
signee  of  LeGrand  Morell  and  Amos  T.  Knutson,  a  patent 
including  each  of  the  counts  of  each  of  said  interferences. 

6.  For  costs  and  such  further  relief  as  equity  may 
require. 

Amos  T.  Knutson 
The  Dow  Chemical  Company 
By  Almon  S.  Nelson 
Local  Attorney 
1050  Earle  Building, 
Washington  4,  D.  C. 


71 


ANSWER 

383  TO  THE  HONORABLE  JUDGES  OF  THE  DIS¬ 
TRICT  COURT  OF  THE  UNITED  STATES 
FOR  THE  DISTRICT  OF  COLUMBIA 


The  Defendants,  Benjamin  Gallsworthy  and  The  Texas 
Company,  for  their  Answer  to  the  Bill  of  Complaint  herein, 
say : 

i 

1.  Defendants  admit  the  allegations  of  Paragraph  1  of 
the  Complaint. 

2.  Defendants  deny  that  Amos  T.  Knutson  and 
384  Le  Grand  Morell  are  or  were  the  original,  first  and 
joint  inventors  of  the  invention  disclosed  and 
claimed  in  their  application  Ser.  No.  733,402,  and  admit  the 
remaining  allegations  of  Paragraph  2  of  the  Complaint. 

3.  Defendants  admit  the  allegations  of  Paragraph  3 

of  the  Complaint.  j 

i 

4.  Defendants  admit  the  allegations  of  Paragraph  4 
of  the  Complaint. 

5.  Defendants  admit  the  allegations  of  Paragraph  0 
of  the  Complaint. 

j 

6.  Defendants  admit  the  allegations  of  Paragraph  <» 
of  the  Complaint. 

| 

7.  Defendants  say  that  defendant,  The  Lubri-Zol  Cor¬ 
poration,  has  certain  license  rights  under  said  Gallsworthy 
application,  Ser.  No.  646,491,  and  defendants  admit  the 
remaining  allegations  of  Paragraph  7  of  the  Complaint. 

8.  Defendants  admit  the  allegations  of  Paragraph  8 
of  the  Complaint. 


72 


9.  Defendants  admit  the  allegations  of  Paragraph  9 
of  the  Complaint. 

10.  Defendants  admit  the  allegations  of  Paragraph  10 
of  the  Complaint. 

11.  Defendants  admit  the  allegations  of  Paragraph  11 
of  the  Complaint. 

12.  Defendants  admit  the  allegations  of  Paragraph  12 
of  the  Complaint. 

13.  Defendants  admit  the  allegations  of  Paragraph  13 
of  the  Complaint. 

1 14.  Defendants  admit  the  allegations  of  Paragraph  14 
of  the  Complaint. 

15.  With  respect  to  Paragraph  15  of  the  Corn- 
385  plaint,  defendants  deny  that  the  proofs  presented  to 
the  Commissioner  of  Patents  establish  that  the  said 
51  or  ell  and  Knutson  are  or  were  the  original,  first  and 
joint  inventors  of  the  subject  matter  of  said  Interference 
69,703  as  defined  in  the  counts  thereof  set  forth  in  Para¬ 
graph  13  of  the  Complaint,  and  defendants  admit  the  re¬ 
maining  allegations  of  Paragraph  15  of  the  Complaint. 

16.  Defendants  admit  the  allegations  of  Paragraph  1(> 
of  the  Complaint. 

17.  Defendants  admit  the  allegations  of  Paragraph  17 
of  the  Complaint  and  further  say  that  the  said  Interference 
77,416,  as  declared,  included  applications  of  other  parties 
not  named  in  said  Paragraph. 

18.  Defendants  admit  the  allegations  of  Paragraph  18 
of  the  Complaint. 

19.  Defendants  admit  the  allegations  of  Paragraph  19 
of  the  Complaint. 

20.  With  respect  to  Paragraph  20  of  the  Complaint,  de¬ 
fendants  deny  that  the  proofs  presented  to  the  Commis- 
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sioner  of  Patents  establish  that  said  Morell  and  Knutson 
are  or  were  the  original,  first  and  joint  inventors  of  the 
subject  matter  of  said  Interference  77,416  as  defined  in  the 
counts  set  forth  in  Paragraph  18  of  the  Complaint,  and 
defendants  admit  the  remaining  allegations  of  Paragrapn 
20  of  the  Complaint. 

21.  Defendants  admit  the  allegations  of  Paragraph  21 
of  the  Complaint. 

22.  Defendants  admit  the  allegations  of  Paragraph  22 
of  the  Complaint. 

23.  Defendants  deny  that  Le  Grand  Morell  and 
386  Amos  T.  Knutson  are  the  original,  first  and  joint 
inventors  of  the  improvements  described  and 
claimed  in  their  aforesaid  patent  application  Ser.  No.  733,- 
452,  or  of  each  or  any  of  the  counts  of  said  interfer¬ 
ences,  as  alleged  in  Paragraph  23  of  the  Complaint;  and 
as  to  the  averment  of  plaintiff’s  belief,  defendants  an* 
without  knowledge  or  information  sufficient  to  form  a 
belief. 

24.  Defendants  admit  the  allegations  of  Paragraph  24 
of  the  Complaint. 


II 

25.  And  for  a  further  defense,  defendants  say  that  de¬ 
fendant  Benjamin  Gallsworthy  is  the  original,  first  and 
sole  inventor  of  the  improvements  described  in  his  appli¬ 
cation  Ser.  No.  646,491  and  of  each  of  the  counts  of  both 
of  the  aforesaid  interferences. 

WHEREFORE,  defendants  Benjamin  Gallsworthy  and 
The  Texas  Company  pray : 

1.  That  the  Complaint  be  dismissed  with  costs. 


2.  For  such  other  and  further  relief  as  equity 
may  require. 

Benjamin  Gallsworthy 
The  Texas  Company 

By  Benjamin  B.  Schneider 
105  West  Adams  Street 
Chicago,  HI. 

Lee  B.  Kemon 
1331  G  Street,  N.  W. 
Washington,  D.  C. 

their  attorneys. 
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ANSWER  TO  COMPLAINT  BY  DEFENDANT 

388  CONWAY  P.  COE 

To  the  Honorable  the  Justices  of  the  District  Court 

of  the  United  States  and  for  the  District  of  Columbia. 

1.  The  defendant,  Conway  P.  Coe,  Commissioner  of 
Patents,  admits  the  allegation  of  paragraph  1  of  the  com¬ 
plaint. 

2.  He  admits  the  tiling  of  application  Serial  No.  733,452 
as  alleged  in  paragraph  2  of  the  complaint;  he  denies  that 
the  applicants,  Knutson  and  Morell  are  the  original,  first 
and  joint  inventors  of  the  subject  matter  of  any  claim  set 
forth  in  the  complaint. 

3,  4,  5,  6,  7,  8,  9.  He  admits  the  allegations  of 

389  paragraphs  3  to  9,  inclusive,  of  the  complaint. 

10.  He  is  not  informed,  except  by  the  complaint 
itself,  as  to  the  allegations  of  paragraph  10  of  the  com¬ 
plaint. 

11,  12,  13,  14.  He  admits  the  allegations  of  paragraphs 
11  to  14,  inclusive,  of  the  complaint. 

15.  He  admits  that  a  decision  was  rendered  by  the 
Examiner  of  Interferences  and  that  appeals  were  taken  as 
alleged  in  paragraph  15  of  the  complaint;  he  denies  that 
the  plaintiffs  presented  proof  establishing  that  Morell  and 
Knutson  are  the  original,  first  and  joint  inventors  of  the 
subject  matter  of  Interference  No.  69,703. 

16,  17,  18,  19.  He  admits  the  allegations  of  paragraphs 
16  to  19,  inclusive,  of  the  complaint. 

20.  He  admits  that  a  decision  was  rendered  by  the 
Examiner  of  Interferences  and  that  appeals  were  taken  as 
alleged  in  paragraph  20  of  the  complaint;  he  denies  that 
the  plaintiffs  presented  proof  establishing  that  Morell  and 
Knutson  are  the  original,  first  and  joint  inventors  of  the 
subject  matter  of  any  count  of  Interference  No.  77,416. 
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21.  He  admits  the  allegation  of  paragraph  21  of  the 
complaint. 

22.  He  admits  that  he  has  refused  plaintiffs  a  patent 
for  the  subject  matter  of  any  claim  involved  in  Interference 
No.i  69,703  or  No.  77,416;  he  states  that  such  refusal  is 
proper  for  the  reasons  set  forth  in  the  decisions  of  the 

Examiner  of  Interferences  and  the  Board  of  Ap- 
390  peals  in  such  interferences,  copies  of  which  decisions 
will  be  furnished  at  the  trial. 

23.  He  is  not  advised,  except  by  the  complaint  itself, 
as  to  the  belief  of  Morell  and  Knutson  that  they  are  the 
original,  first  and  joint  inventors  of  the  improvements 
claimed  in  their  application  No.  733,452.  He  denies  that 
the  said  Morell  and  Knutson  are  in  fact  the  original,  first 
and  joint  inventors  of  the  subject  matter  of  any  claim 
set  forth  in  the  complaint. 

24.  He  admits  the  allegation  of  paragraph  24  of  the 
complaint. 

Respectfully  submitted, 

E.  L.  Reynolds 

Attorney  for  Defendant  Coe. 

May  4,  1944 

I  hereby  certify  that  a  copy  of  this  answer  was  mailed 
today,  May  4, 1944,  to  the  attorney  for  the  plaintiffs,  Almon 
S.  Nelson,  1050  Earle  Bldg.,  Washington,  D.  C.  and  to  the 
attorneys  for  defendants,  Lee  M.  Kemon,  1331  G  Street 
N.  W.,  Washington,  D.  C.,  and  Edwin  R.  Hutchinson.  1154 
Munsey  Bldg.,  Washington,  D.  C. 

E.  L.  Reynolds 

Attorney  for  Defendant  Coe. 

*  *  #  # 


77 


JUDGMENT 

395  This  cause  came  on  to  be  heard  upon  the  proceed¬ 
ings  and  proofs  presented  by  the  respective  parties 
in  the  Patent  Office  and  additional  proofs  presented  in 
open  court,  and  the  Court  having  considered  the  same,  it 
is  hereby  adjudged  and  decreed  as  follows: 

1.  That  the  complaint  in  this  action  be  dismissed. 

2.  That  the  parties  Gallsworthy  and  The  Texas  Com¬ 
pany  and  the  Commissioner  of  Patents  recover  their  cost 
and  disbursements  herein  to  be  taxed. 

F.  Dickinson  Letts 
Justice 

Washington,  D.  C. 

June  28,  1946 

Approved  as  to  form. 

Almon  S.  Nelson 
Attorney  for  Knutsen  et  al 

Edwin  R.  Hutchinson 
Attorney  for  Wolfe  et  al 

Vernon  M.  Dorsey 
Attorney  for  Cohen 

W.  W.  Cochran 

Solicitor  for  Commissioner  of  Patents 
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IN  THE  DISTRICT  COURT  OF  THE  UNITED 
441  STATES  FOR  THE  DISTRICT  OF  COLUMBIA 

Civil  No.  23,874 

Amos  T.  Knutson  and  The  Dow  Chemical  Co. 

Plaintiff. 

vs. 

Casper  W.  Ooms,  Benjamin  Gallsworthy  et  al 

Defendant. 

NOTICE  OF  APPEAL 

Notice  is  hereby  given  this  16th  day  of  September,  1946, 
that  Amos  T.  Knutson  and  The  Dow  Chemical  Company 
hereby  appeals  to  the  United  States  Court  of  Appeals  for 
the  District  of  Columbia  from  the  judgment  of  this  Court 
entered  on  the  28th  day  of  June,  1946  in  favor  of  Galls¬ 
worthy  and  The  Texas  Company  against  said  Amos  T. 
Knutson  and  The  Dow  Chemical  Company. 

Almon  S.  Nelson 

Attorney  for 

Amos  T.  Knutson  and  The  Dow  Chemical  Co. 
Room  1050  Earle  Building,  Washington  4,  D.  C. 

Na.-6060 

#  #  •  • 

ORDER  FOR  CONSOLIDATION  OF  CERTAIN 
396  OF  ABOVE-IDENTIFIED  ACTIONS 

A  Motion,  having  been  duly  made  by  the  Plaintiffs 
(Gallsworthy  et  al)  in  Civil  Action  No.  19,801  to  consoli¬ 
date  that  action  with  Civil  Actions  Nos.  20,052  and  20,053, 
and  it  appearing  that  such  a  consolidation  of  these  actions 
should  be  effected;  it  is 
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ORDERED,  ADJUDGED  AND  DECREED: 
that  Civil  Actions  Nos.  19,801,  20,052  and  20,053  shall  be 
consolidated  into  one  Action  and  treated  as  such  for 
397  all  further  proceedings. 

T.  Alan  Goldsborough 

Justice  U.  S.  District  Court,  D.  C. 

Dated,  Washington,  D.  C. 
this  23rd  day  of  March,  1944. 

Consent  to  entry  of  above  Order  is  hereby  given  by 
Counsel  representing  all  of  the  parties  in  interest. 

Lee  B.  Kemon 

Attorney  for  Benjamin  Gallswortbv 
The  Texas  Company 

W.  W.  Cochran 
Solicitor  U.  S.  Patent  Office 
Attorney  for  Conway  P.  Coe 

Commissioner  of  Patents 

Vernon  M.  Dorsey 
Attornev  for  Samuel  J.  Cohen 

Edwin  R.  Hutchinson; 

Attorney  for  John  W.  Wolfe 
Waldo  L.  Steiner 
Bert  H.  Lincoln 
The  Lubri-Z61  Develop¬ 
ment  Corp.l 
The  Lubri-Zol  Corp. 

Al.mon  S.  Nelson  ; 

Attorney  for  Amos  T.  i£nutson 

The  Dow  Chemical  Company 

•  «  •  *  | 


i 

! 
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ORDER  FOR  THE  CONSOLIDATION  OF  THE 
399  ABOVE  ENTITLED  CASES  FOR  TRIAL 

Civil  Actions  Nos.  19.801,  20,032  and  20,033  having 
been  heretofore  consolidated  into  one  action,  and  it  now 
appearing  that  Civil  Actions  Nos.  23,872,  23,873  and  23,874 
should  be  consolidated  therewith  for  purposes  of  trial,  and 
counsel  for  the  several  parties  to  said  actions  having  con¬ 
sented  thereto  at  a  pretrial  conference  on  October  19,  1944, 
it  is  hereby  ordered: 

That  Civil  Actions  Nos.  23,872,  23,873  and  23,874  be  con¬ 
solidated  for  purposes  of  trial  only,  with  the  heretofore 
consolidated  Civil  Actions  Nos.  19,801,  20,052  and  20,053. 

F.  Dickinson  Letts 
Justice  U.  S.  District  Court,  D.  C. 
Dated,  Washington,  D.  C. 
this  25th  day  of  October,  1944 

Consent  to  entry  of  the  above  Order  is  hereby  given  by 
Counsel  representing  all  of  the  parties  in  interest. 

Lee  B.  Kemon 

Attorney  for  Benjamin  Gallsworthy 
and  The  Texas  Company 

W.  W.  Cochran 

Solicitor  V.  S.  Patent  Office 

Attorney  for  Conway  P.  Coe 

Commissioner  of  Patents 
Vernon  M.  Dorsey 
Attorney  for  Samuel  J.  Cohen 
Edwin  R.  Hutchinson 
i  Attorney  for  John  W.  Wolfe 

Waldo  L.  Steiner 
Bert  H.  Lincoln 

The  Lubri-Zol  Development  Corp. 
The  Lubri-Zol  Corp. 

Almon  S.  Nelson 

Attorney  for  Amos  T.  Knutson 

The  Dow  Chemical  Company 


* 


# 
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IN  THE  DISTRICT  COURT  OF  THE  UNITED 
400  STATES  FOR  THE  DISTRICT  OF  COLUMBIA 

Benjamin  Cfallswortky, 


The  Texas  Company, 

Plaintiffs 


v. 


Wolfe  et  al. 


Defendants 


•John  W.  Wolfe  et  al, 

Plaintiffs 
v. 

Casper  W.  Oonis  et  al. 

Defendants 

Amos  T.  Knutson  et  al. 

Plaintiffs 
v. 

Casper  W.  Oonis  et  al. 

Defendants 

i 

Amos  A.  Knutson  et  al, 

Plaintiffs 

v.  l 

• 

Casper  W.  Ooms  et  al, 

Defendants 

• 

.John  W.  Wolfe  et  al. 

Plaintiffs 
v. 

Casper  W.  Oonis  et  al. 

Defendants 

i 

Amos  T.  Knutson  et  al. 

Plaintiffs 

v. 

Casper  W.  Oonis  et  al, 

Defendants  j 


Civil  Action  No.  19,801 


Civil  Action  No.  20,052 


Civil  Action  No.  20,053 


Civil  Action  No.  23,872 


(  ivil  Action  No.  23.873 


Civil  Action  No.  23,874 


i 


i 
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!  INFORMAL  MEMORANDUM 

The  Court  finds  that  no  substantial  evidence  has  been 
presented,  in  any  of  the  cases  consolidated  for  trial,  to 
overcome  the  findings  in  the  Patent  Office  that  the  subject 
matters  in  the  several  counts  involved  in  the  inter- 
401  ferences  are  patentable. 

The  court  finds  that  as  to  the  first  count  in  inter¬ 
ference  No.  78,460  Gallsworthy  et  al  are  entitled  to  make 
the  claim  by  operation  of  law,  he  first  having  made  appli¬ 
cation  therefor  in  the  Patent  Office.  The  court  holds  that 
Morell  et  al  are  not  entitled  to  make  such  claim  as  awarded 
in  the  Patent  Office,  for  the  reason  that  the  Morell  test  in 
the  mail  car  at  the  plant  did  not  amount  to  a  reduction 
to  practice. 

In  interference  No.  78,460  no  claimant  is  entitled  to 
priority  over  Gallsworthy  since  no  party  to  the  interfer¬ 
ence  has  established  an  actual  reduction  to  practice  of 
the  subject  matters  in  issue  prior  to  the  filing  date  of  Galls¬ 
worthy  et  al,  and  no  party  has  shown  conception  coupled 
with  reasonable  diligence  from  a  time  prior  to  the  filing 
date  of  Gallsworthy  et  al,  and  no  party  has  shown  that  he 
is  the  first  inventor  over  Gallsworthy  et  al. 

In  other  respects  the  decisions  of  the  Patent  Office  are 
sustained,  including  the  award  of  priority  to  the  party 
Cohen  in  interference  No.  75,209,  lie  being  entitled  to  a 
constructive  reduction  to  practice  as  of  his  filing  date, 
July  28,  1933;  Morell  et  al  had  not  reduced  the  invention 
to  practice  prior  to  the  filing  date  of  the  party  Cohen; 
Morell  et  al  are  not  entitled  to  priority  over  Cohen  on  the 
theory  of  exploration  and  discovery  since  diligence  after 
the  claim  of  discovery  is  not  shown  in  the  evidence. 

Findings  of  fact,  conclusions  of  law  and  a  judgment 
form  consistent  herewith  will  be  presented  for  settlement. 

F.  Dickinson  Letts 
,  Justice 

*  #  #  * 
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MOTION  TO  REOPEN 


Now  conies  the  party,  Amos  T.  Knutson  et  al  and 
403  The  Dow  Chemical  Co.,  parties  to  the  above  actions, 
either  as  plaintiffs,  defendants,  or  counterclaimants, 
such  actions  having  been  consolidated  for  trial,  and  move 
this  Honorable  Court  for  a  rehearing  or  reopening  of  said 
actions  for  further  trial  as  to  the  following  issues  for  the 
reasons  indicated,  viz: — 

(1)  Unpatentability  of  count  1  of  Interference  No. 
78,460,  not  generally  but  as  to  the  right  of  the  party  Galls- 
worthy  to  take  a  valid  patent  containing  the  same,  for  the 
reason  that  he  is  of  record  as  having  admitted  that  the 
disclosure  of  patent  No.  1,945,615  is  an  anticipation  of 
such  count  1  and  such  patent  has  an  effective  date  earlier 
than  any  date  established  by  said  party  Gallsworthy. 

(2)  Unpatentability  of  counts  2  and  5  of  Interference 
No.  75,209  over  the  counts  of  the  aforesaid  Interference 

No.  78,460  for  the  reason  that  counts  2  and  5  of  said  Inter¬ 
ference  No.  75,209  are  identical  with  counts  1  and  2  of 
Interference  No.  78,460,  excepting  in  the  preamble,  where 
the  “composition  of  matter”  is  more  specifically  identi¬ 
fied  as  “a  metal  cutting  composition.” 

(3)  The  right  of  the  moving  party  to  introduce  addi¬ 
tional  proofs  as  to 

(a)  Factual  testimony  as  to  reduction  to  practice  of 
the  invention  of  all  of  the  counts  of  all  of  the  interferences; 

and 

(b)  Expert  testimony  that  propane  is  a  tiuid  fraction 
of  petroleum;  that  the  chlorinated  mineral  oil  example  of 
the  Gallsworthy  application  is  not  a  chlorinated  paraffin 
hydrocarbon  within  the  meaning  of  count  1  of  Interfer¬ 
ence  No.  78,460 ;  that  the  conditions  of  operation  of  the  mail 
car  test  were  such,  in  the  light  of  current  practice  at  that 
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time,  as  to  constitute  a  reduction  to  practice ;  and  that  the 
other  tests  made  on  behalf  of  the  moving  party  were  suf¬ 
ficient  to  constitute  a  reduction  to  practice  of  the  same; 
for  the  reason  that  under  the  authority  of  the  U.  S.  Cir¬ 
cuit  Court  of  Appeals  for  the  Third  Circuit  in  the  case  of 
Minnesota  Mining  &  Mfg.  Co.  et  al  vs.  Carborundum  Co. 
(May  3,  1946)  69  U.S.P.Q.  288,  all  such  testimony  should 
have  been  received  and  given  consideration  by  this  Hon¬ 
orable  Court. 


404  MEMORANDUM 

The  consolidated  trial  of  the  actions,  in  which 
the  forgoing  motion  is  brought,  was  held  under  date  of 
January  3  and  4,  1946,  following  which,  briefs  were  re¬ 
ceived  from  the  parties  to  said  actions,  and  on  or  about 
May  4,  1946  the  Court  filed  an  informal  Memorandum  as 
a  basis  for  findings  of  fact  and  conclusions  of  law  there¬ 
upon  to  be  presented  by  the  parties.  However,  no  such 
findings  or  conclusions  have  as  yet  been  entered. 

This  is  an  action  under  R.S.  4915  and  the  number  of 
interferences  and  different  parties  involved,  as  well  as  the 
number  and  character  of  the  questions  raised  during  the 
proceedings  in  the  Patent  Office,  has  obscured  the  out¬ 
standing  issues  which  this  Court  has  been  called  upon  to 
decide. 

Accordingly,  it  is  believed  proper,  as  well  as  timely,  to 
ask  the  Court  to  reconsider  certain  issues  which,  although 
raised  at  the  trial,  have  seemingly  escaped  specific  con¬ 
sideration,  inasmuch  as  these  issues  are  regarded  as  cru¬ 
cial  to  the  proper  determination  of  the  actions. 

(1)  The  Unpatentability  of  Count  1 
of  Interference  No.  78,460 

The  Court  has  apparently  misunderstood  the  contention 
of  the  moving  parties  as  to  patentability  of  this  count.  It 
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is  not  intended  herein  to  challenge  the  findings  of  the 
Patent  Office  generally  as  to  patentability,  but  only  as  to 
the  patentability  of  the  count  in  question  to  the  party 
Gallsworthy. 

On  the  record  and  without  the  necessity  for  considering 
any  factual  evidence,  the  party  Gallsworthy  is  barred  from 
contesting  count  1  of  Interference  No.  78,460. 

405  Gallsworthy  is  thus  barred  because  patent  No. 

1,945,615,  which  has  an  effective  date  earlier  than  any 
established  by  Gallsworthy,  discloses  a  species  of  and  is, 
therefore,  anticipatory  of  count  1  of  Interference  No. 
78,460.  Galsworthy  admitted  this  fact  during  the  Patent 
Office  proceedings.  He  not  only  admitted  such  fact,  but 
when  his  motion  to  add  a  count  similar  to  tljat  of  count  1 
of  Interference  No.  78,460  was  denied  by  the  Primarv  Ex- 
aminer,  he  did  not  appeal  and  hence  estopped  himself  from 
thereafter  ever  asserting  a  right  to  said  count. 

(2)  Unpatentabilitv  of  Counts  2  and  5 
of  Interference  No.  75,209 

As  pointed  out  in  the  motion,  the  above  counts  are  word- 
for-word  identical  with  counts  1  and  2  of  Interference  No. 
78,460  except  that  the  “composition  of  matter”  defined 
in  the  latter  is  termed  a  “metal  cutting  composition”  in 
the  former.  The  Court  of  Customs  and  Patent  Appeals 
in  the  ruling  case  of  In  re  Thuau,  57  U.S.P.Qi  324,  decided 
April  5,  1943,  held 

i 

“But  a  new  use  of  an  old  thing  or  an  old  process,  quite 
unchanged,  can  under  no  circumstances  be  patentable:  not 
because  it  may  not  take  as  much  inventiveness  to  discover 
it,  as  though  some  trivial  change  were  necessary,  but  be¬ 
cause  the  statute  allows  patents  only  for  a  new  ‘art,  ma¬ 
chine,  manufacture  or  composition  of  matter’  section  31. 
title  35,  U.S.  Code  (35  USCA  Sec.  31).  The  test  is  objec¬ 
tive:  mere  discovery  will  not  do.” 

i 

i 


i 

! 
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Clearly  in  view  of  the  foregoing,  counts  1  and  2  of  in¬ 
terference  No.  78,460  cannot  be  patentably  differentiated 
from  counts  2  and  5  of  Interference  No.  75,209.  Never¬ 
theless,  in  the  Court’s  Memorandum,  it  is  indicated  that 
while  the  latter  counts  are  to  be  awarded  to  the  party 
Gallsworthy,  the  former  are  to  be  awarded  to  Cohen.  This 
amounts  to  saying  that  two  different  parties  are  entitled  to 
claim  the  same  invention;  in  other  words,  if  carried  out, 
the  Court  will  have  to  instruct  the  Patent  Office  to  issue 
separate  patents  to  two  different  parties  on  the  same  in¬ 
vention. 

406  (3)  Right  to  Introduce  Additional  Proofs. 

;  At  the  consolidated  trial  of  these  actions  the  Court 
upheld  the  objection  of  one  of  the  opposing  parties  to  the 
introduction  by  the  moving  parties  of  additional  proofs, 
as  set  forth  in  the  foregoing  motion. 

In  support  of  the  objection  to  the  foregoing  testimony, 
opposing  counsel  principally  relied  on  the  decision  of  the 
U.S.  Court  of  Appeals  D.C.  in  Boucher  Invention  vs.  Sola 
Electric  Co.  (1942)  76  U.S.  App.  D.C.  160;  131  F.  (2d) 
225,  and  earlier  cases  therein  referred  to.  None  of  the 
foregoing  authorities  is  believed  pertinent  to  the  case  here 
presented,  where  first  of  all  there  is  not  the  slightest  sug¬ 
gestion  of  deliberate  or  intentional  omission,  in  the  taking 
of  proofs  before  the  Patent  Office  tribunal,  of  the  testimony 
here  sought  to  be  produced;  and  secondly,  where  the  is¬ 
sues  to  which  the  proffered  testimony  relates  have  become 
pertinent  only  because  of  the  intervening  decision  of  the 
Board  of  Interference  Examiners.  There  is  absolutely 
nothing  in  the  record  to  support  a  contention  that  any  evi¬ 
dence  known  to  the  moving  parties  and  considered  by  them 
to  have  any  bearing  on  the  issues  in  the  interferences  was 
withheld. 

A  comprehensive  statement  of  the  rule  which  should 
apply  in  a  case  such  as  here  presented  is  found  in  the  de- 
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cision  of  tlie  U.S.  Circuit  Court  of  Appeals  3rd  Circuit 
which  has  been  rendered  since  this  case  was  submitted, 
viz.  Minnesota  Mining  &  Mfg.  Co.  vs.  Carborundum  Co. 
(May  3,  1946)  69  U.S.P.Q.  288  (not  otherwise  reported  as 
yet),  from  which  we  quote  the  following  pertinent  excerpt: 

“At  the  trial  in  the  District  Court  the  plaintiffs 
407  offered  as  new  evidence  the  testimony  of  certain 
experts  to  be  discussed  more  at  length  hereinafter. 
By  this  testimony  the  plaintiffs  sought  to  show  that  Oakes 
in  the  specification  of  his  1931  application  did  disclose 
the  use  of  polyvinyl  alcohol  as  a  bond.  The  defendants 
objected  to  the  receipt  of  this  evidence,  relying  on  Barrett 
Co.  1.  Koppers  Co.,  (C.C.A.  3)  22  F.  2d  395.  The  defend¬ 
ants  assert  in  substance  that  the  expert  testimony  offered 
in  the  District  Court  was  available  to  the  plaintiffs  at  the 
at  the  time  of  the  proceedings  in  the  Patent  Office  and 
therefore  should  not  have  been  received  by  the  District 
Court.  But  as  the  learned  District  Judge  pointed  out  the 
circumstances  of  the  cited  case  are  clearly  distinguish¬ 
able  from  those  of  the  cases  at  bar  for  in  the  Koppers 
case  the  plaintiffs  in  the  R.S.  Section  4915  proceeding  had 
instructed  their  witnesses  in  the  interference  not  to  answer 
questions  which  would  disclose  subsequent  commercial 
practices  and,  thereafter,  had  endeavored  to  offer  this  very 
testimony  in  the  District  Court.  R.S.  Section  4915  provides 
that  the  trial  before  the  district  court  ‘shall  be  without 
prejudice  w  *  *  to  the  right  of  the  parties  to  take  further 
testimony’.  It  should  be  noted  that  prior  to  the  1927  amend¬ 
ment  to  R.S.  Section  4915,  44  Stat.  1336,  Sec.  11,  the  evi¬ 
dence  given  in  the  Patent  Office  in  an  interference  pro¬ 
ceeding  could  be  introduced  in  a  district  court  only  as 
secondary  evidence,  after  proper  foundation  laid.  General 
Talking  Pictures  Corp.  v.  American  T.  Corp.,  (C.C.A.  3) 
96  F.  2d  800,  811-812  (36  USPQ  428,  438-439).  To  adopt 
the  view  contended  for  here  by  the  defendants  would  b«* 
to  change  the  nature  of  an  R.S.  Section  4915  proceeding 
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and  to  rewrite  the  statute.  Accordingly  we  reject  it.” 
(Emphasis  ours.) 

In  view  of  the  foregoing  and  in  the  entire  absence  of 
suppression  or  deliberate  withholding  of  the  evidence  now 
sought  to  be  adduced,  to  refuse  to  receive  such  evidence 
would,  as  stated  in  the  foregoing  quotation,  change  the 
entire  nature  of  this  proceeding  and  rewrite  the  statute. 

The  pertinence  of  such  evidence,  if  received,  cannot  be 
denied  or  belittled,  in  view  of  the  strenuous  opposition 
which  has  been  made  to  its  reception  by  opposing  parties. 

408  SUMMARY 

In  order  that  the  moving  party  may  have  a  proper 
record  in  this  proceeding  on  which  to  base  an  appeal,  it  is 
therefore  submitted  that  the  consolidated  hearing  should 
be  reopened  to  receive  the  additional  proofs,  both  factual 
and  expert,  refused  at  the  original  trial;  that  the  Court 
should  give  careful  consideration  to  such  proofs  in  their 
bearing  on  the  question  of  priority  as  between  the  parties ; 
and  that  in  determining  such  question  of  priority  the 
Court  should  recognize  the  bar  which  exists  of  record 
against  the  indicated  award  to  Gallsworthy  of  count  1  of 
Interference  No.  78,460  and  to  Cohen  of  counts  2  and  5  of 
Interference  No.  75209. 

i  Respectfully  submitted 

Almon  S.  Nelson 

Attorney  for  the  Party  Knutson  ct  al  and 
The  Dow  Chemical  Company 

Washington,  D.  C. 

June  12,  1946. 

©  ©  *  # 
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ORDER 


410  THE  MOTION  TO  REOPEN,  filed  on  behalf  of 
the  party  Knutson  et  al.  and  The  Dow  Chemical 
Company,  having  come  on  to  be  heard  this  21st  day  of  June 
1946,  it  is  Ordered  that  the  same  be,  and  is  hereby  denied. 

F.  Dickinson  Letts 
Justice 

Washington,  D.  C. 

June  28,  1946 

Approved  as  to  form. 

Almon  S.  Nelson 
Attorney  for  Knutsen  et  al 

Edwin  R.  Hutchinson 
Attorney  for  Wolfe  et  al 

Vernon  M.  Dorsey 
Attorney  for  Cohen 

W.  W.  Cochran 

Solicitor  for  Commissioner  of  Patents 
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and  to  rewrite  the  statute.  Accordingly  we  reject  it.” 
(Emphasis  ours.) 

In  view  of  the  foregoing  and  in  the  entire  absence  of 
suppression  or  deliberate  withholding  of  the  evidence  now 
sought  to  be  adduced,  to  refuse  to  receive  such  evidence 
would,  as  stated  in  the  foregoing  quotation,  change  the 
entire  nature  of  this  proceeding  and  rewrite  the  statute. 

The  pertinence  of  such  evidence,  if  received,  cannot  be 
denied  or  belittled,  in  view  of  the  strenuous  opposition 
which  has  been  made  to  its  reception  by  opposing  parties. 

408  SUMMARY 

In  order  that  the  moving  party  may  have  a  proper 
record  in  this  proceeding  on  which  to  base  an  appeal,  it  is 
therefore  submitted  that  the  consolidated  hearing  should 
be  reopened  to  receive  the  additional  proofs,  both  factual 
and  expert,  refused  at  the  original  trial;  that  the  Court 
should  give  careful  consideration  to  such  proofs  in  their 
bearing  on  the  question  of  priority  as  between  the  parties ; 
and  that  in  determining  such  question  of  priority  the 
Court  should  recognize  the  bar  which  exists  of  record 
against  the  indicated  award  to  Gallsworthy  of  count  1  of 
Interference  Xo.  78,460  and  to  Cohen  of  counts  2  and  5  of 
Interference  No.  75209. 

Respectfully  submitted 

Almon  S.  Nelson 

Attorney  for  the  Party  Knutson  et  al  and 
The  Dow  Chemical  Company 

Washington,  D.  C. 

June  12,  1946. 

.  *  *  # 


409 


89 

ORDER 

410  THE  MOTION  TO  REOPEN,  filed  on  behalf  of 
the  party  Knutson  et  al.  and  The  Dow  Chemical 
Company,  having  come  on  to  be  heard  this  21st  day  of  June 
1946,  it  is  Ordered  that  the  same  be,  and  is  hereby  denied. 

F.  Dickinson  Letts 
Justice 

Washington,  D.  C. 

June  28,  1946 

Approved  as  to  form. 

Almon  S.  Nelson 
Attorney  for  Knutsen  et  al 

Edwin  R.  Hutchinson 
Attorney  for  Wolfe  et  al 

Vernon  M.  Dorsey 
Attorney  for  Cohen 

W.  W.  Cochran 

Solicitor  for  Commissioner:  of  Patents 
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IN  THE  DISTRICT  COURT  OF  THE  UNITED 
411  STATES  FOR  THE  DISTRICT  OF  COLUMBIA 


Jimmiebel  Gallsworthy, 

The  Texas  Company, 

Plaintiffs 

v. 

Wolfe  et  al, 

Defendants 

John  W.  Wolfe  et  al, 

Plaintiffs 

v. 

Casper  W.  Ooms  et  al, 

Defendants 

Amos  T.  Knutson  et  al, 

Plaintiffs 

v. 

Casper  W.  Ooms  et  al, 

Defendants 

John  W.  Wolfe  et  al, 

Plaintiffs 

v. 

Casper  W.  Ooms  et  al, 

Defendants 

Amos  T.  Knutson  et  al, 

Plaintiffs 

v. 

Casper  W.  Ooms  et  al, 

Defendants 


|  Civil  Action  No.  19,801 

I 

I 

Civil  Action  No.  20,052 


Civil  Action  No.  20,053 


Civil  Action  No.  23,873 


Civil  Action  No.  23,  874 

| 
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FINDINGS  OF  FACT 

1.  These  actions  arise  under  Section  4915  of  the  Revised 
Statutes  of  the  United  States  (Title  35,  U.  S.  C.  Section  63), 
and  in  each  of  the  actions  there  are  adverse  parties  resid¬ 
ing  in  a  plurality  of  districts  not  embraced  within  the  same 
state. 

2.  Benjamin  Gallsworthy  filed  a  patent  application  for 
“  Lubricants’  *  in  the  United  States  Patent  Office, 

412  Serial  No.  646,491,  on  December  9,  1932.  His  appli¬ 
cation  was  wholly  assigned  to  The  Texas  Company, 
a  Delaware  corporation.  Benjamin  Gallsworthy  died  dur¬ 
ing  the  pendency  of  this  action  and  his  executrix,  Jimmiebel 
Gallsworthy,  has  been  substituted  in  his  place. 

3.  Alfred  Henriksen,  Waldo  L.  Steiner  and  Burt  H. 
Lincoln  filed  application  Serial  No.  673,020  for  “  Lubricat¬ 
ing  Oil”  in  the  United  States  Patent  Office  on  May  26, 
1933.  Their  application  was  assigned  to  The  Lubri-Zol 
Development  Corporation,  a  Delaware  corporation,  and 
The  Lubri-Zol  Corporation,  an  Ohio  corporation,  is  the  ex¬ 
clusive  licensee  thereunder.  Alfred  Hendriksen  died  prior 
to  the  bringing  of  these  actions  and  John  W.  Wolfe,  admini¬ 
strator  de  bonis  non  of  his  estate,  appears  in  his  place. 

4.  Samuel  J.  Cohen  filed  application  Serial  No.  682,634 
for  “ Extreme  Pressure  Lubricants”  in  the  United  States 
Patent  Office  on  July  28,  1933. 

i 

5.  LeGrand  Morell  and  Ainos  T.  Knutson  tiled  applica¬ 
tion  Serial  No.  733,452  for  “Cutting  Oil”  in  the  United 
States  Patent  Office  on  July  2,  1934  and  their  application 
is  assigned  to  The  Dow  Chemical  Company,  a  Michigan 
corporation,  The  Lubri-Zol  Corporation  having  certain 
licensing  rights  thereunder.  LeGrand  Morell  died  before 
the  institution  of  these  actions. 

6.  The  assignees  of  the  foregoing  j  applications, 

i 

i 

i 
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413  where  assigned  were  joined  as  parties  to  these  ac¬ 
tions  and  they  are  the  real  parties  in  interest. 

7.  The  aforesaid  applications  of  Gallsworthy,  Henrik- 
sen  et  al.,  Cohen  and  Morell  et  al.  relate  to  the  use  of  chlori¬ 
nated  compounds  as  additives  in  lubricating  oils  and  were 
involved  with  others  in  the  Patent  Office  in  a  series  of  inter¬ 
ferences  for  the  determination  of  priority  of  inventorship. 
Interference  No.  69,703  was  the  first  of  these  interferences 
to  be  declared,  and  during  the  proceedings  in  the  Patent 
Office,  there  grew  out  of  it  additional  interferences,  includ¬ 
ing  Interferences  Nos.  77,416  and  78,460.  Interference 
No.  78,460  was  the  first  to  reach  this  court.  Consolidated 
testimony  was  produced  before  the  Patent  Office  in  said 
interferences  on  behalf  of  each  of  the  aforesaid  applicants 
except  Gallsworthy,  who  relied  on  the  filing  date  of  his  ap¬ 
plication  for  reduction  to  practice. 

8.  In  Interference  No.  78,460,  the  subject  matter  involved 
in  the  interference  was  a  lubricating  oil  containing  a  small 
proportion  of  a  chlorinated  compound  as  an  additive,  de¬ 
fined  in  the  following  counts : 

Count  1.  “A  composition  of  matter  comprising  a  mineral 
lubricating  oil  and  a  relatively  small  proportion  of  a  sub¬ 
stantially  non-volatile  chlorinated  paraffin  hydrocarbon  as 
essential  ingredients. 

Count  2.  “A  composition  of  matter  comprising  a  miner¬ 
al  lubricating  oil  and  a  small  percentage  of  chlorine  in 
chemical  combination  with  a  fluid  fraction  of  petroleum, 
the  compounds  formed  being  substantially  non-volatile.” 

Some  of  the  parties  involved  in  this  interference 

414  were  adjudged  by  the  Patent  Office  tribunals  not  to 
be  entitled  to  priority  and  were  eliminated,  leaving 

in  the  interference  only  the  above  named  parties.  The 
Board  of  Interference  Examiners  in  the  Patent  Office 
awarded  priority  as  to  count  1  to  the  applicants  Morell  et 
al..  and  as  to  count  2,  to  the  senior  applicant  Gallsworthy. 
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9.  Galls  worthy  thereupon  took  an  appeal  to  the  United 
States  Court  of  Customs  and  Patent  Appeals.  Each  of  the 
other  parties  here  involved  elected  under  Section  4911  of 
the  Revised  Statutes  of  the  United  States  (Title  35,  U.  S. 
C.,  Section  59a)  to  have  all  further  proceedings  in  the  said 
interference  conducted  under  Section  4915.  The  appeal  of 
Gallsworthy  to  the  United  States  Court  of  Customs  and 
Patent  Appeals  was  dismissed  and  Gallsworthy  and  The 
Texas  Company  tiled  their  complaint  in  Civil  Action  19,801, 
seeking  an  adjudication  that  Gallsworthy  be  held  entitled 
to  count  1  of  Interference  78,460.  Counterclaims  and  cross- 
claims  were  filed  by  each  of  the  other  parties,  asking  that 
they  be  held  entitled  to  the  counts  of  the  interference.  The 
same  relief  was  sought  by  the  various  parties  in  Civil  Ac¬ 
tions  Nos.  20,052  and  20,053.  Civil  Actions  19,801,  20,052 
and  20,053  were  consolidated  by  an  order  entered  March  23, 
1944,  and  by  a  pretrial  order,  these  actions  were  consoli¬ 
dated  for  trial  with  Civil  Actions  Nos.  23,873  and 

415  23,874,  arising  out  of  Interferences  Nos.  69,703  and 

77,416. 

10.  The  award  to  Morell  et  al.  of  priority  as  to  count  1 
of  Interference  78,460  was  on  the  basis  of  certain  tests 
made  in  automobile  and  truck  engines  in  August  and  Sep¬ 
tember,  1932,  in  which  a  lubricant  containing  polychlorpro- 
pane  was  employed,  which  the  Patent  Office  tribunals  held 
to  be  a  reduction  to  practice  of  the  subject  matter  of  that 
count.  The  testimony  before  the  Patent  Office  shows  that 
in  those  tests  no  effort  was  made  to  determine  the  effect 
of  the  use  of  the  lubricant  upon  the  bearings  and  other 
parts  of  the  engines  in  which  it  was  used,  even  though  the 
initial  acidity  of  the  oil  was  very  substantially  reduced  in 
use.  In  one  test  on  which  Morell  et  al.  relied  heavily  in  the 
Patent  Office  for  reduction  to  practice,  the  acidity  of  the 
oil  mixture  tested  dropped  from  2.128  to  0.728,  indicating 
that  something  in  the  engine  had  been  corroded  to  reduce 
the  acidity  of  the  oil  mixture.  The  records  presented  be- 
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fore  the  Patent  Office  show  that  the  acidity  of  the  oil  mix¬ 
ture  was  a  matter  of  concern  and  efforts  were  being  made 
to  correct  it. 

11.  In  response  to  requests  for  admissions  of  fact,  The 
Dow  Chemical  Company,  assignee  of  the  Morell  et  al.  appli¬ 
cation  and  the  real  party  in  interest,  admitted  that  in  the 

said  tests,  no  examination  was  made  of  the  interior 

416  operating  parts  of  the  engines  in  the  cars  used  in  the 
tests  and  that  the  acidity  factor  of  the  oil  mixture 

under  test  as  determined  by  standard  methods  was  higher 
at  the  start  than  at  the  end  of  the  test. 

12.  Additional  testimony  was  presented  at  the  trial 
through  the  witness  Graves,  who  had  testified  on  behalf  of 
Morell  et  al.  before  the  Patent  Office.  Graves’  testimony  on 
cross-examination  clearly  shows  that  in  the  engine  tests 
no  consideration  was  given  to  the  effectiveness  of  the  ma¬ 
terial  tested  as  a  lubricant,  that  the  possibility  of  corrosive 
conditions  existed  in  the  use  of  the  material  and  that  the 
tests  left  the  experimenters  with  no  knowledge  of  what 
happened  to  the  insides  of  the  car.  The  tests  gave  no  indi¬ 
cation  whatever  whether  the  lubricant  performed  its  in¬ 
tended  functions  in  service.  The  lubricant  tested  was  nev¬ 
er  used  by  The  Dow  Chemical  Company  except  experiment¬ 
ally.  The  evidence  is  clear  and  convincing  that  these  tests 
did  not  constitute  a  reduction  to  practice. 

13.  Other  tests  performed  by  Morell  et  al.  were  not  of 
themselves  sufficient  to  constitute  a  reduction  to  practice, 
and  the  Patent  Office  tribunals  so  held. 

14.  The  testimony  of  an  expert  witness,  Dr.  Brooks,  was 
proffered  at  the  trial  to  show  that  the  experimental 

417  tests  other  than  the  engine  tests  and  particularly 
film  strength-machine  tests  conducted  by  Morell  et  al.  in 
their  experimental  work  were  sufficient  to  constitute  a  re¬ 
duction  to  practice.  It  was  stated  at  the  trial  that  this  evi¬ 
dence  was  also  relied  upon  in  connection  with  similar  tests 
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described  in  the  testimony  presented  in  the  Patent  Office 
in  the  case  i'or  priority  of  Henriksen  et  al;  Since  both 
Morell  et  al.  and  Henriksen  et  al.  tiled  later  than  Galls  - 
worthy,  the  question  of  their  reduction  to  practice  prior 
to  Gallswortliy’s  filing  date  was  a  primary  issue  in  the  in¬ 
terference  proceedings  in  the  Patent  Office.  No  showing 
has  been  made  that  the  additional  proofs  proffered  at  the 
trial  were  not  fully  available  for  presentation  during  the 
proceedings  before  the  Patent  Office,  nor  lffis  any  excuse 
been  presented  for  failure  to  present  such  testimony  dur¬ 
ing  the  Patent  Office  proceedings. 

15.  However,  considering  the  offer  of  proof  as  to  such 
testimony  as  made  at  the  trial,  it  is  not  of  such  clear  and* 
convincing  character  as  to  overcome  the  findings  of  the 
Patent  Office  tribunals  that  such  tests  were  not  sufficient 
to  constitute  reduction  to  practice.  Furthermore,  the  fac¬ 
tual  evidence  developed  during  the  cross  examination  of  the 
witness  presented  on  behalf  of  Morell  et  al.  at  the  trial 
demonstrates  that  even  with  the  aid  of  the  engine  tests, 
the  actual  behavior  of  the  material  as  a  lubricant 
418  w*as  not  known.  The  experimental  tests  other  than 
the  engine  tests,  including  the  film  strength-machine 
tests,  conducted  on  behalf  of  applicants  Morell  et  al.  and 
Henriksen  et  al.,  did  not  constitute  reductions  to  practice 
of  the  subject  matters  of  any  of  the  counts  of  any  of  the 
interferences  involved  in  these  actions.  | 

10.  The  testimony  of  an  expert  witness,  Df.  Brooks,  was 
proffered  at  the  trial  on  behalf  of  the  Morell  et  al.  applica¬ 
tion  to  show  that  Gallsworthy’s  disclosure  of  a  chlorinated 
lubricating  oil  fraction  was  not  a  disclosure  of  a  “chlori¬ 
nated  paraffin  hydrocarbon,”  as  required  by  count  1  of 
Interference  No.  78,460.  During  the  interference  proceed¬ 
ings  in  the  Patent  Office,  in  proposing  the  founts,  Morell 
et  al.  had  pointed  to  the  same  disclosure  of  Gallswortliy  as 
supporting  the  counts  of  this  interference,  j  The  position 

i 
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taken  here  is  a  reversal  of  that  in  the  Patent  Office.  No 
showing  has  been  made  that  this  proffered  testimony  was 
not  available  during  the  Patent  Office  proceedings  and  was 
not  deliberately  withheld. 

17.  Even  considering  the  testimony,  however,  it  is 
merely  to  the  effect  that  the  material  chlorinated  to  form 
the  additive  as  disclosed  by  Gallsworthy  was  a  specific 
type  of  parraffin  hydrocarbon  and  falls  within  the  descrip¬ 
tion  in  count  1.  The  count  contains  no  limitation 

419  on  the  nature  of  the  paraffins  chlorinated.  Galls¬ 
worthy ’s  disclosure  of  the  use  of  a  chlorinated  lubri¬ 
cating  oil  fraction  is  a  disclosure  of  a  chlorinated  paraffin 
hydrocarbon. 

18.  The  Patent  Office  tribunals  awarded  priority  to 
Gallsworthy  as  to  count  2  of  Interference  78,460,  holding 
that  none  of  the  other  applicants  had  shown  reduction  to 
practice  of  its  subject  matter  prior  to  Gallsworthy ’s  filing 
date,  or  conception  and  continuing  diligence  from  a  date 
prior  thereto.  The  testimony  of  an  expert  witness,  Dr. 
Brooks,  was  proffered  at  the  trial  to  interpret  the  meaning 
of  the  language  of  count  2  in  such  a  manner  as  to  support 
the  proposition  that  the  polychlorpropane  present  in  the 
lubricant  used  in  the  mail  car  tests  on  behalf  of  Morell 
et  al.  above  referred  to  was  within  the  language  of  count  2, 
the  Patent  Office  having  held  to  the  contrary. 

19.  This  question  was  an  issue  in  the  proceedings  be¬ 
fore  the  Patent  Office  and  no  showing  has  been  made  that 
such  testimony  as  was  proffered  at  the  trial  was  not  avail¬ 
able  for  presentation  before  the  Patent  Office.  However, 
considering  the  testimony  which  was  proffered,  it  supports 
the  findings  of  the  Patent  Office  that  propane  is  not  to  be 
regarded  as  falling  within  the  term  “a  fluid  fraction  of 
petroleum ' "  ir:  its  usual  and  customary  significance  in  the 
art. 

20.  At  the  trial  the  testimony  of  the  witness 


420  Smith  was  proffered  on  behalf  of  Morell  et  al.  to 
corroborate  certain  tests  made  on  cutting  oils,  con¬ 
cerning  which  testimony  had  been  adduced  during  the  Pat¬ 
ent  Office  proceedings.  Smith  was  identified  as  a  machinist 
who  carried  out  certain  tests  described  in  the  Morell  et  al. 
testimony  before  the  Patent  Office  bv  other  witnesses.  He 
was  in  the  employ  of  The  Dow  Chemical  Company,  the 
assignee  of  the  Morell  et  al.  application,  when  the  testi¬ 
mony  was  taken  before  the  Patent  Office  and  no  showing 
has  been  made  that  his  testimony  was  not  readily  avail¬ 
able  at  that  time.  However,  the  testimony  of  Smith  was 
not  pi  offered  before  the  Patent  Office  and  it  did  not  even 
appear  in  the  Patent  Office  record  that  the  tests  were  made 
by  him.  It  appears  that  the  omission  before  the  Patent 
Office  of  the  testimony  of  Smith,  who  was  the  man  best  in¬ 
formed  as  to  these  tests,  was  deliberate.  Even  if  it  had 
been  accepted  as  set  forth  in  the  offer  of  proof  made  at 
the  trial  it  would  not  have  supplied  the  necessary  and  con¬ 
vincing  proof  of  continuing  diligence  on  the  part  of  Morell 
et  al. 

21.  No  additional  testimony  has  been  presented  in 
these  proceedings  on  behalf  of  the  Iienriksen  et  al.  appli¬ 
cation  bearing  on  the  findings  of  the  Patent  Office  Tribunal 
in  Interference  No.  78,460,  or  showing  them  to  have  been 
in  error. 

21a.  According  to  the  testimony  presented  in  the  Pat¬ 
ent  Office,  unsupported  by  any  written  records,  in  Decem¬ 
ber,  1931  Cohen,  having  read  the  article  on  “Extreme 
Pressure  Publication”  by  Mougey  and  Allmen  in  the  No¬ 
vember  11,  1931  issue  of  “National  Petroleum  News”  in 
which  was  discussed  the  use  of  small  quantities  of 

421  carbon  tetrachloride  as  an  additive  to  mineral  lu¬ 
bricating  oil,  concluded  that  there  was  a  chance  that 

the  addition  of  chlorinated  paraffin  wax  to  mineral 
lubricating  oil  would  perform  the  same  service,  but 
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would  have  the  very  large  advantage  of  being  non¬ 
volatile;  and  between  December  19,  1931  and  Decem¬ 
ber  28,  1931,  he  placed  in  test  tubes  and  in  one  or  two  bot¬ 
tles  a  quantity  of  mineral  lubricating  oil  and  added  thereto 
various  proportions  of  a  chlorinated  paraffin  wax.  The 
aforesaid  testimony  by  the  party  Cohen  was  corroborated 
by  Mrs.  Maurer’s  testimony.  No  tests  were  made  by 
Cohen  at  this  time  as  to  the  effect  of  the  use  of  the  addi¬ 
tive  under  extreme  pressure  lubricating  conditions  and  no 
additional  evidence  on  these  matters  was  offered  by  the 
party  Cohen  at  the  trial. 

21b.  Cohen  presented  at  the  trial  the  testimony  of  Dr. 
Calvert  showing  that  hexachlorethane,  a  highly  chlorin¬ 
ated  ethane,  having  a  boiling  point  of  187° C.  loses  20% 
of  its  weight  by  evaporation  in  three  days’  time  and  39.6% 
of  its  weight  in  six  days’  time  at  room  temperature  and 
completely  evaporates  within  four  hours  at  temperatures 
of  205°  to  212° F.,  whereas  in  comparative  experiments 
chlorinated  paraffin  wax  showed  substantially  no  loss.  Dr. 
Calvert’s  testimony  also  showed  that  when  5%  of  hexa¬ 
chlorethane  is  incorporated  in  a  mineral  lubricating  oil  it 
is  completely  dissipated  on  six  hours  exposure  at  205° F. 
This  type  of  material  is  therefore  not  a  ‘ ‘ non-volatile”  ad¬ 
ditive.  No  other  testimony  not  before  the  Patent  Office 
Avas  presented  on  behalf  of  Cohen  in  these  proceedings. 

22.  In  Interference  78,460,  no  party  to  the  inter- 
422  ference  has  established  an  actual  reduction  to  prac¬ 
tice  of  the  subject  matters  in  issue  prior  to  the  filing 
date  of  Gallsworthy  and  no  party  has  shown  conception 
coupled  with  reasonable  diligence  from  a  time  prior  to 
the  filing  date  of  Gallsworthy,  and  no  party  has  shown 
that  he  is  the  first  inventor  over  Gallsworthy  in  respect 
of  either  of  the  counts  of  said  interference.  Gallsworthy 
is  the  prior  inventor  of  the  subject  matters  in  issue  in  the 
actions  Nos.  19,801,  20,052  and  20,053,  arising  out  of  In¬ 
terference  78,460. 
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23.  The  same  applications  of  Gallsworthy,  Morell  et  al., 
Colien  and  Henriksen  et  al.  were  involved  in  the  Patent 
Office  in  Interferences  69,703  and  77,416,  in  which  the  sub¬ 
ject  matter  involved  was  defined  in  the  following  counts : 
Interference  No.  69,703 

“1.  A  lubricant  suitable  for  lubrication  under  extreme 
pressures  comprising  essentially  mineral  oil  and  a  small 
percentage  of  chlorine  in  chemical  combination  with  non¬ 
volatile  mineral  oil,  the  compounds  formed  being  also  non¬ 
volatile. 

“2.  A  lubricating  composition  having  as  a  primary 
lubricating  constituent  the  combination  of  unchlorinated 
mineral  lubricating  oil  and  a  minor  proportion  of  chlorin¬ 
ated  mineral  lubricating  oil. 

**3.  An  extreme  pressure  lubricant  comprising  as  a 
primary  lubricating  constituent  the  combination  of  un¬ 
chlorinated  mineral  lubricating  oil  and  a  minor  proportion 
of  chlorinated  lubricating  oil,  the  lubricant  being  free 
from  added  sulphur.” 

Interference  No.  77,416 

”1.  An  extreme  pressure  lubricant  for  use  between 
relatively  moving  metallic  surfaces,  comprising  a  body  of 
refined  mineral  lubricating  oil,  the  ability  of  which 
423  to  prevent  seizure  and  scoring  between  relatively 
moving  metallic  surfaces  operating  under  conditions 
of  extreme  pressure,  has  been  substantially  increased  by 
the  addition  thereto  of  a  minor  amount  of  chlorinated  min¬ 
eral  oil. 

“2.  The  method  of  improving  a  body  of  refined  mineral 
lubricating  oil  to  very  substantially  increase  its  ability  to 
prevent  seizure  and  scoring  when  used  as  a  lubricant  be¬ 
tween  relatively  moving  metallic  surfaces  operating  under 
conditions  of  extreme  pressure,  which  comprises  dissolv¬ 
ing  in  said  body  a  small  amount  of  chlorinated  mineral  oil. 


! 
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“3.  The  method  of  reducing  the  friction  between  rela¬ 
tively  moving  metallic  surfaces  which  comprises  maintain¬ 
ing  therebetween  a  film  of  lubricating  oil  and  at  the  same 
time  chemically  acting  upon  such  surfaces  by  means 
of  chlorine  present  in  said  oil  film  in  the  form  of  a  minor 
amount  of  chlorinated  mineral  oil.” 

in  both  of  these  interferences  the  Patent  Office  tribunals 
held  that  none  of  the  other  parties  had  reduced  the  inven¬ 
tions  of  these  counts  to  practice  prior  to  the  filing  date  of 
Gallswortliy  or  had  shown  conception  together  with  dili¬ 
gence  from  a  time  prior  to  the  filing  date  of  Gallswortliy, 
and  therefore  awarded  priority  of  invention  to  Galls- 
worthy.  The  proceedings  in  these  interferences  were  un¬ 
der  the  earlier  practice  providing  for  an  appeal  from  the 
Examiner  of  interferences  to  the  Board  of  Appeals. 
Cohen  failed  to  take  such  an  appeal  and  is  not  a  party  to 
Civil  Actions  23,873  and  23,874,  arising  out  of  these  inter¬ 
ferences. 

24.  Civil  Actions  No.  23,873  and  23,874  were  filed  by 
Henriksen  et  al.  and  Alorell  et  al.,  respectively,  the  remain¬ 
ing  losing  parties  in  Interferences  09,703  and  77,410,  to 

set  aside  the  judgments  of  the  Patent  Office  in  those 
424  interferences  and  to  have  Henriksen  et  al.  and  Mor- 
ell  et  al.  held  to  be  the  prior  inventors  of  the  sub¬ 
ject  matters  thereof  and  to  be  entitled  to  the  claims  con¬ 
stituting  the  issues  of  those  interferences.  By  a  pretrial 
order,  these  actions  were  consolidated  for  trial  with  Civil 
Actions  19,801,  20,052  and  20,053. 

25.  No  testimony  has  been  presented  in  these  proceed¬ 
ings  bearing  upon  the  findings  of  the  Patent  Office  tribun¬ 
als  in  interference  Nos.  09,703  and  77,416  other  than  the 
proffered  testimony  of  the  expert  referred  to  in  Findings 
Nos.  14  and  15  above.  The  findings  of  the  Patent  Office 
are  not  shown  to  have  been  in  error. 
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2G.  Colien  relies  upon  certain  evidence  presented  before 
the  Patent  Office  tribunals  to  show  derivation  from  him 
of  the  invention  of  the  subject  matter  of  these  interfer¬ 
ences.  This  assertion  is  wholly  inferential  and  no  positive 
proof  of  the  derivation  of  the  invention  from  him  has  been 
presented.  It  must  be  assumed  that  this  charge,  which  was 
made  before  the  Patent  Office  tribunals,  was  considered 
there  and  was  rejected.  There  is  no  proof  adequate  to 
show  that  the  inventions  involved  in  these  causes  of  ac¬ 
tion  were  derived  from  Cohen  by  Calls  worthy  and  The 
Texas  Company  or  by  any  of  the  other  parties. 

27.  The  Patent  Office,  in  the  proceedings  before  it, 
found  the  subject  matters  of  the  various  counts  of  the 

interferences  Nos.  78,400,  09,703  and  77,410  to  be 
420  patentable  and  to  distinguish  patentably  from  each 
other.  No  substantial  evidence  has  been  presented 
in  any  of  the  cases  consolidated  for  trial  to  overcome  these 
findings  in  the  Patent  Office.  The  only  art  presented  at  the 
trial  in  these  cases  was  before  the  Patent  Office  and  was 
fully  considered  by  it. 

28.  Calls  worthy  is  the  prior  inventor  of  all  of  the  sub¬ 
ject  matters  in  issue  in  the  actions  arising  out  of  Inter¬ 
ferences  09,700  and  77,410,  no  party  to  the  interference  hav¬ 
ing  established  an  actual  reduction  to  practice  of  such  sub¬ 
ject  matters  prior  to  the  filing  date  of  Callswortliy  and  no 
party  having  shown  conception  coupled  w*ith  reasonable 
diligence  from  a  time  prior  to  the  filing  <Jate  of  Galls- 
worthy. 

i 

CONCLUSIONS  OF  LAW 

1.  This  court  has  jurisdiction  of  these  Actions  under 
the  provisions  of  Section  4913  of  the  Revised  Statutes  of 
the  United  States  (Title  33,  U.S.C.,  Section  63)  and  of 
the  Act  of  March  3.  1927  (Title  33.  U.S.C.,  Section  72a). 
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2.  Tests,  to  constitute  reduction  to  practice,  should 
show  with  reasonable  certainty  that  the  subject  matter  will 
perform  its  intended  function  in  actual  service.  Chittick 
v.  Lyons  et  al.,  104  F.2d  818,820 ;  26  C.C.P.A.  1382 ;  Muskat 
et  al.  v.  Schmelkes  (1944),  C.C.P.A.,  140  F.2d  984. 

426  3.  The  new  testimony  presented  at  the  trials 
taken  together  with  testimony  before  the  Patent  Of¬ 
fice,  carries  thorough  conviction  that  the  Patent  Office  was 
in  error  in  awarding  priority  as  to  count  1  of  Interference 
78,460  to  Morell  et  al.,  and  fully  satisfies  the  requirements 
for  such  evidence  as  established  by  Morgan  v.  Daniels,  153 
U.S.  120. 

4.  It  it  incumbent  upon  a  party  to  an  interference  of¬ 
fering  evidence  in  the  Patent  Office  proceedings  to  produce 
before  that  tribunal  all  the  testimony  available  to  him  and 
which  he  can  produce  at  will,  bearing  upon  the  issues  in¬ 
volved.  Barrett  v.  Koppers,  3d.  C.C.A.  (1927),  22  F.2d 
395,  397;  Boucher  Inventions  v.  Sola  Electric  Co.  (1942), 
76  U.S.  App.  D.C.  160;  131  F.2d  225,  227;  Schilling  et  al. 
v.  Schwitzer-Cummins  Co.  (1944),  79  U.S.  App  D.C.  20; 
142  F.2d  82,  84. 

5.  The  proffered  testimony  of  the  expert,  Dr.  Brooks, 
was  of  a  character  which  should  not  be  admitted,  since  it 
related  to  matters  which  were  in  issue  before  the  Patent 
Office  and  no  showing  was  made  that  this  evidence  was 
not  available  when  testimony  was  taken  before  the  Patent 
Office,  nor  has  any  excuse  been  presented  for  failure  to 
present  such  testimony  during  the  Patent  Office  proceed¬ 
ings.  The  expert  evidence  purporting  to  show  lack  of  dis¬ 
closure  of  the  subject  matter  of  count  1  of  Interference 
78,460  by  Gallsworthy  should  be  excluded  for  the  further 

reason  that  it  involves  a  reversal  in  effect  of  the 

427  position  taken  by  Morell  et  al.  before  the  Patent 
Office. 

6.  The  witness  Smith  was  available  during  the  taking 
of  the  Patent  Office  testimony  and  actually  performed  ex- 
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periments  described  in  that  testimony  but  his  very  exist¬ 
ence  was  not  disclosed.  His  testimony  was  deliberately 
withheld  during  the  Patent  Office  proceedings  and  it  should 
be  excluded  here. 

7.  Unexpressed  limitations  are  not  to  be  read  into  the 
counts  of  an  interference.  Kirby  v.  Clements  (1915),  44 
App.  D.C.  12;  Brown  v.  Tomlinson  (1920),  49  App.  D.C. 
310,  265  Fed.  460;  llumiston  v.  Voorhees  (1927),  57  App. 
D.C.  344,  23  F.2d  765.  The  language  of  count  1  of  Inter¬ 
ference  No.  7S,460  will  not  be  interpreted  to  exclude  the 
chlorinated  derivatives  of  a  specific  type  of  paraffin  hydro¬ 
carbon.  The  “chlorinated  paraffin  hydrocarbon”  of  count 
1  includes  the  chlorinated  paraffin  base  lubricating  oil  dis¬ 
closed  in  the  Gallsworthy  application. 

3.  Terminology  used  in  an  interference  count  is  to  be 
given  its  usual  and  customary  significance  in  the  art,  and 
the  findings  of  the  Patent  Office  tribunals  in  respect  thereof 
are  not  be  overcome  except  by  clear  and  convincing  proof 
to  the  contrary. 

9.  The  evidence  presented,  in  any  of  the  cases,  on  the 
patentability  of  the  counts  to  the  parties,  or  any  of  them, 

is  not  substantial  and  does  not  overcome  the  find- 
428  ings  in  the  Patent  Office  that  the  subject  matters 
in  the  several  counts  involved  in  the  interferences 
are  patentable. 

10.  Gallsworthy  is  entitled  to  receive  the  patent  on 
counts  1  and  2  of  Interference  No.  78,460. 

13.  Gallsworthy  is  entitled  to  receive  the  patent  on 
counts  1  to  3  of  Interference  No.  69,703. 

12.  Gallsworthy  is  entitled  to  receive  the  patent  on 
counts  1  to  3  of  Interference  No.  77,416. 

13.  Tlie  parties  other  than  Gallsworthy  are  not  entitled 
to  receive  a  patent  containing  any  of  the  claims  or  counts 
of  the  interferences  involved  in  these  causes  of  action. 
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14.  Derivation  of  the  invention  from  another  must  be 
shown  by  clear  and  convincing  proof.  Sendelbach  v.  Gil¬ 
lette  (1903),  22  App.  D.C.  168,  1904  C.D.  597,  606;  Ander¬ 
son  v.  Wells  (1906),  27  App.  D.C.  115,  1906  C.D.  667,  671; 
Kivise,  Interference  Practice,  pages  133,  134.  Cohen’s  as¬ 
sertions  of  the  derivation  of  the  invention  of  the  subject 
matters  involved  from  him  are  mere  surmises  and  sus¬ 
picions  and  do  not  satisfy  the  requirements  of  proofs  of 
this  character. 

15.  In  Civil  Actions  Nos.  19,801,  20,052  and 
429  20,053,  the  counterclaims,  crossclaims  and  com¬ 

plaints  filed  by  the  parties  Wolfe  et  al.,  Knutson 
ft  aL  and  Cohen  should  be  dismissed. 

16.  In  Civil  Actions  23,873  and  23,874,  the  complaints 
should  be  dismissed. 

F.  Dickinson  Letts 
Justice 

Washington,  D.  C. 

June  28,  1946 

Service  of  a  copy  herewith  is  hereby  acknowledged. 

Almon  S.  Nelson 

Attorney  for  Knutson 
et  al. 

Fdwin  R.  Hutchinson 

Attorney  for  Wolfe  et  al. 

Vernon  M.  Dorsey 
Attorney  for  Cohen 

i  W.  W.  Cochran 

Solicitor  for  the  Com¬ 
missioner  of  Patents 

<  *  *  # 
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430  OBJECTIONS  BY  KNUTSON  ET  AL  TO 
FINDINGS  OF  FACT  AND  CONCLU¬ 
SIONS  OF  LAW  SUBMITTED  ON 
BEHALF  OF  PLAINTIFFS, 
GALLSWORTHY  ET  AL 


AND 

SUBSTITUTE  FINDINGS  OF  FACT  AND  CONCLU 


SIONS  OF  LAW  ON  BEHALF  OF  THE 
PARTY  KNUTSON  ET  AL  ! 


431  As  to  findings  of  fact  1  to  9,  inc.,  22,  23,  24,  26,  and 
28,  proposed  on  behalf  of  the  party  Gallsworthy,  the 
same  appear  to  be  in  accordance  with  the  Court’s  “IN¬ 


FORMAL  MEMORANDUM.” 

Objection  is  made  to  findings  10  to  13  inei,  and  in  sub¬ 
stitution  therefor  the  following  finding  is  proposed,  such 
finding  being  in  accord  with  the  statement  made  by  the 
Court  in  the  aforesaid  “INFORMAL  MEMORANDUM, ” 
viz: 

A — The  Morell  test  in  the  mail  car  at  the|  plant  of  The 
Dow  Chemical  Company  did  not  amount  to  a  reduction  to 
practice. 

Objection  is  made  to  proposed  findings  14  to  20  inc.,  and 
in  substitution  therefor  the  following  findings  are  pro¬ 
posed,  such  findings  being  in  accord  with  the  record  which 
merely  shows  that  the  Court  ruled  that  the  proffered  testi- 

•  i 

mony  would  not  be  received,  viz: 

i 

B — The  testimony  of  an  expert  witness,  Dr.  Brooks,  was 
proffered  at  the  trial  on  behalf  of  Morell  et  al  to  show 
(1)  that  experimental  tests  other  than  engine  tests  con- 
stituted  a  reduction  to  practice;  (2)  that  Gallsworthy’s 
disclosure  of  a  chlorinated  lubricating  oil  fraction  was  not 
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a  disclosure  of  a  “chlorinated  paraffin  hydrocarbon”  as 
required  by  count  1  of  Interference  No.  78,460;  and  (3) 
to  interpret  the  meaning  of  the  language  of  count  2  of  In¬ 
terference  No.  78,460.  On  the  objection  of  the  party  Galls¬ 
worthy,  the  Court  ruled  that  such  proffered  testimony  was 
inadmissible. 

C — The  testimony  of  the  witness  Smith  was  proffered 
at  the  trial  on  behalf  of  Morell  et  al  to  corroborate  certain 
tests  made  on  cutting  oils,  concerning  which  testimony  had 
been  adduced  during  the  Patent  Office  proceedings.  On  the 
objection  of  the  party  Gallswortliy,  the  Court  ruled  that 
such  proffered  testimony  was  inadmissible. 

Objection  is  made  to  proposed  finding  25,  and  in  sub¬ 
stitution  therefor  the  following  finding  is  proposed,  such 
finding  being  in  accord  with  the  record  which  merely  shows 
that  the  Court  ruled  that  the  proffered  testimony  would 
not  be  received,  viz : 

432  D — No  testimony  has  been  received  in  these  pro¬ 

ceedings  bearing  upon  the  findings  of  the  Patent 
Office  Tribunals  in  Interference  No.  69,703  and  77,416,  the 
proffered  testimony  of  the  expert  referred  to  in  preceding 
findings  and  additional  corroborative  testimony  by  the  wit¬ 
nesses  Knutson  and  Graves,  on  behalf  of  the  party  Morell 
et  al,  having  been  held  inadmissible  on  the  objection  of  the 
party  Gallsworthy. 

Objection  is  made  to  proposed  finding  27  for  the  reason 
that  the  Patent  Office  made  no  formal  finding  as  therein 
set  forth.  In  substitution,  the  following  finding  is  pro¬ 
posed  as  being  in  accord  with  the  record  in  this  Court,  viz : 

E — U.S.  Patent  No.  1,945,615  to  Lincoln  et  al  has  an  ef¬ 
fective  date  earlier  than  any  established  by  Gallsworthy 
and  discloses  a  species  of  the  subject  matter  of  count  1 
of  Interference  No.  78,460.  This  was  not  only  admitted 
by  Gallsworthy  during  the  proceedings  in  the  Patent  Office 
but  when  his  motion  to  add  a  count  similar  to  that  of 
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count  1  of  Interference  No.  78,400  was  denied  by  the  Pri¬ 
mary  Examiner,  he  did  not  appeal  from  such  ruling. 

The  following  additional  findings  of  fact  are  proposed 
on  behalf  of  the  party  Morell  et  al: 

F — in  Interference  No.  78,460,  counts  1  and  2  are  verba¬ 
tim  the  same  as  counts  2  and  5  of  Interference  No.  75,209 
except  that  the  “composition  of  matter”  defined  in  the 
former  is  defined  as  a  “metal  cutting  composition”  in  the 
latter. 

G — In  Civil  Action  No.  23,872,  which  has  been  consoli¬ 
dated  for  trial  with  these  actions,  the  party  Cohen  has  been 
held  entitled  to  an  award  of  priority  as  to  said  counts  2 
and  5  in  Interference  No.  75,209.  j 

Objection  is  made  to  proposed  conclusions  of  law  Nos. 
4,  5  and  6,  and  the  following  conclusion  is  offered  in  sub¬ 
stitution  therefor  as  being  in  accord  with  the  law: 

A — K.S.  Section  4915  provides  that  the  trial  for  the  Dis¬ 
trict  Court  “shall  be  without  prejudice  *  *  *  *  to  the  right 
of  the  party  to  take  further  testimony.”  Minnesota  Min¬ 
ing  &  Mfg.  Co.  vs.  Carborundum  Co.  (May  3,  1946)  69 
U.S.P.Q.  288. 

433  Objection  is  made  to  conclusion  10  tor  the  reason 
that  Gallsworthy  is  barred,  because  of  his  own  ad¬ 
mission  during  the  Patent  Office  proceedings*  from  taking 
a  valid  patent  which  includes  among  its  claims  count  1  of 
Interference  No.  78,460. 

The  following  additional  conclusion  of  law  is  proposed, 
the  same  being  based  on  above  proposed  additional  find¬ 
ings:  | 
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B — Counts  1  and  2  of  Interference  No.  78,460  are  un¬ 
patentable  over  counts  2  and  5  of  Interference  No.  75,209. 

Respectfully  submitted, 

Almon  S.  Nelson 


Attorney  for  the  Party 
Knutson  et  al  and  The 
Dow  Chemical  Compa- 
P7 

Washington,  D  .C. 

June  14, 1946 


CIVIL  ACTIONS  NOS.  15,801,  20,052  AND  20,053 

434  JUDGMENT 

These  causes,  having  been  consolidated  by  an  or¬ 
der  dated  March  23, 1944,  came  on  to  be  heard  on  the  plead¬ 
ings,  proceedings  and  proofs  presented  by  the  respective 
parties  in  the  Patent  Office  and  additional  proofs  presented 
in  open  court,  and  the  court  having  considered  the  same, 
it  is  hereby  adjudged  and  decreed  as  follows : 

1.  Benjamin  Gallsworthy  was  the  true,  first,  original 
and  sole  inventor  of  the  invention  set  forth  in  the  claims 
constituting  the  issues  of  Interference  No.  78,460,  these 
being  the  claims  numbered  25  and  26  of  the  patent  appli¬ 
cation  of  said  Benjamin  Gallsworthy,  Serial  No.  646,491, 
filed  December  9,  1932. 

2.  That  Jimmiebel  Gallsworthy  and  The  Texas 

43 5  Company,  a  corporation  of  Delaware,  being  respec¬ 
tively  the  executrix  and  assignee  of  said  Benjamin 

Gallsworthy,  are  entitled,  according  to  law,  to  receive 
United  States  Letters  Patent  for  the  said  inventions  as 
specified  and  the  said  claims  contained  in  their  said  appli¬ 
cation. 
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3.  That  the  Conunissisoner  of  Patents  is  hereby  author¬ 
ized  to  issue  such  Letters  Patent  to  said  Jimmiebel  G-alls- 
worthy  and  The  Texas  Company  upon  their  filing  in  the 
Patent  Office  a  copy  of  this  adjudication  and  otherwise  com¬ 
plying  with  the  requirements  of  the  law. 

4.  That  the  complaints,  counterclaims  and  crossclaims 
iiled  by  Wolfe  et  al.,  Knutson  et  al.  and  Cohen  in  Civil  Ac¬ 
tions  19,801,  20,032  and  20,053  be  dismissed. 

5.  That  the  parties  Gallsworthy  and  The  Texas  Com¬ 
pany  and  the  Commissioner  of  Patents  recover  their  costs 
and  disbursements  herein  to  be  taxed. 

F.  Dickinson  Letts 
Justice 

Washington,  D.  C. 

June  28,  1946 
Approved  as  to  form. 

Alaion  S.  Nelson 

Attorney  for  Knutson 
et  al 

Fdwin  R.  Hutchinson 

Attorney  for  Wolfe  et  al 

Vernon  M.  Dorsey 
Attorney  for  Cohen 

W.  W.  Cochran 

Solicitor  for  Commis¬ 
sioner  of  Patents 

#  #  #  # 

I 

I 
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446  ORDER  PERMITTING  TRANSMITTAL 
OF  ORIGINAL  EXHIBITS 

It  is  hereby  ordered  that  on  application  and  consent  of 
all  of  the  parties,  the  Clerk  is  directed  to  send  the  original 
exhibits  filed  in  behalf  of  plaintiffs  and  defendants  to  the 
Clerk  of  the  United  States  Court  of  Appeals  for  the  Dis¬ 
trict  of  Columbia  for  use  in  the  appeal  thereto,  in  lieu 
of  copies  thereof. 

T.  Alan  Goldsborough 
Justice. 

October  24,  1946 

Presented  by  Almon  Nelson, 
Attorney  for  Knutson  et  a.l 

Approved : 

W.  W.  Cochran, 

Attorney  for  Ooms 

Vernon  M.  Dorsey, 

Attorney  for  Cohen 

Edwin  R.  Hutchinson, 

Attorney  for  Wolfe  et  al 

Lee  B.  Kemon, 

Attorney  for  Gallsworthy  et  al 

•  *  *  * 


449  ORDER 

Upon  consideration  of  the  fact  that  the  party — 
Benjamin  Gallsworthy — has  died  during  the  pendency  of 
this  Action,  and  that  Letters  Testamentary  have  issued  to 
the  wife  of  the  deceased,  namely,  Jimmiebel  Gallsworthy. 
as  Executrix  of  the  estate  of  the  deceased,  now,  therefore, 
it  is  this  22d  day  of  April,  1946, 
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ORDERED  that  Jinmhebel  Gallsworthy,  Executrix,  be 
and  she  is  hereby  substituted  as  a  party,  in  each  of  the 
above  causes,  in  place  of  her  deceased  husband,  Ben- 
130  jamin  Gallsworthy. 

Daniel  W.  O’Donoghue 
Justice 

We  consent: 

Almox  S.  Nelson 
Vernon  M.  Dorsey 
Lee  B.  Kemon 
VV.  \V.  Cochran 
Edwin  R.  Hutchinson 


MEMORANDA 

451  Civil  Action  Nos.  20052,  20053  and  23872. 

AUGUST  1, 1945 

Order  substituting  Casper  VV.  Ooms,  Commissioner  of 
Patents,  as  a  party  defendant  in  place  of  Conway  P.  Coe, 
formerly  Commissioner  of  Patents,  filed. 

Civil  Action  Nos.  23873  and  23874. 

JULY  31,  1945 

Order  substituting  Casper  VV.  Ooms,  Commissioner  oi 
Patents,  as  a  party  defendant  in  place  of  Conway  P.  Coe, 
formerly  Commissioner  of  Patents,  filed. 

•  #  #  # 

i 

REPORTER’S  TRANSCRIPT  j 

4  TRIAL  PROCEEDINGS 

THE  CLERK:  Knutson  v.  Ooms,  Wolfe  vs.  Ooms 
-the  cases  are  all  consolidated  for  trial,  six  of  them. 
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MR.  NELSON :  May  it  please  Your  Honor,  we  have  a 
number  of  cases,  civil  actions,  consolidated  into  this  one 
case,  because  they  involved  common  parties,  four  parties 
to  interferences  that  took  place  in  the  Patent  Office. 

The  controversies  have  been  going  on  for  almost  eleven 
years.  They  are  quite  complicated,  and  in  view  of  those 
circumstances,  I  would  like  to  have  Mr.  Limbach,  who 
has  previously  been  presented  to  this  Court  in  these  mat¬ 
ters,  present  the  case  for  Dow  Chemical  Company,  the  in¬ 
ventors,  Morell  and  Knutson. 

,  THE  COURT :  Very  glad  to  have  you. 

MR.  DORSEY :  Your  Honor,  1  ask  the  Court  to  recog¬ 
nize  Mr.  William  D.  Burrows  of  the  Court  of  New  York. 

THE  COURT:  He  will  be  admitted  for  the  purpose  of 
the  case. 

MR.  LIMBACH:  May  the  Court  please — 

THE  COURT :  Let  me  get  your  name  again,  please. 

MR.  LIMBACH:  Limbach,  L-i-m-b-a-c-b. 

MR.  KEMON:  Mr.  Schneider  is  detained  for  a  few 
minutes.  I  expect  him  any  minute. 

THE  COURT:  Mr.  Limbach,  you  may  proceed. 

i  MR.  LIMBACH:  Thank  you,  Your  Honor. 

5  I  have  prepared  a  chart,  which  I  think  may  per¬ 

haps  help  us  in  reviewing  this  rather  complex  situ¬ 
ation. 

THE  COURT :  Have  other  counsel  seen  this  f 

MR.  LIMBACH :  1  am  passing  out  copies,  if  Your  Honor 
please. 

The  four  applications,  the  four  patent  applications  in¬ 
volved  in  this  controversy  are  listed  at  the  top  of  th<- 
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sheet  by  the  name  of  the  applicant,  the  serial  number,  and 
the  filing  date,  and  assignee. 

This  controversy,  as  Mr.  Nelson  indicated*  began  about 
eleven  years  ago,  with  a  Declaration  of  Interference  No. 
1)9,703  which  called  for  a  lubricant.  The  single  count  of 
that  interference  as  originally  declared  is  given  on  this 
chart,  and  it  is  the  third  claim  in  the  middle  of  the  page. 

Your  Honor  will  note  the  first  column  on  this  chart,  X 
might  explain,  is  an  indication  of  the  civil  actions,  the 
live  cases.  The  second  one  is  the  interference  numbers  that 
were  in  the  Patent  Office,  in  other  words,  the  manner  in 
which  they  were  identified  at  the  Patent  Office. 

The  middle  column,  headed  “Counts,”  is  a  copy  of  the 

issues  in  those  interferences.  | 

! 

The  next  column,  entitled  “Prevailing  Party,”  is  a  note 
as  to  the  prevailing  party  in  the  Patent  Office. 

And  the  right-hand  column  is  the  basis  for  the  Patent 
Office  decision. 

6  Now,  as  I  say,  the  controversy  started  about 

eleven  years  ago,  by  the  Patent  Office  declaring  In¬ 
terference  No.  69,703.  That  is  the  second  one.  And  the 
original  count  of  that  interference  was  thi  third  claim 
down  from  the  top,  No.  1,  and  underneath  the  first  hori- 
\  zontal  line  reads :  j 

“A  lubricant  suitable  for  lubrication  under  extreme  pres¬ 
sures  comprising  essentially  mineral  oil  and  a  small  per¬ 
centage  of  chlorine  in  chemical  combination  with  non¬ 
volatile  mineral  oil  the  compounds  formed  being  also  non¬ 
volatile.” 

After  that  interference  was  thus  declared,  it  involved 
a  number  of  parties,  then  it  was  reformed  by  the  addition 
of  some  more  parties,  then  it  was  reformed  the  second 
time  by  the  addition  of  some  more  parties,  and  then  the 
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Patent  Office  made  a  further  search  to  determine  the 
question  of  patentability  of  the  issue.  As  a  result  of  that 
further  search,  the  Patent  Office  cited  a  German  patent 
in  the  record  of  interference  in  69,703,  in  which  they  held 
that  the  German  patent,  the  Primary  Examiner  held  that 
the  German  patent  was  an  anticipation  of  the  count. 

When  the  Primary  Examiner  took  that  action,  then  the 
parties  came  in,  and  after  reviewing  the  German  patent 
tiled  motions  to  amend  the  issue  to  bring  into  the  inter¬ 
ference  additional  claims  which  in  their  opinion  would 
or  might  somewhat  more  clearly  define  the  invention  over 

;  the  disclosure  of  the  German  patent. 

7  The  Primary  Examiner  admitted  additional 

counts  for  purposes  of  interference.  In  other  words, 
he  came  to  the  conclusion  that  those  additional  counts  did 
more  accurately  define  the  invention  over  the  prior  art. 

Then,  when  the  matter  was  submitted  to  the  Board  of 
Appeals,  they  held  that  the  German  patent  was  not  an 
anticipation  of  the  original  count,  so  that  we  were  left  not 
only  with  the  original  count,  but  a  lot  of  additional  counts 
that  were  brought  in  as  a  result  of  these  proceedings. 

That  accounts  for  the  fact  that  the  issues  seem  to  multi¬ 
ply  here,  although  the  actual  issues  are  not  so  numerous. 

If  Your  Honor  will  look,  for  example,  at  this  chart  at 
the  same  place  where  we  were  a  moment  ago  with  regard 
to  Interference  69,703,  you  will  note  tiiat  the  issue  in  each 
case  is  a  lubricating  composition. 

In  the  first  two  claims,  the  addition  agent  is  identified 
as  chlorinated  mineral  oil,  so  that  there  is  very  little  dif¬ 
ference  between  those  first  two  claims. 

The  third  claim  of  that  interference  identifies  the  addi¬ 
tion  agent  as  chlorinated  lubricating  oil,  with  the  lubricant 
free  from  added  sulphur. 
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Then,  the  other  interference  directly  below  that,  74,416, 
defines  the  issue  in  terms  of  a  method,  first,  a  method  of 
improving  the  lubricating  properties  of  the  lubri- 

8  cant,  as  in  Claims  1  and  2,  the  addition  agent,  how¬ 
ever,  being  again  identified  as  chlorinated  mineral 

oil  in  both  cases. 

i 

! 

And,  then,  the  third  count,  the  method  of  reducing  the 
friction  between  relative  moving  surfaces  by  use  of  chlor¬ 
inated  mineral  oil. 

So,  we  are  still  back  to  the  same  questions  of  clilorinated 
mineral  oil,  of  chlorinated  lubricating  oil. 

In  the  Interference  69,703,  in  its  interlocutory  stage, 
there  was  a  side  interference  going  on  between  the  Party 
Cohen  and  the  Party  Morell.  That  side  interference  was 
Interference  No.  75,209,  and  1  am  terribly  sorry,  but  in 
preparing  this  chart  I  forgot  to  put  down  that  interference, 
and  it  should  be  entered  on  the  last  block.  In  other  words, 
the  interference  at  the  very  bottom  is  Interference  75,209. 

Now,  as  I  say,  that  interference  was  going  on  between 
Morell  and  Cohen.  And,  then,  the  Patent  Office,  seeing 
the  similarity  between  that  subject  matter  and  the  subject 
matter  of  the  other  interferences  that  1  have  just  been 
speaking  about,  consolidated  them,  or  broughj;  the  parties 
together,  and  that  resulted  in  the  declaration  of  Inter¬ 
ference  No.  78,460,  which  is  the  very  top  one. 

1  might  indicate  that  the  order  of  arrangement  on  this 
chart  is  in  the  order  of  the  scope  of  the  claims.  In  other 
words,  the  broadest  claim  is  at  the  top,  and  as  they  go 
down,  they  progressively  become  narrower. 

9  Now,  the  Party  Morell  has  been  awarded  pri¬ 
ority  and  as  to  the  broadest  count,  which  identifies 

the  addition  agent  as  chlorinated  paraffin  hydrocarbon. 

That  is  the  one  at  the  very  top  of  the  sheet,  the  very 
top  of  the  chart. 


i 

i 
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Party  Morell  was  awarded  that  count,  and  Party  Galls- 
worthy  by  filing  of  Civil  Action  19,801,  is  seeking  to  secure 
a  reversal  of  that  award.  The  Party  Gallsworthy  was 
awarded  priority  of  the  second  count  of  that  interference, 
and  all  of  the  counts  of  the  succeeding  two  interferences, 
and  Party  Cohen  the  counts  on  the  metal  cutting  composi¬ 
tions. 

Now,  with  respect  to  Count  1  at  the  top  of  the  page,  1 
am  going  down  now,  right  down  the  page,  and  state  the 
position  which  the  Party  Morell  is  going  to  take  with 
respect  to  each  of  those  issues. 

With  respect  to  Count  1  of  the  Interference  78,460,  which 
has  already  been  awarded  to  the  Party  Morell,  we  shall 
maintain  on  behalf  of  Party  Morell  that  he  is  the  only 
one  who  can  take  a  valid  patent  with  that  claim  in  it. 

THE  COURT:  The  only  one  who  can? 

MR.  LIMBACH:  The  only  one  who  can  take  a  valid 
patent  with  that  claim  in  it. 

THE  COURT :  Yes. 

MR.  LIMBACH :  In  other  words,  we  are  going  to  main¬ 
tain  and  show  that  that  claim  is  unpatentable  to 
10  each  of  the  other  parties,  because  of  two  reasons. 

First,  there  is  prior  art  effective  against  the  other 
parties  which  is  not  effective  against  Morell. 

And,  secondly,  Morell  was  the  first  to  conceive  and  re¬ 
duce  to  practice  the  invention  of  that  count. 

With  respect  to  Count  2  of  that  interference,  which  the 
Patent  Office  awarded  to  Gallsworthy,  we  are  going  to 
show”  that  the  Patent  Office  was  in  error  in  its  interpreta¬ 
tion  of  the  language  of  that  count. 

You  will  note.  Your  Honor,  that  the  count  calls  for  an 
addition  agent,  which  is  identified  as  being  chlorine,  in 
chemical  combination  with  a  fluid  fraction  of  petroleum. 
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Conceding  the  Party  Moreli  has  a  reduction  to  practice 
of  polychlorpropane,  propane  is  a  gas  at  normal  temper¬ 
atures  and  pressures,  the  Patent  Office  interpreted  that 
count  as  being  restricted  to  liquid  fractions  of  petroleum. 
In  other  words,  the  issue  with  respect  to  Count  2  is  whether 
Moreli *8  reduction  to  practice  of  polychlorpropane  is  a 
reduction  to  practice  of  a  fluid  fraction,  a  chlorinated  fluid 
fraction  of  petroleum.  We  shall  show  that  the  proper 
interpretation  of  that  terminology  is  such  that  polychlor¬ 
propane  is  an  example  of  that  material. 

1  might  also  revert  for  a  moment  to  Count  1  of  that  in¬ 
terference. 

11  We  shall  maintain  that  the  Party  Gallsworthy 
can’t  take  Count  1  of  the  interference  for  the  reason 
that  there  are  only  two  examples  in  the  Gallsworthy  ap¬ 
plication.  One  example  is  chlorinated  mineral  oil.  The 
other  example  is  chlorinated  paraffin  wax.  We  shall  show 
that  the  party  Gallsworthy  cannot  take  any  claim  which 
covers  chlorinated  paraffin  wax,  because  of  existing  prior 
art,  which  he  has  not  antedated. 

That  leaves  as  the  only  disclosure  in  the  Gallsworthy 
case  which  is  not  anticipated,  the  single  example  of  chlor¬ 
inated  mineral  oil,  and  we  shall  show  by  expert  testimony 
of  Dr.  Brooks  that  mineral  oil  is  not  a  paraffin  hydro- 
carbonate.  So  that  there  is  not  left  in  the  Galls  worthy 
case  any  example  which  will  support  Count  1  of  Interfer¬ 
ence  No.  78,460. 

With  regards  to  Counts  1  and  2  of  Interference  No. 
69,703,  in  which  the  addition  agent  is  identified  as  chlor¬ 
inated  mineral  oil,  those  counts  were  denied  to  Moreli,  or 
Moreli  was  held  not  to  be  entitled  to  them,  for  the  reason 
that  his  reductions  to  practice  of  chlorinated  mineral  oil 
were  on  his  testing  machine,  and  the  Patent  Office  held 
that  work  on  a  testing  machine  is  not  a  reduction  to  prac¬ 
tice,  it  is  not  a  completion  of  the  invention.  I 
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We  shall  show  that  with  the  information  at  hand  w’hich 
the  Parties  Morell  and  Knutson  had  about  the  materials, 
we  shall  show  that  with  that  information  at  hand  the  work 
on  the  testing  machine  should  be  given  the  weight  of  an 
actual  reduction  to  practice. 

12  With  respect  to  Count  3  of  Interference  69,703, 
you  will  note  that  that  identities  the  addition  agent 

as  chlorinated  lubricating  oil.  The  lubricating  oil  which 
is  there  identified  as  being  chlorinated  is  not  restricted, 
as  in  Counts  1  and  2,  to  chlorinated  mineral  lubricating 
oil,  but  is  instead  identified  broadly  as  being  chlorinated 
lubricating  oil. 

The  Party  Morell,  et  al.,  had  an  actual  reduction  to 
practice  in  chlorinated  coconut  oil  as  one  of  the  components 
of  the  composition  which  was  run  for  518  miles  in  an  auto¬ 
mobile  and  successfully  operated  for  that  period,  and 
shown  to  be  a  successful  lubricant. 

We  shall  show  that  coconut  oil  is  a  lubricating  oil  and 
therefore  chlorinated  coconut  oil  satisfied  the  requirements 
of  Count  3. 

The  same  proofs  with  respect  to  Counts  1  and  2  of  in¬ 
terference  69,703,  will  be  effective  for  Counts  1,  2  and  3 
of  Interference  77,416.  In  my  opinion  the  invention  in 
Counts  1  and  2  of  69,703  and  1,  2  and  3  of  77,416  is  the 
same. 

With  regard  to  Counts  1,  2  and  5  of  the  last  interference, 
75,209,  the  Party  Morell  was  held  not  to  be  the  first  in¬ 
ventor  because  of  inadequate  corroboration  of  certain 
drilling  tests. 

You  will  note,  Your  Honor,  that  those  counts  call  for  a 
metal  cutting  composition  or  a  cutting  oil,  the  kind  of  oil 
that  is  used  to  lubricate  a  cutting  tool,  such  as  a  twist 
drill  in  drilling  metal  plates. 

13  Party  Morell  ran  an  extensive  series  of  tests  in 
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drilling,  drilling  holes  in  boiler  plate,  and  the  like. 
We  shall  offer  the  necessary  additional  corroboration 
which  the  Patent  Office  indicated  was  lacking.  The  Patent 
Office  also  held  that  the  records  did  not  show  that  that 
new  composition  which  was  thus  tested  in  running  these 
drilling  tests  was  shown  to  be  better  than  a  conventional 
oil,  and  we  are  prepared  to  show,  Your  Honor,  that  the 
record  does  show  conclusively  that  those  new  compositions 
did  show  a  decided  improvement  over  the  straight  un¬ 
treated  oil. 

Now,  with  regard  to  Party  Cohen,  his  right  to  take 
those  Counts  1,  2  and  3 — 

THE  COURT:  1,  2  and  5? 

A1R.  L1MBACH:  5.  1  am  sorry.  We  shall  contend  that 
he  cannot  take  those  counts  in  a  valid  patent  for  the  reason 
that  the  Party  Cohen  should  not  be  permitted  to  re-patent 
a  given  composition  as  a  metal  cutting  composition  which 
this  very  record  shows  as  a  lubricant  broadly  he  is  not 
the  first  inventor  of.  In  other  words,  the  cutting  oil  is. 
after  all,  the  lubricant. 

You  will  note,  Your  Honor,  that  Counts  1  and  2  of  the 
top  Interference  78,460  are  identical  in  every  respect  with 
Counts  2  and  5  of  the  last  interference,  excepting  that  in 
the  last  interference  the  composition  is  called  a  metal 
cutting  composition,  whereas  up  above  it  is  called 
14  broadly  a  composition  of  matter,  and  that  there¬ 
fore  having  been  adjudged  not  to  be  the  first  in¬ 
ventor  of  the  broad  composition  which  is  indicated  as  a 
lubricant,  the  Party  Cohen  cannot,  should  not  be  permitted 
to  take  a  patent  which  merely  identifies  that  composition 
as  having  the  properties  of  a  cutting  oil,  because  you  can't 
re-patent  an  old  composition  to  a  new  use,  especially  when 
the  old  use  was  in  exactly  the  same  field  where  the  new 
proposed  use  occurs. 
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ME.  BUBROWS:  May  it  please  the  Court,  on  behalf  of 
Party  Cohen,  we  should  like  to  state  our  position  by  di¬ 
recting  the  Court’s  attention  initially  to  what  we  consider 
to  be  the  inventive  step  which  is  represented  and  sought 
to  be  defined  by  these  numerous  counts  which  are  before 
Your  Honor. 

Now,  before  the  activities  of  any  of  the  parties  to  this 
action  here  took  place,  a  considerable  amount  of  work  had 
been  done  in  the  field  to  which  this  invention  relates,  and 
we  think,  Your  Honor,  that  in  considering  the  nature  of 
the  invention  which  is  defined  in  these  counts,  it  is  es¬ 
sential  to  refer  back  to  the  prior  work  in  the  field  by  others, 
so  that  we  can  clearly  have  in  mind  the  particular  distinc¬ 
tion  between  these  claims  and  the  prior  work. 

Now,  you  will  see  that  these  counts  here  all  relate  to  a 
modified  mineral  lubricating  oil.  Sometime  in  the  1920 ’s 
and  early  1930’s  a  new  interest  was  taken  in  adding  com¬ 
pounds  to  ordinary  mineral  lubricating  oil  to  ini- 
15  prove  the  properties  of  the  oil.  The  purpose  of 
doing  that  can  be  illustrated  along  this  line. 

Ordinarily  we  think  of  a  lubricating  oil  as  a  composition 
which  maintains  a  film  between  two  metal  surfaces,  and 
the  function  of  that  film  is  to  prevent  wear  of  the  metallic 
surface,  particularly  when  there  is  relative  motion  between 
the  two  surfaces.  Now,  it  turns  out  that  is  a  rather  super¬ 
ficial  conception  of  the  nature  of  lubrication  but  it  suf¬ 
fices  for  the  ordinary  case  with  which  we  are  most  ac¬ 
customed.  However,  there  is  quite  a  different  situation 
where  we  have  abnormal  lubricating  conditions.  In  such 
cases,  where,  for  example,  the  pressures  applied  to  the 
bearing  surfaces  are  in  the  order  of  hundreds  of  thousands 
of  pounds  per  square  inch,  and  where  the  operating  tem¬ 
peratures  are  in  the  neighborhood  of  200  degrees  Fahren¬ 
heit  and  above,  under  those  circumstances  if  we  apply  an 
ordinary  mineral  lubricating  oil  to  the  surfaces,  the  bear 
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ing  surfaces,  we  find  that  the  fact  is  that  the  lubricant 
film  breaks  down,  and  that  there  is  wear  between  the 
metal  surfaces. 

That,  in  substance,  posed  the  problem  to  which  the  early 
workers  in  this  field  directed  their  attention.  They  were 
seeking  to  modify  the  ordinary  lubricating  oil  so  that  it 
would  not  break  down.  Two  men,  one  by  the  name  ol! 
Mougey  and  the  other  by  the  name  of  Allman,  did  a  con¬ 
siderable  amount  of  work  in  this  field,  both  tliem- 
1G  selves  and  under  their  direction.  They  were  asso¬ 
ciated,  I  believe,  with  the  General  Motors  Corpora¬ 
tion.  They  published  the  results  of  their  work  November 
11, 1931,  which  is  prior  to  the  filing  date  of  any  of  the  par¬ 
ties  here,  and  prior  to  the  invention  of  the  Party  Cohen 
whom  we  represent.  What  they  did  was  this.  They  set 
out  to  find  why  lubricant  films  broke  down  under  the  ab¬ 
normal  conditions  and  they  took  as  their  starting  point 
the  well  known  fact  that  lubricants  which  had  been  in  use 
for  some  years  and  were  known  as  lead  soap  lubricants 
had  rather  remarkable — 

THE  COURT :  Lead  soap  1 

MR.  BURROWS :  The  lead  soap  was  added  to  the  min¬ 
eral  lubricating  oil  that  had  been  sold  conunercially  for 
some  years  prior  to  this  time,  and  they  set  out  to  investi¬ 
gate  these  lead  soap  lubricants  to  see  what  was  the  basL 
for  their  superior  properties.  They  found  a  very  remark¬ 
able  thing.  They  found  that  some  of  the  lead  soap  lubri¬ 
cants  were  better  than  others,  and  so  they  set  out  then  to 
find  out  why  some  of  the  lead  soap  lubricants  were  superior 
to  others.  They  analyzed  them  and  tested  them,  and  they 
found  quite  surprisingly  that  those  lead  softp  lubricants 
which  were  superior  in  carrying  heavy  loads,  extreme 
pressures,  all  contained  relatively  large  amounts  of  sul¬ 
phur,  and  those  that  were  inferior  contained  very  small 
quantities  of  sulphur.  And  this  gave  them  a  clue 
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17  and  they  took  sulphur  and  added  it  to  the  lubricating 
oil  without  the  lead  soap,  and  tested  that  combina¬ 
tion,  and  they  found  that  it  had  exceedingly  superior  lubri¬ 
cating  properties  under  the  abnormal  conditions. 

THE  COURT:  You  are  speaking  of  these  gentlemen 
from  General  Motors? 

MR.  BURROWS:  Yes,  and  this  is  all  prior  to  the  work 
with  which  we  are  here  concerned. 

And  there  was  a  difficulty  with  that.  The  results  were 
line,  but  the  sulphur  was  not  soluble  in  the  mineral  lubri¬ 
cating  oil,  and  so  they  looked  around  and  tried  various 
other  compounds  which  might  have  similar  properties,  and 
they  turned  to  chlorine  compounds  and  tested  these,  anu 
they  tested  chlorine  compounds  of  precisely  the  same  type 
that  we  are  concerned  with  in  this  action  here.  They  se- 
lected  carbon  tetrachloride,  which  is  a  paraffin  hydrocarbon. 
It  is  the  chlorinated  methane,  which  is  the  first  compound, 
tire  lirst  element  in  the  paraffin  or  aliphatic  series  of  com¬ 
pounds.  They  added  carbon  tetrachloride  in  small  amounts 
to  mineral  lubricating  oils,  and  they  found  that  it  had  tin* 
same  surprising  property  of  maintaining  a  film  of  lubri¬ 
cant  under  extreme  pressure  conditions,  and  where  the 
operating  temperature  was  in  the  order  of  200  degrees 
Fahrenheit.  They  sought  an  explanation  of  this  phenom¬ 
ena  and  they  noticed  that  there  was  deposited  on  the 
bearing  surfaces  of  the  gears  which  they  used  in 

18  testing  these  compositions  a  black  film  and  they 
analyzed  it,  and  they  found  that  where  they  used 

a  sulphur  compound,  iron  sulphide  was  deposited  on  the 
surface,  and  it  seemed  to  them  that  the  situation  was  one 
where  the  oil  film  broke  down  as  it  was  known,  but  that  a 
new  film,  a  separate  film  of  iron  chloride  or  the  iron  sul  ¬ 
phide  was  forming,  and  that  acted  as  the  lubricant. 

Now,  these  things  are  the  discovery  of  others.  They 
are  not  in  our  submission,  Your  Honor,  the  discovery  of 
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any  of  the  applicants  for  patent  in  this  action.  In  fact, 
the  party  Coiien,  whom  we  represent,  knew  all  these  facts 
which  i  have  stated.  They  appeared  in  an  article  which 
was  published  on  November  11,  1931,  in  an  issue  of  the 
National  Petroleum  News,  and  which  we,  Your  Honor,  shall 
place  in  evidence. 

Cohen  read  this  article  sometime  in  November  or  De¬ 
cember,  1931,  and  he  saw  at  once  that  this1  chlorinated 
compound,  this  chlorinated  paraffin  hydrocarbon,  the  car¬ 
bon  tetrachloride,  while  it  obviously  had  these  remarkable 
properties  which  Mougey  and  Allman  had  revealed  was 
not  a  very  useful  commercial  substance,  because  it  was 
extremely  volatile,  and  so  lie  set  his  mind  to  work  in  the 
beginning  thinking  of  various  other  compositions. 

He  was  then  in  the  business  of  developing  ahd  manufac¬ 
turing  chemicals,  and  he  had  on  hand  some!  chlorinated 
paraffin  wax.  Now,  chlorinated  paraffin  wax  is  chlorinated 
paraffin  hydrocarbon,  just  as  carbon  tetrachloride 
19  is  a  chlorinated  paraffin  hydrocarbon.  And  he 
thought  that  based  on  the  work  of  Mougay  and  All- 
man,  that  this  compound,  being  of  the  same  type,  would 
have  the  same  properties  when  mixed  with  a  lubricating 
oil  in  a  lubricating  composition  under  the  extreme  pressure 
conditions.  Dut,  there  remained  a  difficulty.  Paraffin 
wax  is  an  impurity.  In  lubricating  oil  it  is  refined  out  oi‘ 
the  oil  in  the  initial  stages  and  he  was  posing,  in  his  mind 
to  add,  put  back  this  paraffin  wax  in  its  chlorinated  form 
into  a  lubricating  oil.  He  also  knew  that  paraffin  wax  was 
not  very  soluble  in  lubricating  oil,  but  he  decided  to  try  it, 
and  he  did.  He  mixed  small  amounts  of  chlorinated  par¬ 
affin  wax,  which  is  a  liquid,  with  lubricating  mineral  oil 
to  determine  if  they  were  soluble  and  miscible  and  he  shook 
them  up,  and  at  first  glance  they  appeared  to  be  so.  He 
left  them  overnight  to  see  whether  on  standing  separation 

would  occur.  It  did  not.  He  did  this,  Your  Honor,  some- 
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time  prior  to  December  28,  1931,  the  date  that  is  fixed  in 
the  record  as  around  December  19,  December  21.  For  our 
purposes  we  rely  on  a  date  not  earlier  than  December  28, 
1931. 

And  that  is  the  sum  and  substance  of  the  advance  in  the 
art  which  is  represented  in  our  submission  by  the  counts 
here  in  issue,  namely,  that  the  invention  here  is  not  the 
discovery  that  the  chlorine  compounds  with  which  we  are 
here  concerned  have  excellent  pressure  lubricating  proper¬ 
ties.  That  is  not  the  invention  of  the  Party  Cohen, 
20  and  we  do  not  believe  the  invention  of  any  of  the 
other  parties  to  that  action.  That  discovery  was 
published  before  the  effective  dates  of  the  parties  to  this 
action.  The  invention  in  this  case  in  our  submission,  Your 
Honor,  is  the  developing  of  a  commercial  compound,  one 
which  is  non-volatile,  and  one  which  is  soluble  in  the  min¬ 
eral  lubricating  oil.  It  is  an  improvement  in  the  basic 
work  of  Mougey  and  Allman  and  others  in  the  field. 

Now,  we  have  gone  into  some  length  as  to  the  nature 
of  the  invention  because  it  is  our  position  that  what  con¬ 
stitutes  a  reduction  to  practice  of  the  invention  depends 
upon  the  nature  of  the  advance  which  is  made.  For  ex¬ 
ample,  if  the  invention  here  lay  in  the  discovery  that  these 
chlorine  compounds  with  which  we  are  concerned  had  these 
remarkable  extreme  pressure  lubricating  properties,  that 
is  an  invention  which  would  require  for  its  fulfillment  con¬ 
siderable  testing,  both  in  the  laboratory  and  under  actual 
service  conditions.  The  testing  would  be  a  prerequisite  to 
a  determination  and  a  satisfaction  in  the  inventor’s  mind 
that  the  invention  had  been  made,  and  in  our  view  of  this 
case  that  is  not  the  invention,  and  those  are  not  the  proofs 
which  are  pertinent  to  the  invention.  In  our  view  the  in¬ 
vention  lies  in  the  use  of  a  non-volatile  chlorine  compound 
as  distinguished  from  the  earlier  work,  which  was  with 
volatile  compounds,  and  in  the  finding  that  the  non-volatile 
compounds  of  this  type  were  soluble  in  the  lubricat- 
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21  ing  oil  with  which  it  was  mixed. 

We  submit,  Your  Honor,  that  the  proofs  in  this 
case  on  behalf  of  the  party  Cohen  in  the  Patent  Office 
clearly  established  a  reduction  to  practice  by  Cohen  just 
yet  prior  to  December  28, 1931,  by  the  simple  act  of  taking 
chlorinated  paraffin  wax,  adding  it  to  the  mineral  lubricant 
of  the  oil,  shaking  it  to  see  whether  it  was  miscible,  and 
then  testing  it  by  letting  it  stand  overnight  to  see  whether 
any  separation  had  occurred,  and  finding  that  none  did. 

Now,  one  of  the  very  best  tests  ,we  think,  of  when  an 
invention  has  been  made  is  what  goes  on  in  the  inventor’s 
mind,  or  what  he  conceives  about  it.  j 

In  these  actions  where  priority  is  in  issue,  oftentimes 
we  relate  back  to  early  dates  when  the  facts  show  that  al 
those  early  dates  the  inventors  did  not  have  very  much 
in  mind,  or  were  not  impressed  with  the  significance  of 
what  they  were  doing. 

Within  a  week  after  Cohen  reduced  this  invention  to 
practice,  he  set  about  commercializing  it.  He  wrote  a  let¬ 
ter  to  the  Pennsylvania  Oil  Company,  telling  them  of  this 
work,  and  offering  to  sell  the  product,  getting  them  in¬ 
terested  in  buying  the  raw  materials.  This  was  followed 
up  by  an  extensive  correspondence,  lasting  over  a  period  of 
years  prior  to  the  filing  of  the  patent  application.  He  sold, 
eventually,  at  first  small  quantities  of  materials  for  use  in 
making  this  combination,  and  gradually  tank  car 

22  load  lots. 

We  find  that  Cohen  was  unable  to  file  a  pateni 
application  until  1933, 1  believe,  and  the  record  shows  tliai 
the  delay  on  the  part  of  Cohen  in  filing  from  1931  to  1933 
is  clearly  set  forth  as  one  arising  from  a  lgck  of  funds. 
He  was  then  operating  under  very  limited  circumstances, 
and  was  not  able  to  file  a  patent  application  until  he  got  a 
contract  relating  to  this  material  with  another  company 
who  financed  the  filing  of  the  patent  appliaction. 
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That,  I  think,  is  the  Party  Cohen’s  position  in  this  case. 

THE  COURT:  Well,  now,  your  position  here  relates 
only  to  Counts  1,  2  and  5? 

MR.  BURROWS:  No,  Your  Honor,  1  would  like  to  say 
a  few  words  on  that,  if  1  may.  Actually  a  very  curious  sit¬ 
uation  has  developed  here.  At  all  the  points  in  this  pro¬ 
ceeding  the  parties  have  been  contending  in  the  Patent 
Office  that  there  is  but  one  invention  involved  in  all  this, 
and  as  it  now  stands  three  different  parties  are  being- 
awarded  claims. 

Well,  our  position  is  that  we  are  entitled  to  make  and 
to  obtain  a  patent  ofr  the  claim  at  the  head  of  the  list 
here  to  the  composition  of  matter  comprising  the  mineral 
lubricating  oil  and  chlorinated  hydrocarbon.  We  make  no 
claim  to  any  of  the  other  claims  except  those  in  the  bottom 
of  the  list  to  the  metal  cutting  compositions  which  have 
been  aawrded  to  the  Party  Cohen  by  the  Patent 
23  Office. 

THE  COURT:  You  are  contending  as  shown  by 
this  chart  your  lcaims  1,  2  and  5,  and  also  what  has  been 
called  the  broad  claim,  as  indicated  at  the  top  of  the  list, 
and  which  was  awarded  to  Morell 

MR.  BURROWS:  That  is  correct.  Your  oHnor. 

THE  COURT :  Yes. 

MR.  HUTCHINSON :  If  Your  Honor  please. 

THE  COURT :  Yes. 

MR.  HUTCHINSON:  The  Party  Wolfe,  et  al.,  identi¬ 
fied  in  the  pleadings  as  Wolfe,  et  al.,  is  actually  Hendrik- 
sen,  et  al.,  in  the  proceeding  before  the  Patent  Office. 
Hendriksen  died,  and  an  administrator  de  bonis  non  was 
appointed.  So,  on  the  chart  Mr.  Limbach  gave  you,  you 
will  note  Henriksen,  et  al.,  the  third  in  the  list  at  the  top. 
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THE  COURT:  Versus  Gallsworthy  f 

ME.  HUTCHINSON :  That  is  Wolfe,  et  al.  I  just 
wanted  to  clear  that  up,  in  case  it  might  confuse. 

The  Party  Henriksen,  et  al.,  wishes  to  take  the  position 
that — well,  rather,  in  the  Patent  Office — the  testimony  taken 
in  the  Patent  Office  will  show  that  Henriksen,  et  al.,  was 
diligent  from  the  very  time  he  conceived  the  invention  up 
to  the  time  he  filed  his  application.  In  other  words,  he 
was  actively  engaged  in  making  machine  tests  and  improv¬ 
ing  his  production.  The  Patent  Office  has  held  that  a 
machine  test  does  not  constitute  a  reduction  to  prac- 
24  tice,  and  on  that  point  alone  has  turned  the  Party 
Henriksen  down,  and  awarded  the  counts  to  others 
here  involved. 

The  Party  Henriksen,  et  al.,  hopes  to  show  that  a  ma¬ 
chine  test  of  the  character  conducted  by  them,  is  in  this  cir¬ 
cumstance  a  reduction  to  practice,  and  as  such  will  give 
the  Party  Henriksen,  et  al.,  a  reduction  to  practice  ahead 
of  anyone  else  in  the  cases  and  therefore  warrant  an  award 
of  priority  to  the  Party  Henriksen,  et  al.,  of  the  counts 
involved  in  the  first  two  groupings  there. 

Henriksen,  et  al.,  is  not  in  the  last  one  there.  That  is 
just  between  The  Dow  Chemical  Company  and  Cohen,  tin* 
last  one. 

THE  COURT :  This  chart  would  indicate  that  Henriksen, 
et  al.,  were  in  it,  in  the  first  three  groups. 

MR.  HUTCHINSON :  Yes,  that  is  right. 

THE  COURT :  I  thought  you  said  two. 

MR.  HUTCHINSON :  Well,  1  was  including  that  as  one. 

In  that  connection,  the  question  of  a  sufficiency  of  a 
machine  test  to  constitute  a  reduction  to  practice  I  have 
heard  Mr.  Limbach  state  that  he  is  going  to  put  testimony 
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in  in  that  connection,  and  we  desire  to  rely  on  that  testi¬ 
mony  on  that  particular  point. 

Thank  you. 

ME.  SCHNEIDER :  If  Your  Honor  please,  1  represent 
the  Party  Gallsworthy. 

25  THE  COURT :  Yes. 

MR.  SCHNEIDER:  Gallsworthy,  as  you  will  see, 
is  interested  in  the  first  three  of  these  situations  that  are 
indicated  in  different  sections  of  this  very  convenient  chart. 

I  think  if  you  will  look  down  the  list  of  prevailing  parties 
you  will  see  that  of  all  of  the  claims  that  are  involved,  eight, 
Gallsworthy  is  here  in  the  defendant’s  position  on  seven. 
In  other  words,  we  prevailed  in  the  Patent  Office.  The 
one  claim  at  the  top  of  the  sheet  was  awarded  to  Moreli. 

Now,  at  this  stage  I  think  1  should  perhaps  do  a  little 
apologizing  to  Your  Honor,  because  the  last  time  I  was 
here  1  was  asking  for  delay,  because  we  proposed  to  put 
on  certain  witnesses,  and  one  of  them  was  unavailable. 
That  w*as  at  the  pretrial  hearing.  That  witness  is  still 
unavailable  to  us,  and  we  have  therefore  decided  that  we 
will  rely  on  the  Patent  Office  record.  Now,  in  connection 
with  that,  I  wish  to  say  a  word  about  the  origin  of  these 
actions. 

There  were  the  interferences  in  the  Patent  Office,  all 
of  which,  with  the  exception,  perhaps,  of  one  that  is  not 
involving  Gallsworthy,  grew  out  of  this  Interference  69,703. 
which  is  in  the  center,  the  second  one  in  the  list.  That  is 
the  oldest  one  of  the  series. 

I  Now,  there  were  a  great  many  parties  in  those  interfer¬ 
ences  as  they  originally  started.  We  have  only 

26  about  half  of  them  left.  We  come  to  Your  Honor 
here  and  we  still  have  four,  and  after  taking  up  tes¬ 
timony  by  Moreli,  Cohen  and  Henriksen,  that  Patent  Of- 
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lice  awarded  Gallsworthy  priority  on  all  of  the  interfer¬ 
ences  or  all  of  the  counts  except  that  one  count. 

Now,  that  one  at  the  top  of  the  page  was  the  first  to  be 
decided  in  the  Patent  Office.  Gallsworthy  looked  over  the 
situation  and  decided  that  on  a  point  of  law  the  Patent 
Office  had  decided  erroneously,  and  took  an  appeal  to  the 
Court  of  Customs  and  Patent  Appeals.  As  Your  Honor 
is  aware,  we  have  alternative  appeals.  VVe  can  either  go 
to  the  Court  of  Customs  and  Patent  Appeals  or  come  to 
this  Court,  and  this  Court  and  the  Court  of  Appeals  has 
often  said,  “If  you  are  going  to  rely  on  the  Patent  Office 
records,  you  should  go  to  the  Court  of  Customs  and  Patent 
Appeals,  and  not  bother  this  Court/’  Our  opponents, 
though,  have  a  right  of  election  as  well  as  do  we,  and  they 
promptly  elected  that  the  proceeding  should  proceed  in 
this  Court,  and  not  in  the  Court  of  Customs  and  Patent 
Appeals,  and  we  were  forced  to  bring  a  bill  here.  And 
they  themselves  filed  bills  of  complaint  here, 

THE  COURT :  Did  I  understand  you  to  say  that  you 
had  gone  to  the  Court  of  Customs  and  Patent  Appeals  J 

MR.  SCHNEIDER:  Yes,  we  did,  Your  Honor. 

THE  COURT:  Is  that  still  pending i 

MR.  SCHNEIDER:  No,  Your  Honor.  Under  the  statute 
Section  4911,  in  an  interference  case,  if  the  part}* 
27  who  is  the  appellant  or  desires  to  become  the  ap¬ 
pellant,  appeals  to  the  Court  of  Customs  and  Patent 
Appeals,  then  any  of  his  opponents  may  elect!  that  the  pro¬ 
ceeding  shall  be  under  Section  4915,  and  if  they  promptly 
file  a  statement  to  that  effect,  then  the  appellant’s  appeal 
in  the  Court  of  Customs  and  Patent  Appeals  is  promptly 
dismissed. 

THE  COURT :  And  that  has  been  done  l 

MR.  SCHNEIDER:  That  has  been  done.  ! 
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THE  COURT :  Yes. 

MR.  SCHNEIDER :  So  this  is  the  only  proceeding. 

THE  COURT :  Yes. 

MR.  SCHNEIDER:  But  my  point  is  this,  that  our  ap¬ 
praisal  of  the  situation  at  the  beginning  was  that  the 
Patent  Office  was  obviously  wrong,  and  a  simple  admini¬ 
strative  appeal  would  take  care  of  the  situation.  And, 
while  we  were  the  first  to  file  in  this  Court,  we  did  it  on 
the  election  of  our  opponents,  and  they  promptly  filed. 

It  is  rather  amusing,  Your  Honor,  in  the  action  in  which 
we  filed,  everyone  of  them  filed  counter-claims.  Not  satis¬ 
fied  with  that,  two  of  them  filed  independent  actions,  to 
which  counter-claims  and  cross-claims  were  filed,  so  tha< 
in  that  one  interference  you  have  three  actions  in  this 
Court,  all  of  which  involve  exactly  the  same  issues,  so  at 
least  we  can’t  say  it  is  before  Your  Honor  on  an  insufficient 
number  of  actions. 

28  Now,  because  we  are  in  the  defendant’s  position, 
and  because  we  are  going  to  rely  on  the  Patent  Of¬ 
fice  decision,  I  think  I  would  like  to  state  some  of  the 
principles  involved,  legal  principles  involved. 

No  doubt  Your  Honor  is  familiar  with  them,  but  as  I 
understand,  testimony  is  going  to  be  adduced,  and  1  will 
probably  have  to  object  to  some  of  it.  I  would  like  to  make 
an  advance  statement  so  that  Your  Honor  will  understand 
the  grounds. 

As  Your  Honor  knows,  a  principle  has  been  applied  to 
the  Patent  Office,  as  well  as  to  other  administrative  tribun¬ 
als,  that  their  decisions  stand  unless  there  is  convincing 
evidence  to  the  contrary’.  A  classic  case  is,  of  course,  the 
Supreme  Court  case  of  Morgan  v.  Daniels. 

Now,  we  knew  we  had  to  overcome  that  as  to  the  first 
count  that  is  involved  on  this  sheet,  and  we  think  we  can 
overcome  it  on  the  Patent  Office  record  itself. 
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As  to  the  seven  other  counts  that  are  listed  immediately 
following  it,  we  say  the  opposing  parties  must  overcome 
it  as  to  those.  But  the  principles  involved  go  farther  than 
that.  The  Court  has  held  that  it  is  inequitable  and  im¬ 
proper  for  a  party  who  has  had  his  day  before  the  Patent 
Office  to  withhold  evidence  that  was  available  to  him  there, 
and  then  produce  it  when  lie  comes  before  the  Court  on  a 
4915  action  and  say: 

“Here,  1  kept  this  back  while  the  Patent  Office  was  act¬ 
ing  on  this  matter,  but  now  I  am  going  to  produce  it 
29  and  we  say  that  it  makes  our  case  better.  We  took 
one  shot  at  it  at  the  Patent  Office,  and  now  we  are 
going  to  add  it  and  make  a  better  case.” 

Barrett  v.  Koppers,  in  the  Third  Circuit — 1  am  not 
giving  you  the  citation,  because  I  am  assuming  we  will 
have  an  opportunity  to  brief  this — Barrett  v^  Koppers,  in 
the  Third  Circuit,  was  the  leading  case  on  that  subject, 
and  there  the  Court  held  that  where  the  party  had  deliber¬ 
ately  refrained  from  producing  evidence  that  was  available 
to  him  before  the  Patent  Office  in  establishing  his  case  on 
a  priority,  it  would  be  inequitable  and  improper  for  the 
Court,  unless  very  exceptional  circumstances  existed,  to 
permit  him  to  present  that  evidence  in  a  4915  action,  and 
that  position  lias  been  taken  in  the  courts  of  the  District 
in  a  number  of  cases. 

i 

One  of  them,  the  case  of  Boucher  v.  Sola  Electric  Com¬ 
pany,  which  appears  in  131  Fed.  (2d),  the  Court  said: 

“One  who  assumes  the  difficult  burden  placed  upon  a 
plaintiff  in  a  4915  proceeding  does  not  aid  his  cause  by 
giving  ground  for  the  impression  that  he  deliberately  failed 
to  make  a  full  disclosure  in  the  Patent  Office.’; 

And  there  the  Court  of  Appeals  refused  to  consider  cer¬ 
tain  evidence  which  was  available  when  the  contending 
party  made  his  presentation  to  the  Patent  Office  and  which 


i 
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he  did  not  produce,  but  waited  until  he  got  into  the  Dis¬ 
trict  Court. 

30  THE  COURT:  Lack  of  good  faith,  1  suppose 
would  be  a  defense. 

MR.  SCHNEIDER:  It  is  not  exactly  lack  of  good  faith, 
except  perhaps  you  might  regard  it  as  lack  of  good  faith 
before  the  Patent  Office.  The  thing  is — this  is  stated  in 
some  of  the  cases,  not  those  that  I  have  named  here — 

THE  COURT:  That  facts  were  deliberately  withheld 
would  be  a  defense,  would  it  not? 

MR.  SCHNEIDER:  In  effect,  yes,  sir.  In  other  words, 
it  would  be  a  ground  for  refusing  to  consider  such  evi¬ 
dence. 

I  don’t  know  what  evidence  will  be  adduced  here,  but — 

THE  COURT:  What  I  was  thinking  about  was  this.  One 
of  these  plaintiffs,  putting  in  testimony,  of  course  would  not 
indicate  to  the  Court  whether  that  testimony  had  been  de¬ 
liberately  withheld  from  the  Patent  Office.  Who  would 
supply  that  information?  Someone  in  defense  of  that? 

MR.  SCHNEIDER:  On  the  defense,  yes,  sir,  would.  It 
would  have  to  appear  from  the  Patent  Office  records  which 
can  be  put  in. 

Now*,  I  wras  going  to  add  some  cases  on  the  same  subject. 

We  lind  ourselves  in  a  rather  curious  position,  Your 
Honor,  as  to  some  of  these  parties,  as  I  think  will  appear 
before  we  get  through.  Different  parties  have  had  the 
same  attorneys  at  different  times.  And  some  of  the  parties 
have  put  in  testimony  on — some  attorneys  have  put  in  tes¬ 
timony  on  behalf  of  one  party,  and  in  a  brief  on 

31  behalf  of  another  party  the  same  attorneys  have 
contended  that  that  was  insufficient,  and  they  are 

contending  here  that  the  same  parties  should  overcome 
or  should  win.  Where  it  is  necessary  I  will  call  your  Hon¬ 
or’s  attention  to  such  points,  by  way  of  objection. 
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THE  COURT:  By  tliat  you  are  referring  to  what  was 
said  by  Mr.  Hutchinson  with  respect  to  the  Wolfe,  et  al., 
claim? 

; 

MR.  SCHNEIDER:  No,  Your  Honor. 

THE  COURT:  in  adopting  the  testimony  which  Mr. 
Limbaeh  said  he  would  introduce?  j 

MR.  SCHNEIDER:  What  I  am  referring  to,  Your 
Honor,  is  this.  Counsel  for  Morell  here  has  at  different 
times  represented  five  different  parties  involved  in  the 
interferences,  two  of  those  that  are  in  this  action  here. 
He  took  the  testimony  both  on  behalf  of  Morell,  et  al.,  and 
Henriksen,  et  al.,  in  the  Patent  Office.  He  briefed  the 
Patent  Office  record  on  behalf  of  Henriksen,  et  al.  And  he 
contended  that  the  testimony  of  Morell,  et  al.,  was  inade¬ 
quate,  and  here  he  appears  on  behalf  of  Morell.  I  don’t 
know  what  his  position  is  going  to  be  here,  he  is  going  to 
take  here,  but  we  find  ourselves,  at  least  1  personally  do, 
a  little  dizzy  trying  to  work  out  what  the  soundness  of 
these  various  positions  may  be. 

it  may  become  involved  in  the  trial,  perhaps  in  a  brief 
before  Your  Honor,  but  we  do  take  the  liberty  of  calling 
attention  to  that  fact,  and  so  that  Your  Honor  will 
32  understand  it  if  we  do  have  to  have  to  raise  objec¬ 
tion  on  that  ground. 

THE  COURT:  Then  it  is  your  position  that  they  are 
ganging  up  on  Gallswortliy,  or  ganging  up  on  some  of 
the  others,  also. 

MR.  SCHNEIDER:  In  so  far  as  this  proceeding  is  con¬ 
cerned,  in  a  sense  they  are  ganging  up  oh  Gallswortliy. 
but  I  think  we  should  be  candid  about  it,  Y'our  Honor,  and 
frank. 

Everyone  of  these  parties  except  Cohen,  and  1  am  in¬ 
cluding  Gallswortliy,  have  agreements  and  contracts  which 


i 
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place  the  licensing  activities  under  patents  that  may  issue 
under  all  of  these  cases  in  the  hands  of  the  Lubri-Zol  Cor¬ 
poration  which  Mr.  Limbach  represents. 

Now,  speaking  for  the  Texas  Company,  which  owns  the 
Gallsworthy  application,  they  have  an  exclusive  license 
from  us,  with  certain  rights  reserved  to  the  Texas  Com¬ 
pany,  and  it  is  those  rights  which  we  are  fighting  for  here. 

I  received  a  letter  in  the  course  of  proceedings  from 
counsel  for  Dow  Chemical  Company,  MorelL  They  have 
some  sort  of  exclusive  license  agreement  in  certain  fields 
with  the  same  Lubri-Zol  Corporation  and  with  Henriksen. 

So,  what  this  situation  is,  as  far  as  Gallsworthy  is  con¬ 
cerned,  we  are  fighting  here  for  certain  residual  rights  the 
Texas  Company  has  if  it  wins.  X  don’t  know  what  the  re¬ 
lations  of  the  other  parties  are,  but  one  party  and  one 
party  only  has  the  exclusive  rights,  as  I  understand 
33  it,  under  all  the  cases  when  they  issue,  so  far  as  out¬ 
side  licensing  is  concerned.  That  does  not  apply  to 
the  Party  Cohen.  It  is  not  in  that  picture. 

MR.  REYNOLDS:  If  Your  Honor  please. 

THE  COURT:  Yes. 

MR.  REYNOLDS:  These  actions,  of  course,  arise  out 
of  interference  proceedings  in  the  Patent  Office,  and  the 
basic  issue  before  the  Court  is  simply  priority  of  invention, 
that  is,  which  of  these  parties  made  the  invention  first.  Of 
course  that  is  not  a  question  in  which  the  public  is  inter¬ 
ested,  any  more  on  one  side  than  on  the  other. 

The  Patent  Office  has  acted  on  it  in  a  quasi  judicial  ca¬ 
pacity,  and  of  course  we  feel  that  their  decisions  are  right, 
for  the  reasons  that  are  given  in  the  decisions  which  will 
be  offered  in  evidence,  and  we  don’t  feel  it  is  incumbent 
upon  us  under  the  circumstances  to  present  any  argument 
on  one  side  or  the  other  on  that  issue. 
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1  'would  like  to  say  on  this  question  of  introducing  new 
evidence  that  my  understanding  is  in  accord  with  that  of 
counsel  for  Gallsworthy,  that  the  recent  decisions  of  the 
Court  of  Appeals  are  to  the  effect  that  it  is  incumbent  on  a 
party  to  make  a  fair  presentation  of  his  case  in  the  Pat¬ 
ent  Office,  and  that  if  he  offers  new  evidence  here,  it  is  in¬ 
cumbent  upon  him  to  show,  at  least,  why  that  \vas  not  pre¬ 
sented  to  Office;  in  other  words,  that  he  is  not  en- 
34  titled  deliberately  to  withhold  a  part  j  of  his  evi¬ 
dence  from  the  Office,  and  then  presept  it  to  the 
Court.  I 


T11E  COURT:  Yes.  Well,  now,  that  is  in  answer  to 
my  inquiry  a  moment  ago.  You  understand  the  effect  of 
those  decisions  rendered  that  anyone,  any  claimant  offer¬ 
ing  new  evidence  must  make  it  clear  to  the  Court  that  they 
had  a  valid  reason  for  not  presenting  it! 

AIR.  REYNOLDS:  That  is  the  way  we  understand  the 
decisions,  yes,  sir. 

THE  COURT:  Is  that  the  way  you  understand  that? 


AIR.  SCHNEIDER:  Yes,  Your  Honor. 

AIR.  BURROWS:  Alay  it  please  the  Court,  I  so  under¬ 
stand  the  law,  but  I  wonder  if  it  might  not  be  helpful  to 
distinguish  the  submission  of  evidence  on  the  question  of 
priority  of  one  of  the  inventors  in  the  case,  and  the  sub¬ 
mission  of  evidence  directed  to  show  facts  relevant  to  the 
invention  itself,  that  is,  evidence  directed,  say,  to  the  prior 
art,  actual  technical  facts  relative  to  the  claims  in  issue? 


THE  COURT:  Was  that  done  in  the  Patent  Office? 

AIR.  BURROWS:  To  some  extent  it  was.  Of  course 
there  the  tribunals  are  familiar  over  a  period  of  years 
wtili  the  subject  matter,  and  it  may  be  helpful  to  Your 
Honor  to  submit  some  evidence  here  to  clarify  some  of 
the  language  in  the  claims  and  some  of  the  references  to 


i 
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the  materials  which  1  imagine  will  be  submitted  for 

35  your  consideration.  We  would  like  to  put  in  a  lit¬ 
tle  bit  of  evidence  just  directed  to  these  facts,  not 

at  all  relating  to  the  case  for  priority  on  the  part  of  Cohen. 
That  is  complete  and  full  in  the  Patent  Office. 

THE  COURT:  Mr.  Reynolds,  what  do  you  understand 
the  effect  of  those  decisions  to  be  before  cumulative  evi¬ 
dence  may  be  received? 

AIR.  REYNOLDS:  i  think  it  must  be  made  before  any 
evidence  that  was  available  when  the  case  was  before  the 
Patent  Office  is  here  offered.  That  is  my  understanding. 
Probably  if  it  were  cumulative  and  there  were  some  gooa 
reason  why  it  couldn’t  be  produced  before — 

THE  COURT:  That  good  reason  must  be  present? 

AIR.  REYNOLDS:  That  is  my  understanding.  As  to 
just  how  good  the  reason  must  be,  i  think  the  cases  aren’t 
entirely  at  harmony,  but  I  think  they  agree  in  saying  there 
must  be  some  reason. 

THE  COURT:  Air.  Limbach,  you  may  proceed. 

AiR.  LIMBACH:  1  lirst  wish  to  take  violent  exception 
to  some  inuendoes  thrown  out  by  Air.  Schneider,  which 
were  by  him  directed  at  me  personally,  and  if  Your  Honor 
would  like  to  have  an  explanation  as  to  why  1  have  at  one 
time  or  another  appeared  on  both  sides  of  different  fences, 
L  should  be  very  glad  to  do  so. 

36  Now,  Mr.  Schneider  I  accuse  of  being  unfair  in 
this  case,  because  in  one  breath  he  says  he  doesn’t 

understand  what  it  is  all  about,  and  in  the  second  breath 
he  explains  in  great  detail,  Your  Honor,  the  exact  rela¬ 
tionship  between  all  of  the  parties,  which  is  the  reason 
why  I  have  at  one  time  or  another  taken  the  testimony, 
rather,  attended  the  deposition  session,  first  representing 
one  applicant,  and  then  the  other. 
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1  may  say  this,  that  the  situation  as  explained  to  you 
by  Mr.  Schneider  is  exactly  in  accordance  with  the  facts. 

1  am  patent  counsel  for  the  Lubri-Zol  Corporation  and 
the  Lubri-Zol  Development  Corporation,  both  having  their 
oilices  at  Cleveland,  Ohio.  I  have  been  the  patent  counsel 
since  the  companies  were  organized. 

The  Lubri-Zol  Corporation  is  a  corporation  which  is 
owned  entirely  by  Cleveland  individuals.  The  Lubri-Zol 
Development  Corporation  is  in  part  owned  by  the  Lubri- 
Zol  Corporation,  and  in  part  owned  by  the  Continental  Oil 
Company  of  Ponca  City,  Oklahoma.  The  Lubri-Zol  Com¬ 
panies  have  a  license  agreement  with  the  Dow  Chemical 
Company  for  rights  under  a  portion  of  the  whole  of  the 
Morell  case.  That  information  was  given  to  Mr.  Schnei¬ 
der  in  a  letter,  in  exact  accordance  with  the  facts,  by  the 
attorneys  for  the  Dow  Chemical  Company.  Similarly,  The 
Texas  Company  has  entered  into  an  agreement  with  the 
Lubri-Zol  Companies,  whereby  The  Texas  Company  has 
granted  an  exclusive  license,  and  that  license  provides, 
Your  Honor,  that  if  they  take  the  patent,  the  Lubri-Zol 
Companies  pay  a  royalty  of  so  much  per  pound, 
37  a  situation  which  is  not  at  all  uncommon  in  patent 
controversies  of  this  kind. 

Now,  if  Your  Honor  would  like  to  have  an  explanation 
as  to  why  1  appeared  on  both  sides  of  some  of:  those  issues, 
the  explanation  is  as  follows: 

\Ye  have  worked  very  closely  with  the  Lubri-Zol  Com¬ 
pany,  have  worked  with  the  Dow  Company.  Some  of  the 
principal  founders,  the  principal  technical  men  in  the 
Lubri-Zol  Companies  are  X-Dow  men,  or  have  at  one  time 
acted  as  consultants  for  Dow.  The  relationship  is  en- 
entirely  friendly,  but  there  is  no  stock  ownership  rela¬ 
tionship  between  the  two  companies  as  such.  They  are 
entirely  separate  and  distinct.  When  the  matter  of  taking 
testimony  arose  on  behalf  of  Morell  they  said^  “Since  you 
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have  the  bulk  of  the  rights  under  this  application,  we  would 
very  much  like  to  have  you  take  the  responsibility,  be¬ 
cause  we  are  short-handed.  We  haven’t  got  the  time  to  do 
this.  And  we  just  haven’t  got  the  manpower  available  to 
take  the  testimony,  and  it  is  your  responsibility,”  and  there 
was  not  anybody  else  I  could  get,  so  I  did  it.  The  Party 
Henricksen,  of  course  that  application  is  a  wholly  owned 
application.  I  felt  that  I  could  very  properly,  and  I  still 
feel  that  it  was  entirely  proper  for  me  to  make  of  record 
the  full  facts  as  I  found  them  on  behalf  of  each  party,  and 
that  I  did. 

Due  notices  were  given  for  the  taking  of  testimony 
38  in  both  cases.  The  other  parties  were  given  an  op¬ 
portunity,  of  course,  to  come  and  cross-examine,  but 
they  elected  not  to  do  so.  But  even  then  I  challenge  Mr. 
Schneider  to  go  through  the  record  of  either  of  those  tes¬ 
timony  sessions  and  point  out  any  irregularities  as  a  re¬ 
sult  of  my  having  actually  attended  to  the  job  of  compil¬ 
ing  the  record  of  the  inventions  of  both  the  parties. 

The  reason  1  am  here  today,  Your  Honor,  representing 
Morell,  is  because  there  is  no  one  of  the  firm,  either  of  the 
members  of  the  firm  of  Griswold  and  Burdick,  the  patent 
attorneys  for  Dow  Chemical  Company,  neither  of  those 
men  are  lawyers.  I  asked  Mr.  Burdick  when  this  case 
was  noticed  for  trial,  that  I  should  want  him  to  try  it  on 
behalf  of  Morell.  He  said,  “I  can’t,  because  I  am  merely 
a  Patent  Office  solicitor,  and  I  can’t  appear  in  court,  be¬ 
cause  1  am  not  admitted  to  the  Bar.”  We  were  again 
faced  with  the  proposition  of  finding  counsel  familiar  with 
this  very  complex  situation  who  could  adequately  present 
it  for  your  consideration,  and  that  is  the  reason  why  I  am 
here  today,  trying  to  explain  it  as  clearly  as  I  know  how, 
and  to  bring  before  you  the  full  facts  in  the  case  for  your 
decision. 

I  think  that  explanation,  if  any  was  needed  at  all,  should 
bp  adequate. 
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THE  COURT :  Very  well.  i 

MR.  LIMBACH :  1  should  like  to  call  as  the  first  wit¬ 
ness,  Your  Honor,  because  I  promised  Dr.  Brooks 

39  that  he  might  get  away,  Dr.  Benjamin  T.  Brooks, 
whom  we  have  retained  as  an  expert  oh  certain  of 

the  technical  points  of  this  case. 

THE  COURT :  I  think  we  will  take  a  five-minute  recess. 

(Thereupon,  a  short  recess  was  taken.) 

THE  COURT :  Call  your  witness. 

Thereupon — 

i 

BENJAMIN  T.  BROOKS 

i 

! 

was  called  as  a  witness  on  behalf  of  Dow  Chemical  Com¬ 
pany  and  Amos  T.  Knutson,  being  first  duly  sworn,  was 
examined  and  testified  as  follows: 

DIRECT  EXAMINATION 

i 

BY  MR.  LIMBACH: 

Q.  Will  you  please  state  your  full  name,  Dr.  Brooks, 
sir.;  A.  Benjamin  T.  Brooks. 

Q.  Your  residence  address?  A.  Old  Greenwich,  Con¬ 
necticut. 

Q.  I  have  called  you,  Dr.  Brooks,  as  an  expert  in  the 
matter  of  the  interferences  which  relate  to  chlorinated  par¬ 
affin,  the  use  of  chlorinated  paraffin  hydrocarbons  in  lubri¬ 
cants.  Will  you  please  state  your  academic  qualifications 
and  your  experience  qualifying  you  as  an  expert?  A. 
Very  briefly,  I  had  my  technical  training  originally  at  Ohio 
State  University,  mainly  in  organic  chemistry,  and 

40  received  a  degree  of  Doctor  of  Philosophy  several 
years  later  in  Germany  at  the  University  of  Goet¬ 
tingen  in  1912. 


i 
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My  contact  with  petroleum  chemistry  and  my  experience 
in  petroleum  research  began  in  1912,  starting  with  five 
years  at  the  Mellon  Institute,  where  I  had  charge  of  petro¬ 
leum  research  for  the  Gulf  Refining  Company.  I  have  had 
to  do  mostly  with  petroleum  refining  processes  and  petro¬ 
leum  chemistry  from  1912  to  date. 

Most  of  that  time  1  have  been  an  independent  consult¬ 
ant  for  various  companies. 

I  have  published  some  40  or  50  research  papers.  In  1922 
I  published  a  chemical  treatise  on  chemistry  of  non-ben- 
zenoid  hydrocarbons,  and  in  1937  and  1938  I  was  Ameri¬ 
can  editor  of  four  volumes  on  petroleum  technology  pub¬ 
lished  by  the  Oxford  University  Press. 

I  have  had  to  do  somewhat  with  other  phases  of  the  in¬ 
dustry,  other  than  refining  in  Venezuela  and  Mexico,  but 
I  think  the  chemical  experiences  that  I  mentioned  is  what 
is  more  germane  here. 

Q.  The  second  count  of  these  interferences  reads  as 
follows,  that  is,  the  second  count  of  Interference  78,460 
reads  as  follows: 

“A  composition  of  matter  comprising  a  mineral  lubri¬ 
cating  oil  and  a  small  percentage  of  chlorine  in  chemical 
combination  with  a  fluid  fraction  of  petroleum,  the 
41  compounds  formed  being  substantially  non-vola¬ 
tile.” 

One  of  the  issues  is  whether  chlorinated  propane  is  a 
species  of  that  kind. 

Dr.  Brooks,  is  propane  a  fluid  fraction  of  petroleum? 

MR.  SCHNEIDER :  Your  Honor— 

THE  COURT:  Will  you  pronounce  that  again? 

MR.  LIMBACH :  Propane. 

THE  COURT:  Yes. 
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MR.  SCHNEIDER:  Your  Honor,  I  want  to  enter  an 
objection  against  this  line  of  testimony  on  the  ground  it 
was  not  adduced  before  the  Patent  Office,  and  no  adequate 
reason  has  been  given  as  yet  for  bringing  it  forward  here. 

May  i  ask  that  that  objection  stand  against  the  whole 
line  of  testimony  ?  This  witness  did  not  appear  in  the  Pat¬ 
ent  Office  proceeding. 

MR.  LIMBACH:  That  is  true,  Your  Honor.  The  ex¬ 
planation  of  why  this  witness  was  not  called  earlier  was, 
as  far  as  1  was  concerned,  at  least,  the  question  of  whether 
propane  was  or  was  not  a  fluid  fraction  of  petroleum  did 
not  really  become  an  issue  until  after  the  first  decision 
by  the  Board  of  Interference  Examiners.  There  was  no 
discussion,  particular  amount  of  discussion  in  any  of  the 
interlocutory  proceedings  about  this  one  issue,  whether 
propane  was  or  was  not  a  fluid  fraction  of  petroleum. 

In  its  first  decision  on  the  question  of  priority  the 
42  Board  of  Interference  Examiners  merely  said  in 
one  sentence  that  while  chlor  propane  was  consid¬ 
ered  by  it  to  be  a  reduction  to  practice  in  Count  1,  it  was 
not  a  reduction  to  practice  in  Count  2  because  propane 
was  not  a  fluid  fraction  of  petroleum.  Then  the  Party 
Morell  petitioned  for  reconsideration,  and  in  the  petition 
for  reconsideration  cited  a  number  of  authorities,  text  book 
authorities  and  the  like,  dictionaries,  seeking  to  explain 
what  was  meant  by  the  term  “fluid  fraction/’  and  “fluid 
fraction  of  petroleum.”  That  was  answered  by  a  mem¬ 
orandum  on  behalf  of  the  Party  Gallsworthy  in  which  he 
also  sought  to  explain  by  other  dictionary  definitions  and 
other  text  books  that  the  term  had  a  different  meaning 
than  was  contended  for  by  the  Party  Morell,  and  then  the 
Board  of  Interference  Examiners  in  a  decision  on  recon 
sideration  spent  several  pages  in  giving  consideration  to 
that  question,  and  finally  concluded  that  in  their  opinion 
propane  was  not  a  fluid  fraction  of  petroleum. 
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Now,  that  second  decision,  the  decision  on  reconsidera¬ 
tion  is  very  curiously  worded,  Your  Honor. 

For  example,  in  one  place  they  say: 

“However,  if  it  be  assumed  arguendo  that  propane  were 
present  in  the  petroleum  it  is  not  believed  that  it  can  prop¬ 
erly  be  termed  a  fluid  fraction  of  petroleum.’ ’ 

And  another  sentence  in  the  next  paragraph : 

“It  is  extremely  doubtful” — 

43  the  Board  of  Interference  Examiners  said: 

“ — that  a  single  number  of  the  hydrocarbon  ser¬ 
ies,  let  alone  a  single  gaseous  member  such  as  propane 
would  normally  be  removed  by  this  means.” 

Now,  there  was  absolutely  no  testimony  with  respect  to 
those  facts  which  the  Board  of  Interference  Examiners, 
from  the  rather  singularly  indefinite  language  used,  it 
seems  to  me  entirely  proper  to  bring  for  your  considera¬ 
tion,  bring  to  you  for  the  first  time  testimony  on  this  point 
which,  as  I  say,  did  not  really  become  an  issue  until  after 
the  testimony  was  all  made  up  on  behalf  of  the  Patent 
Office. 

That  is  my  explanation  for  this  witness. 

MK.  SCHNEIDER :  May  I  say  just  a  word? 

I  think  it  is  very  clear  from  what  counsel  has  said  and 
from  the  language  in  the  count,  the  question  as  to  whether 
this  material  or  any  material  which  was  brought  forward 
as  a  reduction  to  practice  of  the  counts  included  a  fluid 
fraction  of  petroleum.  So,  I  think  counsel’s  own  state¬ 
ment  indicates  that  this  was  in  issue  all  through  the  pro¬ 
ceeding. 

In  other  words,  we  have  to  meet  a  count  with  a  reduc¬ 
tion  to  practice,  and  we  do  raise  certain  specific  things. 
Does  that  specific  thing  include  the  elements  of  the  count? 
That  question  was  there  from  the  time  we  started  taking 
testimony  in  the  interference  proceeding. 
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I  would  just  like  to  ask  Your  Honor  that  my  objec 

44  tion  stand  against  whatever  testimony  is  adduced 
along  this  line. 

I 

THE  COURT:  if  1  understood  your  statement,  Mr. 
Limbacli,  it  is  that  you  relied  upon  dictionary  definitions. 

i 

MR.  LIMB  ACH :  That  is  right,  Your  Honor. 

THE  COURT:  Whereas  you  could  thero  as  well  as 
here  have  brought  this  witness. 

MR.  LIMB AC1I:  Excepting  that  I  felt  this  way,  Your 
Honor,  that  the  normal  use  of  the  language,  tljie  term  fluid, 
which  is  the  real  word  in  issue,  is,  broadly,  either  a  liquid 
or  a  gas,  and  the  definition  of  it,  dictionary  definition  such 
as  Webster  that  I  recited  in  my  brief  pressing  for  recon¬ 
sideration  so  defined  it.  I  was  entirely  justified,  I  felt,  in 
going  on  the  assumption  that  that  was  the  case. 

THE  COURT:  That  was  your  purpose  in  relying  upon 
the  dictionary  definitions  to  prove  that  fact? 

i 

MR.  L1MBACH:  However,  Your  Honor,  there  is  this 
about  it.  The  reasoning  by  the  Board  of  Inference  Exam¬ 
iners  is  concerned  with  the  process  of  petroleum  refining, 
and  when  a  certain  fraction  is  taken  and  when  another — 
in  other  words,  the  whole  stream  of  petroleum  comes  out 
of  the  ground. 

Now,  as  1  interpret  the  decision  of  the  Board  of  Inter¬ 
ference  Examiners,  a  fraction  of  petroleum,  in  other  words, 
a  fractional  part  of  the  petroleum  according  to  their  in¬ 
terpretation  is  not  a  fractional  part  of  the  whole  thing,  but 
only  a  fractional  part  of  the  liquid  part,  of  the  liquid 
fraction,  and  it  is  in  that  highly  technical  field  that 

45  I  felt  we  would  be  entirely  justified  in  having  an  ex¬ 
planation  of  someone  who  is  well  qualified. 

THE  COURT:  I  think  the  objection  must  be  sus¬ 
tained.  However,  I  think  it  is  proper  that!  you  should 
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make  a  proffer  of  the  testimony  you  expect  to  adduce,  and 
you  may  do  that,  if  you  wish,  for  the  record,  or,  in  lieu 
of  that  you  may  take  the  testimony  of  the  witness  only 
for  the  purpose  of  the  record. 

MR.  LIMBACH :  I  wish  to  do  that,  Your  Honor. 

THE  COURT :  Very  well. 

MR.  LIMBACH :  Will  you  read  back  the  last  question, 
please! 

(The  question  was  read  by  the  reporter.) 

THE  COURT:  That  ruling  will  stand  as  to  all  of  the 
testimony  of  this  witness  unless  you  indicate  to  the  satis¬ 
faction  of  the  Court  that  some  of  the  testimony  is  out¬ 
side  of  the  scope  of  the  rule. 

MR.  LIMBACH :  Yes,  Your  Honor. 

THE  WITNESS :  Yes.  Would  you  like  to  have  me  give 
you  reasons  for  that? 

BY  MR.  LIMBACH: 

Q.  1  would  like  to  have  you  do  so.  A.  There  are 
really  two  questions  involved  here.  One,  the  meaning  of 
the  term  ‘ 4  fluid/  ’  and  one  the  meaning  of  the  term 
40  “fraction”  as  applied  to  petroleum. 

The  term  “fluid”  is  more  an  exact  scientific  term 
than  the  term  “fraction.”  In  fact,  the  term  “fluid”  means 
in  physics  and  chemistry  either  a  gas  or  a  liquid.  It  is 
used  more  often  in  scientific  work  than  it  is  on  the  street, 
for  example,  and  has  an  exact  meaning  as  embracing  both 
gases  and  liquids. 

The  term  “fraction”  is  one  of  those  terms  of  more  or 
less  uncertain  origin,  but  used  widely  in  industry,  and  I 
think  its  derivation  is  fairly  obvious.  We  speak  of  a  frac¬ 
tion  of  petroleum  being  some  fraction  of  the  original  whole 
with  which  we  started.  Usually,  in  the  majority  of  cases, 
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when  speaking  of  a  fraction  of  petroleum,  we  think  of  and 
use  it  in  connection  with  liquid  fractions,  merely  because 
that  constitutes  by  far  the  greater  part  of  the  crude  petro¬ 
leum,  but  there  is  also  an  uncondensed  fraction  which  is 
commonly  much  smaller  than  the  rest  of  the  crude  oil,  and 
this  uncondensed  fraction  is  uncondensed  merely  because 
the  cooling  means  provided  ordinarily  are  not  sufficient  to 
condense  it.  It  sometimes  is  condensed. 

Propane,  for  example,  can  be  rather  readily  condensed, 
if  you  want  to  do  so,  and  whether  or  not  propane  by  it¬ 
self  is  collected  as  a  fraction  depends  merely  upon  whether 
vou  want  to  do  so  or  not,  and  as  a  matter  of  fact  it  is  an 
article  of  commerce  as  such  separated  either  from  this  un¬ 
condensed  fraction  when  crude  oils  are  distilled,  or 
47  more  often  it  is  separated  from  natural  gas  gaso¬ 
line,  so  that  the  propane  is  commonly  a  portion  of 
this  uncondensed  fraction,  and  may  be  separated  in  a  puri¬ 
fied  condition,  if  desired. 

Q.  Do  you  have  any  technical  data  indicating  the  ap¬ 
proximate  amount  of  propane  in  petroleum!  A.  Yes.  I 
might  say,  of  course,  that  when  crude  oils,  crude  petro¬ 
leums  are  distilled,  there  is  always  a  loss  of  one  to  two 
per  cent,  bearing  on  the  nature  of  the  crude;  most  of  that 
loss  being  tills  uncondensed  fraction  that  comes  off  first, 
and  this  volume  which  you  just  handed  to  me  is  a  recent 
volume  entitled  “Chemical  Constituents  of  Petroleum,”  by 
A.  X.  Sclianen.  Dr.  Sclianen  is  connected  with  the  Research 
and  Development  Division  of  Socony-Vacuum  Oil  Com¬ 
pany,  and  on  page  31 — 

MR.  SCHNEIDER  (interposing) :  Just  a  moment. 
Your  Honor,  I  understand  this  testimony  is  being  taken 
under  the  rules.  I  would  like  to  enter  the  additional  ob¬ 
jection  at  this  time  that  reading  from  a  text  book  does  noi 
appear  to  me  to  be  the  right  way  to  prove  factual  evidence. 
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It  seems  to  me  that  this  witness  either  knows  the  facts 
he  is  trying  to  adduce,  in  which  case  he  should  testify  to 
them,  or  he  is  bringing  forward  here  in  the  form  of  hear¬ 
say  evidence  the  words  of  someone  else  whom  I,  for  one, 
am  not  going  to  examine  on  the  stand  after  he  finishes 
reading  this  evidence.  I  should  like  to  object  to  this 

48  giving  testimony  in  this  fashion. 

THE  COURT :  He  may  proceed  as  a  part  of  the 

proffer. 

THE  WITNESS:  Dr.  Schanen  has  compiled  this  in¬ 
formation,  and  makes  the  statement  on  page  31  as  to  the 
amount  of  propane  contained  in  several  crudes  that  are 
mentioned  here. 

It  is  very  brief.  I  may  quote,  if  I  may: 

“The  percentage  of  hydrocarbon  gases  (including  C4) 
in  commercial  light  crude  oils  was  recently  determined  by 
Askevold  and  Agruss;  in  such  crudes  as  Michigan,  Van 
Zandt,  and  Cabin  Creek,  it  varied  from  froml  to  2  per  cent 
by  weight.  Ethane  is  present  in  traces,  propane  and  isobu¬ 
tane  in  quantities  from  0.1  to  0.5  per  cent,  and  n-butane 
from  0.5  to  about  1.0  per  cent.  Parker  and  Ragatz  give 
the  following  content  of  light  hydrocarbons  in  a  31  de¬ 
gree  A.  P.  I.  California  crude  oil” —  Then  follows  a  little 
table  in  which  the  first  item  is  C2  and  lighter  as  0.35  by 
volume.  That  indicates  about  the  percentage  of  propane 
that  can  be  expected  in  ordinary  crude  petroleums. 

Q.  Is  that  last  statement  based  on  your  own  knowledge 
and  information?  A.  Yes,  I  have  often  observed  these 
uncondensed  fractions  when  crude  oils  are  distilled. 

MR.  LIMBACH :  1  think  that  is  all  on  that  phase  of  Dr. 
Brooks ’  testimony,  Your  Honor.  I  am  using  Dr. 

49  Brooks  for  three  purposes.  I  am  indicating  that  be- 

!  cause  of  the  nature  of  the  objection. 

The  second  point  on  which  I  should  like  to  have  Dr. 
Brooks’  testimony  is  with  respect  to  the  chemical  nature 
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oJt'  tlie  chlorinated  mineral  oil  which  is  disclosed  as  one 
oi“  the  examples  in  the  application  of  the  Party  Galls- 
wortliy. 

1  do  not  have  a  certilied  copy,  do  you,  Air.  Schneider, 
oi'  the  Gallswortliy  application? 

AIK.  SCHNEIDER :  Yes,  1  do.  I 

AIK.  LlAUBACli:  It  you  were  proposing  to  introduce 
that,  might  we  use  that  for  Dr.  Brooks’  purposes  now? 

i 

BY  AIK.  L1A1BACH:  j 

Q.  1  hand  you  this  copy  of  the  (iallsworthy  applica¬ 
tion  involved  in  these  proceedings  and  ask  you  to  examine 
it  and  tell  us  what  examples  you  lind  disclosed  in  that  ap¬ 
plication  which  are — I  am  now  quoting  from  Count  1  of 

interference  78,460,  chlorinated  paraffin  hydrocarbons. 

! 

flow  many  lubricating  compositions  do  ypu  lind  dis¬ 
closed  in  that  application  which  are,  and  1  am  now  quoting 
Count  1  of  Interference  78,460:  j 

tk A  composition  of  matter  comprising  a  mjineral  lubri¬ 
cating  oil  and  a  relatively  small  proportion  of  a  substan¬ 
tially  non-volatile  chlorinated  paraffin  hydrocarbon  as  es¬ 
sential  ingredients.” 

50  AIR.  SCHNEIDER:  Your  Honor,  may  the  same 
objection  stand  ? 

i 

THE  COURT:  The  testimony  may  be  received  as  a 
part  of  the  proffer.  The  objection  is  otherwise  sustained. 

THE  WITNESS:  There  is  one  example  given  here  for 
the  chlorination  of  paraffin  wax,  and  paraffin  wax  consists 
of  a  mixture  of  paraffin  hydrocarbons. 

i 

i 

BY  AIR.  JLIAIBACH :  j 

Q.  Is  that  the  portion  of  the  specification  which  begins 
at  line  9  on  page  4?  A.  Yes.  It  really  begins  in  line  10, 
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I  think,  “Paraffin  wax  having  a  melting  point  of”  so  and 
so,  and  as  follows. 

Q.  I  call  your  attention  to  the  other  example  which  ap¬ 
pears  or  which  begins  in  the  second  last  line  on  page  2 
and  continues  throughout  page  3  of  the  specifications.  A. 
The  application  refers  here  to  the  chlorination  of  what  is 
described  as  low  viscosity  paraffin  base  lubricating  oil  hav¬ 
ing  the  following  characteristics,  and  so  on. 

The  physical  characteristics  given  here  I  think  corro¬ 
borate  the  statement  that  it  is  a  lubricating  oil  derived 
from  a  paraffin  base  crude.  However,  such  lubricating  oils 
do  not  consist  of  paraffin  hydrocarbons  at  all.  In  fact,  they 
contain  substantially  no  paraffin  hydrocarbons.  The  paraf¬ 
fin  hydrocarbons  distilled  within  these  ranges  of  lubricat¬ 
ing  oil  are  the  paraffin  wax  which  is  always  removed  so  far 
as  practical  to  do  so,  and  that  is  very  nearly  complete 
removal,  only  traces  remaining,  so  that  oils  of  that 
51  type  are  not  paraffin  hydrocarbons. 

Q.  What  is  meant  by  the  term  “paraflin  oil” 
where  used,  for  example,  at  the  bottom  of  page  3,  and  then 
again  possibly  other  places!  A.  Paraffin  oil? 

Q.  Paraffin  base  lubricating  oil.  A.  Paraffin  base.  We 
speak  of  paraffin  base  crudes  and  oils  derived  from  paraffin 
base  crudes,  and  that  means  merely  that  the  crude  con¬ 
tains  paraffin  wax.  We  speak  of  asphalt  base  crudes  as 
ones  that  contain  asphalt.  The  designation  “paraffin  base 
crude”  doesn’t  mean  at  all  that  the  oils  in  these  higher 
boiling  point  ranges  are  paraffins.  Those  are  removed  in 
the  form  of  wax  and  what  is  left  behind  are  the  lubricat¬ 
ing  oils  such  as  described  here. 

Q.  What  would  be  the  chemical  nature  of  the  oil  which 
was  chlorinated  in  accordance  with  the  description  given 
on  page  3  of  that  specification?  A.  We  call  those  hydro¬ 
carbons  which  are  not  paraffins,  and,  which  when  analyzed, 
show  a  deficiency  of  hydrogen  as  compared  with  paraffins. 
We  call  them  nahpthenes,  or  polynaphthenes. 
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The  more  precise  definition  of  constituents  of  lubricat¬ 
ing  oil  fractions  lias  never  been  carried  very  far,  but  they 
are  not  paraffin  hydrocarbons.  The  paraffins  can  be 
o2  expressed  by  the  general  formula  CnH2n+2,  indi¬ 
cating  the  relative  amounts  of  hydrogen  and  car¬ 
bon,  and  when  we  get  up  into  the  lubricating  oil  fractions 
we  find  on  analyzing  them  that  they  don’t  contain  near 
enough  hydrogen  for  that,  and  both  the  chemical  analysis 
and  the  properties  identify  them  as  the  ring  naphthenic 
hydrocarbons,  supposed  to  be  in  structure  ring  hydrocar- 
cons,  definitely  showing  that  they  are  not  paraffin  hydro¬ 
carbons. 

Q.  You  said  a  moment  ago  that  the  chlorinated  paraffin 
wax  referred  to  on  page  4  of  the  specifications  in  lines  9, 
10  and  11,  and  so  forth,  was,  however,  a  chlorinated  paraffin 
hydrocarbon?  A.  That  is  right. 

Q.  Those  are,  or  is  that  material  there  referred  to  as 
chlorinated  paraffin  wax,  is  that  a  chlorine — is  that  a  ma¬ 
terial  which  can  be  defined  as  being  chlorine  in  chemical 
combination  with  a  fluid  fraction  of  petroleum?  A.  No. 
Paraffin  is  a  solid  at  ordinary  temperatures,  paraffin  wax. 
It  is  the  ordinary  familiar  paraffin  wax. 

Q.  I  would  like  to  have  you  look  over  carefully  the  re¬ 
mainder  of  that  specification,  which  ends  on  page  5,  to 
see  whether  you  find  any  mention  in  the  entire  specifica¬ 
tion  of  any  chlorinated  paraffin,  other  than  that  chlorinated 
paraffin  wax.  A.  I  don’t  believe  there  is  any  other  de¬ 
scription  of  a  chlorinated  paraffin,  other  than  this 
f>o  paraffin  wax. 

MR.  LIMBACH:  Now,  with  regard  to  the  third 
point  for  which  1  have  called  Dr.  Brooks,  and  that  is  the 
matter  of  the  sufficiency  of  a  machine  test  as  a  reduction 
to  practice,  the  Board  of  Interference  Examiners  held,  it 
was  urged  on  behalf  of  Party  Gallsworthy,  and  the  Board 
of  Interference  Examiners  held  that  in  view  of  a  decision 
by  the  Court  of  Customs  and  Patent  Appeals  in  a  some- 
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what  similar  case,  a  machine  test  on  a  lubricant  of  this 
kind  was  not  to  be  considered  as  an  actual  reduction  to 
practice. 

Now,  we  are  prepared  to  point  out,  Your  Honor,  in  our 

brief  wherein  the  facts  in  that  particular  case  were  dif- 
# 

ferent  from  the  facts  in  the  present  case. 

The  information  which  was  available  in  the  case  decided 
by  the  Court  of  Customs  and  Patent  Appeals  was  quite 
different  from  the  nature  of  the  information  available 
about  these  lubricants  which  were  subjected  to  the  machine 
tests  by  the  parties. 

In  that  case  the  Court  of  Customs  and  Patent  Appeals 
relied  largely  and  almost  entirely  on  the  expert  testimony 
of  Hr.  Mougey,  who  was  earlier  today  referred  to,  and  as 
an  expert  1  should  like  to  examine  Dr.  Brooks,  as  an  ex¬ 
pert  in  the  petroleum  field,  on  the  nature  and  character 
of  the  machine  tests,  and  what  value  is  to  be  given  to  the 
results  derived  from  such  tests. 

54  THE  COURT:  I  understood  you  to  say  a  little 
earlier  that  that  was  one  of  the  matters  that  -was 
gone  into  in  the  Patent  Office. 

MR.  L1MBACH:  Your  Honor,  the  Patent  Office  held 
that  the  machine  tests  were  not  sufficient  to  constitute  a 
reduction  to  practice.  Possibly  I  didn’t  understand  your 
point. 

THE  COURT:  Hadn’t  you  represented  to  the  Patent 
Office  that  that  was  a  reduction  to  practice? 

MR.  LXMBACH :  That  is  right,  Your  Honor. 

THE  COURT:  So  that  subject  was  entirely  open? 

MR.  JL1MBACH :  It  was,  Your  Honor. 

MR.  SCHNEIDER:  We  make  the  same  objection. 

THE  COURT:  The  same  ruling,  and  as  to  this  point, 
1  think  I  will  allow  you  to  dictate  your  offer. 
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MK.  L1MBACH :  1  am  not  familiar —  | 

THE  COURT :  Dictate  what  you  propose  to  prove  by 
the  witness. 


*MK.  LLUBACli :  in  this  case  1  propose  to  have  the  wit¬ 
ness  show  that  when  a  lubricating  composition  which  is 
composed  of  a  base  oil  of  known  properties,  and  that  was 
the  case  of  the  compositions  under  consideration,  and 
when  that  base  oil  is  a  commercial  lubricant  put  out  and 
sold  by  the  regular  oil  companies  on  the  open  market,  and 
an  acceptable  oil  for  that  purpose,  is  used  as  the  base, 
where  that  oil  is  used  as  the  base,  to  which  is  then  added 
a  small  percentage  of  a  known  chemical,  a  chemi- 
55  cal  whose  properties  are  well  understood,  proper¬ 
ties  such  as  boiling  point,  decomposition  tempera¬ 
ture,  and  solubility,  the  nature  of  its  tendency  to  hydrolize 
in  the  presence  of  heat  and  moisture,  when  a  small  per¬ 
centage  of  that  chemical  is  added  to  the  base  of  known 
properties  and  performance,  that  then  a  test  on  a  film 
strength  machine  is  the  one  and  only  way  of  testing 
whether  you  have  produced  an  extreme  pressure  lubricant, 
the  one  and  only  way  of  testing  quantitatively,  and  the 
one  and  only  way  of  measuring,  that  would  be  more  accu¬ 
rate,  that  the  only  way  of  measuring  the  extent  to  which  the 
him  strength  of  the  oil  has  been  improved. 


The  Board  of  Interference  Examiners  implied  in  their 
decision  that  it  would — that  the  parties  should  have  taken 
this  oil  and  used  it  in  the  crankcase  of  an  automobile,  which 
was  what  they  did  with  one  of  their  samples. !  There  are, 
however,  a  number  of  other  uses  for  lubricants,  other  than 
in  the  crankcase  of  an  automobile. 


1  will  also  show  by  this  witness  that  the  type  of  service 
to  which  the  lubricant  is  subjected  in  the  machine  is  vir¬ 
tually  identical  with  the  type  of  service  in  a  large  held 
in  which  lubricants  are  ordinarily  used. 


! 


i 
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1  would  also  show  by  this  witness  that  w’lien  you  have  a 
condition  such  as  a  journal  bearing  or  the  like  that  is 
heavily  loaded,  the  only  accurate  way  of  testing  whether 
the  lubricant  is  satisfactory  for  full  loads  is  in  one  of 
these  machines,  because  nine  chances  out  of  ten  the  use 
of  the  lubricant  in  an  actual  machine  won’t  tell 

56  you  anything,  because  the  lubricant  will  merely 
function  to  satisfactorily  lubricate  the  commercial 

machine.  The  only  way  the  commercial  machine  would  tell 
you  anything  would  be  if  the  lubricant  would  break  down, 
and  there  is  no  indication  at  all  by  merely  the  successful 
operation  of  the  machine,  the  commercial  machine,  as  to 
whether  the  lubricant  is  an  extreme  pressure  lubricant  or 
not,  in  other  words,  whether  it  will  take  that  high  load 
at  the  peak  times  that  not  regularly  but  infrequently  occur 
in  an  actual  practice. 

And  1  would  show  by  this  witness  that  that  information 
is  derived  by  one  of  these  scientific  machines. 

And  i  would  also  show  that  a  machine  of  this  character 
is  standard  equipment  in  every — well,  in  practically  all  of 
the  oil  laboratories  in  the  United  States  and  employed 
regularly  for  this  purpose;  that  when  you  take  an  oil 
and  compound  it  and  run  it  on  the  machine  that  the  petro¬ 
leum  chemist,  when  he  has  those  figures  has  all  the  infor¬ 
mation  he  needs  to  determine  whether  it  is  an  extreme 
pressure  lubricant,  just  as  much  information  or  more  in¬ 
formation  and  more  scientifically  obtained  than  was  held 
to  be  the  test  necessary  by  the  Supreme  Court,  for  exam¬ 
ple,  in  the  Corona  v.  Dovan  case  as  to  what  constituted 
a  reduction  to  practice  for  a  rubber  accelerator,  when  all 
they  required  there  was  the  curing  of  a  slab  of  rubber 
and  the  chemist  to  impress  it  with  his  thumbnail  to  see 
whether  it  has  been  cured.  Here  there  is  a  scientific  ma¬ 
chine  which  is  used  by  practically  all  the  labora- 

57  tories,  I  know  of  none  where  they  are  not  used,  and 
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it  is  the  only  way  in  which  you  can  measure  the 
,  film  strength  of  the  lubricant. 

That  is  what  I  intend  to  prove. 

Do  1  understand  you  are  ruling  that  the  witness  will  not 
be  permitted  to  testify  on  that  point? 

THE  COURT :  Yes.  I  understand  further  that  you  had 
lull  opportunity  in  the  Patent  Office  to  make  these  repre¬ 
sentations  and  to  present  this  proof. 

MR.  HUTCHINSON :  If  Your  Honor  please,  the  parties 
fully  believe  that  these  machine  tests  were ;  reduction  to 
practice  w*hen  the  testimony  was  taken,  and  when  the  ques¬ 
tion  of  the  holding  was  out,  the  testimony  was  in  at  the 
Patent  Office. 

THE  COURT:  Very  well.  That  will  be  sufficient  for 
the  record. 

MR.  LIMBACH:  That  is  all,  then,  I  have  for  Dr. 
Brooks,  Your  Honor. 

THE  COURT:  You  may  step  down,  Doctor. 

MR.  NELSON :  Is  there  cross-examination? 

MR.  SCHNEIDER:  I  don’t  know*  who  should  cross- 
examine  him.  There  are  so  many  parties  involved. 

THE  COURT :  This  evidence  has  not  been  received,  and 
it  is  only  for  the  enlightenment  of  the  Court  of  Appeals 
later,  as  to  whether  or  not  this  would  have  to  be  sent  back 
here  for  another  trial 

58  MR.  SCHNEIDER:  1  thought  cross-examination 
would  be  permitted  under  the  rule,  Your  Honor.  I 
yield  to  Your  Honor. 

THE  COURT :  I  have  no  objection,  if  you  wish  cross- 
examination. 
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MR.  SCHNEIDER:  As  I  understand  the  rule,  the  ex¬ 
cluded  testimony  may  be  taken  and  cross-examination  is 
also  taken  under  the  same  rule. 

THE  COURT:  You  may  proceed.  You  may  cross-ex¬ 
amine. 


CROSS  EXAMINATION 
BY  MR.  SCHNEIDER: 

Q.  Dr.  Brooks  ,dicl  you  say  that  in  all  cases  it  would 
be  improper,  that  it  would  be  improper  in  all  cases  wher¬ 
ever  the  term  fluid  fraction  of  petroleum  is  used,  to  regard 
that  as  limited  to  a  liquid  fraction?  A.  No,  fluid  implies 
both  gases  and  liquids. 

Q.  And  there  might  be  occasions  when  the  context 
would  demand  that  it  be  regarded  as  limited  to  the  liquid? 
A.  I  don’t  know  of  any  if  the  term  fluid  w*ere  used.  If 
you  want  to  limit  it  you  see  it  is  very  easy  to  do  it  by 
simply  putting  in  and  using  the  term  “liquid  fraction.” 
i  Q.  That  is  true,  but  your  explanation  of  the  term 
“fluid”  is  not  in  connection  with  the  context  in  which  it 
was  used  by  the  Examiners  of  Interferences,  is  it?  You 
seem  to  have  taken  it  as  an  abstract  term.  A.  I  am  not 
familiar  with  how  the  Examiners  may  have  used 
59  the  term  “fluid.”  I  only  know  it  as  a  scientific  term 
which  includes  both  gases  and  liquids. 

Q.  Even  agreeing  as  to  that,  you  are  not  attempting 
to  say  that  in  the  context  in  which  the  Examiners  found 
the  word  they  were  necessarily  wrong  in  applying  it  only 
to  liquid  hydrocarbons?  A.  Well,  as  I  understand — 

Q.  (Interposing)  Could  we  have  an  answer,  Doctor, 
please?  A.  Well,  if  I  may  say  so — 

Q  (Interposing)  You  can  make  your  explanation  after¬ 
wards.  Let  us  have  your  answer  first. 
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THE  COURT:  Yes,  give  him  an  answer  and  then  ex¬ 
plain  if  you  wish. 

THE  WITNESS:  I  think  the  examiners  were  wrong, 
as  I  understand  it.  The  patent  discloses  chlorinated  pro¬ 
pane,  which  is  one  of  those  hydrocarbons  which  at  ordi¬ 
nary  temperatures  is  gas,  but  it  comes  off  in  this  first  un¬ 
condensed  fraction  in  the  distilling  of  crude,  so  that  I  think 
the  term  “fluid  fraction’7  applies  very  correctly  to  such  a 
hydrocarbon  fraction  derived  from  the  crude. 

MR.  SCHNEIDER:  Would  you  read  my  question, 
please  ? 

THE  COURT:  Can  you  state  it  again?  j 

(The  question  was  read  by  the  reporter.) 

THE  COURT:  His  answer  was  that  he  thought  the 
Examiners  were  wrong,  and  following  his  answer 
60  was  the  explanation. 

j 

BY  MR.  SCHNEIDER: 

Q.  You  referred  to  the  application  in  which  the  Exam¬ 
iners  made  the  award  of  the  claim.  A.  The  application 
of  Morell. 

Q.  The  Morell  application  1  A.  The  Morell  applica¬ 
tion. 

Q.  One  other  question.  You  stated  that  the  low  vis¬ 
cosity  paraffin  base  lubricating  oil  referred  to  in  the  Galls- 
wortliy  application,  beginning  at  the  bottom!  of  page  2, 
does  not  include  any  paraffin  hydrocarbons.  What  kind  ot 
hydrocarbons  does  it  contain?  A.  Those  are  naphthenes* 
and  polynaphthenes. 

Q.  Are  they  not  also  called  cyclo-paraffins?  A.  Yes, 
but  that  doesn’t  mean  the  paraffin  hydrocarbons  at  all. 
Cyclo-paraffin  is  something  else. 

Q.  They  are  likewise  saturated  hydrocarbons?  A. 
Usually,  yes.  j 
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Q.  They  are  paraffinic  in  their  character  1  A.  In  their 
chemical  characteristics,  yes. 

Q.  And  the  term  cyclo-pa  ratlins  is  a  correct  term  for 
their  designation?  A.  Yes. 

MB.  BURROWS:  1  would  like  to  take  advantage  of  Dr. 
Brooks7  presence  here  to  ask  one  or  two  questions  which 
may,  1  think,  help  the  Court  to  understand  the  na- 

61  ture  of  the  invention  here.  These  questions  are  not 
directed  to  establishing  a  case  for  the  Party  Cohen 

or  cross-examining  the  other  parties  on  their  case,  and  so 
I  believe  that  it  would  be  admissible  testimony,  and  could 
be  treated  directly  here  without  coming  into  the  exception. 

THE  COURT :  As  1  understand  the  rule,  it  is  not  your 
purpose  to  cross-examine? 

MR.  BURROWS:  That  is  correct. 

THE  COURT :  It  is  your  purpose  to  make  the  witness 
your  own  for  some  other  purpose? 

MR.  BURROWS:  That  is  correct. 

THE  COURT:  For  what  purpose? 

MR.  BURROWS:  Primarily  for  the  elucidation  of  the 
Court,  Your  Honor.  Our  position  primarily  in  this  case 
is  that  a  very  important  part  of  it  is  the  revealing  of  the 
exact  nature  of  the  advance  which  is  claimed  in  the  claims 
which  are  before  you.  We  take  the  position  that  in  any 
proceeding  involving  a  patent  the  public  interest  is  pri¬ 
marily  involved,  and  that  to  that  extent  there  is  a  duty  both 
on  counsel  and  the  Court  to  see  that  the  subject  matter 
relating  to  the  invention  and  for  which  a  monopoly  is 
sought  should  be  clearly  before  the  Court  so  that  the  Court 
can  determine  whether  or  not  a  patent  should  issue  for 
that  subject  matter. 

THE  COURT :  The  Court  will  decline  the  request. 

62  MR.  BURROWS :  I  except. 
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THE  COURT :  You  are  not  proceeding  in  the  in¬ 
terest  of  any  party,  I  take  it. 

MR.  BURROWS :  I  am  proceeding  in  the  public  interest 
in  that  line. 

THE  COURT:  Very  well.  I  will  decline  the  request. 

MR.  L1MBACH:  1  would  like  to  ask  Or,  Brooks  one 
more  question. 

j 

REDIRECT  EXAMINATION 
BY  MR.  L1MBACH : 

Q.  In  your  reply  to  Mr.  Schneider’s  question  you  said 
that  the  oils  or  that  oil  that  was  disclosed  in  the  Galls- 
worthy  application  was  cyclo-paraffin  and  stated  that  it 
was  not  a  paraffin  hydrocarbon.  I  would  like  to  have  you 
elaborate  on  that  statement,  please.  A.  Well,  when  we 
speak  of  the  paraffin  series  of  hydrocarbons  we  mean  some¬ 
thing  very  definite.  All  the  hydrocarbons  of  the  paraffin 
series  have  compositions  which  correspond  to  the  empir¬ 
ical  general  formula  CnH2n-j-2,  and  that  hqlds  true  all 
the  way  from  methane,  ethane,  propane,  until  you  get  up 
into  the  high  volume  paraffin  waxes.  The  paraffin  waxes 
consist  of  hydrocarbons  such  as,  oh,  say,  C20H42,  C21H44, 
and  things  of  that  sort.  These  naphthenic  hydrocarbons, 
which  is,  I  think,  the  more  common  name  are  deficient  in 
hydrogen,  and  they  are  structurally  quite  different.  They 
consist  of  hydrocarbon  rings.  The  carbon  atoms 
63  are  arranged  in  rings,  whereas  the  paraffin  hydro¬ 
carbons  are  in  open  chains,  sometimes  one  long, 
straight  chain,  sometimes  branches,  but  in  any  case  not 
this  ring  structure. 

The  most  conspicuous  difference  in  this  range  of  oils  is 
in  their  physical  properties.  The  paraffins  are  these  solid 
waxes,  the  kind  of  wax  a  housewife  buys  when  she  buys 
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Para-Wax  to  put  on  top  of  her  jelly  jar,  things  of  that 
kind.  The  oils  that  are  left  behind  when  the  paraffins  are 
removed  are  the  lubricating  oils  and  paraffins  themselves 
are  removed  as  completely  as  possible  in  order  that  the 
lubricating  oil  shall  have  a  low  cold  test. 

Q.  Is  the  term  paraffins  in  the  sense  used  in  this  count, 
chlorinated  paraffin  hydrocarbon,  is  that  comomnly  used 
in  the  art  in  the  generic  sense  as  being  generic  to  both 
the  chain  compounds  and  the  cyclo-paraffin^  as  referred  to 
by  Mr.  Schneider?  A.  No.  I  have  never  seen  nor  heard 
of  it  used  that  way  to  include  these  cyclic  things.  The 
term  cyclo-paraffins  is  sometimes  used  as  Mr.  Schneider 
brought  out  to  indicate  that  they  are  saturated,  that  they 
have  certain  chemical  properties  that  are  similar  or  very 
closely  alike. 

Q.  You  referred  a  moment  ago  to  the  naphthenes.  Wliat 
is  the  relationship  between  a  naphthene  and  a  cyclo-par¬ 
affin?  A.  They  are  the  same. 

Q.  Which  is  the  most  common  term?  A.  I  think 
64-65  the  term  naphthene  is  more  commonly  used.  We 
i  started  using  the  term,  oh,  a  long  time  ago,  and  it 
is  believed  that  most  of  the  Russian  crudes  were  naph¬ 
thenic.  We  have  naphthene  crudes  in  this  country,  too, 
now,  we  know  very  well. 

THE  COURT:  You  are  through  with  the  Doctor,  then, 
gentlemen? 

(No  response.) 

THE  COURT :  You  may  step  aside. 

(Witness  excused.) 

MR.  BURROWS:  May  I  ask  that  the  record  note  an 
exception  on  my  behalf  to  your  ruling? 

THE  COURT :  That  may  be  done. 
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Gentlemen,  I  will  ask  you  to  be  back  at  1 :30,  please. 

(Thereupon,  at  12:27  o’clock  p.  m.,  a  recess  was  taken 
until  1:30  o’clock  p.  m.) 

i 

AFTER  RECESS 

! 

66  The  hearing  was  resumed  at  1:30  o’clock  p.  m., 
pursuant  to  the  taking  of  the  recess. 

THE  COURT:  You  may  proceed.  j 

AIR.  LIA1BACH:  May  it  please  Your  Honor,  before  I 
do  I  should  like  to  take  just  a  moment  to  ask  you  to  re¬ 
consider  your  ruling  on  the  objection  to  Dr.  Brooks’  testi¬ 
mony  because  I  am  afraid  I  did  not  take  the  time  possibly 
to  make  as  clear  to  you  as  I  should  have  the  purpose  of 
the  testimony  in  relation  to  the  proceedings.  j 

Now  on  one  point,  namely,  the  intepretation  of  the  term 
‘‘fluid  fraction  of  petroleum”  I  might  not  have  made  as 
clear  as  I  should  have  the  fact  that  that  question  was  never 
discussed;  it  was  never  at  issue  and  there  was  no  contro¬ 
versy  about  it  at  all  until  after  a  decision  by  the  Board 
of  Interference  Examiners  and  the  request  for  reconsider¬ 
ation  was  filed,  it  was  the  subject  matter  ofj  the  request 
for  reconsideration;  therefore  it  would  seem  to  me  it  was 
practically  a  totally  unexplained  thing. 

Now  maybe  I  should  have  anticipated  that  that  question 
might  arise  but  it  certainly  did  not  occur  to  me,  and  there 
was  no  discussion  about  it  on  the  record,  during  the  inter¬ 
locutory  proceedings ;  in  other  words,  when  the  count  was 
proposed  there  was  no  discussion  of  that  point  as  to  its 
ambiguity,  and  it  was  the  ruling  by  the  Board  of 

67  Interference  Examiners  in  one  sentence!  of  their  de¬ 
cision  which  led  to  the  request  for  reconsideration 

by  them. 


i 
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THE  COURT:  Did  the  motion  for  reconsideration  in¬ 
clude  request  for  further  testimony? 

•  MR.  L1MBACH :  By  that  time  all  the  testimony  was  in, 
all  the  testimony  had  been  completed;  the  testimony  had 
been  completed  a  year  before  that,  as  a  matter  of  fact. 
It  did  not  come  up  until  that  request  for  reconsideration 
and  by  that  time  the  testimony  was  all  in. 

THE  COURT:  What  action  was  taken  on  the  motion  for 
reconsideration? 

MR.  LIMBACH:  Beg  your  pardon? 

THE  COURT :  Wliat  action  was  taken  on  the  motion  for 
reconsideration? 

MR.  LIMBACH :  The  Board  of  Interference  Examiners 
took  the  case  under  advisement  and  gave  a  decision  on 
reconsideration,  treating  that  question  at  great  length; 
as  a  matter  of  fact,  several  pages  were  devoted  to  this 
question.  In  their  first  decision  they  referred  to  it  in  one 
sentence  of  the  decision;  then  when  the  petition  for  re¬ 
consideration  was  made  that  question  was  taken  up  by  the 
Board  of  Interference  Examiners  and  discussed  in  detail, 
but  at  that  time  the  testimony  had  all  been  taken  a  year 
previously. 

THE  COURT:  Was  request  then  made  to  present  other 
witnesses? 

68  MR.  LIMBACH:  There  was  no  provision  for  the 
taking  of  testimony  at  that  time.  The  only  thing 
we  could  do  was  done  by  each  side,  namely,  citing,  as  un¬ 
satisfactory  as  it  was,  dictionary  definitions  and  that  was 
done,  but  there  was  absolutely  no  provision  that  I  know  of 
for  the  bringing  as  we  did  this  morning  of  expert  testimony 
in  interpretation  of  a  count  of  that  kind. 

Now,  I  wanted  to  make  sure  that  I  had  explained  that 
to  you.  In  other  words,  the  testimony  was  in  a  year  be¬ 
fore  this  question  was  ever  raised. 


161 


THE  COURT:  If  they  granted  the  reconsideration 
wouldn’t  that  open  the  door  for  further  evidence? 

MR.  LIMJBACH:  I  do  not  believe  so,  Your  Honor,  it 
is  my  understanding  that  that  request  was  merely  to  re¬ 
consider  what  they  had  before  done. 

i 

! 

THE  COURT:  Was  that  request  for  reconsideration 
supported  by  any  documentary  evidence,  such  as  affidavits 
or  otherwise? 

MR.  L1MBACH:  No,  Your  Honor.  The  request  for  re¬ 
consideration  was  merely  a  request  on  our  part  to  have 
them  reconsider  that  in  view  of  the  accepted  definition 
of  the  term  “fluid  fraction  of  petroleum.” 

If  I  may  take  a  moment  I  would  like  to  review  briefly 
the  procedure  which  is  followed  in  an  interference  in  the 
Patent  Office.  In  other  words,  this  count  was  brought  into 
the  interference  by  motion  on  behalf  of  one  of  the 
69  parties. 

Now  at  the  time  that  count  was  brought  in  by 
motion  there  was  no  discussion  whatsoever  of  the  term 
“fluid  fraction  of  petroleum.”  As  a  matter  of  fact,  if  you 
will  turn  to  the  chart  and  the  term  “fluid  fraction  of  petro¬ 
leum”  if  given  a  limited  interpretation,  namely,  liquid, 
then  it  is  oil,  and  then  that  count  is  exactly  the  same  as 
the  scoring  which  is  chlorinated  mineral  oil. 

There  was  not  any  discussion  at  all  about  the  term 
“fluid  fraction  of  petroleum”  at  the  time  tfie  count  was 
proposed;  there  was  no  issue  raised  about  it  at  all.  Then 
after  the  issues  were  formulated  and  the  times  were  set 
for  the  taking  of  testimony,  at  the  time  all  the  testimony 
was  taken  there  was  no  question  then  raised  as  to  the 
meaning  of  that  term.  Then  after  the  testimony  was  all 
in  and  the  time  set  for  final  hearing  before  the  Board  oi‘ 
Interference  Examiners,  there  was  no  particular  issue 
made  of  it  at  that  time. 
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Now,  I  have  not  checked  the  brief  and  I  don’t  remember 
whether  Gallsworthy  in  their  brief — unfortunately  I  did 
not  have  a  copy  with  me  at  lunch,  I  have  one  here  but  1 
have  not  yet  checked  it  and  I  don’t  know,  but  maybe  Mr. 
Schneider  remembers  whether  they  raised  any  question 
before  the  Board  of  Interference  Examiners  as  to  the  in¬ 
terpretation  of  that  count.  But  even  if  they  did  in  their 
brief,  still  by  the  time  that  the  brief  was  written  and  that 
question  raised  the  testimony  was  all  over  and  there 
70  is  no  provision  that  I  know  of  whereby  we  oculd 
have  taken  testimony  at  that  late  stage  in  order  to 
explain  what  is  now  apparently  an  ambiguity.  The  time 
for  taking  testimony  had  gone  by,  by  a  year,  by  the  time 
that  that  question  ever  came  to  my  attention  as  being  an 
issue  of  this  interference. 

THE  COURT :  I  would  like  to  ask  Mr.  Reynolds  a  ques¬ 
tion. 

MR.  REYNOLDS:  Yes. 

THE  COURT :  After  the  Board  had  granted  the  rehear¬ 
ing  under  the  practice  was  it  appropriate  for  the  parties 
to  present  new  evidence? 

MR.  REYNOLDS :  It  would  not  be  on.  a  rehearing,  Your 
Honor ;  that  is  the  granting  of  a  rehearing  does  not  permit 
the  admission  of  new  evidence,  but  it  is  permissible  to  file 
a  motion  to  reopen  for  the  taking  of  additional  evidence, 
and  the  Board  may  grant  such  motion  on  sufficient  showing. 

THE  COURT :  At  times  they  do  grant  such  a  motion  f 

MR.  REYNOLDS:  They  do  sometimes,  even  after  a 
case  has  been  decided.  It  is  rather  rare,  and  they  require 
quite  a  strong  showing  but  they  do  have  jurisdiction  to 
do  that,  yes,  sir. 

MR.  SCHNEIDER:  May  I  say  just  a  word? 
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1  would  just  like  to  point  out  there  were  t\yo  occasions 
during  the  interference  proceedings  which  were  before  the 
testimony  taking  status,  when  this  was  an  issue.  One  was 
regarding  Galls  worthy,  because  this  is  directed  to 

71  Gallsworthy ’s  right  to  make  this  particular  claim, 
one  was  in  connection  with  Gallsworthy’s  right  to 

make  claim  as  to  whether  he  had  an  adequate  disclosure 
during  the  motion  period,  and  the  second  was  during  the 
testimony  taken. 

Now  the  procedure  for  taking  testimony  is  this:  The 
junior  party  takes  his  testimony  first,  and  so  on  up  in  the 
inverse  order  and  finally  the  senior  party  which  was  Galls- 
worthy  takes  his  testimony,  and  then  rebuttal  testimony 
begins,  the  next  senior  party  taking  his  testimony  and  sc 
on  down  to  the  junior.  i 

Now  in  this  series  of  interferences  when  it  came  time  for 
Gallsworthy  to  take  his  testimony  he  relied  solely  upon 
his  application  and  Morell  and  Knutson  had  opportunity 
in  the  rebuttal  testimony  period  to  bring  in  testimony  to 
show  that  there  was  no  disclosure. 

Now  ordinarily  it  is  true  the  Patent  Office  does  not 
permit  expert  testimony  for  the  interpretation  of  the  lan¬ 
guage  of  the  claim;  they  say  that  is  the  job  of  the  Exam¬ 
iner,  but  there  is  one  exception  to  that  rule  and  it  is  per¬ 
fectly  well  known  and  set  up  in  the  decisions,  and  that  is, 
when  the  question  goes  to  priority,  the  contention  that 
Gallsworthy  had  this  because  of  his  disclosure  and  his  pri¬ 
ority  depended  upon  that  disclosure,  and  in  those  cases  re¬ 
buttal  testimony  is  permissible  to  show  that  that  disclosure 
is  not  a  disclosure  of  the  issue  and  therefore  Gallsworthy 
could  not  succeed. 

72  Now,  they  had  that  opportunity;  they  had  ample 
opportunity  and  they  knew  exactly  what  Galls¬ 
worthy  was  going  to  rely  on,  and  it  is  our  vie*/  that  when 
that  opportunity  wras  passed,  they  foreclosed :  themselves. 
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MR.  L1MBACH :  May  I  take  another  moment,  if  Your 
Honor  please?  My  position  is  this:  Gallsworthy’s  case  as 
Hr.  Brooks  testified  this  morning  disclosed  a  chlorinated 
mineral  oil  was  fluid  fraction  of  petroleum.  We  are  not 
saying  that  chlorinated  mineral  oil  is  not  fluid  fraction  of 
petroleum;  our  contention  is  that  fluid  fraction  of  petro¬ 
leum  includes  chlorinated  mineral  oil  and  includes  other 
things.  We  are  not  saying  that  there  wasn’t  any  basis 
for  Gallsworthy’s  application  for  fluid  fraction  of  petro¬ 
leum  because  he  had  chlorinated  mineral  oil  disclosed.  We 
contend  that  fluid  fraction  of  petroleum  is  broader  and 
could  not  be  restricted  to  liquid;  in  other  words,  Morell’s 
case  in  issue  here  disclosed  a  number  of  chlorinated  gas¬ 
eous  fractions  of  petroleum,  and  no  objection  was  made 
on  behalf  of  Gallsworthy  that  that  claim  did  not  include 
gaseous  fractions  of  petroleum  at  that  time;  in  other 
words,  there  was  no  indication  so  far  as  I  was  concerned 
that  there  would  be  any  contention  that  fluid  fraction  of 
petroleum  would  be  contended  not  to  include  gaseous  frac¬ 
tions  of  petroleum,  until  after  the  determination  on  inter¬ 
ference  testimony. 

Now,  we  might  as  you  say  have  the  right  to  take  expert 
testimony  as  Mr.  Schneider  has  pointed  out,  but  it  is  my 
understanding  of  the  rule  that  expert  testimony  will 
73  not  be  permitted  at  this  stage  in  the  Patent  Office 
proceeding  except  where  it  goes  to  the  question  of 
priority.  This  does  not  go  to  the  question  of  priority;  it 
goes  to  an  interpretation  of  the  count,  what  the  language 
means. 

THE  COURT :  1  shall  adhere  to  my  ruling. 

MR.  LIMBACH :  Now,  Your  Honor,  on  the  second  point 
of  interpretation  by  Dr.  Brooks  of  Gallsworthy’s  applica¬ 
tion  is  the  testimony  with  regard  to  the  description  of 
chlorinated  mineral  oil  as  not  being  chlorinated  paraffin. 
I  should  have  pointed  out  to  you  that  one  of  the  principal 
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reasons  for  bringing  in  that  testimony  is  that  one  of  the 
first  things  that  should  be  determined  in  a  proceeding  of 
this  kind  is  the  patentability,  and  if  Gallsworthy  appli¬ 
cation  does  not  disclose  chlorinated  paraffin  hydrocarbon 
in  the  chlorinated  mineral  oil  then  the  count  is  not  patent- 
able  to  Gallsworthy. 

Now,  evidence  along  that  line  cannot  be  taken  during 
the  Patent  Office  proceedings.  The  only  evidence  that  is 
received  by  the  Patent  Office  is  after  the  issue  has  been 
formulated,  and  then  the  only  evidence  is  as  to  priority, 
and  evidence  like  that  that  Dr.  Brooks  gave  this  morning 
does  not  question  the  question  of  priority  but  does  question 
the  patentability  to  the  Party  Gallsworthy,;  and  for  that 
reason  I  submit  that  that  testimony  was  proper. 

MB.  SCHNE1DEK:  Your  Honor,  1  must  take  direct  issue 
with  counsel  on  that  because  the  issue  was  directly  involved 
in  the  priority  situation.  If  we  take  counsel’s  posi- 
74  tion  as  he  stated  it  previously,  there  was  some  chlor¬ 
inated  paraffin  wax  prior  to  Gallsworthy,  at  least 
Gallsworthy ’s  application,  and  counsel  mentioned  that 
himself  earlier  in  the  proceedings.  That  left  open  the 
question  as  to  whether  this  1932  application  disclosing 
chlorinated  mineral  oil  was  the  foundation  for  this  claim 
because  that  was  Gallsworthy ’s  sole  proof,  that  he  had 
the  invention  as  of  the  date  filed,  that  is  not  chlorinated 
paraffin  hydrocarbon,  then  Gallsworthy  cannot  have  been 
entitled  to  that  date  and  it  is  directly  involved.  The  ques¬ 
tion  of  priority  is  precisely  the  sort  of  thing  that  I  was 
just  speaking  about  a  moment  ago,  when  the  question  of 
the  right  to  make  a  claim  goes  to  priority,  that  the  Patent 
Office  does  permit  you  to  take  testimony,  and  if  it  was 
counsel’s  position  at  that  time  that  the  only  disclosure 
which  Gallsworthy  made  in  the  application  was  on  pri¬ 
ority,  counsel  should  have  taken  his  testimony  in  his  re¬ 
buttal  period. 


i 
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MR.  LIMBACH :  It  is  my  understanding  that  testimony 
of  the  nature  given  by  Dr.  Brooks  this  morning  would  not 
have  been  received  by  the  Patent  Office  as  proper  testimony 
touching  the  question  of  priority. 

THE  COURT :  I  will  stand  on  my  ruling. 

75  MR.  LIMBACH :  I  will  call  Mr.  Graves. 
Thereupon — 

ELDON  F.  GRAVES 

called  as  a  witness  by  and  on  behalf  of  The  Dow  Chemical 
Company  and  Amos  T.  Knutson,  and  after  having  been 
first  duly  sworn,  was  examined  and  testified  as  follows: 

DIRECT  EXAMINATION 
BY  MR.  LIMBACH: 

Q.  Will  you  give  your  full  name,  please,  and  your  resi¬ 
dence  address?  A.  Eldon  F.  Graves,  Midland,  Michigan. 

MR.  LIMBACH:  The  testimony  of  this  witness,  Your 
Honor,  was  taken  during  the  testimony  period  before  the 
Patent  Office.  In  other  words,  this  witness  was  called  as 
a  witness  and  his  testimony  was  taken  during  the  Patent 
Office  proceeding  and  the  Patent  Office  record  of  the  Party 
Morell  contains  a  deposition  of  this  witness. 

The  reason  I  am  calling  this  witness  now,  and  the  testi¬ 
mony  I  am  asking  him  to  give  relates  to  a  question,  or 
relates  to  a  request  by  The  Texas  Company  and  Benjamin 
Gallsworthy,  parties  to  these  actions  for  admissions  of 
fact  and  genuineness  of  documents,  which  were  filed,  and 
which  are  of  record,  in  which  counsel  for  Gallsworthy  asked 
for  admissions  as  to  certain  exhibits  which  are  of  record 
and  which  were  testified  to  by  this  witness  during  the 
Patent  Office  proceeding,  and  which  requests  for 

76  admissions  were  so  worded  that  this  witness  was  not 
able  as  indicated  by  the  answers  which  were  therein 
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duly  filed,  the  witness  was  not  able  to  answer  unequivo- 
cably  yes  or  no. 

The  other  words,  the  request  was  for  the  admission  as 
to  the  truth  of  a  certain  statement,  and  the  statement 
couldn’t  be  unequivocably  answered  as  true  or  not  true, 
and  1  am  therefore  calling  him  to  explain  those  points 
which  were  raised  by  the  request  for  admissions. 

BY.  MR.  LIMBACH :  j 

Q.  By  whom  are  you  employed,  Mr.  Graves  ?  A.  Dow 
Chemical  Company. 

Q.  How  long  have  you  been  employed  by  them?  A. 
Fourteen  years. 

THE  COURT:  What  is  the  answer? 

THE  WITNESS :  Fourteen  years. 

BY  MR.  LIMBACH : 

Q.  When  was  it  you  entered  their  employment  ?  A. 
Well,  it  was  about  two  or  three  days  before  Christmas  of 
1931.  I  don’t  recall  the  exact  date. 

Q.  And  for  what  duties  at  the  Dow  Company  were  you 
engaged  at  the  time  you  were  employed  ?  A.  !  I  was  hired 
primarily  to  work  on  extreme  pressure  addition  agents  for 
lubricating  oils.  I 

Q.  Who  in  The  Dow  Company  was  working  on 
77  that  project,  or  under  whom  did  you  work  at  the 
Dow  Company  on  that  project?  A.  Aihos  Knutson 
and  Doctor  Morell. 

Q.  And  for  how  long  did  that  employment  continue  on 
that  project?  A.  We  worked  on  that  particular  project 
until  1934,  the  latter  part  of  1934,  September.  j 

Q.  Was  your  employment  on  that  project  continuous 
on  that  work  during  that  time?  A.  Essentially,  yes,  sir. 

Q.  And  do  you  recall  the  nature  of  the  materials  that 
were  being  tested  in  that  project?  A.  I  do. 


! 
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Q.  What  were  some  of  them  by  classes,  instead  of  in¬ 
dividual  compound;  were  there  classes?  A.  Yes,  there 
were  chlorinated  aliphatic  materials,  and  aromatic  materi- 
ials,  perhaps  sulphonated,  also,  let  us  say  that  is  halo- 
genated  aliphatic  material. 

Q.  Was  polychlorpropane  one  of  the  materials  you 
worked  on?  A.  It  was. 

Q.  X  hand  you  this  photostat,  which  is  Exhibit  A,  at¬ 
tached  to  the  request  previously  referred  to,  made  by  the 
Party  Gallsworthy,  and  which  is  here  in  evidence,  or  which 
is  of  evidence  in  the  Patent  Office,  as  Morell  and  Knutson 
Exhibit  34- A,  and  ask  you  if  you  know  what  that  is  ? 
78  A.  I  do. 

Q.  Will  you  please  tell  us  ?  A.  The  report  con¬ 
cerns  the  testing  of  lubricating  preparations  in  a  motor 
or  internal  combustion  engine  of  the  various  cars  to  be 
used  in  the  plant,  in  and  out  of  the  plant. 

Q.  To  what  does  the  first  column  relate,  which  is  headed 
MTO?  A.  That  relates  to  the  testing  of  this  particular 
compound  in  this  Dow  mail  car.  By  that  I  mean  a  car 
used  within  the  plant  to  deliver  mail. 

Q.  And  do  you  know  what  the  compound  was  that  was 
there  tested?  A.  Yes,  sir,  I  do. 

Q.  What  was  it?  A.  It  was  a  mixture  of  chlorinated 
coconut  oil  and  polychlorpropane. 

Q.  Was  that  used  as  such,  or  mixed  with  anything  else? 
A.  It  was  mixed  with  a  lubricating  oil. 

Q.  I  believe  you  have  testified,  have  you  not,  during  the 
Patent  Office  proceedings  as  to  the  exact  composition  of 
that  product?  A.  Yes,  I  have. 

MR.  LIMBACH:  Then,  Your  Honor,  1  think  instead 
of  taking  time  on  that  phase  of  it,  which  is  already  of  rec¬ 
ord,  we  will  consider  the  entries  on  this  exhibit  which  the 
witness  has  before  him. 
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79  BY  MR  LIMBACH : 

Q.  Will  you  run  down  that  column,  first  column 
headed  MTO,  and  explain  in  detail  what  the  various  en¬ 
tries  stand  lor,  what  they  mean.7  A.  Allies?  run  probably 
is  the  first  significant  one,  518.  Abrasion,  very  good.  Acid¬ 
ity,  2.008.  Breakdown,  20  weights.  Evaporation,  that 
would  be  class  of  explanation. 

Q.  Will  you  explain  what  those  entries  mean  if 

THE  COURT:  1  don’t  see  the  column  for  Evaporation. 
Whereabouts  is  it? 

THE  WITNESS:  Immediately  below  Acidity  on  the  list. 

MR.  LIMBACH:  The  second  last  entry  in  the  lefthand 
column,  Your  Honor. 

j 

THE  WITNESS:  Immediately  below  the  word  “Acid- 
ity.”  j 

THE  COURT:  Oh,  yes,  1  see  it. 

MR.  LIMBACH:  Along  the  left  margin  Of  the  paper. 

THE  COURT:  Yes. 

j 

THE  WITNESS:  l  guess  it  is  Breakdown,  then  Evap- 

.  i 

oration. 

The  Evaporation  Test  will  require  some  explaining. 
The  designation  over  the  ten,  the  10  over  the  20,  then  the 
20  over  the  20,  30  over  20,  40  over  20  indicate  the  hours 
this  particular  material  was  evaporated,  and  the  car  started 
a  breakdown.  For  instance,  after  10  hours  evaporating 
or  evaporation  the  particular  test  required  20 

80  weights  or  took  20  weights.  That  20  weights  indi¬ 
cates  the  film  strength  of  the  material  in  question, 

and  you  go  on  further — 


i 
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BY  MR.  LIMBACH : 

Q.  (Interposing)  Is  a  20  weight  load,  a  lubricant  that 
carries  20  weights,  is  that  a  film  strength  lubricant?  A. 
Most  certainly  it  is. 

Q.  How  many  weights  would  a  plain  mineral  oil  carry? 
A.  3 — between  3  and  5,  or  6.  It  is  variable. 

Q.  On  what  sort  of  a  machine  was  that  determination 
made?  A.  This  was  done  on  a  Floyd  Machine. 

THE  COURT:  What  kind? 

THE  WITNESS:  Floyd. 

THE  COURT:  Floyd? 

THE  WITNESS:  Yes,  sir. 

THE  COURT:  The  name  of  the  maker,  or  something? 

THE  WITNESS:  l  believe  it  is. 

Is  the  evaporation  clear? 

BY  MR.  LIMBACH : 

Q.  I  don’t  believe  you  have  explained  in  sufficient  de¬ 
tail  what  you  meant  by  evaporation  of  10  hours.  Was  it 
an  elevated  temperature  for  that  long?  A.  That  is  cor¬ 
rect,  elevated  temperature  10  hours,  then  removed  from 
the  oven  and  the  film  strength  determined  on  the 
81  Floyd  Machine. 

Q.  What  temperature  was  the  oven,  approxi¬ 
mately?  A.  I  believe  it  was  100  degrees  centigrade. 

Q.  That  is  your  recollection  of  what  it  was  kept  at  ?  A. 
It  is. 

Q.  Let  us  go  back  up  the  column  a  bit,  and  the  first  set 
of  figures  is  8/4/32.  "What  does  that  denote?  A.  That 
is  the  date  on  which  the  test  was  run. 

Q.  Then  the  next  figure  is  518  miles.  What  does  that 
denote  ?  A.  That  was  the  Odometer  reading  of  the  car. 
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THE  COURT :  I  didn ’t  understand  that. 

MR.  LIMBACH:  Speedometer  reading. 

THE  WITNESS:  Speedometer.  The  speedometer  is 
usually  the  miles  per  hour.  The  Odometer  is  the  mileage 
which  you  travel  over  a  given  time. 

THE  COURT:  Oh,  yes. 


BY  MR.  LIMBACH :  j 

Q.  Wliat  type  of  service  was  that  car  in  do  you  say? 
A.  It  was  in  the  mail  service.  j 

Q.  Describe  that  service,  the  nature  of  if?  A.  The 
mail  service  is  the  short  run  proposition  from  door  to  door, 
or  from  building  to  building,  with  much  idling  and  stop¬ 
ping  of  the  vehicle.  However,  the  engine  whs  still  run¬ 
ning,  was  still  operating. 

Q.  Would  you  say,  then,  that  the  engine  ran  for  longer 
than  would  normally  be  indicated  by  a  518  mile 
82  drive?  A.  Yes,  sir.  The  actual  engine  revolutions 
or  miles  travelled  is  perhaps  twice  the  indicated 
Odometer  reading. 

Q.  Because  of  the  amount  of  idling  time  ?  A.  Correct. 
Q.  You  didn’t  tell  us  what  make  car  that  was?  A.  My 
recollection  is  it  was  a  Ford. 

Q.  And  where  was  the  lubricant  used,  in  the  crank 
case  or  differential?  A.  Used  in  the  crank  case. 

Q.  And  when  you  refer  in  that  record  to  abrasion  and 
indicate  “Very  Good”  wliat  do  you  mean?  !  A.  A  de¬ 
scription  of  the  abrasion  test  would  be  in  order  before  ] 
could  explain  that  particularly. 

Q.  Will  you  describe  the  abrasion  test?  A.  In  test¬ 
ing  materials  for  abrasion  the  oil  in  question  is  run  in  a 
Floyd  Machine  in  such  a  manner  that  a  relatively  light 
load  is  applied  for  a  long  period  of  time.  The  journals 
are  then  removed,  journals  and  bearings  are  removed,  and 
visually  inspected. 
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!  Q.  To  determine  what  factor!  A.  To  determine  the 
roughness  of  the  journal  and/or  bearings. 

Q.  When  you  say  “ journal’ 9  and  “ bearings’ 9  I  believe 
you  had  better  describe  for  us  the  construction  of  the  Floyd 
Machine  so  we  can  get  a  picture  of  it?  A.  Essen- 

83  tially  the  Floyd  Machine  is  a  split  bearing  device. 
The  bearings  are  clamped,  or,  rather,  set  about  a 

rotating  journal,  and  then  it  is  placed  in — rather,  the  jour¬ 
nal  is  not  located  at  the  time  of  assembly.  They  are  then 
placed  in  this  cell  or  cast  iron  post  which  rigidly  holds. 
The  bar  upon  the  journal  is  allowed  to  turn  through  a 
chuck  mechanism,  which  is  in  turn  coupled  to  the  driving 
shaft  by  means  of  a  shear  pin.  As  the  load  is  increased 
upon  the  split  bearing — 

Q.  (Interposing)  How  is  that  increased?  How  it  is  ap¬ 
plied?  A.  The  load  is  applied  by  means  of  a  lever  link¬ 
age  to  magnify  or  increase  the  weights  on  the  bearings, 
in  other  words,  a  one  pound  weight  on  the  end  of  the  lever 
is  magnified  upon  the  journal  to  be,  I  believe,  1,000  pounds. 
That  is  my  recollection.  In  other  words,  a  20  weight  load 
on  the  beam  is  equivalent  to  20,000  pounds  upon  the  actual 
bearing. 

L  might  add  that  the  bearings  are  only  y4  inch  in  diam¬ 
eter  and  are  polished  with  some  degree  of  precision,  so 
that  each  bearing  is  as  nearly  as  possible  identical  with 
the  next  bearing,  the  journals  and  bearings  1  am  talking 
about  now. 

Q.  Then  the  abrasion  test  is  what,  again?  A.  The 
abrasion  test  is  the  assembly  of  the  bearings  and  journals 
in  the  cells  together  with  the  lubricant.  A  light 

84  load  now  is  applied,  or,  relatively  speaking,  a  light 
load,  perhaps  3,000  pounds  per  square  inch  is  ap¬ 
plied  for  30  minutes,  or  the  machine  is  allowed  to  operate 
for  30  minutes.  Further,  the  load  on  the  bearings  is  ap¬ 
plied  in  small  increments  or  units  of  1,000  pounds,  per- 
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haps  to  avoid  shock  loads  in  the  assembly,  primarily  to 
the  journal. 

After  30  minutes  have  expired  the  cell  is  removed  from 
the  machine,  the  bearings  are  taken  apart  and  examined, 
as  1  say,  visually,  for  rough  spots,  roughness,  scoring  or 
discoloration.  They  all  enter  into  the  qualifications  of  the 
abrasion  test. 

Q.  Now,  was  that  test  conducted  both  before  and  after 
the  500  mile  run  in  the  car?  A.  Yes,  sir. 

Q.  And  what,  from  the  record,  was  the  result  of  the 
test  on  the — was  that  used  oil  drained  from  the  car  at  the 
end  of  the  run  ?  A.  It  was. 

Q.  What  was  the  result  of  that  test?  A^  The  notes 
say  “Very  Good.” 

Q.  What  does  what  mean?  A.  A  very  good  abrasion 
test  would  be  a  test  in  which  little  or  no  scoring  appeared 
upon  the  journal  or  bearings. 

Q.  What  would  be  some  of  the  factors  in  a  used  oil 
which  would  lead  to  a  bad  abrasion  test,  or  scoring, 
85  scratching?  A.  Well,  an  absence  of  the  additive, 
perhaps,  would  lead  to  an  indicating  of  poor  abra¬ 
sion.  In  other  words,  if  the  additive  had  become  dissi¬ 
pated  the  abrasion  test  would  show  that  it  had  become  de¬ 
pleted. 

Q.  Would  the  presence  of  sludge  or  gritty  material  or 
other  decomposition  products  of  the  oil  have  any  effect  on 
the  abrasion  test  ?  A.  Possibly  it  would. 

Q.  Were  you  finished  with  your  last  answer?  A.  I 
might  add  that  sludge  in  some  forms  would  indicate  a  bad 
abrasion. 

Q.  In  what  forms?  A.  Presence  of  tiny  particles  in 
the  oil  would  certainly  show  up  on  the  revolving  journal. 

Q.  Now,  do  you  recall  whether  under  the  record  of  the 
abrasion  test  there  is  reference  to  acidity?  Will  you  ex¬ 
plain  what  those  data  mean?  A.  It  is  customary  to  de- 
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terinine  the  acidity,  or,  rather,  report  the  acidity  of  that 
oil  in  milligrams  of  KOH  per  gram  of  oil.  The  columns 
refer  to  these  figures. 

Acidity  before,  2.008  therefore  should  be  millograms  of 
KOH  per  gram  of  oil.  Likewise,  after,  0.395. 

Q.  Was  that  so-called  acidity  test  conducted  in  accord¬ 
ance  with  any  standardized  procedure  ?  A.  It  was. 

86  What  was  that  procedure?  A.  We  used  the 
ASTM  procedure  for  determining  acidity. 

Q.  What  is  that  procedure?  A.  The  test  of  acidity, 
or  rather,  the  designation  ASTM  is  known  as  a  neutraliz¬ 
ation  number.  Here  the  word  is  loosely  used  to  denote 
acidity.  The  test  is  made  by  weighing  a  portion  of  the 
oil  and  dissolving,  or,  rather,  mixing  with  a  solution  of 
5  percent  ethyl  alcohol  and  50  percent  water,  distilled 
water.  This  is  a  natural  solution,  having  previously  been 
naturalized  before  addition  to  the  oil. 

The  oil  mixture  is  then  heated  to  boiling  with  agitation, 
and  while  hot  is  immediately  titrated  -with  standard  aque¬ 
ous  caustic  RKOH  potassium  hydroxide. 

Q.  What  components  of  the  oil  blend  or  mixture  would 
give  rise  to  the  value  determined  by  this  acidity  test?  A. 
Well,  the  acidity  is  a  measure  of  the  volatile  acids,  if  they 
are  in  there  as  such,  and  also  a  measure  of  the  non-volatile 
acids  which  had  been  extracted  by  the  aqueous  solution. 

Q.  When  testing  a  material  which  contains  a  chlorine 
compound  would  there  be  any  tendency  on  the  part  of  the 
alcohol  water  solution  to  hydrolize  or  acidify  that  material 
which  would  otherwise  be  not  acidic?  A.  Yes.  Alcohol, 
or  rather,  water  will  hydrolize  any  acidic  compon- 

87  ents,  as  well  as  extract  them  from  the  oil,  and  this 
will  certainly  consume  a  portion  of  the  standard 

caustic. 

Q.  And  carry  a  positive  acid  number  reading,  is  that 
right?  A.  That  is  true. 
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Q.  1  notice  the  acid  number  or  acid  factor  determined 
on  the  oil  before  the  test  run  was  greater  than  after.  Is 
there  any  explanation  for  that  difference? 

i 

MR.  SCHNEIDER:  Your  Honor,  I  would  like  to  ob¬ 
ject  at  this  point.  This  witness  was  on  the  stand,  and 
this  testimony  was  gone  over  up  to  this  point,!  I  won’t  say 
precisely,  but  very  nearly  the  same  way  it  has  here.  At 
this  point  we  are  entering  onto  something  ne>v. 

MR.  LIMBACH:  This  point  here,  Your  Honor,  is  one 
of  the  very  questions  that  was  asked  in  the  j  request  for 
admissions.  Where  is  my  copy? 

MR.  SCHNEIDER:  The  witness  has  it. 

THE  COURT :  Here  they  are. 

MR.  LIMBACH:  The  witness  has  it.  j 

Point  No.  10  on  the  last  page  that  in  each  of  the  tests 
referred  to  in  Exhibit  A  in  which  data  is  given  on  acidity 
of  oil  being  test  the  portion  of  acidity  constituents  in 
the  oil  being  tested  was  reduced  as  a  result  qf  the  oil  in 
the  car  being  tested,  and  I  am  asking  the  witness  for  an  ex¬ 
planation  of  that  answer,  and  I  think  th$t  is  proper. 
88  MR.  SCHNEIDER:  If  Your  Honor1  please,  the 
question  is  very  simple,  whether  it  was  reduced. 
Now,  I  was  not  trying  to  bring  in  any  new  element  into 
this  case  here  when  I  asked  the  request  for  admissions. 
1  didn’t  know  whether  this  counsel  was  going  to  put  in 
evidence  Ills  whole  Patent  Office  record  or  not.  I  wished 
certain  facts  which  were  testified  to  and  shown  in  these 
exhibits  to  be  in  this  record,  so  I  requested  the  admissions 
of  facts  and  the  genuineness  of  them. 


Now,  it  seems  to  me  as  far  as  the  rest  of  the  request 
is  concerned  it  calls  for  a  yes  or  no  answer.  The  plain 
statement  was  made  by  the  witness  in  the  Patent  Office  that 
in  these  tests  the  acidity  was  reduced,  and  that  is  all  1 


ask,  that  we  have  this  statement  of  record  in 


this  Court. 


! 
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I  don’t  mean  that  offers  an  excuse  for  entering  into  some 
explanation. 

THE  COURT:  Have  answers  been  supplied! 

MR.  LIMBACH:  Yes,  they  have,  Your  Honor.  They 
are  on  file. 

i  THE  COURT :  1  don’t  seem  to  have  them  here.  What 
was  said  with  respect  to  the  question? 

MR.  SCHNEIDER:  The  answer  to  No.  10,  Your  Honor, 
was  this:  it  was  made  by  the  witness,  and  it  was  offered 
as  the  answer  of  The  Dow  Chemical  Company  to  the  re¬ 
quest  for  assistance.  It  read  with  respect  to  Para¬ 
graph  10: 

“It  is  true  that  the  acidity  factor  of  the  oil  under  test 
was  determined  by  the  ASTM  test  for  acid  number 
89  and  it  was  higher  at  the  start  than  at  the  end  of  the 
test.” 

That  is  a  little  longer  than  the  answer  he  made  in  his 
testimony  in  the  Patent  Office  where  he  simply  said  the 
acidity  had  dropped  considerably.  That  was  his  state¬ 
ment  which  I  was  trying  to  get  on  the  record  here. 

1  wish  to  say  at  this  point,  Your  Honor,  that  there  is  a 
serious  question  in  my  mind  whether  under  the  rules  all 
of  our  requests  are  not  admitted,  because  The  Dow  Chem¬ 
ical  Company,  which  is  the  party  involved  here,  did  not 
answer,  but  I  don’t  want  to  raise  that  now  if  we  are  go¬ 
ing  to  brief  the  subject  afterwards. 

THE  COURT:  Is  it  your  thought  that  in  complying 
with  Request  No.  10  the  answer  requires  clarification? 

MR.  LIMBACH :  That  is  right,  Your  Honor. 

My  position  is  this,  frankly:  by  merely  stating  that  the 
acid  number  is  lower  at  the  end  of  the  test  than  in  the 
forepart  of  the  test  it  might  be  inferred  that  the  oil  blend 
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at  the  beginning  of  the  test  was  highly  acidic,  and  that 
during  the  test  that  acid  was  consumed  by  corroding  or 
eating  up  the  engine  in  which  it  was  used.  That  is  not 
the  case,  and  I  want  the  record  to  explain  that  that  isn’t 
the  natural  inference  from  those  two  bare  figures  that  are 
given  on  the  exhibit,  namely,  a  high  acidity  number,  and  a 
low  acidity  number. 


90  To  any  one  who  is  not  entirely  familiar  with  the 
test  procedure  for  determining  acid  number  and  the 
matters  involved,  the  natural  assumption  would  be  that  it 
had  a  lot  of  acid  in  it  at  the  beginning,  had  ho  acid  at  the 
end,  and  had  eaten  up  the  engine.  The  actual  facts  are  at 
variance  with  that  assumption,  and  that  is  |what  I  want 
the  witness  to  show. 


THE  COURT:  You  may  proceed. 


MR.  L1MBACH:  Will  you  read  the  last  question? 

(The  question  was  read.) 

A.  In  my  opinion  the  acid  number  is  low  at  the  end  of 
the  test  because  certain  acidic  components  have  been  re¬ 
moved  during  the  course  of  usage  in  the  hot  engine.  Now, 
this  can  be  understood  readily  enough  by  remembering 
that  perhaps  hydrochloric  acid,  one  of  the  chief  constitu¬ 
ents,  is  itself  a  gas  and  will  vaporize  readily  when  the 
temperature  of  the  engine  becomes  atmospheric.  In  this 
way  it  may  escape  through  the  breather  pipe  of  the  en¬ 
gine  and  be  removed. 


BY  MR.  L1MBACH: 

Q.  Could  you  tell  by  an  inspection  of  the  oil  drainages 
whether  there  was  any  substantial  amount  of  corrosion  of 
the  engine  parts  during  this  run?  A.  Yes.  Had  the 
crank  case  drainages  immediately  after  the  test  showed  a 
considerable  amount  of  sludge  or  darkening  of  the  oil,  ex¬ 
ceptional  darkening,  or  if  the  drainage  had  been  allowed 
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to  stand,  say  24  hours,  and  a  considerable  quantity 

91  of  sludge  noted  in  the  sample,  we  might  have  been 
led  to  believe  that  corrosion  had  taken  place  within 

the  engine. 

!  Q-  Was  there  any  evidence  of  that  kind?  A.  There 
was  none. 

Q.  Were  the  drainages  examined  with  that  in  mind? 
A.  They  were. 

Q.  Was  the  engine  torn  down  at  the  end  of  the  test  ? 
A.  No,  sir. 

i  Q-  Was  it  considered  necessary  to  tear  it  down?  A. 
No. 

Q.  Why  not?  A.  Because  of  the  condition  of  the  oil 
that  was  removed  from  it. 

Q.  I  notice  also  an  entry  in  the  other  exhibit  attached 
to  this  report  which  is  here  in  evidence  as  Exhibit  32- A. 
In  whose  handwriting  is  that  exhibit?  A.  This  is  Doctor 
Morell ’s. 

Q.  Are  you  or  were  you  familiar  with  that  subject 
matter  at  the  time  of  those  events?  A.  Yes. 
i  Q-  Or  what  were  those  events  to  which  that  exhibit 
relates?  A.  They  relate  to  the  questioning  of  Doctor 
Morell,  or,  rather,  they  relate  to  the  questioning  of  George 
Timmons  by  Doctor  Morell  as  to  the  state  of  the 

92  engine  as  his  opinion. 

Q.  The  engine?  A.  He  says  here,  No.  29  Tu¬ 
dor. 

MR.  SCHNEIDER:  If  your  Honor  please,  I  think  this 
is  objectionable.  This  witness  hasn’t  shown  any  knowl¬ 
edge  of  what  happened  between  Morell  and  Timmons,  and 
he  is  merely  telling  Your  Honor  what  this  document  shows, 
and  this  document  will  be  in  evidence. 

THE  COURT :  The  objection  is  sustained. 
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BY.  MR.  LIMBACH: 

Q.  Do  you  know  who  was  in  charge  of  the  operation 
of  that  test  run,  that  518  mile  test  run  you  have  been  tes¬ 
tifying  about?  A.  I  was  in  charge  of  it,  sirj 

Q.  Will  you  explain  the  circumstances  surrounding  the 
test,  how  it  was  initiated,  why  it  was  initiated,  and  the 
details  about  it?  A.  The  reason  for  the  tpst,  as  1  re¬ 
call,  was  to  determine  the  stability  of  the  additive  in  the 
lubricating  oil.  The  only  way  in  which  we  could  get  com¬ 
parable  conditions  would  be  to  run  the  material  actually 
in  an  engine  under  service.  We  were  interested  in  deter¬ 
mining  the  extent  of  decomposition  of  the  material,  and 
not  a  question  of  deterioration  of  the  engine.! 

Q.  What  was  the  procedure  followed  in  setting 
93  up  and  conducting  the  test?  A.  Afjter  draining 
the  used  oil  in  the  car  one  night  we  merely  substi¬ 
tuted  our  additive  oil,  with  the  consent,  of  course,  of  the 
garage  foreman,  Mr.  Tinnnons,  and  the  car  next  morning 
was  put  into  service. 

THE  COURT:  You  said  one  night.  Do  you  mean  the 
night  after  this  run? 

THE  WITNESS:  Any  night  before  the  ltun,  1  should 
say.  1  mean  it  was  done  in  such  a  way  that  the  operator 
of  the  car  had  no  knowledge  of  the  test. 

THE  COURT:  Well,  this  would  indicate  that  you  are 
talking  about  a  test  made  8/4/32.  Were  the  518  miles  run 
on  that  day  ? 

i 

THE  WITNESS:  Oh,  no,  sir.  It  would  take,  perhaps, 
a  week  or  more. 

THE  COURT:  Then  this  test  extended  oyer  a  longer 
period  than  August  4,  1932?  Would  that  dftte  mean  tin* 
time  when  the  test  was  first  started,  or  what  does  it  mean  ? 


i 

i 


! 
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MR.  LIMBACH:  There  are  records,  Your  Honor,  this 
witness’  own  note  book  records  that  he  kept  of  this  test, 
which  I  should  be  glad  to  show  him  and  have  him — 

BY  MR.  LIMBACH : 

Q.  1  show  you  a  copy  of  Exhibits  in  behalf  of  Morell, 
Exhibits  33-A  and  34,  and  ask  you  what  they  are?  34  you 
already  have,  but  33-A?  A.  Your  question  again, 
94  was  whether  or  not  this  was  all  run  on  one  day? 

THE  COURT:  Well,  I  assume  that  it  was  not. 
My  understanding  is  that  mail  carriers  went  about  30  or 
40  miles  a  day. 

THE  WITNESS :  That  is  true. 

THE  COURT:  Isn’t  that  correct? 

THE  WITNESS :  That  is  right. 

THE  COURT :  At  the  top  1  see  8/4/32,  which  you  said 
was  the  date  ? 

!  THE  WITNESS:  That  is  the  date,  sir,  of  the  testing 
of  the  used  oil  after  it  was  removed  from  the  car.  At  the 
start,  as  1  said,  one  night,  I  don’t  recall  the  date  on  which 
the  oil  was  placed  in  this  particular  engine;  it  may  be  in 
the  records,  or  in  my  notes  somewhere,  but  I  have  no  knowl¬ 
edge. 

THE  COURT :  You  think  this  date  means  the  date  when 
you  tested  the  oil  when  it  was  drained  from  the  crank  case  ? 

THE  WITNESS :  Yes,  sir. 

BY  MR.  LIMBACH : 

Q.  When  we  speak  of  a  mail  car  was  that  a  rural  free 
delivery  mail  man,  or  was  it  someone  else?  A.  No.  It 
was  mail  within  the  plant. 

THE  COURT:  It  was  what? 
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THE  WITNESS:  The  mail  service  within  the  plant. 
Our  plant  is  fairly  large,  and  the  mail  man  cannot  get 
around  on  foot,  so  he  uses  a  car  to  make  the  deliveries. 
We  chose  this  particular  service. 

95  THE  COURT:  Your  own  employee  delivering 
your  own  mail? 

THE  WITNESS:  Yes,  sir,  that  is  true. 

THE  COURT:  Proceed. 

THE  \\  ITNESS :  At  that  time  we  chose  this  particu¬ 
lar  car  because  of  what  we  considered  a  relatively  severe 
service,  stopping  and  starting,  standing,  idling,  never  the 
speed  in  the  engine  reaching — rather,  the  crank  case  never 
reaching  its  maximum  temperature.  However,  it  was  done 
at  a  rather  warm  time  of  the  year,  and  perhaps  that  has 
no  bearing  on  it. 

.BY  MR.  L1MBACH :  j 

Q.  You  said  the  operator  of  the  car  didn’t  know  any¬ 
thing  about  what  was  going  on,  is  that  right  l  A.  That  is 
true. 

Q.  Do  you  know  whether  the  operator  commented  at 
any  time  that  he  knew  that  there  was  something  different 
in  the  crank  case  of  his  car  ?  A.  No,  sir,  he  said  nothing 
to  me  if  he  did,  if  he  did  recognize  it. 

Q.  Would  his  failure  to  do  so  be  indicative  of  anything ! 

MR.  SCHNEIDER :  1  object,  Your  Honors  it  is  a  sheet- 
conclusion. 

THE  COURT:  Sustained.  That  is  speculative. 

96  BY  MR.  LIMBACH:  j 

Q.  Were  you  doing  your  work  on  ithis  test  pro¬ 
gram  under  the  direction  of  any  one  else,  of  was  it  your 
own  work  ?  A.  Mr.  Knutson  and  I  were  ivorking  on  it 
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together  with  Doctor  Morell.  He  authorized  the  work,  and 
left  it  to  us  to  devise  some  way  to  test  it. 

Q.  Who  authorized  the  work?  A.  Doctor  Morell. 

Q.  Was  this  a  part  of  the  general  program  you  referred 
to  a  moment  ago  as  having  been  occupying  you  continu¬ 
ously  from  late  1931  to  1934?  A.  It  was. 

Q.  Were  there  any  other  tests  similar  to  this  with  which 
you  were  concerned  on  the  same  type  of  material,  for  ex¬ 
ample,  polychlorpropane?  A.  I  don’t  understand  your 
question. 

Q.  Did  you  conduct  any  other  lubricant  tests  on  poly- 
chlorpropane  ?  A.  Oh,  yes,  sir. 

Q.  What  was  the  nature  of  some  of  those?  A.  They 
pertained  in  the  main  to  different  Floyd  Machine  tests,  and 
later  on  Allman  Machine  tests. 

ME.  LIMBACH :  In  so  far  as  the  subject  matter  of  the 
lirst  three  cases  is  concerned,  that  is  all  the  direct  testi¬ 
mony  of  this  witness  on  those  issues. 

97  THE  COURT:  You  may  proceed,  gentlemen. 

CROSS  EXAMINATION 
BY  MR.  SCHNEIDER: 

Q.  Mr.  Graves,  I  think  you  spoke  of  this  run  conducted 
in  the  engine  of  this  Dow  mail  car  as  being  an  effort  to 
get  something  that  was  comparable  to  the  ordinary  com¬ 
mercial  use  of  these  lubricants  containing  acids,  is  that 
correct  ?  A.  Y"es. 

Q.  Now,  is  use  in  the  motor  of  an  automobile  the  sort 
of  use  that  is  given  an  extreme  pressure  lubricant?  A. 
That  question  requires  some  further  qualification.  I 
couldn’t  answer  it.  I  would  like  to  enlighten  you  for  a 
moment  on  the  work  of  this  Dow  mail  car  test.  I  think  I 
explained  that  we  were  attempting  to  determine  the  sta¬ 
bility  of  the  material  under  oxidizing  conditions  of  the 


crank  case.  We  were  concerned  primarily  with  the  stabil¬ 
ity  of  the  material.  We  could  take  a  beaker  of  oil  and 
pump  air  through  it  at  an  elevated  temperature,  which 
would  be  one  way  to  do  it.  The  simplest  way  to  do  it,  as 
we  saw  it  at  the  time,  was  to  put  it  in  the  crank  case  of 
a  car.  j 

Q.  That  is,  you  were  not  determining  its  efficiency  as  a 
lubricant  in  the  crank  case,  but  you  were  simply  concerned 
with  the  question  of  its  stability ?  A.  Stability,  that  is 
right.  | 

Q.  Now,  who  carried  out  those  tests  in  the  garage, 

98  or  wherever  they  were  carried  out?  1  mean  who 
handled  the  placing  of  the  lubricant  in  the  car  and 

the  removal  of  it ?  A.  1  believe  I  did  that,  sir. 

Q.  You  did  that  yourself  i  A.  I  believe  so,  sir. 

Q.  And  then  what  did  you  do  with  it?  A.  Well,  of 
course  it  was  taken  to  the  laboratory  and  inspected. 

Q.  You  took  it  over  to  the  laboratory  yourself  ?  A.  L 
don't  remember. 

Q.  Now,  1  call  your  attention  to  this  Exhibit  B  which 
you  have  before  you,  and  which  was  Morell  and  Knutson 
Exhibit  32  in  the  interference,  32-A.  It  states  here  that 
the  used  oil  was  sent  over  by  George  Timmons;  who  was 
George  Timmons?  A.  George  Timmons  wa§  the  garage 
foreman. 

Q.  Now,  if  you  had  gone  over  there  and  i[emoved  it  it 
would  hardly  have  been  sent  over  by  Mr.  Tiffimons,  would 
it  ?  A.  Well,  do  1  have  the  correct  exhibit  here,  32-A  ? 

Q.  That  is  right,  page  289  of  Mr.  Morell ’s  notebook.  A. 
That  is  true.  L  wouldn’t  be  accountable  for  what  Doctor 
Morell  wrote.  He  might  have  considered  that  I  brought 
it  over  for  George. 

Q.  You  were  working  on  this  problem  for  Mr.  Morell? 
A.  That  is  correct. 

Q.  Now,  you  are  quite  sure  that  you  brought  that 

99  over  yourself?  A.  I  thought  I  said  I  didn’t  re- 
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member  who  brought  it  over.  1  was  there  when  the 
oil  was  drained. 

Q.  You  were  there  when  the  oil  was  drained  ?  A. 
That  is  right.  That  was  very  important,  that  I  should  be 
there  when  the  car  was  drained. 

Q.  Now,  1  am  going  back  to  the  question  of  extreme 
pressure  lubricants.  Had  you  had  any  contact  with  lubri¬ 
cation  engineering  at  the  time  that  you  were  employed  by 
The  Dow  Chemical  Company  ?  A.  No,  sir. 

!  Q.  Now,  can  you  say  whether  you  know  at  the  time  what 
had  caused  the  interest  in  extreme  pressure  lubricants? 
Why  were  the  automobile  companies  concerned  with  it? 
A.  They  were  concerned  with  the  production  of  extreme 
pressure  lubricants  for  hypoid  gear  lubrication. 

Q.  That  is,  the  hypoid  gear  for  the  differentials  on 
heavy  duty  cars  had  just  been  introduced  shortly  before 
that  time,  had  it  not?  A.  That  is  true. 

Q.  That  introduced  a  new  lubrication  problem.  You 
didn’t  try  this  material  in  any  hypoid  gears,  did  you?  A. 
No,  sir. 

Q.  And  you  don’t  know  how  it  would  have  behaved  in 
service  there?  A.  Not  to  my  knowledge. 

100  Q.  You  did,  however,  make  this  trial  as  a  motor 
oil  in  an  internal  combustion  engine  in  this  Dow 
mail  car?  A.  Eight. 

Q.  Now,  are  you  familiar  with  the  tests  which  are  usu¬ 
ally  specified  for  such  uses  of  lubricants  to  determine 
whether  they  are  satisfactory  or  not?  A.  In  hypoid? 

Q.  No,  internal  combustion  engine  lubricants,  motor 
oils?  A.  Will  you  repeat  the  question,  please? 

Q.  Are  you  familiar  with  the  types  of  tests  that  are 
used  to  determine  whether  a  motor  oil  is  satisfactory  for 
use  in  an  internal  combustion  engine?  A.  I  am. 

Q.  You  are?  A.  Yes. 

Q.  You  know,  for  example,  what  tests — what  the  Army’s 
specifications  are?  A.  Not  verbatim,  sir,  no. 
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Q.  You  know  they  do  require  tests  in  actual  operation 
in  internal  combustion  engines,  do  you  not?  ;A.  That  is 
true.  Are  you  speaking  of  today  or  of  1932? 

Q.  Don’t  the  considerations  apply  to  1932?  A.  I 
don’t  think  so. 


Q.  Isn’t  it  a  fact  that  in  1932  also  internal  com* 
101  bustion  engine  tests  in  internal  combustion  engines 
were  preferred?  A.  That  is  correct,  j 
What  are  some  of  the  considerations  ip  those  tests 
in  determining  whether  oil  lubricates  properly?  A.  Its 
ability  to  sludge  and  cause  bearing  corrosion,  subsequent 
failure,  bearing  failure. 

Q.  Bearing  corrosion  is  one,  is  it  not  ?  A.  Correct. 

Q.  Sludge  formation  is  one?  A.  Amounts  of  oxida¬ 
tion  of  oil  in  the  used  crank  case  drainings. 

Q.  Let  us  get  these  straightened  out.  You  spoke  ot 
sludge  formation  before  as  an  indication  I  think  of  oxidiza¬ 
tion?  A.  That  is  true  possibly  of  corrosion. 

Q.  And  possibly  of  corrosion,  both,  and  an  oil  generally 
increases  in  acidity  in  use,  does  it  not?  A.  Yes,  sir. 

Q.  That  is  the  result  of  oxidation?  A.  True. 

Q.  And  carbon?  A.  Correct. 

Q.  And  gum  and  varnish  deposits  on  the  pistons  and 
on  the  valves  ?  A.  Yes,  that  is  right.  \ 

1U2  Q.  Now,  when  you  made  these  tests  on  this  in¬ 
ternal  combustion  engine  did  you  examine  the  bear¬ 
ings  to  see  whether  there  had  been  actually  any  corrosion 
or  not  ?  A.  I  did  not. 


Q.  Did  you  examine  the  pistons  and  bearings  and  pis¬ 
ton  rings  to  see  if  there  were  any  deposits  of  varnish  or 
carbon?  A.  No,  sir. 

Q.  That  is,  you  don’t  know  anything  about  the  quali¬ 
ties  of  that  material  as  an  actual  lubricant  to;  the  interior 
of  that  engine,  do  you  ?  A.  We  know’  that  it  was  as  good 
as  the  oil  that  they  used  prior  to  this  test,  which  was  a 
commercial  product. 
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Q.  How  did  you  know  that?  I  want  your  own  knowl¬ 
edge  now’.  A.  What  w-as  that  again? 

Q.  How  did  you  know’  that?  A.  Simply  that  the  en¬ 
gine  w’as  put  back  into  service  and  continued  to  run. 

Q.  You  could  have  lubricated  with  anything  for  518 
miles  and  put  the  engine  back  in  service,  couldn’t  you? 
A.  No,  sir. 

Q.  518  miles  is  not  a  long  test  ?  A.  1  thought  1  pointed 
out  that  the  test  was  actually  longer  than  that.  The  odo¬ 
meter  read  518. 

103  Q.  I  beg  your  pardon?  A.  1  understood, 
rather,  1  thought  1  had  pointed  out  that  the  en¬ 
gine  was  turning  actually  more  than  the  odometer  read¬ 
ing  showed. 

Q.  Were  you  running  that  car?  A.  No,  sir.  We  know¬ 
how’  it  runs  though. 

Q.  You  are  not  entirely  sure  of  that  from  your  own 
knowledge?  A.  The  reason  w*e  chose  the  mail  car  was 
because  of  the  severe  service. 

Q.  Now,  is  that  regarded  as  severe  service  in  a  lubri¬ 
cant  test?  A.  Certainly  more  severe  than  driving  a  car 
518  miles  in  twenty-four  hours. 

Q.  Now’,  w’hat  are  the  types  of  tests  that  are  actually 
given  to  lubricants  to  determine  whether  they  are  satis¬ 
factory  in  specifications  for  lubricating  oil  so  far  as  you 
know’?  A.  By  that  you  mean  the  specifications  for  per¬ 
fect  operations  of  oil? 

Q.  Yes.  A.  Viscosity,  carbon  residue,  demulsibility. 
i  Q.  When  they  are  run  in  cars  what  are  the  specifica¬ 
tions  for  operation  of  internal  combustion  engines  or  cars 
in  wrhich  they  are  run?  A.  That  depends  upon  the  indi¬ 
vidual  buyer,  sir. 

104  Q.  In  general  they  are  long  time  high  tempera¬ 
ture  tests,  are  they  not? 

THE  COURT:  Long  time  what? 

MR.  SCHNEIDER:  High  temperature  tests. 
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THE  WITNESS.  You  refer  to  oxidization,  an  oxidiza¬ 
tion  test?  I 

BY  MR.  SCHNEIDER: 

Q.  Oxidization,  carbon,  varnisli  on  the  pistons,  corro¬ 
sions  2  A.  Those  are  all,  perhaps,  for  the  investigators, 
but  we  as  buyers  of  oil  pay  no  attention  to  them.  We  have 
not  facilities  for  carrying  on  extensive  engine  tests.  We 
rely  upon  the  integrity  of  the  manufacturer. 

Q.  And  you  assume  that  the  manufacturer  has  made 
certain  tests  ?  A.  That  is  true. 

Q.  And  those  tests  which  are  accepted  are;  in  fact  long 
time  endurance  tests  operated  at  fairly  high  temperatures, 
are  they  not?  A.  That  is  correct. 

Q.  They  range  from  100  to  500  hours?  A.  That  is 
true.  j 

Q.  Continuous  operation?  A.  Pardon? 

Q.  Continuous  operation?  A.  These  engines? 
105  Q.  For  those  tests?  A.  Yes,  sir,  they  are  con¬ 
tinuous  to  my  knowledge. 

Q.  Now,  isn’t  it  a  fact  that  under  those  conditions  the 
oxidation  of  oil  is  much  more  severe  than  under  these  tests 
such  as  this  518  mile  test  wihch  you  made?  A.  Certainly 
more  severe  for  the  engine. 

Q.  Also  more  severe  for  the  oil?  A.  Yes,  sir. 

Q.  Isn’t  it  a  fact  that  bearing  corrosion  is  much  greater 
on  those  tests?  A.  That  is  true.  | 

Q.  Then,  as  1  gather  it  from  your  testimony,  you  made 
no  tests  directly  upon  the  parts  of  the  car  to  show  what 
the  effect  of  this  material  had  been?  A.  No,  sir. 

Q.  And  that  is  true,  is  it  not,  of  all  the  other  tests  which 
are  shown  on  this  Exhibit  A  attached  to  the  requests  for 
admissions,  and  which  is  the  Morell  and  Knutpon  Exhibit 
34- A  and  B  in  the  interference  proceedings?  A.  That  is 
true  for  the  entire  lot. 
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Q.  Now,  you  spoke  of  the  significance  of  these  acidity 
tests.  There  was  some  constituent  in  that  oil  which  was 
responsible  for  the  values  shown  for  acidity,  was  there  not? 
A.  True. 

Q.  And  this  reduction  in  that  acidity  value  indi- 

106  cates  that  there  is  a  decrease  in  the  amount  of  that 
material  present,  is  there  not?  A.  By  the  tests 

that  appears  to  be  correct. 

Q.  So  whatever  material  it  was  that  was  causing  that 
result  it  was  decreased  in  amount  as  a  result  of  this  op¬ 
eration  in  the  internal  combustion  of  The  Dow  mail  car? 
A.  Are  you  expecting  answers  to  these  questions? 

Q.  Yes.  A.  Would  you  repeat  the  question? 

!  MR.  SCHNEIDER:  Would  you  repeat  the  question? 
(The  question  was  read  by  the  reporter.) 

A.  You  are  referring  to  the  drop  in  acidity  now  as  an 
indication  of  the  depletion  of  the  additive? 

Q.  I  don’t  know  the  answer  to  that.  A.  Pardon? 

Q.  1  don’t  know  the  answer  to  that,  but  I  will  ask  you 
after  you  have  given  an  answer.  A.  Just  a  minute.  We 
are  talking  about  acidity. 

!  Q.  Let  us  go  back  over  what  the  situation  is,  Mr. 
Graves.  You  have  certain  acidity  figures  after  use  in  that 
mail  car,  have  you  not?  A.  We  have. 

Q.  And  they  are  less  for  the  oil  after  it  was  used  than 
before  it  was  used  ?  A.  That  is  true. 

107  Q.  And  you  were  careful  to  explain  on  direct  ex¬ 
amination  that  that  may  not  have  been  acid,  it  may 

have  been  something  that  hydrolized  and  produced  the 
acid?  A.  That  is  true. 

Q.  Now,  we  are  talking  about  that  something  that  is 
in  the  oil,  no  matter  how  it  did,  which  gave  rise  to  that 
acidity  figure  ?  A.  That  is  true. 

Q.  That  something  was  decreased  in  amount,  was  it 
not?  A.  On  the  basis  of  this  test,  yes. 

Q.  Now,  do  you  know  what  it  was  that  was  decreased 
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in  amount?  A.  No,  I  don’t. 

Q.  It  could  have  been  the  polychlorpropane,  could  it. 
not?  A.  No,  sir. 

Q.  Would  it  have  been  some  chlorinated  body  in  there  ( 
A.  Not  necessarily. 

Q.  Isn’t  it  the  hydrolysis  of  a  chlorinated  body  that 
you  were  talking  about  when  you  said  this  hydrolysis  gave 
rise  to  the  acidity  figure?  A.  That  is  one  explanation, 
sir.  That  is  one  man’s  opinion. 

Q.  Well,  is  that  the  explanation  you  are  standing  on? 
What  are  you  trying  to  tell  this  Court  ?  A,  Further  in 
the  test  the  breakdown  showed  19  Weights  after- 
108  wards  and  evaporation  is  corespondingly  high  to 
the  values  before  the  tests.  These  were  the  things 
we  were  concerned  with,  not  the  acidity.  Our  direct  re¬ 
sults,  or  our  direct  opinion  of  this  material  was  based  upon 
— for  instance,  the  breakdown,  the  evaporation  test,  and 
not  the  acidity. 

Q.  I  am  not  asking  you  about  these  other  tests,  Air. 
Graves.  I  am  asking  you  about  the  acidity.  Now,  you 
said  that  there  was  something  hydrolized  and  gave  rise 
to  that  acid?  A.  That  is  my  opinion. 

Q.  That  is  your  opinion?  A.  I  don’t  really  know;  1 
am  giving  you  an  opinion  of  my  own. 

Q.  Well,  now,  can  we  leave  it  at  this,  that  you  don’t 
know  what  happens,  and  what  causes  that  drdp  of  acidity 
A.  1  can  give  you  my  opinion,  sir,  as  I  have  given. 

Q.  You  have  given  an  opinion  on  direct  examination, 
have  you  not?  A.  Not  wholly  an  opinion.  It  is  backed 
by  evidences  of  the  Floyd  machine  under  certain  conditions 
of  test. 

Q.  In  fact,  the  whole  purpose  of  your  being  here  to 
testify  is  to  show  that  this  reduction  in  acidity  was  not 
or  may  not  have  been  due  to  something  that  happened  in 
the  engine? 

! 

MR.  LIMBACH:  1  object,  Your  Honor. 
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MR.  SCHNEIDER:  Is  it  not* 

MR.  LIMBACH:  I  object  to  that,  Your  Honor,  as  an 
improper  question. 

109  THE  COURT :  You  may  answer. 

THE  WITNESS:  Your  question  was  this,  to  ask 
me  why  I  was  brought  here? 

BY  MR.  SCHNEIDER: 

!  Q.  You  were  brought  here  to  explain  that  acidity,  were 
you  not?  A.  Not  wholly. 

Q.  Well,  at  least  in  part.  Now,  your  explanation  is, 
as  1  understand  it,  that  there  is  something  in  there  that 
hydrolized  in  the  test  and  in  hydrolizing  produced  acid, 
and  thereby  you  got  the  acidity  ligure,  that  is  correct,  is 
it  not?  A.  We  got  the  acidity  figure  by  the  hydrolysis  ol' 
the  alcohol-water  solution — 

Q.  (Interposing)  And  the  thing —  A.  Not — pardon 
me.  Go  ahead  with  your  question. 

Q.  You  got  that  acidity  figure  because  in  your  test  pro¬ 
cedure  something  in  the  oil  hydrolized  to  produce  an  acid, 
and  that  was  your  explanation,  was  it  not?  A.  Yes,  sir. 

Q.  Now,  what  was  that  something,  a  chlorine  compound, 
or  something  else?  A.  I  don’t  know. 

Q.  You  don’t  know?  A.  Do  you? 

Q.  Are  you  able  to  say  that  it  was  not  a  chlorine  com¬ 
pound?  A.  No,  sir. 

110  Q.  So,  it  may  have  been  a  chlorine  compound? 
A.  That  is  true. 

Q.  That  hydrolized.  Whatever  it  was  that  hydrolized 
was  decreased  in  amount  by  the  operation  in  the  car.  was 
it  not?  A.  Yes,  sir. 

Q.  And  you  made  no  tests  of  the  chlorine  content  of 
that  material  before  and  after?  A.  No,  sir. 

Q.  Do  you  remember  whether  there  was  a  sludge  or 
not?  A.  I  do. 
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Q.  Was  there?  A.  None. 

Q.  There  was  no  sludge?  Now,  you  spoke  of  the  possi¬ 
bility  of  the  formation  of  hydrochloric  acid  and  its  passing 
out  through  the  breather  pipe  of  the  engine,  did  you  not? 
A.  I  did. 

Q.  Hydrochloric  acid  is  a  material  which  is  corrosive  to 
iron  and  steel,  is  it  not?  A.  No,  sir. 

Q.  In  the  form  in  which  it  was  found  in  such  a  situa¬ 
tion?  A.  Might  we  digress  a  minute  from  the  point  and 
say  that  in  our  plant  we  piped  hydrochloric  acid  gas 
through  considerable  areas  of  iron  pipe  without  the 
111  slightest  kind  of  corrosion.  Q.  Not  in  the  presence 
of  moisture,  do  you?  A.  Not  in  the! presence  of 
moisture,  that  is  true.  This  is  dry.  j 

Q.  And  in  an  operation  on  a  car  such  as  this  where 
the  car  never  got  warmed  up,  where  the  car  is  breathing 
in  moisture  air  into  the  crank  case,  and  letting  it  go  out, 
there  is  usually  some  moisture  present  in  the  crank  case 
of  the  car?  A.  That  is  true. 

Q.  So  we  actually  have  hydrochloric  acid  here  if  there 
is  any,  and  moisture  both  present?  A.  We  haven’t  any 
reason  to  say  that  there  is  hydrochloric  acid  there.  After 
all,  that  is  one  explanation. 

Q.  And  it  is  the  one  you  gave  on  direct  examination 
as  a  possibility?  A.  That  is  true.  That  is  one  explana¬ 
tion. 

Q.  I  think  we  can  leave  it  at  this :  you  really  don ’t  know 
what  happened  to  the  insides  of  that  car?  A.  That  is 
true. 

THE  COURT :  I  think  that  will  be  all  for  the  day,  gen¬ 
tlemen.  We  will  be  back  at  ten  o’clock  tomorrow  mornin 
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(Whereupon,  at  3:50  o’clock,  p.m.,  an  adjournment  was 
taken  until  tomorrow,  January  4,  1946,  Friday,  at  10 
o’clock,  a.m.) 
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112-C  PROCEEDINGS 

THE  COURT :  Mr.  Limbach. 

MR.  LIMBACH:  We  had  the  witness  Graves  on  here 
yesterday. 

Thereupon — 


ELDON  F.  GRAVES 

the  witness  on  the  stand  at  the  time  of  the  taking  of  the 
adjournment,  resumed  the  stand  and  testified  further  as 
follows : 


CROSS  EXAMINATION 


MR.  BURROWS:  Your  Honor,  I  would  like  to  cross 
examine  Mr.  Graves,  if  I  may. 

THE  COURT:  You  are  under  oath.  You  may  cross 
examine. 

BY  MR.  BURROWS: 

Q.  Mr.  Graves,  yesterday  you  were  discussing  the  evap¬ 
oration  loss  of  the  lubricating  oils  with  the  addition  agent 
in  it  in  the  tests  which  you  ran  in  August  of  1932  on  The 
Dow  mail  car.  Did  you  weigh  the  lubricating  oil  with 
the  addition  agent,  which  I  believe  was  polychlorpropane 
in  this  case  before  putting  that  into  the  crank  case  of  the 
automobile?  A.  No,  sir. 

Q.  So  that  you  could  not  then  determine  whether  there 
was  any  actual  loss  of  the  addition  agent  before  adding 
it  to  the  automobile  and  afterward,  is  that  correct?  A. 
That  is  correct,  sir. 

113  Q.  Have  you  ever  made  any  tests  as  to  the  evap¬ 
oration  loss  of  any  of  these  addition  agents?  A.  1 
don’t  recall  any. 

THE  COURT:  What  was  the  answer? 
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THE  WITNESS:  I  don’t  recall  any. 

THE  COURT :  He  says  he  does  not  recall. 

BY  MR.  BURROWS :  ! 

Q.  Would  you  say,  Mr.  Graves,  that  the  evaporation 
loss  of  a  substance  at  a  given  temperature  over  a  given 
period  of  time  was  a  measure  of  the  volatility  iof  that  sub¬ 
stance  ?  A.  Yes. 

Q.  And  without  making  such  a  test  could  you  determine 
the  volatility  of  that  substance? 

THE  COURT:  Determine  what,  please? 

MR.  BURROWS :  I  beg  your  pardon  ? 

THE  COURT :  Determine  what?  j 

MR.  BURROWS:  The  volatility  of  the  substance. 

THE  COURT:  Volatility,  oh,  yes.  j 

A.  I  don’t  believe  you  could. 

BY  MR.  BURROWS :  j 

Q.  Now,  Mr.  Graves,  in  the  Patent  Office  you  testified 
that  polychlorpropane  was  a  non-volatile  compound.  Did 
you  base  that  statement  on  any  experimental  data?  A. 
The  statement  there  refers  to  essentially  a  non-volatile 
material,  and  that  is  based  on  its  boiling  point.; 

Q.  But  you  have  no  experimental  data  to  sup- 
114  port  the  statement?  A.  Other  than  the  boiling 
points,  boiling  range.  That  is  not  an  evaporation 
loss,  however.  Boiling  range  is  not  to  be  confused  with 
evaporation  in  an  open  vessel.  i 

Q.  You  have  just  told  us  that  the  evaporation  loss  of 
a  substance  over  a  given  period  of  time  at  a  given  temper¬ 
ature  is  a  measure  of  the  volatility  of  the  substance?  A. 
That  is  true. 
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Q.  And  I  have  asked  you  whether  there  was  any  other 
way  of  determining  that,  of  measuring  volatility,  and  you 
said  no?  A.  That  is  true.  I  misunderstood  you.  I  had 
particular  reference  to  evaporation  in  an  open  vessel  in 
the  atmosphere  when  I  asked  the  question  at  that  time. 
We  all  know  that  a  measure  of  volatility  is  the  boiling 
range  of  a  compound.  In  chemistry,  to  be  prepared  to 
make  a  statement  to  that  effect,  the  boiling  range  is  the 
only  true  measure  of  volatility.  Your  question  prior  to 
that  I  assumed  was  relating  to  our  evaporation  tests  ol* 
this  particular  compound  as  I  have  set  forth  in  the  data. 

Q.  Well,  is  the  boiling  point  the  measure  of  the  vola¬ 
tility  of  a  substance?  A.  Technically  speaking,  yes.  In 
other  words,  if  we  are  wondering  whether  a  material  is 
volatile  or  not,  we  take  the  hand  book  and  consult  the  table 
regarding  the  boiling  ranges  of  that  material.  That  is  the 
common  practice  in  the  trade.  We  don’t  set  the 
115  material  in  an  open  vessel  and  set  it  in  the  sun  or  in 

i  an  oven.  We  can  do  it  that  way,  but  that  is  not  a 

very  scientific  wray  of  doing  it.  The  proper  way  is  to  de¬ 
termine  boiling  points  by  means  of  distillation  apparatus. 

MR.  BURROWS :  That  will  be  all. 

THE  COURT:  Any  redirect? 

REDIRECT  EXAMINATION 
BY  MR.  LIMBACH : 

Q.  You  said  yesterday  that — before  we  go  into  that,  lei 
me  ask  you  what  was  the  object,  again,  of  that  evaporation 
test?  A.  To  determine  the  nature  of  the  addition  agent, 
or,  rather,  the  behavior  of  the  addiiton  agent  under  ele¬ 
vated  temperatures. 

iQ.  And  what  did  you  do  periodically  throughout  this 
test  by  way  of  determining  the  nature  or  behavior  of  the 
addition  agent?  Did  you  make  any  test  on  the  oil?  A. 
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The  record,  I  think,  is  clear  on  that,  sir.  We  had  a  weighed 
— rather,  a  given  quantity  in  a  vessel,  a  given  quantity 
of  oil  and  addition  agent  in  an  open  vessel,  and  it  was 
placed  in  an  oven  whose  temperature  could  be  controlled, 
and  the  material  was  heated  and  removed  periodically  and 
various  extreme  pressure  tests  applied  to  it. 

Q.  Did  you  make  any  tests  such  as  an  extreme  pressure 
test  before  and  after  the  oil  was  run  in  the  car  to  determine 
whether  it  had  stayed  in?  A.  Yes,  we  did. 

116  Q.  Now,  yesterday  during  your  cross  examina¬ 
tion  by  Mr.  Schneider  a  considerable  portion  of  that 

cross  examination  was  concerned  with  the  use  of  the  oil 
in  the  crank  case  of  a  car.  There  are  other  uses  of  lubri¬ 
cants  than  in  the  crank  case  of  automobiles?  A.  Cer¬ 
tainly.  Many  uses. 

Q.  What  is  your  position  with  Dow  Chemical  Company, 
Mr.  Graves?  A.  At  the  present  time  I  am  tlieir  lubrica¬ 
tion  engineer. 

Q.  And  what  are  your  duties  as  lubrication  engineer? 
A.  We  study  problems  of  lubrication  as  pertaining  to 
their  particular  industry  selection  of  lubricants. 

Q.  By  selection  of  lubricants  do  you  meap — what  do 
you  mean?  Do  you  buy  them?  A.  We  supervise  the 
buying,  yes,  sir.  We  recommend  and  actually  originate 
the  requisitions,  if  that  is  what  you  mean. 

Q.  In  other  words,  you  yourself  personally  requisition 
all  of  the  lubricants  for  use  by  The  Dow  Chemical  Com¬ 
pany  in  its  plant,  is  that  right?  A.  Yes,  sir.| 

Q.  How  many  automobiles  and  the  like  using  cranl? 
case  lubricants  do  you  have  in  the  fleet  for  which  you  buy 
lubricants  approximately?  A.  Roughly,  I  would 

117  say  there  were  250  trucks  and  small  cars,  passenger 
cars,  portable  air  compressors  and  internal  com¬ 
bustion  engines  in  general.  I  would  say  around  250. 

Q.  That  are  used  in  and  around  the  plant  in  connection 
with  the  Company’s  business?  A.  Yes,  sir.  j 
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Q.  What  percentage  of  the  total  lubricants  that  you 
buy  are  represented  by  the  lubricants  that  are  used  as 
crank  case  lubricants?  A.  I  would  say  between  12  and 
15  percent,  perhaps. 

Q.  Between  12  and  15  percent  of  the  total  lubricants 
purchased?  A.  That  is  right. 

Q.  For  the  operation  of  the  Dow  plant  for  crank  case 
lubrication,  it  that  right?  A.  Of  internal  combustion  en¬ 
gines,  yes,  sir. 

Q.  What  is  the  balance,  85  percent,  used  for?  A.  Lu¬ 
brication  of  machinery  in  general,  gear  sets  or  gear  reduc¬ 
tion  units,  air  compressors,  vacuum  pumps,  steam  engines. 
Oh,  let  us  see.  We  use  quite  a  bit  of  hydraulic  oil,  some 
cutting  oil. 

i  Q.  Is  a  cutting  oil  a  lubricant?  A.  I  believe  it  is. 

Q.  Did  you  make  any  tests  of  this  material  as  a 
118  cutting  oil  to  determine  its  suitability  for  use  in  that 
field  of  lubrication? 

MR.  SCHNEIDER :  If  Your  Honor  please,  1  object.  It 
is  certainly  beyond  the  direct  examination  or  cross  of 
either  party. 

MR.  LIMBACH:  Mr.  Schneider  yesterday  in  his  cross 
examination,  Your  Honor,  dwelt  considerably  on  the  de¬ 
tails  of  tests  necessary  to  determine  whether  a  lubricant 
is  suitable  as  a  crank  case  lubricant  in  an  automobile.  I 
seek  to  establish  by  this  testimony  that  the  crank — in  other 
words,  the  total  volume  of  lubricants  used,  about  10  or 
lp  percent,  or  only  that  much  is  used  in  the  crank  cases 
of  automobiles  and  that  the  issue  of  these  interferences  is, 
broadly,  lubricants  for  whatever  use  they  may  be  put  to, 
and  therefore  merely  because  they  didn’t  exhaustively 
test  these  in  the  refined  tests  prescribed  for  crank  case 
use  does  not  mean  that  they  did  not  demonstrate  their 
suitability  in  the  broad  field  of  lubrication,  and  I  am  pro¬ 
posing  to  show  by  the  witness  that  they  did  run  other 
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tests  in  the  broad  field  of  lubrication  which  conclusively 
showed  them  their  utility  across  the  whole  field. 

THE  COURT:  Objection  overruled.  He  may  answer. 

THE  WITNESS:  Did  you  have  a  question;  sir! 

BY  MR.  LIMBACH : 

Q.  1  asked  you  whether  you  ran  any  tests  on  cutting 
oils  using  polychlorpropane  ?  A.  Yes,  sir. 

119  Q.  Will  you,  without  taking  too  much  time,  will 
you  indicate  briefly  when  that  test  tobk  place,  the 

nature  of  it,  and,  roughly,  the  details  about  the  test  ? 

MR.  SCHNEIDER:  May  it  please  Your  Honor,  I  don’t 
know  whether  the  witness’  testimony  has  gone  beyond  what 
was  introduced  into  the  Patent  Office.  If  it  does  I  am  going 
to  object  on  that  ground.  Does  this  relate  to  testimony 
about  tests  which  was  revealed  to  the  Patent  Office  in  the 
interferences  testimony? 

THE  WITNESS :  It  does. 

! 

Shall  I  proceed? 

MR.  LIMBACH:  Will  you,  please?  ! 

THE  WITNESS:  As  I  recall,  the  tests  were  started — 

i 

j 

BY  MR.  LIMBACH : 

Q.  (Interposing)  When  with  respect  to  your  time  of 
employment  by  the  company?  A.  It  was  well  after  a 
year.  I  don’t  recall  the  exact  date.  I  would  say  in  the 
early  part  of  1933. 

Q.  Will  you  please  take  into  account  in  general  detail 
the  nature  of  the  test,  how  it  was  conducted,  and  what  was 
found?  A.  Briefly,  a  radial  drill,  power  drill,  was  em¬ 
ployed  to  drill  the  holes  in  the  boiler  plate.  The  ma¬ 
chinery  or  the  drill  was  equipped  with  a  watt  meter. 

120  recording  watt  meter,  in  such  a  way  that  each  hole 


i 
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could  be  charted  on  a  roll  of  record,  and  the  power 
determined  for  each  hole  by  means  of  this  instrument.  An 
attempt  was  made  to  standardize  on  the  drills  used,  which 
were  %  inch  drills,  twist  drills,  and  the  boiler  plate  was 
cut  from  a  large  stock  of  one  particular  kind. 

1  might  add  the  boiler  plate  was  an  inch  and  a  quarter 
in  thickness.  Two  plates  were  used  per  hole.  In  other 
words,  two  plates  were  clamped  to  the  bed  of  the  press 
and  the  drill  was  fixed  above  the  plate.  A  copious  flow 
of  cutting  compound,  containing  an  addition  agent,  was 
then  poured  over  the  drill  point,  and  the  drill  was  allowed 
to  enter  the  sheet. 

1  recall  that  the  feed  of  the  drill  was  in  excess  of  good 
practice.  The  speed,  however,  was  normal.  This  was  done 
in  order  to  duplicate  our  work  in  a  manner  that  we  could 
depend  upon  the  cutting  properties  of  the  drill.  In  other 
words,  after — and  speeds  were  increased. 

The  drills  would  break  for  no  reason  we  could  explain, 
and  by  increasing  the  feed  and  keeping  the  speed  normal 
we  were  able  to  continue  our  work  and  show  by  this  method 
a  decrease  in  the  power  consumption  of  the  machine  in 
drilling  with  various  addition  agents. 

Q.  Who  had  charge  of  that  test?  A.  Well,  the  test 
was  under  the  direction  of  Doctor  Morell  at  the  time.  Mr. 

Knutson  and  myself  alternated  as  supervisors. 

121  Q.  And  who  did  the  work?  A.  The  actual 
drilling  was  done  by  a  young  chap  by  the  name  of 
Smith,  a  machinist  in  our  company. 

Q.  Do  you  know  his  first  name  ?  A.  Carroll.  Carroll 
Smith. 

Q.  What  was  your  connection  with  that  test — you  said 
supervisor.  What  did  that  entail?  A.  It  entailed  keep¬ 
ing  the  instruments  in  condition  and  observing  the  record, 
taking  data,  and  mixing  the  oils  or  cutting  compounds,  and 
seeing  that  everything  in  general  was  operated  according 
to  our  course,  that  is.  according  to  our  predetermined  ar- 
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ranged  plan.  Such  tests  have  to  be  supervised,  as  you 
know. 

Q.  Who  kept  the  data?  A.  I  believe  that  I  kept  some 
of  it,  and  Mr.  Knutson  also  kept  some.  Prom  my  recol¬ 
lection,  however,  I  don’t  recall  who  kept — no  one  man,  as 
1  remember,  kept  the  whole  data.  I  may  be  confused  on 
that  point. 

Q.  What  were  some  of  the  compounds — did  you  know 
what  the  compounds  were  that  were  being  tested?  A.  Or., 
yes.  | 

Q.  Do  you  remember  whether  one  of  them  was  poly- 
clilorpropane,  one  of  those?  A.  It  was,  yes.  | 

Q.  Was  there  included  in  that  test  a  blank  oil  or  a 
122  standard  oil  for  purposes  of  comparison?  A. 

There  was,  yes. 

Q.  And  what  was  the  relative  performance  of  the 
standard  oil  and  the  oil  compound  with  polychlorpropane? 
A.  The  polychlorpropane  showed  an  improvement  in  the 
cutting  properties  of  the  oil.  Just  how  much,  I  have  to 
rely  on  the  record.  I  just  can’t  remember  at  this  time. 

Q.  When  you  say  improve  what  in  particular?  A. 
More  holes  were  drilled,  rather,  more  inches  of  hole,  and 
the  power  consumption  per  hole  noticeably  increased. 

Q.  When  you  say  more  holes  were  drilled  what  do  you 
mean  ?  A.  I  should  have  said  that  more  holes  per  grind¬ 
ing  were  drilled. 

Q.  What  do  you  mean  by  “per  grinding’!’?  A.  Be¬ 
fore  each  test  was  run,  or,  rather,  before  any;  compounds 
were  tested  the  drill  was  ground  to  the  satisfaction  of  our 
machinist.  The  drill  was  ground  uniformly,  perhaps,  you 
might  say,  on  a  grinder,  which  would  allow  drills  to  be 
ground  within  certain  limits.  Then  the  edge  of  the  drill, 
the  cutting  edge  of  the  drill  was  honed  to  the  satisfaction 
of  our  machinist.  He  was  depended  upon  to  hone  the  drill 
as  good  practice  dictated. 
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Q.  And  then  after  the  drill  point  was  thus  prepared 
what  was  done  with  that  drill?  A.  The  drill  then 

123  was  inserted  in  the  chuck  of  the  radial  drill,  and  the 
operation  was  carried  on  by  drilling  holes  under  a 

definite  timing  scheme. 

Q.  Until  how*  long?  A.  Until  the  power  consumption 
of  the  drill  became  noticeably  increased,  and  the  drill  noise 
wras  in  evidence,  squealing,  howling  of  the  drill,  or  in  some 
cases  failure  of  the  drill,  the  structure  of  the  drill. 

Q.  I  hand  you  a  copy  of  the  exhibit  here  in  evidence 
in  the  Patent  Office  as  Exhibit  No.  42- A  and  ask  you  if  you 
know  w’hat  that  is?  A.  Yes,  sir. 

Q.  Will  you  please  tell  the  Court?  A.  Polychlorpro- 
pane  in  cutting  oil,  the  results  of  a  test  employing  poly- 
chlorpropane  as  an  addition  agent,  w’ith  and  without,  show’- 
ing  the  inches  of  bore  and  power  saving,  and  so  on. 

Q.  Were  you  familiar  w’ith  that  report?  Have  you 
ever  seen  that  before?  A.  Yes,  I  have. 

Q.  What  would  you  say  with  respect  to  the  data  that 
is  included  in  that  report?  Did  you  know’  about  that  then 
at  the  time  it  w*as  collected? 

MB.  SCHNEIDER :  Your  Honor,  i  wish  to  enter  an  ob¬ 
jection  at  this  point.  It  is  true  this  document  was  intro¬ 
duced  in  the  record  in  the  Patent  Office,  but  this 

124  witness  was  not  called  upon  to  testify  about  it.  As 
a  matter  of  fact,  he  testified  only  on  one  matter  re¬ 
lating  to  the  use  of  these  compounds  generally. 

THE  COURT:  What  is  the  date,  and  w’hat  does  it  pur¬ 
port  to  show’? 

MR.  LIMBACH:  It  purports  to  show’  that  polychlor- 
propane  when  tested  in  the  cutting  oil  in  the  early  part 
of  1933  gave  a  performance  from  the  standpoint  of  power 
saving,  and  the  number  of  holes  that  could  be  drilled  be¬ 
fore  the  drill  had  to  be  resharpened,  that  polychlorpropane 
out  performed  the  usual  cutting  oil  with  which  it  was  com¬ 
pared. 


201 


THE  COURT:  How  will  the  testimony  of  this  witness 
reading  the  report  add  anything  to  what  the  report  shows? 

MR.  L1MBACH:  I  didn’t  intend,  Your  Honor,  that  the 
witness  read  the  report.  I  merely  asked  hinp  to  corrobo¬ 
rate  the  report. 

THE  COURT:  He  can  do  that  by  independent  testi¬ 
mony. 

MR.  L1MBACH:  He  may,  yes,  sir. 

MR.  SCHNEIDER:  May  1  add,  Your  Honor,  this  wit¬ 
ness  in  his  Patent  Office  testimony  on  the  subject  matter 
testilied  only  to  the  use  of  one  material  as  cutting  oil. 
That  was  lioxachlorethane  and  not  polychlorpropane.  It 
is  true  other  witnesses  offered  by  Morellj  et  al.,  did 
testify  on  the  use  of  polychlorpropane  in  cutting  oil,  but 
it  seems  to  me  if  they  are  extending  the  testimony 
125  of  this  witness  to  a  subject  matter  beyond  what  he 
testified  about  in  the  Patent  Office,  they  should  of¬ 
fer  a  reason  for  doing  so,  and  certainly  establish  that  he 
had  acquaintanceship  with  the  work,  with  the  details  of  the 
work. 

THE  COURT:  1  think  the  latter  objection  is  good.  He 
must  show  in  what  way  he  was  familiar  with  that  work 
before  being  permitted  to  testify.  The  other  objection,  1 
think  may  be  overruled.  I 

j 

BY  MR.  L1MBACH: 

Q.  Were  you  familiar  with  this  program  of  cutting  oil 
tests  about  which  you  have  been  testifying?  A.  I  was. 

MR.  L1MBACH :  l  think.  Your  Honor,  that  the  witness 
has  already  testified  that  he  was  in  charge  of  the  test  pro¬ 
gram.  j 

i 

THE  COURT:  1  thought  you  were  asking  about  some¬ 
thing  else,  perhaps.  If  it  is  the  work  that  he  has  already 
testified  to  you  may  proceed. 


i 

i 
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BY  MR.  LIMBACH : 

Q.  Is  this  work  on  polychlorpropane  work  as  to  which 
you  have  already  testified,  Mr.  Graves  ?  A.  Yes,  sir,  it  is. 

MR.  SCHNEIDER:  May  I  interpose  this  objection? 

The  witness  has  shown  no  acquaintanceship  of  his  own 
with  the  specific  matter  contained  in  this  document.  He  has 
testified  about  acquaintanceship  with  the  program  gener¬ 
ally.  If  he  is  to  corroborate  what  is  stated  in  this 
126  report,  he  must  know  about  that  specific  work,  not 
about  a  general  program. 

MR.  LIMBACH:  Your  Honor,  I  was  asking  him  that 
very  question  when  Mr.  Schneider  objected. 

THE  COURT :  Well,  do  you  have  the  question  in  mind  t 

THE  WITNESS :  Not  too  clearly. 

THE  COURT:  Perhaps  you  can  repeat  the  question, 
please. 


BY  MR.  LIMBACH: 

Q.  Do  you  recall  collecting  any  data  in  connection  with 
this  series  of  drilling  tests  in  the  forepart  of  1933,  in  which 
the  addition  agent  in  the  cutting  oil  was  polychlorpropane  ? 
A.  I  do. 

Q.  And  what  is  your  present  recollection  as  to  the  man¬ 
ner  in  which  the  oil  contained  in  the  polychlorpropane  per¬ 
formed  with  respect  to  a  plain,  untreated  oil? 

Maybe  if  you  have  forgotten  the  question  the  reporter 
will  read  it  back.  A.  I  haven’t  forgotten  the  question, 
sir,  but  I  have  just  read  that  report.  My  mind  has  been 
refreshed  to  the  extent  of  reading  the  report  this  very  in¬ 
stant. 

Q.  1  think  we  can  waive  that.  1  don’t  think  His  Honor 
will  object  to  that. 


203 


Do  you  recall  whether  polychlorpropane  was  better  or 
worse?  A.  Yes,  sir,  I  do,  but  I  might  add  at  this  time 
that  drills  were  photographed  before  and  after  cut- 

127  ting.  I  happened  to  be  the  photographer  that  took 
the  drills  throughout  the  entire  test,  that  is,  rather, 

right  from  the  beginning  of  it  to  the  finish.  Later  in  the 
program  1  had  charge  of  the  testing.  The  early  work  was 
done  by  Mr.  Knutson,  but  I  always  photographed  the  drills 
of  the  entire  tests. 

Q.  So  that  you  had  direct  contact  with  each  drill?  A. 
[  did. 

Q.  In  each  test  ?  A.  X  could  test  at  the  end  of  the 
run  the  type  of  abrasion  that  the  drill  had  been  under¬ 
going.  And  I  knew  that  the  polychlorpropane  was  much 
better,  as  far  as  that  was  concerned,  much  better  than 
straight  oil,  or  an  unadditioned  oil. 

Q.  What  is  this  material  you  have  been  teferring  to 
as  polychlorpropane?  A.  You  mean  its  chemical  nature? 

Q.  Yes.  A.  It  is  a  chlorinated  aliphatic  compound 
of  1.63  specific  gravity,  containing  in  the  neighborhood  of 
around — well,  in  the  neighborhood  of  80  percent  chlorine. 

Q.  What  are  its  physical  properties?  What;  does  it  look 
like?  A.  It  is  a  water  white  liquid  of  apparent  viscosity 
of  kerosene  or  mineral  seal  oil,  as  I  recall. 

128  Q.  Does  it  have  a  boiling  point  above  or  below 
room  temperature  ?  A.  Much  above  room  tem¬ 
perature. 

Q.  Do  you  know  its  boiling  point?  A.  No^  I  don’t.  I 
would  guess,  if  that  is  permissible,  that  it  wasi  around  180 
degrees  centigrade. 

MR.  LIMBACH :  I  think  that  is  all,  Your  Honor. 
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RECROSS  EXAMINATION 
BY  MR.  SCHNEIDER: 

Q.  You  have  referred  to  the  nature  of  polychlorpro- 
pane.  That  material  is  derived  or  is  a  chlorinated  deriva¬ 
tive  of  propane,  is  it  not?  A.  That  is  correct. 

Q.  And  propane  is  a  paraffin  hydrocarbon?  A. 
Wouldn’t  you  say  that  it  was  a  hydrocarbon  of  the  paraffin 
series. 

Q.  Isn’t  that  so?  A.  1  would  prefer  the  last  defini¬ 
tion. 

Q.  Is  the  first  statement  incorrect?  A.  It  is  not  in¬ 
correct.  It  is  loosely  applied,  that  is  all 

Q.  And  it  is  normally  a  gas,  is  it  not?  A.  At  room 
temperatures,  yes,  sir. 

Q.  Now,  you  have  referred  to  your  extensive  uses  of 
lubricants  in  The  Dow'  plant.  Do  you  use  any  compound 
in  lubrication  in  that  plant,  I  mean  in  normal  lubri- 
129  cation  of  machine  parts,  automobiles,  or  anything 
else,  which  contains  polychlorpropane?  A.  Not  to 
my  knowledge.  We  may  buy  oils  with  it  in,  but  I  wouldn’t 
know. 

Q.  You  don’t  know  of  any  use  of  polychlorpropane  in 
any  lubricant  in  ordinary  lubrication  used  in  your  plant; 
that  is  correct,  isn’t  it?  A.  That  is  correct,  unless — 

Q.  (Interposing)  Now,  do  you  know'  of  any  such  use  of 
lubricants  containing  polychlorpropane  other  than  experi¬ 
mental  in  the  period  of  your  experience  with  The  Dow 
Company?  A.  You  said  other  than  experimental? 

Q.  Other  than  experimental?  A.  None  other  than  ex¬ 
perimental. 

RECROSS  EXAMINATION 
BY  MR.  BURROWS : 

Q.  Mr.  Graves,  in  these  tests  which  you  have  been  tell¬ 
ing  us  about  on  the  cutting  oil  did  you  in  any  of  those 
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cases  weigh  the  sample  of  the  oil  before  making  the  test? 
A.  No,  sir. 

Q.  So  that  1  can  conclude  then  that  you  did  not  make 
any  tests  as  to  the  evaporation  loss  of  the  additive  in  the 
lubricant  before  and  after  the  test?  A.  That  is  true. 
MR.  BURROWS:  That  is  all. 

130  THE  COURT:  Is  that  all,  gentlemen? 

(No  response.) 

I 

THE  COURT :  You  may  step  down,  then,  please. 

(Witness  excused.) 

MR.  LIMBACH:  I  should  like  to  call,  Your  Honor,  Mr. 
Carroll  Smith,  the  machinist. 

i 

THE  COURT :  Yes.  j 

Thereupon — 

CARROLL  SMITH  ! 

called  as  a  witness  by  and  on  behalf  of  the  Dow  Chemical 
Company  and  Amos  T.  Knutson,  and  after  having  been 
first  duly  sworn,  was  examined  and  testified  as  follows : 

! 

DIRECT  EXAMINATION  j 

BY  MR.  LIMBACH:  j 

Q.  Will  you  please  state  your  full  name?  I  A.  Carroll 
Smith. 

Q.  Where  do  you  live?  A.  Midland,  Michigan. 

Q.  By  whom  are  you  employed?  A.  The  Dow  Chemi¬ 
cal  Company. 

Q.  How  long  have  you  been  working  at  Dow?  A. 
Since  1926. 

Q.  What  is  the  nature  of  your  work?  A.  Machinist. 
Q.  Has  it  been  that  during  the  entire  time?  A. 

131  No.  Since  the  early  part  of  1927  I  have  been  em¬ 
ployed  in  that  department.  | 
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!  Q.  What  are  your  duties  as  a  machinist?  Where  do 
you  work  and  what  sort  of  work  do  you  do?  A.  At  the 
present  time  I  am  in  general  lathe  work,  but  I  may  be  as¬ 
signed  to  any  machine  as  I  may  be  needed. 
i  Q.  Do  you  know  Amos  T.  Knutson?  A.  I  do. 

Q.  Where  is  he  employed,  do  you  know?  A.  At  the 
Dow  Chemical  Company. 

Q.  Do  you  know  Eldon  F.  Graves?  A.  Yes. 

MR.  SCHNEIDER:  Pardon  me.  I  didn’t  get  the  name 
of  the  party. 

MR.  LIMBACH:  Amos  T.  Knutson. 

BY  MR.  LIMBACH: 

Q.  Where  is  he  employed?  A.  At  The  Dow. 

Q.  Did  you  ever  do  any  work  on  drill  tests  to  test  the 
efficiency  of  the  various  types  of  cutting  oil  in  your  work 
at  Dow?  A.  Yes,  sir. 

Q.  Was  there  more  than  one  series  of  such  tests,  or  was 
there  only  one  series  of  such  tests? 

132  MR.  SCHNEIDER :  If  Your  Honor  please,  1 
would  like  to  enter  an  objection  at  this  time,  as  it 
is  quite  apparent  this  witness  was  available  at  the  time 
the  interference  testimony  was  taken.  He  was  not  called 
to  give  any  testimony  in  the  interferences.  Now,  it  seems 
to  me  that  if  this  witness  has  any  testimony  to  offer  which 
would  have  supported  the  case  of  Morell  and  Knutson  in 
the  interference,  then  those  parties  are  certainly  chargea¬ 
ble  with  neglect  for  having  failed  to  produce  it  at  that 
time. 

I  don’t  know  what  the  purpose  of  this  testimony  is,  but 
it  appears  to  be  testimony  related  to  the  tests  which  were 
conducted,  and  concerning  which  the  testimony  of  Mr. 
Knutson  and  Mr.  Graves  was  offered  during  the  interfer¬ 
ence  proceeding.  Just  as  they  failed  to  offer  the  testi¬ 
mony  of  the  man  who  conducted  the  tests  on  the  engine. 
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1  mean  the  man  who  actually  handled  the  engine  while  the 
test  was  being  conducted,  and  proffered  the  testimony  of 
-Mr.  Graves  and  Mr.  Knutson  about  the  automobile,  so  here 
they  only  offered  the  testimony  of  Mr.  Graves  and  Mr. 
Knutson,  certainly  not  of  Mr.  Smith  regarding  these  tests 
which  were  conducted  in  the  drillings.  It  seems  to  me  it 
is  something  which  comes  directly  under  the  rule  of 
Boeclier  vs.  Sola  and  Barrett  vs.  Koppers.  The  testimony 
which  was  available  and  which  they  neglected^  to  produce 
should  not  be  received  unless  a  good  excuse  is  given  why  it 
was  not  produced  before. 

133  MR.  L1MBACH:  Your  Honor,  the  situation  is 
this:  the  testimony  that  this  witness  jis  going  to 
give  is  not  with  regard  to  any  new  tests.  There  are  no 
new  tests  or  exhibits  being  offered  which  were  suppressed 
or  withheld  during  the  Patent  Office  proceeding,  and  ma¬ 
under  standing  of  the  law  does  not  coincide  with  that  ex¬ 
pressed  by  Mr.  Schneider. 

In  the  interval  since  our  session  yesterday  j  I  have  had 
an  opportunity  to  examine  the  cases,  and  I  haye  found  no 
case  which  would  hold  that  corroborative  testimony  such 
as  this  with  regard  to  a  matter  already  in  evidence  as  by 
way  of  further  corroboration  should  not  be  received. 

Now,  the  more  recent  pronouncements  that  1  have  been 
able  to  find  is  by  the  Supreme  Court  in  the  Hoover  case, 
which  was  decided  this  year,  and  with  which  Your  Honor 
is  fully  familiar,  decided  April  30,  1945,  or,  last  year. 

Mr.  Justice  Roberts  said  in  comparing  proceedings  be¬ 
fore  the  Court  of  Customs  and  Patent  Appeals  and  pro¬ 
ceedings  under  4915 : 

“A  formal  trial  is  afforded  on  proof  which  may  include 
evidence  not  presented  at  the  Patent  Office.”  j 

And  the  citation  as  the  support  for  that  is; the  case  of 
Butterworth  vs.  Hoe,  112  U.  S.,  50. 
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In  the  latter  case  it  was  said : 

“Further  provision  covering  such  and  other  cases — ” 
referring  to  interference  cases, 

134  “In  which  an  application  for  a  patent  has  been 
refused,  either  by  the  Commissioner  of  Patents  or  by 

the  Supreme  Court  of  the  District,  is  found  in  Revised 
Statutes,  Section  4915.  It  is  thereby  provided  that  tlfe 
applicant  may  have  remedy  by  bill  in  equity.  This  means 
a  proceeding  in  a  Court  of  the  United  States  having  ori¬ 
ginal  equity  jurisdiction  under  the  patent  laws,  according 
to  the  ordinary  course  of  equity  practice  and  procedure. 
It  is  not  a  technical  appeal  from  the  Patent  Office  like 
that  authorized  in  Section  4911  confined  to  the  case  as 
made  in  the  record  of  that  Office,  but  is  prepared  and  heard 
upon  all  competent  evidence  adduced,  and  upon  the  whole 
merits.” 

That  case  was  affirmed  by  the  Hoover  case  and  referred 
to  by  Mr.  Justice  Roberts  in  his  decision  of  April  30, 1945, 
and  I  have  found  no  cases  of  any  better  authority  or  later 
than  that 

And  therefore  1  contend  that  this  witness — in  the  Sola 
case  there  was  an  exhibit  which  was  deliberately  withheld. 
The  Sola  case  did  not  decide  the  point  as  to  whether  or 
not  additional  evidence  could  be  brought  in.  The  decision 
in  the  Sola  case,  and  I  have  the  report  of  it  right  here, 
before  taking  up  for  consideration  this  question  as  to  the 
admissibility  of  this  evidence,  Mr.  Justice  Rutledge 

135  said : 

“This  is  sufficient  to  dispose  of  the  appeal,”  and 
then  went  on  and  discussed  this  matter  of  the  sort  of  evi¬ 
dence  which  could  be  admitted  or  should  not  be  admitted, 
and  then  Mr.  Justice  Stephens  wrote  a  dissenting  opinion, 
in  which  he  disagreed  with  that  part  of  the  majority  opin¬ 
ion  which  implied,  although  it  does  not  rule,  that  the  Trial 
Court  ought  not  to  have  permitted  Boecher  to  have  ad¬ 
mitted  at  the  trial  the  evidence. 
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There  are  earlier  Supreme  Court  cases. 

The  doctrine  in  the  case  of  Butterworth  vs.  Hoe  which 
I  have  just  read  has  been  affirmed  or  reaffirmed.  There 
lias  been  no  suppression  of  any  kind. 

The  tests  we  are  talking  about  were  fully  referred  to 
in  the  evidence  taken  before  the  Patent  Office.  There  is 
no  element  of  surprise  whatsoever.  As  a  matter  of  fact, 
the  opposing  counsel  at  the  Patent  Office  proceeding  did 
not  even  bother  to  attend  the  testimony  sessions  before 
the  Patent  Office  session.  I  mean  at  the  time  the  testimony 
was  taken  at  Midland. 

THE  COURT :  Mr.  Schneider.  j 

MR.  SCHNEIDER:  I  think,  Your  Honor^  that  the  de¬ 
cisions  counsel  referred  to  are  not  in  point,  j  They  go  to 
the  general  proposition  which  we  all  understand  that  a 
proceeding  under  4915  is  an  action  de  novo. 

136  I  have  already  discussed  this  question  yesterday 
morning.  I  don’t  want  to  go  into  more  detail  here, 
except  to  read  Your  Honor  the  language  of  Judge  Rut¬ 
ledge  in  the  opinion  in  the  Sola  vs.  Boecher — Boeclier 
against  Sola  case,  not  the  dissenting  opinion  which  counsel 
read  from,  but  the  majority  opinion  of  the  Court,  in  which 
Judge  Rutledge  said: 

“One  who  assumes  the  difficult  burden  placed  upon  a 
plaintiff  in  a  4915  proceeding  does  not  aid  his  cause  by 
giving  ground  for  the  impression  that  he  deliberately  failed 
to  make  a  full  disclosure  in  the  Patent  Office.’’ 

And  he  cites  two  classic  cases,  Barrett  |vs.  Hoppers 
in  the  Third  Circuit,  and  the  one  in  the  Second;  Circuit.  Ho 
went  on  to  say  it  was  not  intended  to  encourage  the  prac¬ 
tice  of  suppressing  evidence  before  an  administrative 
agency  for  whatever  purpose. 

That,  Your  Honor,  has  since  been  added  to  by  the  de¬ 
cision  of  the  Court  of  Appeals  here  last  year  in  Schilling 


i 

i 


210 


vs.  Schwitzer,  in  which  what  was  said  in  the  Sola  case 
was  affirmed. 

Our  point  is  this :  it  is  perfectly  true  we  did  not  attend 
that  testimony.  Counsel  had  every  opportunity  without 
objection  from  anybody  to  make  as  complete  and  full  a 
case  as  he  wished,  but  he  deliberately  chose  in  the  Patent 
Office  testimony  to  fail  to  call  the  actual  workers  in  these 
mechanical  tests.  He  contented  himself  with  calling 
137  individuals  like  Knutson  and  Air.  Graves,  who 
might  have  had  some  supervisory  part. 

Now,  it  seems  to  me  that  it  is  a  case  of  simply  support¬ 
ing  this  testimony  by  something  he  forgot  to  put  in,  or 
perhaps  it  is  a  case  of  judgment.  Perhaps  at  the  time  it 
was  felt  that  this  testimony  which  was  given  at  the  Patent 
Office  would  be  adequate.  But  1  think  the  tenor  of  the 
decisions  is  clear.  It  is  not  intended  here  to  permit  a 
party  to  repair  the  troubles  that  arise  out  of  his  own 
negligence.  If  the  testimony  was  unavailable,  Air.  Smith 
was  not  there,  could  not  testify  at  the  time  the  testimony 
was  taken,  and  that  is  explained,  it  seems  to  me  there  is 
an  adequate  reason  for  receiving  his  testimony.  That  is 
not  shown  to  be  the  case  here.  He  was  just  as  available 
when  this  interference  testimony  was  taken  as  he  is  today, 
and  it  seems  to  me  that  unless  his  failure  to  take  his  testi¬ 
mony  at  that  time  is  shown  to  be  through  no  fault  of  the 
parties,  that  he  should  not  be  permitted  to  testify  now. 

AIR.  LIAIBACH :  I  am  still  waiting  for  a  decision  which 
definitely  holds  that  testimony  of  this  kind  can’t  be  ad¬ 
mitted  and  there  is  not  any.  The  latest  decision  is  the 
Supreme  Court  decision  that  I  referred  to. 

THE  COURT:  I  will  sustain  the  objection.  You  may 
dictate  your  offer  of  proof. 

MR.  LIMBACH:  This  witness,  if  permitted  to  testify, 
would  show — his  testimony  would  show  that  in  the 
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138  forepart  of  1933,  a  date  which  he  fixes  by  circum¬ 
stances  such  as  the  purchase  of  an  automobile,  and 

the  type  of  weather  prevalent  at  the  time,  Doctor  Morell 
and  Mr.  Knutson  called  on  him  in  the  machine  shop  for 
the  purpose  of  arranging  a  series  of  tests  on  lubricants 
used  for  metal  working,  such  as  cutting  and  drilling;  that 
at  the  outset  of  that  test  an  effort  was  made  to  conduct 
it  by  the  use  of  a  lathe;  that  due  to  variables  in  the  driv¬ 
ing  mechanism  of  the  lathe,  that  particular  lathe  was  dis¬ 
carded  as  not  being  capable  of  giving  sufficiently  accurate 
reproduceable  results;  they  then  selected  for  the  purposes 
of  these  tests  a  Fosdick  radio  drill,  in  other  words,  a 
standard  commercial  drilling  machine  that  isj  used  in  ma¬ 
chine  shops;  that  he  himself  conducted  these!  tests,  these 
drilling  tests ;  that  they  extended  over  a  peripd  of  several 
months  and  were  concluded  by  midsummer  of  1933;  that 
among  the  materials  tested  was  a  material  which  lie  re¬ 
members  now  as  having  been  polychlorpropane,  for  the 
reason  that  one  of  his  relatives  purchased  a  used  auto¬ 
mobile  at  the  time  of  these  tests,  which  automobile  had  been 
formerly  owned  by  a  heavy  cigar  smoker,  and  due  to  the 
peculiar  odor  of  polychlorpropane,  which  is  another  factor 
by  which  he  remembers  that  particular  material,  he  em¬ 
ployed  some  of  that  polychlorpropane  as  a  deodorant  in 
this  used  automobile,  fixing  not  only  the  time  when  the 
tests  -were  conducted,  but  also  the  identity  of  ithe  addition 
material  which  was  the  subject  matter,  of  the  test. 

139  He  would  also  give  testimony  corroborating  the 
steps  taken  to  standardize  the  tests  so  that  the  test 

results  would  be  a  true  measure  of  the  performance  of  the 
compounds  under  test. 

THE  COURT:  Very  well.  That  will  be  sufficient  for 
the  record. 


MR.  LIMBACH :  All  right. 
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THE  COURT :  You  may  step  down. 

(Witness  excused.) 

MR.  LIMBACH :  Mr.  Knutson. 

Thereupon — 


AMOS  T.  KNUTSON 

called  as  a  witness  by  and  on  behalf  of  The  Dow  Chemical 
Company  and  Amos  T.  Knutson,  after  having  been  first 
duly  sworn,  was  examined  and  testified  as  follows : 

DIRECT  EXAMINATION 

MR.  LIMBACH:  Your  Honor,  I  am  proposing  to  ex¬ 
amine  this  witness,  who  is  one  of  the  applicants  in  this 
case.  He  was  called  as  a  witness  during  the  Patent  Office 
proceedings. 

The  testimony  that  I  propose  to  bring  out  no-w  relates 
to  further  corroboration  of  some  points  that  vrere  brought 
out  during  the  Patent  Office  proceedings,  with  particular 
regard  to  the  tests  in  the  automobile,  the  518  mile  run  on 
the  mail  car,  the  nature  of  the  material  being  tested,  name¬ 
ly,  polychlorpropane,  and  also  further  corroboration  of 
some  of  the  brief  details  of  the  drilling  tests  which 
140  we  were  last  discussing.  Has  the  witness  been 
sworn? 

\  THE  COURT :  Yes,  he  has  been  sworn. 

BY  MR.  LIMBACH : 

Q.  Will  you  state  your  full  name,  please?  A.  Amos 
T.  Knutson. 

Q.  Where  do  you  live?  A.  Midland,  Michigan. 

Q.  By  whom  are  you  employed?  A.  The  Dow  Chern 
ical  Company. 
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Q.  In  what  capacity,  and  for  how  longf  A.  Presently 
employed  as  a  production  engineer,  and  I  started  with 
the  company  as  a  chemist  and  essentially  my  work  is  re¬ 
lated  to  chemical  in  nature. 

Q.  In  connection  with  your  previous  testimony  in  this 
case  in  the  proceedings  before  the  Patent  Office  you  re¬ 
ferred  to — or,  reference  was  made  to  a  test  run  on  a  mail 
car.  Do  you  recall  that  incident?  A.  I  do.  j 

Q.  I  would  like  to  ask  you  particularly  the  reason  for 
conducting  that  test?  A.  The  purpose  was  to  apply  the 
lubricant  with  addition  agents  to  essentially  aj  commercial 
application  which  would  give  us  information  as  to  the 
stability  of  that  lubricant  operating  under  those  conditions. 

Q.  What  were  some  of  the  conditions  encountered  in 
that  mail  car  test?  A.  The  mail  car  tj?st  consisted 
141  of  replacing  the  motor  lubricant  that  was  in  the 
car  with  a  motor  lubricant  plus  addition  material, 
in  this  case  containing  polychlorpropane,  and  the  car  was 
operated  as  a  mail  car  throughout  the  plant,  in  which  much 
idling  time  was  encountered,  and  we  considered  it  quite 
a  normal  test  procedure  for  that  type  of  lubricant. 

Q.  Was  any  inspection  made  of  the  oil  a|  the  conclu¬ 
sion  of  the  test?  A.  There  was.  j 

Q.  And  what  w*as  found  to  be  its  condition?  A.  In  ap¬ 
pearance  it  was  very  fine. 

Q.  AVhen  was  that  test  run,  approximately?  What 
year,  do  you  recall  A.  If  I  recall  right,  I  believe  the 
records  indicate  definitely,  but  it  w’as  sometime  during 
the  summer  of  1932. 

Q.  Wliat  fixed  the  duration  of  the  test?  I  mean  why 
did  you — or,  why  was  it  decided  to  conclude  it  at  the  end 
-  of  518  miles?  A.  Merely  the  mileage  indication  of  the 
speedometer.  It  was  quite  usual  at  the  end  of  approxi¬ 
mately  500  miles  to  change  the  lubricant,  and  at  the  518 
mile  point  this  change  was  made.  I 

Q.  Do  I  understand,  then,  that  during  the  years,  or  dur¬ 
ing  the  year  when  this  test  wras  made,  it  was  customary 
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practice  to  change  the  oil  in  crank  cases  at  the  end 

142  of  500  miles  ?  A.  To  the  best  of  my  knowledge  that 
is  what  they  usually  did. 

Q.  In  other  words,  that  was  common  practice  with  con¬ 
ventional  lubricants,  to  change  them  at  the  end  of  a  500 
mile  run?  A.  It  was. 

Q.  What  was  usually  done  with  the  oil  drained  at  the 
end  of  such  500  mile  run,  when  using  conventional  lubri¬ 
cants?  A.  These  lubricants  were  discarded. 

Q.  That  is,  thrown  away?  A.  Yes. 

Q.  Now,  was  there — did  you  say  there  was  an  inspec¬ 
tion  made  of  the  oil  at  the  end  of  this  500  mile  run?  A. 
There  was. 

Q.  And  what  do  you  recall  as  being  its  condition?  A. 
It  appeared  to  be  in  very  fine  condition. 

Q.  In  comparison  with  standard  lubricants,  commercial¬ 
ly  available  as  of  that  time,  what  was  its  comparative  con¬ 
dition? 

MR.  SCHNEIDER:  I  object,  Your  Honor.  1  don’t  know 
what  basis  this  witness  has  for  making  such  a  comparison. 
He  certainly  hasn’t  shown  qualification. 

THE  COURT :  Let  him  qualify  himself. 

BY  MR.  LIMBACH : 

143  Q.  Did  you  at  any  time  in  that  period  drain  oil 
or  inspect  oil  drained  from  cars  at  the  end  of  500 

mile  runs?  A.  Oh,  I  wouldn’t  say  it  was  the  usual  prac¬ 
tice  for  me  to  do  so.  I  was  acquainted  with  what  they  did 
in  the  garage. 

Q.  Were  you  acquainted  with  the  oils  that  normally 
were  taken  out  of  cars  at  the  end  of  500  miles  ?  A.  Yes. 

Q.  So  that  you  could  intelligently  compare  the  oil  at 
the  end  of  this  test  run  with  conventional  oil,  could  you .’ 
A.  Certainly  in  the  manner  in  which  we  normally  did  it, 
yes. 
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And  how  was  that?  A.  It  appeared  to  be  as  satis¬ 
factory  as  when  we  put  it  in,  and  as  far  as  we  were  able 
to  determine,  that  is,  the  lubricant  wre  used  in  this  test 
car — is  that  what  you  are  referring  to? 

Q.  Yes.  What  would  you  say  was  its  condition  at  the 
end  of  the  run?  A.  It  appeared  to  be  as  good  as  when 
we  put  it  in  there  as  far  as  visual  characteristics  are 
concerned. 

Q.  How  does  that  compare  with  the  type  of  drainings 
you  normally  got  at  the  end  of  a  500  mile  run  using  con¬ 
ventional  oil?  A.  I  wouldn’t  say  that  they  looked  bad. 

THE  COUKT:  What  did  you  say?  j 
144  THE  WITNESS:  I  wouldn’t  say  that  they  looked 
bad. 


BY  AIR.  LIA1BACH :  j 

Q.  How  were  the  drainings  at  the  end  of  this  test  run 
compared  with  ordinary  drainings?  A.  I  would  say  they 
looked  much  like  it. 

Q.  Now,  with  respect  to  those  cutting  oil  tests  that  f 
referred  to  in  the  opening  statement,  before  beginning 
your  examination,  why  were  they  run  ?  A.  They  were 
run  for  the  purpose  of  improving  the  lubrication  pro¬ 
perties  of  the  existing  cutting  oils,  or  making  a  cutting 
oil  out  of  mineral  oil,  which  is  not  considered  a  suitable 
cutting  oil  without  some  additional  material. 

Q.  Is  a  cutting  oil  a  lubricant?  A.  It  certainly  is. 

Q.  Will  you  outline  briefly  the  general  program  fol¬ 
lowed  in  the  carrying  out  of  those  cutting  oil  tests?  A. 
Essentially  the  program  evolved  around  the  drilling  of 
holes  in  boiler  plate,  the  boiler  plate  being  a  1-1/4  inch 
plate,  two  plates  clamped  in  place  on  the  bed  of  the  press. 
The  drill  press  was  equipped  with  a  recording  watt  meter, 
and  we  had  a  recycling  mechanism,  a  pump  for  reclycling 
the  lubricant  over  the  boiler  plate  at  the  point  of  drilling, 
and  we  used  a  standard  high  speed  twist  drill  as  our  drill. 
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Q.  And  what  were  some  of  the  materials  included  in 
that  test  program?  A.  We  tested  a  great  many 
145  materials.  Polychlorpropane  was  one  of  them,  but 
that  was  just  one  of  many. 

Q.  And  w’hat  is  you  recollection  as  to  the  performance 
of  a  lubricant  containing  it  when  run  in  the  cutting  oil  test 
as  compared  with  a  plain  mineral  oil?  A.  There  is  a 
very  definite  advantage  in  having  it  present  in  the  cutting 
oil. 

i  Q.  And  all  of  your  replies  with  regard  to  those  tests 
have  already  been  made  of  record  in  your  previous  ex¬ 
amination.  A.  They  have. 

MR.  LIMBACH :  That  is  all,  Your  Honor. 

THE  COURT:  Cross  examine,  gentlemen. 

CROSS  EXAMINATION 

BY  MR.  SCHNEIDER : 

Q.  Mr.  Knutson,  what  was  your — 

MR.  LIMBACH:  Pardon  me  a  minute,  please. 

I  might  say  this,  Your  Honor,  that  these  cutting  oil  tests 
are  not  being  relied  upon  as  a  reduction  to  practice  having 
any  effect  on  the  question  of  priority  as  between  the  Party 
Morell  and  the  Party  Gallsworthy  on  the  broad  count. 
These  cutting  oil  tests  are  for  the  purpose  of  showing  pri¬ 
ority  on  behalf  of  Party  Morell  over  the  Party  Cohen,  who 
filed  a  considerable  period  later.  In  other  words,  these 
cutting  tests  were  run  after  the  filing  date  of  Party  Galls¬ 
worthy. 


BY  MR.  SCHNEIDER: 

146  Q.  Mr.  Knutson,  in  the  early  part  of  your  tes¬ 
timony  you  referred  to  this  test  of  slightly  over 
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5UU  miles  on  a  car.  Now,  wlio  was  in  control  of  this  com¬ 
pany  garage  in  which  that  car  was  kept?  A.;  A  man  by 
the  name  of  George  Timmons. 

Q.  And  who  did  the  work  of  changing  oil; normally  in 
cars  in  use  there  ?  A.  Some  one  under  his  supervision. 

Q.  And  you  were  not  employed  there  ?  A.  |  No. 

Q.  On  what  do  you  base  your  statement  I  that  it  was 
customary  practice  to  change  the  lubricants  in  those  cars 
every  500  miles?  A.  On  this  basis,  that  when  he  was 
approached  for  the  test  in  the  first  place  he  established  the 
condition  under  which  he  would  allow  us  to  operate.  He 
said  they  changed  oil  at  500  miles,  so  we  changed  oil  at 
500  miles. 

147  Q.  So,  so  far  as  you  know’,  your  statement  that 
the  oil  was  changed  every  500  miles  oh  those  cars 
was  merely  a  repetition  of  Mr.  Timmons’  statement  to  you? 
A.  As  far  as  general  practice  is  concerned,  is  that  wrhat 
you  mean  ? 

Q.  Yes.  A.  Yes. 

Q.  You  do  not  know  that  of  your  own  knowledge?  A. 
1  didn’t  check  any  of  the  mileage  indicators  to  prove  that 
he  was  right  or  wrong,  no. 

Q.  So  you  did  not  know  of  your  own  knowledge?  A. 
That  is  right. 

Q.  Now,  to  what  extent  did  you  make  comparisons  with 
regular  lubricating  oil  in  use  in  that  garage  w’hpn  they  were 
put  into  the  cars,  and  later  wrhen  they  wrere  changed?  1 
am  not  referring  to  your  polychlorpropane  tests,  but  to  the 
normal  oils  that  were  used?  A.  I  didn’t  cairry  out  any 
test  personally.  That  work  that  w’as  done  \vas  done  by 
Graves  in  that  respect,  but  w’e  did  go  into  intensive  tests 
with  regard  to  lubricants  added  to  the  cars  at  that  time, 
to  my  knowledge. 

Q.  Now*,  Mr.  Graves  carried  out  certain  tests  under 
your  direction  on  this  polychlorpropane  containing  oil  be¬ 
fore  and  after  it  was  used  in  the  car,  that  is  correct?  A. 
That  is  right. 
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148  Q.  Those  are  the  tests  which  are  referred  to  in 
his  testimony  at  the  Patent  Office,  and  here?  A. 

That  is  right. 

Q.  Now,  you  have  made  certain  comparisons  of  that  oil 
before  and  after  use  with  regular  lubricating  oils  before 
and  after  use  in  your  testimony  here,  and  now,  if  1  under¬ 
stand  correctly,  you  did  not,  yourself,  make  any  such  com¬ 
parisons  on  the  regular  oils?  A.  Only  in  one  respeci. 
We  were  essentially  interested  in  the  film  characteristics 
of  the  lubricants.  We  were  particularly  interested  in  the 
improvement  in  that  film  bearing  characteristic,  and  we  did 
make  tests  in  regard  to  the,  I  might  call  them  film  strength 
on  the  Floyd  machine,  later  the  Allman  machine,  but  we  did 
compare  the  film  characteristics  of  the  lubricants. 

Q.  1  don’t  know  whether  you  can  give  me  a  direct  an¬ 
swer  or  not,  Mr.  Knutson.  Let  me  see  if  1  understand  cor¬ 
rectly.  You  did  make  tests  of  ordinary  lubricating  oils 
not  containing  these  additives  on  your  Floyd  and  Allman 
machines,  is  that  what  you  said  ?  A.  We  didn’t  test  every 
bit  of  oil  that  went  in  the  motors. 

Q.  1  understand  that.  A.  But  we  have  comparative 
tests  of  commercial  lubricants  of  that  character,  and  we 
knew  what  they  would  do  on  the  Floyd  and  Allman 

149  machines. 

Q.  Did  you  take  any  such  ordinary  oils  which 
had  been  used  on  this  500-mile  program  in  your  cars,  com¬ 
pany  cars — let  me  straighten  that  out. 

Did  you  make  such  tests  in  these  ordinary  oils  used  in 
your  company  cars,  both  before  and  after  this  500-inile 
use  which  you  say  was  normal  for  changing?  A.  That 
is,  our  material  without  any  addition  material  in  it? 

Q.  Yes.  A.  1  don’t  remember  whether  we  tested  that 
particular  oil  at  the  time  or  not. 

Q.  You  see  what  I  am  trying  to  find  out,  Mr.  Knutson, 
is  >vhat  basis  you  have  for  your  comparisons,  and  as  far 
as  we  can  tell  now,  you  did  not  make  any  comparable  de- 


! 


219 

terminations  on  ordinary  oils?  A.  We  did  make  com¬ 
parable  determinations  on  ordinary  oils.  We  had  dozens 
of  them. 

Q.  Both  before  and  after  use  in  the  car?  A.  Not  be¬ 
fore  and  after  motor  use,  no.  We  had  determinations  on 
motor  oils  such  as  you  would  add  to  any  car,  any  place  in 
the  United  States.  We  bought  that  material. 

Q.  You  did  not  make  any  such  tests  of  the  oil  after  it 
had  had  this  500-mile  use  in  this  company  car?  A.  1 
don’t  remember  such  a  test,  it  is  quite  logical  we  might 
have. 

150  Q.  You  also  made,  besides  the  film  strength  tests 
on  this  polychlorpropane  containing  oil,  you  made 

acidity  tests.  Did  you  make  any  such  acidity  tests  on  nor¬ 
mal  oils  not  containing  polychlorpropane  used  in  your  com¬ 
pany  automobiles  before  and  after  this  500-mile  use  which 
you  say  was  customary?  A.  I  never  figured  that  the 
acidity  tests  were  of  any  great  value  to  us  in  particular. 

Q.  Would  you  mind  answering  my  question?  A. 
Would  you  repeat  it! 

Q.  The  question  was  if  you  did  make  such  tests,  not 
what  you  thought  about  them.  It  is  a  fact,  isjit  not,  that 
an  ordinary  motor  oil  shows  an  increase  in  acidity  on  use, 
or  do  you  know?  A.  It  would  be  expected,  lit  wouldn’t 
prove  that  it  would  have  to  show  an  increase.  You  would 
expect  that  increase. 

Q.  Now,  another  test  which  was  made  on  this  poly¬ 
chlorpropane  containing  oil  was  the  abrasioq  test.  Did 
you  make  such  abrasion  tests  on  ordinary  motor  oils  be¬ 
fore  and  after  this  normal  500-mile  use?  A.  It  was  not 
the  usual  practice,  no. 

Q.  And  you  don ’t  recall  any  ?  A.  No. 

Q.  There  weren’t  any  made  under  your  direction?  A. 
1  can’t  remember  of  any,  no. 

151  MR.  SCHNEIDER:  I  think  that  is  all  of  mv 

•> 
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CROSS  EXAMINATION 
BY  MR.  BURROWS: 

Q.  Mr.  Knutson,  in  the  tests  about  which  you  have  been 
telling  us,  did  you  weigh  the  lubricating  oil,  together  with 
the  additives  before  and  after  the  test?  A.  No.  We  did 
have  the  volumes  before  the  test,  but  I  don’t  remember 
seeing  them  afterwards. 

Q.  Y'ou  did  not  see  them  after  the  test?  A.  No. 

;  Q.  So  that  you  have,  then,  no  data  to  determine  any 
loss  by  evaporation  which  may  have  occurred  during  the 
tests?  A.  Only  such  data  as  would  be  brought  out  by 
the  film  tests. 

Q.  But  you  have  no  specific  data  as  to  the  actual  loss 
of  the  material?  A.  That  is  right. 

Q.  Y’ou  could  not  say  whether  all  the  material  was  pres¬ 
ent  at  the  end  that  was  present  at  the  beginning?  A.  I 
don’t  think  there  are  very  many  materials  you  could  use 
as  a  lubricant  that  you  could  say  that  would  be  100  per 
pent  there  at  the  end,  I  mean  that  you  would  lose  some. 

Q.  Certainly  not  under  these  conditions.  A.  Cer¬ 
tainly. 

Q.  Have  you  made  any  tests  of  any  kind  as  to  evap¬ 
oration  loss  of  the  lubricating  oils  with  the  addition 
1 52  agents  in  them?  A.  No  weight  tests. 

Q.  I  beg  your  pardon?  A.  No  weight  tests. 

,  Q.  You  have  not?  A.  WEat  do  you  mean?  I  beg 
your  pardon  ?  I  guess  I  misunderstood  your  question. 

Q.  Have  you  made  any  tests  of  any  kind  to  determine 
the  evaporating  loss  of  the  mineral  lubricating  oil  with 
the  addition  agents  in  it?  A.  Our  only  attempt  along 
that  line  was  to  subject  them  to  evaporation  conditions, 
but  we  didn’t  check  the  amount  of  evaporation. 

MR.  BURROWS :  That  will  be  all. 

THE  COURT:  Anything  further  of  this  witness? 
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MR.  LIMBACH:  Nothing  further  of  this  witness,  Your 
Honor. 

THE  COURT:  You  may  step  down. 

(Witness  excused.) 

THE  COURT :  We  will  take  a  live-minute  recess. 

j 

(Thereupon,  a  short  recess  was  taken.) 

MR.  LIMBACH :  If  Your  Honor  please,  that  concludes 
the  testimony  on  the  part  of  Party  Morell,  with  the  single 
exception  of  one  point.  I  should  like  to  recall  the  wit¬ 
ness  Graves  for  one  purpose,  and  that  is  to  liave  him  look 
at  and  corroborate  the  records  which  ^ere  made  of 
103  record  by  the  Patent  Office,  in  other  wotds,  on  behalf 
of  the  Party  Knutson.  In  other  words,  his  notebook 
records  which  are  here  in  evidence,  and  which  record,  to 
the  extent  that  they  record,  the  results  of  this  testing  pro¬ 
gram.  1  can  do  that  either  by  recalling  the  witness  and 
going  through  the  exhibits  one  by  one,  or — 

THE  COURT:  Can  it  be  covered  by  stipulation f 

MR.  SCHNEIDER:  I  am  not  sure  that  I  got  your  pur¬ 
pose  exactly. 

! 

MR.  LIMBACH :  Mr.  Schneider,  I  am  proposing  to  re¬ 
call  Mr.  Graves  and  show  him  the  notebook  records  of 
Knutson  that  are  here  in  evidence  and  ask  him  whether 
he  is  familiar  with  that  work,  or  whether  that  was  data — 
in  other  words,  to  corroborate  those  records. 

MR.  SCHXEX1DER:  That  is,  he  is  to  corroborate  it 
on  the  basis  of  his  own  familiarity  with  Mr.  Knutson’s 
work? 

MR.  LIMBACH:  No,  that  the  records  that  were  made 
bv  Mr.  Knutson  are  records  of  the  data  which  were  taken 
with  which  he  is  familiar  on  this  test  program  which  Mr. 
Graves  was  following  along  with  Mr.  Knutson.  He  testi- 
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fled  that  they  were  working  along  together,  don’t  you 
know? 

THE  COURT:  1  take  it  your  purpose  is  only  to  say 
that  he  was  familiar  with  the  records  as  they  were  made  l 
MR.  L1MBACH :  That  is  all,  Your  Honor. 

154  MR.  SCHNEIDER:  May  I  point  out,  Your 
Honor,  that  this  may  be  rather  vital.  1  think  Your 
Honor  is  familiar  with  the  rule  in  the  Patent  Office,  and 
it  is  extended  to  many  of  the  courts,  though  not  all  courts 
adhere  to  it  strictly,  that  the  testimony  of  an  inventor  re¬ 
quires  corroboration,  and  corroboration  by  another  is  one 
of  the  things  we  always  try  to  secure,  of  course,  in  taking 
our  testimony  in  the  interference. 

Now,  1  don’t  think  that  1  could  consent  to  a  blanket  stip¬ 
ulation  in  corroboration  of  everything  that  the  inventor, 
Mr.  Knutson,  said  or  wrote. 

1  think  i  would  have  to  insist  upon  Mr.  Graves  stating 
personal  knowldege  of  the  facts.  It  is  an  important  and 
vital  tiling.  It  is  in  the  interference  proceeding,  because 
an  inventor’s  testimony  without  corroboration  is  held  not 
to  be  worth  a  great  deal. 

THE  COURT :  Call  your  witness,  and  we  will  deal  with 
the  matter. 

,MR.  L1MBACH:  I  think  maybe  we  can  cut  it  short. 
Your  Honor.  Mr.  Graves,  will  you  return  to  the  stand, 
please? 

Thereupon — 


ELDON  F.  GRAVES 

w^s  recalled  as  a  witness  and  testified  further  as  follows : 
DIRECT  EXAMINATION 

MR.  LIMBACH:  If  I  may,  I  would  like  to  use  this 
group  of  photostatic  copies  of  exhibits,  because  they  art* 
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arranged  in  proper  order,  and  if  Mr.  Schneider 
loo  cares  to  look  at  them  with  the  witness; 

You  will  find  them  arranged  in  numerical  order 
with  the  exhibit  number  in  the  upper  right-hand  corner  of 
the  yellow  separator  sheets. 

BY  MR.  L1MBACH : 

0-  1  will  ask  you  to  refer  to  those  by  number  and  ask 
vou  whether  vou  are  familiar  with  the  work  that  was  re- 
corded  in  these  exhibits? 

Will  you  please  refer  to  Exhibit  No.  28? 

27  was  the  one  1  intended  to  start  with,  27. 

i 

! 

In  order  to  save  time,  will  you  indicate  briefly  whether 

you  are  familiar  with  the  subject  matter,  what  it  is,  and 
whether  you  were  familiar  with  it  at  the  time?  A.  This 
record  is  in  my  handwriting,  and  it  pertains  to  compounds 
that  were  obtained  in  various  laboratories  for  I  the  purpose1 
of — 

Q.  (Interposing)  28  is  the  one  we  should  have  started 
with  then.  That  is  a  page  from  the  Knutson  notebook. 
A.  That  is  in  Mr.  Knutson ’s  handwriting.  I  am  familia  r 
with  the  procedure  here. 

THE  COURT:  1  didn’t  understand  that  answer. 

THE  WITNESS:  I  say  I  am  familiar  with  the  pro¬ 
cedure  that  is  set  forth  in  this  data. 

BY.  MR.  LIMBACH :  ! 

Q.  You  are  familiar  with  the  subject  blatter?  A. 
156  Yes,  sir.  j 

Q.  What  is  the  occasion  for  your  being  familiar 
with  it?  A.  Mr.  Knutson  would  repeat  or,  i  let  us  say, 
disclose  the  conversations  which  he  had  with  other  men  in 
our  company  on  this  matter.  He  would  confide  in  me  re- 
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garding  the  conversations,  in  order  that  1  might  proceed 
according  to  directions. 

Q.  In  other  words,  did  you  at  the  time  of  the  dates  in¬ 
dicated  on  the  exhibit  have  knowledge  of  the  subject  mat¬ 
ter  of  the  exhibit? 

MB.  SCHNEIDER:  Your  Honor,  on  the  basis  of  the 
witness  ’  own  answer  1  am  going  to  object  to  his  being 
asked  to  testify  as  to  what  he  knows  by  hearsay.  I  think 
Your  Honor  will  have  to  understand  more  what  the  situa¬ 
tion  is. 

MR.  LIMBACH :  As  to  that  particular  point  only,  prob¬ 
ably. 


BY.  MB.  LIMBACH: 

Q.  Let  us  turn  to  Exhibit  30,  Mr  .Graves. 

MB.  SCHNEIDER :  Do  you  withdraw  your  question  as 
to  Exhibit  28? 

MB.  LIMBACH :  For  the  time  being. 

MB.  SCHNEIDER:  Your  Honor,  can’t  we  have  it  dis¬ 
posed  of,  as  far  as  this  witness  is  concerned,  whether  coun¬ 
sel  proposes  to  come  back  to  it  or  not? 

MB.  LIMBACH :  1  am  merely  trying  to  save  time,  Your 
Honor. 


BY  MB.  LIMBACH: 

157  Q.  What  about  Exhibit  No.  30? 

THE  COURT :  I  think  Mr.  Schneider  is  entitled 
to  a  ruling. 

MR.  LIMBACH :  in  order  to  save  time,  let  us  drop  29. 
THE  COURT:  That  is  abandoned? 

MR.  SCHNEIDER:  28,  you  mean? 

MR.  LIMBACH:  28. 
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BY  MR.  LIMBACH : 

Q.  Now,  look  at  29.  A.  I  am  familiar  with  this. 

Q.  Were  you  familiar  with  that  subject  matter  on  the 
dates  indicated  on  the  exhibit  ?  A.  Yes,  sir. 

Q.  How  about  Exhibit  30 — the  next  separator  sheet? 
A.  1  am  also  familiar  with  that. 

Q.  How  about  31?  In  whose  handwriting  is  31?  A. 
This  is  Dr.  Morell’s. 

Q.  Were  you  familiar  with  that? 

MR.  SCHNEIDER:  Your  Honor,  1  am  going  to  object 
here  again.  At  least  a  part  of  this  exhibit  describes  what 
happened  at  a  conference  with  Mr.  Dow,  Mr.  Bennett,  and 
Morell,  and  so  far  as  appears  here  or  anywhere  else,  this 
witness  was  not  present.  I  don’t  see  how  he  could  cor¬ 
roborate  what  was  said  and  done  in  that. 

MR.  LIMBACH.  He  hasn’t  yet  answered  whether  he 
was  familiar  with  any  of  that.  I  am  merely  having 
158  him  go  through  them  one  at  a  time. 

THE  COURT :  Objection  sustained. 


BY  MR.  LIMBACH : 


Q.  Will  you  pass  to  Exhibit  32,  please?  A.  This  is 
also  in  Morell’s  handwriting. 

Q.  What  is  the  subject  matter  of  that  exhibit?  A.  It 
is  really  two.  The  lirst  is  used  oil  tests,  or,  rather,  the 
automotive  tests  on  the  mail  car,  and  the  second  pertains 
to  cutting  oils. 

Q.  Were  you  familiar  with  that  subject  matter?  A. 
Yes,  sir.  That  is  the  first  part  of  it.  The  beginning — in 
fact,  both  parts  Dr.  Morell  had  the  information  upon  our 
authority.  In  other  words,  we  gave  him  the  information 
he  has  recorded  there.  j 

Q.  In  other  words,  the  information  of  record  is  infor¬ 
mation  which  you  gave  Dr.  Morell?  A.  Right. 


i 


i 
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MR.  SCHNEIDER:  1  dislike  to  interject,  but  the  wit¬ 
ness  said  there  are  two  parts  here.  The  second  part  re¬ 
lates  to  a  conference  which  Mr.  Morell  had  with  two  other 
gentlemen,  and  not  with  Mr.  Graves. 

BY  MR.  L1MBACH : 

Q.  You  don’t  know  anything  about  it,  you  did  not  at¬ 
tend  that  conference  ?  A.  The  information  Dr. 

159  Morell  had  at  the  time,  he  obtained  from  myself. 

Q.  How  about  33 1  A.  I  am  familiar  with  that. 
It  pertains  to  the  tests  in  our  mail  car  again. 
iQ.  Whose  handwriting  is  this  ?  A.  That  is  in  mine. 
Q.  How  about  34?  A.  34,  also  my  handwriting.  It 
is  a  summation  of  the  previous  exhibit,  which  is  33. 

Q.  How  about  36  ?  A.  Is  this  it  ? 

Q.  No,  that  is  35.  Whose  handwriting  is  that?  A. 
This  is  in  my  hand. 

Q.  How  about  37?  In  whose  handwriting  is  that?  A 
This  is  in  Mr.  Knutson’s. 

Q.  Were  you  familiar  with  that  information?  A.  Yes, 
sir. 

Q.  On  the  dates  recorded?  A.  Yes,  sir. 

Q.  How  about  38?  In  whose  handwriting  is  that? 

MR.  SCHNEIDER:  Your  Honor,  here  I  object  again. 
This  relates  entirely  to  conferences  which  someone  had 
with  other  parties. 

MR.  LIMBACH:  I  am  not  asking  the  witness  to  cor¬ 
roborate  matters  of  that  kind,  Mr.  Schneider. 

160  MR.  SCHNEIDER:  That  is  what  this  document 
is.  It  seems  to  me  this  is  objectionable. 

THE  COURT:  1  don’t  quite  understand  the  purpose 
of  this. 

MR.  LIMBACH  :  The  purpose  of  it — 
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THE  COURT:  Because  it  would  not  be  corroborative 
unless  he  testified  to  things  that  he  knew  about  the  subject 
matters.  The  mere  fact  that  he  knew  about  the  subject 
would  not  be  corroborative,  so  I  don’t  quite  understand 
the  purpose  of  this. 

MR.  LIMBACH:  Of  this  line  of  interrogation? 

THE  COURT:  Of  this  line  of  testimony. 

MR.  LIMBACH :  To  show  that  the  data  \idiich  is  re¬ 
corded  in  these  various  exhibits  was  factual  data  with 

i 

which  the  witness  was  familiar  at  that  time.  ; 

i 

THE  COURT:  He  hasn’t  said  that,  and  your  questions 
did  not  go  to  that.  You  only  asked  if  he  is  familiar  with 
the  subject  matter. 

i 

BY  MR.  LIMBACH: 

Q.  Were  you  familiar  with  the  data  recorded  in  these 
various  exhibits?  j 

THE  COURT:  And  the  way  to  corroborate  it  as  to  that 
would  be  to  have  him  give  his  independent  testimony  which 
would  be  in  accord  with  this  data. 

101  MR.  LIMBACH:  I  could  take  the  Court’s  time 
and  go  through  all  those,  and  draw  the  witness  out. 
I  was  merely  trying  to  save  time.  If  the  witness  is  fa¬ 
miliar  with  the  data  in  a  particular  exhibit  which  is  in  the 
handwriting  of  another  individual,  is  it  not  sufficient  cor¬ 
roboration  for  him  to  say  that  he  was  familiar  with  the 
data  at  that  time,  and  it  was  a  part  of  this  general  test 
program? 

MR.  SCHNEIDER:  If  Your  Honor  please,  if  that  is 
the  purpose  I  would  like  to  make  a  general  objection,  be¬ 
cause  it  seems  to  me  it  is  not  a  fitting  vmy  to  corroborate, 
and  it  doesn’t  corroborate,  and  it  is  going  to  place  a  tre¬ 
mendous  burden  on  us  in  cross-examination.  We  place  a 
document  here,  just  as  an  example,  here  in  this  Exhibit 
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38,  22  pages  of  the  notebook  written  by  Dr.  Morell,  and  a 
large  part  of  it  relates  to  conferences  which  he  had  with 
other  people  at  which  this  witness  "was  not  present.  Now, 
the  witness  is  being  asked  to  go  through  there  and  pick 
out  what  is  fact  and  what  is  not  fact,  and  state  he  is  fa¬ 
miliar  with  those  facts  as  such.  If  he  gives  a  general 
answer  of  yes,  none  of  us,  certainly  not  we  on  the  other 
side  of  this  bench,  and  I  think  Your  Honor  on  your  side 
of  the  bench,  would  know  what  he  is  talking  about.  It 
seems  to  me  it  is  objectionable  because  it  is  uncertain  tes¬ 
timony.  It  is  indefinite. 

MR.  LIMBACIi:  I  think  the  way  to  do  it  is  to  take 
these  exhibits  one  at  a  time.  I  will  take  them  apart  and 
go  through  with  regular  examination  of  the  witness. 
162  MR.  SCHNEIDER:  I  think  there,  too,  Your 
Honor,  there  is  some  objection  to  be  made.  This 
witness  was  on  the  stand  in  the  interference  proceedings. 
He  testified  as  to  all  of  the  work  which  he  did.  Now,  merely 
to  testify  that  he  is  familiar  with  certain  facts  which  ap¬ 
pear  in  the  docmnent  it  seems  to  me  is  meaningless  un¬ 
less  he,  himself,  had  personal  knowledge  of  the  things. 
He  may  have  read  it  in  the  notebook  himself  the  day  after 
it  was  written  and  thereby  become  familiar  with  it.  It  is 
a  question,  it  seems  to  me,  of  personal  knowledge,  and, 
furthermore,  is  imposing  on  this  Court  a  burden  which 
should  have  been  carried  in  the  Patent  Office  testimony. 

THE  COURT:  I  think  what  Mr.  Schneider  has  said  is 
in  accordance  with  what  the  Court  said  a  minute  ago,  that 
the  way  to  corroborate  is  for  this  witness  to  tell  what  he 
knows  about  the  subject  matter  if  he  has  not  already  done 
so. 

MR.  SCHNEIDER:  I  may  say,  Your  Honor,  that  so 
far  as  I  am  concerned  I  know  of  no  instance  in  the  records 
introduced  and  the  testimony  which  are  supported  by  the 
testimony  of  the  witnesses  where  I  am  going  to  say  that 
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what  a  witness  said  he  did  or  purported  he  did  was  not 
done.  So  far  as  that  is  concerned,  I  am  willing  to  accept 
the  records  and  the  testimony  to  that  effect,  j  The  conclu¬ 
sions  of  the  witness,  and  things  of  that  sort  in  the  record 
referred  to,  I  expect  to  use  in  my  case. 

163  MR.  LIMBACH:  Can  we  arrange  a  stipulation 
like  that,  possibly? 

MR.  SCHNEIDER :  1  am  willing  to  try  out  a  stipulation 
with  counsel.  1  certainly  won’t  impose  on  this  Court  this 
burden  by  having  the  witness  go  through  and  say  he  is 
familiar  with  the  facts. 

THE  COURT:  Mr.  Limbach  would  not  be  permitted  to 
read  these  reports  and  ask  leading  questions. 

MR.  LIMBACH:  No,  indeed. 

THE  COURT :  You  would  have  to  resort  to  independent 
testimony  which  would  in  effect  corroborate  what  is  shown 
in  these  reports,  and  I  had  assumed  that  when  the  wit¬ 
ness  was  on  the  stand  before  he  had  testified  to  his  per¬ 
sonal  knowledge  about  the  matters.  And  if  this  procedure 
is  to  be  resorted  to  it  ought  to  be  such  that!  it  is  not  re¬ 
petitious  of  those  matters. 

MR.  LIMBACH:  It  w’ould  not  be,  Your  Hbnor.  I  think 
my  point  can  be  satisfied  by  a  stipulation  to  the  effect  that 
where  there  is  a  written  record  by  any  witness  of  a  fact 
or  an  act  having  occurred,  that  it  is  stipulated:  that  without 
further  corroboration  it  is  agreed  that  the  fact  or  the 
act  did  occur  as  recorded  in  the  exhibit. 

That  is  not  a  very  good  wording.  It  possibly  can  be 
improved  on.  That  is  the  sum  and  substance  of  what  T  am 
driving  at. 

164  MR.  BURROWS:  Your  Honor,  it  w’ould  seem  t<> 
me  that  w’ould  amount  to  corroboration  in  and  of 
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THE  COURT :  It  perhaps  would  relieve  the  situation  of 
the  necessity  for  corroboration,  because  that  stipulation 
would  be  in  effect  a  stipulation  that  these  facts  were  true, 
and  no  longer  in  front  of  us. 

i  MR.  SCHNEIDER:  I  am  not  sure  we  can  go  that  far. 
1  would  have  to  check  it.  There  are  some  matters,  as  I 
recall  it,  where  the  Patent  Office  held  failure  of  corrobora¬ 
tion. 

THE  COURT:  The  assignment  office  has  sent  into  my 
court  two  or  three  other  little  matters  that  I  would  like 
tp  take  care  of  this  morning,  and  I  would  like  to  make  this 
suggestion,  that  at  this  time  you  confer  and  see  whether 
or  not  you  can  agree  upon  the  form  of  a  stipulation. 

MR.  LIMBACH :  Yes,  sir. 

THE  COURT :  And  perhaps  when  we  come  back  at  1 :30. 
we  will  be  able  to  dispose  of  it.  We  will  recess  now. 

(Thereupon,  at  12  o’clock  noon,  a  recess  was  taken  until 
1 :30  o’clock  p.  m.  of  the  same  day.) 

165  AFTER  RECESS 

The  trial  was  resumed  at  1:30  o’clock  p.  m.,  pur¬ 
suant  to  the  taking  of  the  recess. 

MR.  SCHNEIDER:  Your  Honor,  1  regret  that  I  must 
advice  you  that  we  were  unable  to  arrive  at  a  stipulation. 
From  our  standpoint  the  matters  are  too  critical  and  wen- 
in  some  cases  critical  points  upon  which  the  Patent  Office 
decision  rested.  I  wish  to  add  also  this.  I  don’t  know 
whether  counsel  proposes  to  put  in  the  Patent  Office  record 
or  not. 

THE  COURT :  It  has  not  been  put  in  the  record  vet. 

MR.  SCHNEIDER :  It  has  not  as  yet. 

MR.  LIMBACH :  I  propose  to  do  that.  Your  Honor. 

I  THE  COURT:  Mr.  Limbacli  says  he  proposes  to  do  it. 


231 


MR.  SCHNEIDER:  I  wish  to  point  out  this  examination 
was  substantially  duplicated  in  the  examination  of  his 
witness,  the  same  witness.  j 

MR.  LIMBACH:  I  might  interrupt,  Your  Honor,  to  say 
tiiat  I  do  not  consider  the  point  about  which  We  were  con¬ 
cerned,  namely,  this  corroboration,  of  such  importance  to 
take  the  further  time  of  this  Court,  and  if  we  were  to  pur¬ 
sue  that  matter,  the  present  case  probably  wpuld  not  be 
over  with  today,  and  most  counsel  are  from  out  of  town, 
with  railroad  and  plane  reservations,  so  because  of  al! 
those  considerations,  I  am  not  pursuing  that  point  any  fur¬ 
ther  and  therefore  so  far  as  the  case  on  behalf  of 
16G  Morell  is  concerned,  we  are  through,  with  the  ex¬ 
ception  of  the  introduction  of  certain  exhibits. 

THE  COURT:  Very  well.  You  may  proceed  to  intro¬ 
duce  the  exhibits.  I 

MR.  LIMBACH:  First,  in  accordance  with  the  stipula¬ 
tion  at  the  pretrial  conference  I  offer  in  evidence  the  ex¬ 
hibits  on  behalf  of  Morell,  et  al.,  that  were  used  in  the 
Patent  Office,  and  which  are  in  the  courtroom  now  as  the 
exhibits  on  behalf  of  Morell,  et  al.,  numbered  the  same  as 
they  were  at  the  Patent  Office  for  convenience  from  1  to  111. 

THE  COURT:  Is  that  a  sufficient  designation,  gentle¬ 
men? 

MR.  SCHNEIDER:  Yes,  Your  Honor.  I  think  each  of 
the  exhibits  shows  on  its  face — 

THE  COURT:  Those  exhibits  may  be  received  as  iden¬ 
tified. 

(The  document  referred  to  were  marked  “Morell  Ex¬ 
hibits  Nos.  1  to  111/ ’  inclusive,  and  received  in  evidence.) 

j 

MR.  LIMBACH:  I  also  wish  to  offer  in  evidence  as 
Morell,  et  al.,  Exhibit  112,  the  printed  copy  of!  his  record 
at  the  Patent  Office. 


i 

i 


i 
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THE  COURT :  Of  Morell ’s? 

MR.  LIMBACH :  Of  Morell,  et  al.,  of  this  party. 

THE  COURT:  Yes. 

MR.  LIMBACH :  That  will  be  112. 

THE  COURT:  Is  that  agreeable,  gentlemen? 

167  MR.  BURROWS:  Yes. 

MR.  SCHNEIDER:  Yes. 

THE  COURT:  I  hear  no  objection. 

(The  document  referred  to  was  marked  ‘  *  Morell  Ex¬ 
hibit  No.  112,”  and  received  in  evidence.) 

MR.  LIMBACH:  I  also  wish  to  offer  in  evidence  as 
Morell,  et  al.,  Exhibit  113,  a  copy  of  Patent  No.  1,945,61."). 
which  was  of  record  in  the  Patent  Office  proceeding,  ami 
it  was  considered  during  the  Patent  Office  hearing.  I  would 
like— 

THE  COURT :  I  hear  no  objection.  It  may  be  received. 

MR.  LIMBACH:  I  beg  your  pardon? 

THE  COURT :  It  may  be  received. 

(The  document  referred  to  was  marked  “Morell  Ex¬ 
hibit  No.  113,”  and  received  in  evidence.) 

i  MR.  LIMBACH :  I  should  also  like  to  offer  in  evidence 
the  record  of  the  Patent  Office  proceedings  in  each  of  these 
interferences.  It  was  my  assumption,  I  find  now  possibly 
erroneously,  but  it  was  my  assumption  that  at  the  pretrial 
conference  where  it  was  stated  any  pertinent  record  of 
the  Patent  Office  may  be  received  as  evidence  wit  horn 
formal  proof,  that  the  Patent  Office  records  of  the  Patent 
Office  proceedings  would  be  received  as  exhibits.  Mr.  Rey¬ 
nolds  advises  me  we  can’t  use  the  Patent  Office  copies,  and 
may  I  ask  the  Court’s  leave  to  substitute  certified  copies 
from  the  Patent  Office  for  that  purpose? 

168  THE  COURT :  Is  there  objection  ? 
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MR.  SCHNEIDER:  That  is  entirely  satisfactory. 
Are  you  going  to  identify  the  individual  interferences? 

MR.  LIMBACH:  The  individual  interferences  will  be 
the  Patent  Office  proceedings,  and  the  individual  inter¬ 
ferences  will  be  identified  as  follows : 

The  last  exhibit  number  was  113. 

The  proceedings  in  69,703  will  be  Exhibit  No-  114. 

In  78,460,  the  next  number,  115. 

In  77,416,  it  will  be  116. 

And  75,209  it  will  be  Exhibit  117.  j 

THE  COURT :  Then  certified  copies  may  be  substituted 
and  the  offer  received. 

(The  documents  referred  to  were  marked  “Morell  Ex¬ 
hibits  Nos.  114  to  117,”  inclusive,  and  received  in  evi¬ 
dence.) 

MR.  LIMBACH:  I  should  also  like  to  offer  in  evidence 
a  copy  of  the  application  file  of  the  Party  Morell,  et  al., 
as  Exhibit  No.  118.  A  certified  copy  of  that  will  be  sup¬ 
plied. 

THE  COURT :  Very  well. 

(The  document  referred  to  was  marked  “Morell  Ex 
hibit  No.  118,”  and  received  in  evidence.) 

MR.  LIMBACH:  Also  a  copy  of  the  application  of  the 
Party  Gallsworthy  as  Morell  Exhibit  119,  unless  the  Party 
Gallsworthy  is  making  that  of  record. 

MR.  SCHNEIDER:  We  will  offer  the  Gallsworthy  ap¬ 
plication. 

169  MR.  LIMBACH:  It  will  not  be  necessary  to  offer 
it  on  behalf  of  the  Party  Morell. 
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I  should  also  like  to  offer  in  evidence  as  Exhibit  No.  119 
a  copy  of  the  brief  on  behalf  of  the  Party  Gallsworthy 
of  the  final  hearing. 

THE  COURT:  I  hear  no  objection.  That  may  be  re¬ 
ceived. 

(The  document  referred  to  was  marked  “Morell  Exhibit 
No.  119,”  and  received  in  evidence.) 

MR.  L1MBACH:  One  further  question,  Your  Honor. 
Will  it  be  necessary  for  me  to  take  a  formal  exception  to 
your  ruling  on  admissibility  of  certain  evidence  in  order 
to  perfect  an  appeal? 

THE  COURT:  No.  You  have  automatically  an  excep¬ 
tion  to  all  adverse  rulings. 

MR.  LIMBACH:  I  see.  Then  that  completes  the  case 
on  behalf  of  the  Party  Morell. 

MR.  BURROWS:  May  it  please  Your  Honor,  we  had 
understood  that  the  record  from  the  Patent  Office  would 
be  here  so  that  we  could  put  it  in  evidence,  but  I  under¬ 
stand  from  Mr.  Reynolds  that  that  is  not  so.  1  should 
like  to  make  a  tender  of  the  record  on  behalf  of  the  Partv 
Cohen  at  this  time,  together  with  a  tender  of  a  certified 
copy  of  the  proceedings  in  the  Patent  Office  with  respect 
to  that  patent  application,  with  the  understanding  if  coun¬ 
sel  will  so  stipulate  that  we  shall  promptly  file  the  actual 
copies. 

170  THE  COURT :  Actually  file  ? 

MR.  BURROWS:  Yes,  that  we  will  actually  fib* 
a  copy  of  the  record  of  the  Party  Cohen,  and  a  certified 
copy  and  file  as  to  file  wrapper  and  contents  of  the  appli 
cation  of  the  Party  Cohen.  The  Cohen  record  is  in  type¬ 
written  form,  by  stipulation. 

THE  COURT:  How  will  that  be  identified?  Just  by 
name,  I  suppose? 
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MR.  BURROWS:  We  can  give  it  an  exhibit  number. 

THE  COURT :  Cohen’s  Exhibit  No.  1.  | 

MR.  BURROWS:  Yes.  Let  us  put  it  this  way.  The  file 
history  of  the  application  of  the  Party  Cohen  will  be  Ex¬ 
hibit  No.  1  in  this  action  and  the  record  on  behalf  of  the 
Party  Cohen  at  the  Patent  Office  will  be  Exhibit  No.  2. 

L  believe  that  is  all. 

i 

THE  COURT:  Is  that  agreeable,  gentlemen? 

MR.  LIMBACH:  Yes. 

THE  COURT :  Within  what  time  will  you— 

MR.  BURROWS :  May  I  consult  Mr.  Reynolds ! 

! 

MR.  REYNOLDS:  Ordinarily  it  would  tak$  a  week  or 
two,  Your  Honor.  If  Your  Honor  wants  it  j  sooner,  we 
can  probably  have  it  made  special. 

The  Court :  Within  two  weeks  ? 

i 

MR,  REYNOLDS :  Yes,  I  think  we  can  do  t^iat. 

MR.  BURROWS:  There  is  one  further  question  about 
the  exhibits  in  the  record  on  behalf  of  the  Party 
171  Cohen  at  the  Patent  Office.  Perhaps  ?t  would  be 
more  convenient  if  we  leave  them  numbered  as  they 
were  at  the  Patent  Office. 

THE  COURT :  I  think  so.  j 

MR.  BURROWS :  There  are  20  of  them  there. 

! 

THE  COURT:  That  was  the  manner  in  which  Mr.  Lim- 
bach  proceeded,  as  I  understand  it. 

MR.  LIMBACH :  Yes,  Your  Honor. 

THE  COURT:  And  I  think  that  perhaps  wil^  be  prefer¬ 
able.  ! 


i 
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MB.  LIMBACH:  I  may  also  have  two  weeks  to  get  un¬ 
certified  copies,  Your  Honor? 

THE  COURT :  Yes. 

MR.  BURROWS:  There  is  one  further  point,  Your 
Honor,  in  connection  with  this.  In  the  Patent  Office  we 
put  in  evidence  the  article  to  which  I  referred  in  my  open¬ 
ing  statement  by  Mougey  and  Allman  in  the  November  11, 
1931,  issue  of  National  Petroleum  News.  This  article  was 
cited  by  the  Patent  Office  during  the  course  of  the  prose¬ 
cution  of  some  of  these  applications  which  are  now  before 
Your  Honor,  which  of  course  was  cited  by  name  of  publi¬ 
cation  and  date.  The  actual  article  is  not  in  evidence  com¬ 
pletely.  The  first  page  of  it  is  in  in  Cohen’s  evidence  in 
the  Patent  Office  proceeding,  but  I  should  like  Your  Hon¬ 
or’s  permission  to  offer  to  amplify  that  exhibit,  or,  if  you 
wish,  to  offer  it  in  evidence  here  now  as  a  complete  offer. 

THE  COURT:  Is  there  objection  to  the  offer  of 
172  the  complete  article? 

MR.  LIMBACH:  No,  Your  Honor. 

THE  COURT :  That  may  be  received.  How  will  that  be 
identified? 

MR.  BURROWS:  Shall  we  call  it  3  in  this  action? 

,  THE  COURT:  Cohen’s  Exhibit  No.  3? 

THE  CLERK:  Are  those  other  20  exhibits  from  1  to 
.  20? 

MR.  BURROWS :  1  to  20. 

THE  CLERK:  We  are  going  to  have  duplication,  then. 

MR.  BURROWS:  We  can  then  run  these  exhibits  1  to  3, 
as  21,  22,  and  23. 

THE  COURT :  Yes,  do  that. 

(The  documents  referred  to  were  marked  “Cohen’s  Ex¬ 
hibits  Nos.  1  to  23,”  inclusive,  and  received  in  evidence.) 
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MR.  BURROWS:  There  is  one  further  point  I  should 
like  to  take  up.  If  we  go  back  to  the  chart  with  which  we 
began,  I  think  Your  Honor  will  find  that  all  of  the  claims 
which  are  involved  in  tills  action  contain  as  a  necessary 
characteristic  of  the  material  that  it  shall  be  non-volatile. 
We  consider  that  the  distinguishing  characteristic  of  these 
compositions  which  are  before  Your  Honor,  and  we  should 
like  at  this  time  to  offer  some  evidence  as  to  the  volatility 
and  non-volatility  of  some  of  the  compositions  with  which 
we  are  here  concerned. 

173  In  offering  this  evidence  we  have  had  in  mind, 
Your  Honor,  that  in  the  Patent  Office  the  proceed¬ 
ings  were  conducted  where  the  people  before  whom  these 
proceedings  were  heard  had  access  to  the  library  of  the 
Patent  Office,  where  they  could  check  up  on  tile  properties 
of  various  materials  before  them  for  consideration,  and 
we  should  like  at  this  time  to  put  some  evidence  in  of  a 
purely  factual  nature  relating  to  the  characteristics  of  some 
of  the  compositions  which  have  been  discussed  here  today. 


Primarily  this  evidence  will  be  directed  to  certain  tests 
which  we  have  made  showing  the  evaporation  loss  of  some 
of  these  compositions  which  were  added  to  the  lubricating 
oil,  and  we  should  like  to  offer  that  testimony  in  evidence 
here. 

THE  COURT:  Is  there  objection! 

| 

(No  response.) 

THE  COURT:  The  Court  hears  none.  Ypu  may  pro¬ 
ceed.  Did  you  have  something  to  say! 


MR.  SCHNEIDER:  I  was  going  to  say,  Your  Honor. 
I  believe  that  this  testimony  is  subject  to  the  same  objec¬ 
tion  as  that  of  Dr.  Brooks  yesterday.  As  far  as  my  case 
is  concerned,  it  is  not  material  at  all,  so  I  don't  propose 
to  object. 

THE  COURT :  Do  you  offer  any  objection 
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MB.  SCHNEIDEB:  I  do  not. 

THE  COURT :  Very  well. 

174  MR.  BURROWS:  Dr.  Calvert,  will  you  take  the 
stand? 

Thereupon — 


ROBERT  CALVERT, 

called  as  a  witness  on  behalf  of  the  Party  Cohen,  being 
first  duly  sworn,  was  examined  and  testified  as  follows: 

DIRECT  EXAMINATION 
BY  MR.  BURROWS : 

Q.  Dr.  Calvert,  will  you  please  state  your  full  name  and 
address?  A.  Robert  Calvert,  Scarsdale,  New  York.  The 
street  number  is  222  Nelson  Road. 

Q.  Dr.  Calvert,  you  are  a  chemist  and  a  registered 
patent  attorney?  A.  That  is  correct. 

Q.  And  you  were  the  attorney  in  the  Patent  Office  for 
the  Party  Cohen?  A.  I  was,  beginning  in  1938,  but  not 
during  the  first  five  years  of  the  prosecution. 

Q.  Could  you  tell  us  briefly  the  nature  of  your  training 
and  experience  in  the  field  of  chemistry?  A.  I  have  de¬ 
grees  in  chemistry  from  the  University  of  Oklahoma,  the 
University  of  Chicago  and  Columbia  University,  with  the 
degree  of  Doctor  of  Philosophy  from  Columbia  University 
in  1914. 

Q.  Could  you  tell  us  something  of  your  experience  in 
chemical  work  in  the  past  and  perhaps  we  can  carry 
175  this  directly  to  the  matter  which  we  have  at  hand  by 
indicating  somewhat  your  experience  in  connection 
with  evaporation  losses?  A.  Well,  in  the  first  place  I 
taught  chemistry  for  six  years,  the  last  position  there  being 
at  the  University  of  Maryland  as  Professor  of  Industrial 
Chemistry.  Then  I  had  about  15  years  of  industrial  ex- 
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periences,  mostly  in  organic  chemical  research,  and  mostly 
as  director  of  commercial  research  laboratories. 

During  that  time  I  was  for  more  than  five  years  chief 
chemist  of  a  firm  manufacturing  volatile  solvents,  and  also 
a  few  non-volatile  solvents.  During  that  time  with  this 
particular  concern  we  made  a  great  many  j  evaporation 
rates  to  determine  volatility  or  non-volatility  of  the  various 
solvents.  j 

Q.  At  my  request,  Dr.  Calvert,  did  you  make  certain 
tests  as  to  evaporation  losses  on  some  of  the  compounds 
with  which  we  have  been  dealing  here?  A.  Yes. 

Q.  Will  you  tell  us  the  nature  of  the  tests  that  you 
made,  the  purpose  for  which  the  tests  were  made,  and 
the  compositions  which  you  used,  together  with  the  data 
which  you  have  as  a  result  of  making  those  tests,  and  I 
suggest  that  you  start  first  with  those  tests  which  you  ran 
as  to  evaporation  loss  at  normal  temperatures,  that  is, 
about  70  degrees  Fahrenheit.  What  compositions  did  you 
use  in  that  test?  A.  The  compound  which  I  used 
176  mostly  was  the  highest  boiling  compound  of  all 
those  which  have  been  discussed.  j 

Q.  And  what  was  that  ?  A.  That  compound  was  hexa- 
chlorethane,  with  a  boiling  point  as  shown  of  about  187 
degrees  C.  That  boiling  point  being  actually  the  point  of 
sublimation.  This  compound  is  a  solid  and  boils  without 
melting.  \ 

Q.  What  did  you  do  with  that  compound!  j  A.  I  first 
determined  the  volatility  at  ordinary  room  temperatures. 
I  weighed  approximately  5  —  I  weighed  out  something 
over  6.9  grams  of  the  material  into  a  watch  glass. 

Q.  If  I  may  interrupt,  I  think  it  would  bb  helpful  if 
we  had  the  exact  iigure.a  A.  I  weighed  out,  to  be  exact, 
6.9622  grams  of  hexachlorethane  crystals,  and  spread 
those  over  the  surface  of  a  watch  glass,  which  I  weighed. 
Then  I  allowed  this  watch  glass  with  crystals  on  it  to  stand 


i 


i 
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on  the  laboratory  desk  for  three  days,  and  then  weighed 
again  the  watch  glass  and  crystals.  At  that  time  the  cry¬ 
stals  had  lost  at  little  over  one-fifth  of  their  weight. 

Q.  That  is  20  per  cent  of  the  hexachlorethane  had  evap- 
porated  off?  A.  That  is  right. 

Q.  And  the  exact  figure  there  was  20.4  per  cent  of  the 
original?  A.  I  continued  the  exposure  at  room 

177  temperatures  for  another  three  days,  making  six 
days  total  time,  during  which  time  the  loss  in  weight 

was  approximately  two-fifths  of  the  total,  or  39.6  per  cent. 

Q.  Now,  Dr.  Calvert,  did  you  also  conduct  a  test  as  to 
the  evaporation  loss  of  chlorinated  paraffin  wax  under  the 
same  circumstances?  A.  Yes. 

Q.  Will  you  tell  us  what  you  did  and  what  you  found? 
A.  Yes.  I  duplicated  the  experiment.  In  fact,  ran  side 
by  side  a  test  on  chlorinated  paraffin  wax,  the  material 
used  being  the  article  which  Cohen  sells  under  the  name  of 
Paroil.  I  used  6.8928  grams  or  about  the  same  weight  as 
of  the  crystals,  as  nearly  as  I  could  measure  out  the 
material,  exposed  that  for  three  days,  and  again  for  three 
days. 

Q.  At  what  temperature?  A.  At  the  same  tempera¬ 
ture  as  before,  namely,  70  degrees  Fahrenheit.  Actually  1 
read  in  degrees  Centigrade  of  the  thermometer,  which 
varied  from  21  to  22  degrees  Centigrade  which  corresponds 
approximately  to  70  degrees  Fahrenheit.  In  those  per¬ 
iods  of  time  the  chlorinated  paraffin  lost  no  weight  at 
all.  In  fact,  it  showed  a  very  slight  gain  because  the  va¬ 
pors  of  the  other  chemical  w’ere  in  the  room,  and  were 
undoubtedly  absorbed  by  this  chlorinated  paraffin  near 
the  other  crystals,  but  the  gains  in  weight  were  not  much 
■  greater  than  the  error  expected  anyway  in  such  an 

178  experiment,  the  greatest  gain  being  4/100  of  1  per 
cent  in  a  total  of  100  per  cent  of  material  used. 

Q.  That  is  .04  per  cent?  A.  Yes,  sir,  which  is  about 
somewhere  around  1  milligram — I  haven’t  the  exact  milli¬ 
gram.  It  might  be  2  milligrams  of  weight.  I  couldn’t  say. 


Q.  Did  you  run  tests  of  a  similar  character  at  slightly 
elevated  temperatures?  A.  Yes,  I  did.  Shall  I  describe 
those? 

Q.  If  you  please.  A.  I  am  not  an  expert  on  petroleum 
or  lubrication,  but  I  did  check  to  see  what  temperature  was 
specified  by  persons  tvho  are  experts  for  testing  the  loss  of 
lubricants  at  varying  temperatures,  and  I  found  that  the 
Cadillac  Motor  Company  had  established  a  standard  for 
lubricants,  a  temperature  of  230  degrees  F^ihrenheit  for 
24  hours,  and  so  I  chose  a  temperature  which  would  be 
somewhere  near  that  point,  but  not  above,  and  these  ele¬ 
vated  temperatures  tests  to  be  described  were  made  be¬ 
tween  205  degrees  Fahrenheit  and  212  degrees  Fahrenheit. 

Q.  Will  you  tell  us  the  compounds  that  you  used?  A. 
Well,  I  used  again  that  highest  boiling  of  all  these,  name¬ 
ly,  hexachlorethane,  which  is  said  to  boil  at?  187  degrees 
Centigrade. 

Q.  Did  you  also  use  a  chlorinated  paraffin  wax 
179  which  is  sold  by  the  Party  Cohen  under  the  trade 
name  of  Paroil?  A.  Yes.  I  used  that  also. 

Q.  Will  you  give  us  the  data  on  that  test?  A.  Well, 
I  was  planning  to  make  these  tests  on  a  24-hour  period, 
weighing  the  samples  every  4  hours.  When  I  came  to 
weigh  the  samples  at  the  end  of  the  first  4  hours,  the  hex¬ 
achlorethane  had  completely  evaporated.  The  dish  was 
dry,  and  when  I  weighted  the  dish  there  was  a  very  slight 
residue  at  the  bottom  of  impurity,  presumably,  and  the 
dish  weight  showed  a  loss  of  99.2  per  cent  of  the  total 
weight  of  the  crystals  used. 

In  the  case  of  the  chlorinated  paraffin,  the  lbss  in  weight 
in  4  hours  was  0.02  per  cent  of  the  chlor  phraffin  used. 
The  test  was  then  discontinued. 

Q.  At  the  same  time  did  you  run  tests  of  ordinary  lub¬ 
ricating  oils?  A.  Yes,  I  had  in  fact  two  samples  of  com¬ 
mercial  lubricating  oil  in  the  oven  along  with  the  other 
samples,  largely  to  see  what  a  good  lubricating  oil  would 
do,  I  should  say  a  commercial  lubricating  oil  would  do  at 
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those  temperatures  that  the  Cadillac  Motor  Company  had 
established.  I  used  The  Texas  Company’s  oil,  S.A.E.  30, 
and  in  the  four  hours  that  sample  lost  0.23  per  cent  of  its 
original  weight.  Likewise,  a  sample  of  Standard  Oil  of 
New  Jersey’s  lubricant  No.  20  motor  oil  lost  0.22  per  cent. 
I  should  make  a  little  correction  here.  All  of  these 

180  tests  in  the  oven,  all  the  tests  in  the  oven  at  higher 
temperatures  than  room  temperature  were  made  not 

in  watch  glasses,  but  in  petri  dishes,  which  have  the  shape 
of  the  bottom  of  a  water  glass,  but  are  less  than  a  half  inch 
high.  They  are  shallow,  flat-bottomed  dishes  which  are 
usual  in  evaporation  test. 

181  Q.  Now,  did  you  also  conduct  exaporation  loss 
tests  with  composition  mixed,  the  additive  composi¬ 
tion  mixed  with  the  lubricating  oil?  A.  Yes. 

Q.  Will  you  tell  us  about  those  ?  A.  The  same  temper¬ 
atures  as  referred  to  above,  and  these  shallow  petri  dishes 
were  used  with  the  hexachlorethane  added  to  the  Essolube 
No.  20  oil.  The  amount  of  hexachlorethane  used  was  5  per¬ 
cent  of  the  total  weight  of  the  oil,  plus  the  hexachlorethane. 
Those  tests  are  planned  also  to  run  for  24  hours,  but  after 
six  hours  I  found  the  loss  of  weight  from  the  mixture  of 
lubricating  oil  with  the  hexachlorethane  to  correspond  to 
the  total  weight  of  the  hexachlorethane  originally  added, 
Also,  there  was  a  slight  additional  loss  in  this  dish  above 
the  weight  of  the  hexachlorethane,  due,  undoubtedly,  to 
vaporization  of  some  of  the  lubricating  oil  in  the  sample. 
Then  I  went  on  for  six  hours  more,  and  during  the  next 
six  hours  the  loss  was  very  slight.  In  other  words,  with  5 
percent  of  the  additive  added  the  loss  in  the  first  six  hours 
corresponded  to  56  percent  of  the  total  weight  of  the  mix¬ 
ture  of  Lube  oil  and  additive.  In  the  next  six  hours  the 
total  loss  was  less  than  two-tenths  of  one  percent,  showing 
a  fairly  constant  condition  in  the  weight  of  oil  at  that  time. 
Q.  Doctor  Calvert,  did  you  at  the  same  time 

182  under  the  same  conditions  run  a  control  test  on  the 
lubricating  oil?  A.  Yes.  I  had  in  the  oven  by  the 
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side  of  the  sample  described  3.9838  grams  of  the  Essolube 
No.  20.  That  sample  in  six  hours  showed  a  loss  in  grams 
of  0.0137,  which  corresponds  approximately  to  three-tenths 
of  one  percent  of  the  lubricating  oil.  It  is  npt  calculated 
here. 

Then  when  the  test  was  conducted  for  another  six  hours 
on  the  lubricating  oil  without  the  additive,  the  loss  in 
weight  was  then  an  additional  0.0037  grams,  which  corres¬ 
ponds  to  a  little  less  than  one-tenth  percent  of  the  weight 
of  each  sample  of  oil  used. 

Q.  Based  on  these  tests  what  conclusions  do  you  draw 
as  to  the  volatility  of  the  additive  in  compounds  with  the 
mineral  lubricating  oil?  A.  The  additive  is  very  volatile, 
and  under  the  conditions  of  the  test  evaporates  completely 
in  six  hours  at  temperatures  not  above  212  degrees  Fahren¬ 
heit. 

Q.  Doctor  Calvert,  have  you  made  up  a  sample  of  the 
mixture  of  paraffin  wax,  not  chlorinated  paraffin  wax,  but 
just  plain,  ordinary  paraffin  wax  and  lubricating  oil?  A. 
Yes,  I  have. 

Q.  Could  you  produce  that,  and  show  it  to  the  Court? 
You  might  take  out  all  the  samples  there.  It  might  facili¬ 
tate  matters.  Just  leave  them  on  your  lap  and!  we  will  run 
through  them.  j 

183  May  I  ask  you  about  that  sample  you  have  taken 
out?  That  is  the  paraffin  wax  and  lubricating  oil. 
Is  that  paraffin  wax  soluble  in  that  lubricating  oil?  A. 
At  this  temperature  the  wax  is  almost  all  dissolved.  There 
is  a  little  bit  of  a  haze,  which  will  be  clear,  for  instance,  by 
comparison  with  the  clarity  of  the  Mougey  an^  Allman — 
you  referred  to  the  carbon  tetrachloride  lubrication  oil. 
That  isn’t  quite  it.  Excuse  me. 

Q.  If  you  will  show  it  to  us,  and  explain  at  the  same 
time  that  one  of  these  samples  is  the  paraffin  wax  mixed 
with  lubricating  oil,  and  the  other  the  chlorinated  paraffin 
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waxed  with  the  lubricating  oil?  A.  Yes.  Excuse  me.  Par¬ 
don  me. 

MR.  BURROWS:  Your  honor,  if  you  have  before  you 
the  mixture  of  chlorinated  paraffin  wax  and  mineral  lub¬ 
ricating  oil,  and  I  presume  you  have,  that  is  the  composi¬ 
tion  of  matter  which  is  the  subject  of  this  transaction.  It 
is  that  combination  which  is  claimed  by  the  claims  which 
are  here  in  issue. 

THE  WITNESS:  That  is  this  one  here  (indicating). 

To  continue — shall  I? 

MR.  BURROWS:  Yes. 

THE  WITNESS:  The  small  bottle  is  chlorinated  par¬ 
affin  dissolved  to  the  extent  of  5  percent  in  lubricating 
oil.  The  taller  bottle  shows  the  same  type  of  paraffin  wax 
before  chlorination  has  been  added  to  mineral  oil. 
184  It  here  shows  some  separation. 

Now,  in  my  laboratory  this  at  22  degrees  Centi¬ 
grade  showed  a  much  greater  separation,  somewhat  greater 
separation  than  when  exposed  on  the  back  steps. 

At  26  degrees  Fahrenheit  it  became  wholly  non-pourable, 
whereas  chlorinated  paraffin  in  the  same  proportion  with 
the  same  oil  remained  pourable  at  all  temperatures  down 
through  the  lowest  temperature  tested,  26  degrees. 

MR.  BURROWS:  That  is  all,  Doctor  Calvert. 

Could  we  offer  those  in  evidence,  Your  Honor? 

THE  COURT :  Yes. 

MR.  BURROWS:  Doctor  Calvert,  perhaps  you  better 
identify  them  as  they  go  in. 

We  will  offer  as  Cohen’s  Exhibit  No.  24,  that  would  be 
the  chlorinated — if  you  will  go  ahead. 

THE  WITNESS:  Solution  of  paraffin  wax,  Socony 
Vacuum’s  so-called  parawax  of  melting  point  by  my  test  52 
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degrees  Centigrade,  approximately,  dissolved  in  19  times 
its  weight  of  Essolube  No.  20. 

THE  COURT:  Hand  that  to  the  Clerk  and  she  will  put 
a  number  on  it,  Cohen’s  Exhibit  24,  or  whatever  it  is. 

Mr.  BURROWS:  Cohen’s  Exhibit  24. 

(The  article  referred  to  was  thereupon  marked  “Cohen 
Exhibit  No.  24  for  identification.”) 

185  MR.  BURROWS:  Will  you  continue,  Doctor 
Calvert  f 

THE  WITNESS:  A  5  percent  solution  of  chlorinated 
paraffin  wax  in  Essolube  No.  20. 

THE  COURT :  That  is  Cohen’s  Exhibit  25. 

(The  article  referred  to  was  thereupon  marked  “Cohen 
Exhibit  No.  25  for  identification.”) 

THE  WITNESS:  Shall  I  describe  this  [now?  A.  o 
percent  solution  of  carbon  tetrachloride,  formula  CC1<  in 
No.  2  Essolube. 

May  I  say  that  the  chlorinated  paraffin  iji  the  exhibit 
containing  it  is  described  on  the  label  by  the  word 
“Paroil.” 

THE  COURT :  Let  this  one  be  marked  26. 

i 

(The  article  referred  to  was  thereupon  marked  “Cohen 
Exhibit  No.  26  for  identification.”) 

MR.  BURROWS :  Thank  you. 

(The  articles  heretofore  referred  to  as  Cohen  Exhibit 
No.  24  for  identification,  Cohen  Exhibit  No.  25  for  identi¬ 
fication  and  Cohen  Exhibit  No.  26  for  identification  were 
received  in  evidence  and  marked  accordingly.) 


i 
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1  .  CROSS-EXAMINATION. 

BY  MR.  LIMBACH : 

Q.  With  respect  to  that  test,  Doctor  Calvert,  where 
you  dissolved  the  hexachlorethane  in  the  mineral  oil — 
A.  (Interposing)  Yes. 

i  Q.  And  then  placed  it  in  the  oven,  that  was  the 

186  only  test  that  you  referred  to,  I  believe.  You  didn’t 
give  us  any  data  on  the  evaporation  loss  at  room 

temperature,  did  you,  on  that  mixture!  A.  No. 

Q.  Did  you  take  those  data?  A.  No. 
i  Q.  So  that  you  have  no  information  for  the  Court  on 
any  evaporation  loss  on  that  mixture  at  temperature  of 
less  than — what  did  you  say,  212?  A.  203,  I  believe.  The 
lowest  temperature  used  in  testing  mixtures  of  lubricating 
oil  and  hexachlorethane  was  203  degrees  Fahrenheit. 

Q.  Was  that  the  temperature  at  which  the  lubricating 
oil  admixed  with  hexachlorethane  was  subjected  in  the 
oven,  or  was  that  higher?  A.  The  highest  temperature 
in  the  testing  of  the  mixture  of  Lube  oil  and  hexachlore¬ 
thane  was  212  degrees  Fahrenheit. 

Q.  212?  A.  Yes. 

Q.  Now,  did  you  analyze  that  sample  after  the  com¬ 
pletion  of  the  test  to  determine  whether  there  was — by 
chemical  means,  whether  there  was  any  hexachlorethane 
in  the  oil?  A.  No. 

187  Q.  You  did  not?  A.  No. 

THE  COURT:  Any  questions? 

MR.  BURROWS :  I  have  none,  Your  Honor. 

THE  COURT :  Thank  you,  Doctor. 

(Witness  excused.) 

MR.  BURROWS:  1  thank  that  completes  the  case  on 
behalf  of  the  party  Cohen. 

THE  COURT:  Yes. 
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MR.  HUTCHINSON :  May  it  please  Your  Honor,  I 
would  like  to  offer  in  behalf  of  Henriksen,  et  al.,  the  exhibits 
that  were  introduced  in  the  Patent  Office  during  the  taking 
of  the  testimony  there,  and  they  are  identified  as  1  through 
5X.  In  other  words,  certain  exhibits  had  a  plurality  of 
parts,  like  2- A,  13,  C,  and  a  copy  of  the  record  in  behalf  of 
Henriksen  in  the  Patent  Office  as  Exhibit  6,  and  may  I 
have  leave  of  the  Court  to  file  as  Exhibit  7  a  certified  copy 
of  the  Henriksen,  et  al.,  application  within  two  'weeks, 
likewise  f 

i 

THE  COURT:  There  is  no  objection  f 

i 

i 

(No  response.) 

i 

THE  COURT :  That  may  be  done,  and  the  offers  will 
be  received. 

(The  documents  referred  to  were  thereupon  received  in 
evidence  as  “ Henriksen  Exhibits  1  to  5X,  inclusive,”  and 
“Henriksen  Exhibit  No.  6  and  7.”) 

188  MR.  HUTCHINSON :  Thank  You.  ! 

And  the  Party  Henriksen,  et  al.,  is,  of  course,  rely¬ 
ing  upon  proof  of  a  machine  test  as  a  reduction  to  practice, 
and  since  that  evidence  has  been  held  to  be  inadmissible  we 
will  take  an  exception  to  that,  too. 

Thank  you. 

MR.  SCHNEIDER:  Your  Honor,  on  behalf  of  the  Party 
Gallsworthy,  as  I  advised  you,  we  propose  to  rely  upon  the 

application.  No  testimony  was  taken  in  the  Patent  Office. 

! 

Consequently,  1  offer  as  Gallsworthy  Exhibit;  1  the  certi¬ 
fied  copy  of  the  complete  application  file  in  the  Galls¬ 
worthy  Application,  Serial  No.  646,491  involved  in  these 
proceedings,  including  the  application  as  originally  filed, 
and  all  proceedings  in  connection  therewith. 

i 

THE  COURT :  No  objection  is  heard,  so  it  may  be  re¬ 
ceived. 
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(The  document  referred  to  was  thereupon  received  in 
evidence  as  “Galls worthy  Exhibit  No.  1.”) 

MR.  SCHNEIDER.  Your  Honor  has,  1  believe,  or  did 
have  on  your  desk  the  requests  for  admission  which  were 
suggested  to  The  Dow  Chemical  Company  on  behalf  of 
Gallsworthy,  and  the  answers. 

I  wish  to  offer  the  requests  for  admissions  as  Galls¬ 
worthy  Exhibit  2- A,  and  the  answers  of  The  Dow  Chemical 
Company  as  Gallsworthy  Exhibit  2-B. 

THE  COURT :  That  will  be  received. 

189  (The  documents  referred  to  were  thereupon  re¬ 
ceived  in  evidence  as  “Gallsworthy  Exhibit  No. 
2-A”  and  “Gallsworthy  Exhibit  No.  2-B”) 

MR.  SCHNEIDER.  And  that  concludes  the  evidence  on 
behalf  of  Gallsworthy. 

Mr.  LIMBACH:  What  is  your  desire,  Your  Honor, 
about  the  matter  of  briefs?  Would  you  prefer  to  have  us 
submit  this  on  briefs,  or  would  you  care  for  oral  argument ? 

THE  COURT :  1  think  it  would  be  more  satisfactory  to 
have  it  written. 

MR.  LIMBACH:  That  would  be  entirely  agreeable  to 
me,  Your  Honor. 

i  THE  COURT :  That  would  be  preferable  from  my  point 
of  view.  Now,  within  what  time  can  I  expect  your  written 
arguments  and  briefs? 

MR.  LIMBACH :  When  will  the  reporter  have  the  trans- 
script  for  us  ?  That  will  be  the  starting  point. 

THE  REPORTER:  I  think  by  the  first  of  the  week. 

MR.  LIMBACH :  May  we  have  till  the  first  of  February  ? 

THE  COURT:  Very  well. 
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MR.  SCHNEIDER:  Does  Your  Honor  wisji  briefs  sim¬ 
ultaneously  filed  or  in  sequence?  In  other  words,  should 
we  all  file  them  at  the  same  time? 

MR.  BURROWS:  1  think,  if  Your  Honor  please,  that 
we  are  all  in  a  sense  plaintiffs  here? 

THE  COURT :  Yes. 

19U  MR.  BURROWS:  I  think  perhaps  that  we  all 
ought  to  file  simultaneously,  and  then  perhaps  we 
should  have  a  brief  time  within  which  counsel  might  file 
reply  briefs. 

MR.  LIMBACH:  Two  weeks,  Your  Honor  fj 

MR.  SCHNEIDER:  If  Your  Honor  please,  jl  don’t  want 
to  drag  the  thing  out,  but  it  so  happens  that  on  account  of 
engagements  of  mine  it  would  be  practically  impossible  for 
me  to  get  a  brief  in  on  the  first  of  February.  If  I  could 
have  two  weeks  beyond  that  I  would  appreciate  it. 

i 

THE  COURT:  I  hope  you  gentlemen  won’t  bring  the 
situation  about  that  I  will  forget  what  you  all  look  like,  as 
well  as  forget  the  issues  of  the  case. 

i 

Well,  suppose  we  say  that  all  briefs  will  be  in  by  Feb¬ 
ruary  15,  and  that  by  March  1  any  reply  briefs  that  seem 
to  be  necessary  will  be  filed,  at  which  time  the  case  will  be 
submitted  for  the  consideration  of  the  Court. 

MR.  BURROWS:  Thank  you,  Your  Honor. 

MR.  LIMBACH:  Thank  you. 

MR.  SCHNEIDER :  Thank  you. 

MR.  NELSON:  Thank  you. 

THE  COURT:  I  don’t  think  I  inquired  whether  you 
had  anything. 

MR.  REYNOLDS:  No,  I  don’t  think  we  have  anything, 
Your  Honor.  I  will  just  rest  on  the  Patent  Office  proceed¬ 
ings.  j 
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THE  COURT:  Let  me  inquire  if  any  of  the  exhibits 
that  have  been  offered  by  these  gentlemen  included  the 
usual  exhibits  which  I  receive  from  your  hands  con- 
1.91  taining  the  decisions. 

i  MR.  REYNOLDS:  Yes,  sir,  the  exhibits  that  Mr. 
Limbach  is  going  to  submit,  the  records  in  the  interfer¬ 
ences,  they  contain  the  decisions  of  the  Patent  Office. 

THE  COURT :  I  thought  perhaps  I  should  have  them. 
Very  well,  gentlemen. 

I  will  have  to  depend  on  counsel  to  see  that  all  of  the 
exhibits  which  have  been  mentioned  are  in  the  hands  of  the 
Clerk. 

MR.  BURROWS:  Your  Honor,  1  find  that  the  Patent 
Office  has  an  extra  copy  of  the  record  of  Cohen  here,  and 
I  should  like  to  file  it  now  with  the  Court,  if  I  may,  to¬ 
gether  with  the  exhibits. 

THE  COURT:  Very  Well 

MR.  BURROWS:  We  will  then  file  a  certified  copy 
later. 

THE  COURT :  Very  Well. 

•  #  •  # 

195  Washington,  D.  C. 

Friday,  June  21,  1946. 

The  above-entitled  matter  came  on  for  hearing  on  Mo¬ 
tion  to  Re-Open  at  10:00  o’clock  a.m.,  Friday,  June  21, 
1946,  in  the  District  Court  of  the  United  States  for  the 
District  of  Columbia,  at  the  courthouse  in  the  City  of 
Washington,  D.  C.,  BEFORE: 

196  HONORABLE  F.  DICKINSON  LETTS,  Associ 
ate  Justice  of  the  District  Court  of  the  United  States. 

*  #  •  # 
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PROCEEDINGS 

i 

The  Deputy  Clerk  of  Court:  Knutson,  et  al.,  v.  Ooms, 
et  al. 

| 

THE  COURT:  Who  brings  the  Motion  here  to  reopen 
the  case? 

MR.  L1MBACH:  The  motion,  your  Honor,  is  based 
primarily  on  three  points;  the  first  as  to  the  admissibility 
of  certain  evidence  introduced  at  the  time  of  trial.  There 
has  been  decided  since  the  date  of  trial  a  case  by  the  Cir¬ 
cuit  Court  of  Appeals  for  the  Third  Circuit,  decided 
197  on  May  3,  1946,  which,  in  our  opinion,  is  our  au¬ 
thority  for  having  introduced  that  evidence  at  the 
trial  here  at  the  time.  That  case  refers  to  the  case  of 
Barrett  Company  v.  Koppers,  which  was  one  i of  the  prin¬ 
cipal  decisions  relied  upon  by  opposing  counsel. 

THE  COURT:  Will  you  give  the  citation? 

MR.  LIMBACH:  Barrett  Co.  v.  Koppers,  122  F.2d  395. 

The  case  most  recently  decided,  and  which  I  am  relying 
on,  is  the  Minnesota  Mining  &  Manufacturing  Company, 
et  al.,  v.  The  Carborundum  Company,  et  al.j  The  only 
place  in  which  it  has  appeared,  your  Honor,  is  69  U.S.P.Q. 
288,  in  that  in  R.JS.4915  proceedings  one  of  the  parties  of¬ 
fered  expert  testimony,  as  did  we  in  this  case  here,  and  I 
think  the  whole  crux  of  the  matter  is  included  in  one  para¬ 
graph,  your  Honor,  if  1  may  take  the  time  to  read  it: 

j 

“At  the  trial  in  the  District  Court  the  plaintiffs  offered 
as  new  evidence  the  testimony  of  certain  experts,  to  be 
discussed  more  at  length  hereinafter.  By  this  testimony 
the  plaintiffs  sought  to  show  that  Oakes  “—one  of  the 
plaintiffs — ??  in  the  specification  of  his  1931  j  application 
did  disclose  the  use  of  polyvinyl  alcohol  as  a  bond.  The 
defendants  objected  to  the  receipt  of  this  evidence,  relying 
on  Barrett  Co.  v.  Koppers  Co.  The  defendants  assert  in 
substance  that  the  expert  testimony  offered  in  the  District 
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Court  was  available  to  the  plaintiffs  at  the  time  of 

198  the  proceedings  in  the  Patent  Office  and  therefore 
should  not  have  been  received  by  the  District  Court. 

But  as  the  learned  District  Judge  pointed  out  the  circum¬ 
stances  of  the  cited  case  are  clearly  distinguishable  from 
those  of  the  cases  at  bar  for  in  the  Koppers  case  the  plain¬ 
tiffs  in  the  R.S.  Section  4915  proceeding  had  instructed 
their  witnesses  in  the  interference  not  to  answer  questions 
which  would  disclose  subsequent  commercial  practices  and, 
thereafter,  endeavored  to  offer  this  very  testimony  in  the 
District  Court.  R.S.  Section  4915  provides  that  the  trial 
before  the  district  court  ‘shall  be  without  prejudice  to 
the  right  of  the  parties  to  take  further  testimony.’  It 
should  be  noted  that  prior  to  the  1927  amendment  to  R.S. 
Section  4915,  44  Stat.  1336,  Sec.  11,  the  evidence  given  in 
the  Patent  Office  in  an  interference  proceeding  could  be 
introduced  in  a  district  court  only  as  secondary  evidence, 
after  proper  foundation  laid,”  citing  some  authorities. 
“To  adopt  the  view  contended  for  here  by  the  defendants 
would  be  to  change  the  nature  of  an  R.S.  Section  4915 
proceeding  and  to  rewrite  the  statute”  which  calls  ready 
for  a  new  trial. 

Now,  in  all  of  the  cases  that  were  cited  by  counsel  in 
support  of  their  objection  there  was  evidence  of  deliberate 
withholding.  In  this  case  here,  the  Koppers  case,  one  <• 
them  relied  upon,  there  was  evidence  of  deliberate 

199  withholding  in  that  the  question  they  sought  to  ask 
during  the  trial  was  asked  at  the  Patent  proceedings 

and  he  was  told  not  to  answer,  and  in  each  of  the  other 
cases  there  was  evidence  of  deliberate  withholding  of  the 
testimony,  and  because  of  the  fact  we  move  your  Honor 
to  reopen  these  proceedings  to  admit  that  testimony  which 
was  rejected. 

The  second  point  is  as  to  the  patentability  of  Galls- 
worthy  47160.  I  have,  your  Honor,  a  chart  which  is  a 
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photostatic  copy  of  the  one  you  had  at  thei  trial,  which 
has  these  issues  set  forth  more  clearly. 

I  am  now  talking  about  count  1  in  47, 160, j  on  the  first 
page.  We  contend  that  the  records  show  that  the  Party 
Gallsworthy  is  barred  from  taking  that  count  in  a  subse¬ 
quent  patent  because  of  the  existence  of  the  prior  patent 
Xo.  1945615,  which,  as  pointed  out  at  the  time  of  the  trial, 
was  cited  by  the  Patent  Office  against  a  claim  virtually 
identical  with  this  count  1.  At  the  time  the  j  Party  Galls¬ 
worthy  sought  to  get  that  into  the  interference  the  Patent 
Office  said  that  is  unpatentable  in  view  of  this  Lincoln 
patent.  The  party  Gallsworthy  took  no  appeal  and  because 
of  that  fact  is  estopped  forever  from  taking  a  patent  which 
contains  a  similar  count.  j 

In  the  case  of  Chittick  v.  Lyons,  ILS.P.Q.42,  383,  the 
Court  of  Custom  and  Patent  Appeals  held  that  where  he 
takes  no  interlocutory  appeal  the  question  becomes 
200  res  judicata  so  far  as  he  is  concerned,  j 

As  a  matter  of  fact,  that  was  contended  by  the 
Party  Gallsworthy  in  his  brief  before  the  Patent  Office 
in  urging  that  Cohen,  not  being  a  moving  party  to  that 
count,  but  who  also  failed  to  take  an  appeal,  had  this  es¬ 
toppel  run  against  him. 

Your  Honor’s  decision  in  this  case  would,  after  all, 
amount  to  a  directive  to  the  Patent  Office  to  issue  a  pat¬ 
ent  as  to  the  subject  matter  as  to  the  claims  which  to 
which  you  would  adjudge  any  party  is  enticed  to  take  a 
patent.  X'ow,  that  being  the  case,  certainly  the  right  of  a 
party  to  take  a  patent  must  be  gone  into. 

The  third  part  of  our  motion  is  the  right  6f  the  Party 
Colien  to  take  a  patent  as  to  counts  2  and  5;  they  are  the 
last  two  on  the  page.  In  view  of  his  having  lost  counts  1 
and  2  of  Interference  78,460,  if  your  Honor  will  look  at  those 
counts  you  will  find  that  counts  1  and  2  at  the  top  of  the 
page  are  verbatim  copies  of  counts  2  and  5  with  the  ex- 
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eeption  of  the  introductory  statement.  Counts  1  and  2  call 
for  a  composition  of  matter.  In  each  instance  the  speci¬ 
fications  to  which  they  refer  are  lubricants.  Then  counts 
2  and  5  at  the  bottom  of  the  page  call  for  a  metal  cutting 
combination.  In  every  other  particular  those  two  counts 
are  identical. 

Now,  it  has  been  held  that  when  a  composition  of 

201  matter  is  old  you  cannot  re-patent  it  by  specifying 
a  new  use  to  which  it  is  to  be  put,  so  we  claim  that 

the  Party  Cohen  should  have  nothing  relating  to  a  patent 
-—that  he  cannot  take  a  patent  over  the  ones  he  has  lost. 

MR.  SCHNEIDER:  Schneider  is  the  name,  for  Galls- 
worthy  and  The  Texas  Company.  I  am  a  little  in  the  po¬ 
sition,  after  counsel's  brief — 

THE  COURT:  A  little  louder. 

MR.  SCHNEIDER :  1  am  in  the  position  of  a  man  who 
is  picking  up  a  bucket  of  shot  dropped  out  of  a  window; 
you  can  drop  it  all  at  once  but  you  have  to  pick  it  up  in 
pieces.  I  will  try  to  be  brief,  your  Honor,  on  the  question 
of  rehearing  or  reopening. 

The  first  is  on  the  question  of  rulings  on  the  admissi- 
bilitv  of  evidence  which  were  made  at  the  trial.  Counsel 
has  grouped  those  together  as  though  they  were  all  made 
on  the  same  basis  and  with  regard  to  the  same  character 
of  testimony,  and  he  has  done  likewise  in  some  proposed 
findings  which  he  substituted  as  a  substitute  for  those  we 
submitted.  That,  however,  is  not  correct.  The  different 
rulings  on  the  admissibility  of  evidence,  as  a  whole  as  he 
says,  were  four  in  number,  each  one  on  a  different  group 
and  for  a  different  reason. 

In  this  decision,  now,  that  was  read  in  the  Third  Cir¬ 
cuit  Court,  Minnesota  Mining  &  Manufacturing  Company, 
et  al.  v.  The  Carborundum  Company,  that  it  had, 

202  in  effect,  set  aside  the  Barrett  v.  Koppers  rule  for 
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the  exclusion  of  evidence  that  was  deliberately  with¬ 
held  or  suppressed,  that  is  not  the  case.  In  that  particular 
instance  which  was  before  the  Court  at  that  time  they 
said  it  was  erroneous  to  rule  out  the  foundation;  that  was 
the  view  of  the  Third  Circuit.  j 

Xow,  in  the  Court  here  we  rest  upon  the  two  decisions 
which  were  discussed  fully  in  our  brief,  one,  the  Boucher 
inventions  v.  Sola  Electric  Co.,  cited  in  131  F.  2d  225,  and 
the  other  in  the  case  of  Schilling  et  al.  v.  Scliwitzer-Cum- 
mins  Co.,  142  F.  2d  82,  the  latter  decided  in  1944,  and  1 
would  just  like  to  read  what  Mr.  Justice  Miller  said  there: 


“One  who  assumes  the  difficult  burden  placed  upon  a 
plaintiff  in  a  Section  4915  proceeding,  does  not  aid  his 
cause  by  giving  ground  for  the  impression  that  he  delib¬ 
erately  failed  to  make  a  full  disclosure  in  the  Patent  Office. 
The  same  result  flows  from  Judge  Woolley’s  opinion  in 
the  Barrett  case,  upon  which  appellants  rely:  ‘Specifically 
our  decision  is  that  the  plaintiffs  in  this  action  under  sec¬ 
tion  4915,  R.S.,  are  estopped  to  offer  evidence  which  was 
wholly  within  their  possession  and  control  at  the  interfer¬ 
ence  proceeding  and  which  they  withheld  from  that  pro¬ 
ceeding.’  While  the  1927  amendment  to  Section  4915, 
JR.S.  contemplated  a  de  novo  trial  in  the  District  Court 
and  made  the  record  in  the  Patent  Office  proceed- 
203  ing  available,  along  with  other  evidence,  for  that 
purpose,  it  was  not  intended  to  encourage  th4  practice  of 
suppressing  evidence  before  the  administrative  agency, 
for  whatever  purpose.”  I 


Xow,  following  that  statement  which  appears  in  the 
brief,  Justice  Miller  had  this  to  say: 

“On  this  appeal,  appellants  did  not  deny  that  the  dis¬ 
puted  evidence  was  wholly  within  their  possession  and  con¬ 
trol  at  the  interference  proceeding,  and  was  withheld  from 
that  proceeding.  Whether  or  not  withholding  evidence 
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may  constitute  suppression  will  depend  upon  the  circum¬ 
stances  of  the  particular  case.” 

Now,  when  we  argued  this  matter  in  the  brief  before 
your  Honor,  in  our  main  brief,  we  took  to  heart  what  Jus¬ 
tice  Miller  said,  and  we  argued  each  ruling  individually 
and  with  particularity,  but,  as  I  recall,  the  same  was  not 
done  by  counsel  on  the  other  side.  He  had  an  opportu¬ 
nity  to  reply,  I  am  sure. 

Now,  the  three  rulings  lay  upon  a  different  basis;  some 
of  them  were  expert  testimony  on  the  interpretation  of 
disclosure  of  the  specification,  others  on  the  meaning  of 
the  terms  in  the  claim,  and  still  a  third  on  whether  cer¬ 
tain  expert  testimony  as  to  whether  a  certain  test  was  a 
reduction  to  practice,  or  not,  should  now  be  admitted  when 
it  had  never  been  offered,  and  he  was  an  important  wit¬ 
ness,  in  the  Patent  Office,  a  man  whose  existence 
2U4  as  an  individual  was  never  even  disclosed  in  the 
Patent  Office  proceedings,  although  he  was  available 
at  all  times,  and  that  has  never  been  denied. 

Now,  we  took  the  liberty  of  assuming  that  your  Honor 
had  these  particular  situations  in  mind  when  the  rulings 
were  made.  They  were  presented  in  our  brief,  your  Honor, 
and  we  also  discussed  specifically  the  evidence  offered,  both 
as  taken  and  as  set  forth  in  the  offers  of  proof,  and  pointed 
out  where  it  was  ineffective  if  it  had  been  denied. 

But  1  want  to  go  back  to  the  decision  counsel  has  just 
read,  because  he  has  to  take  the  bad  'with  the  good;  evi¬ 
dence  of  matters  excluded  with  reference,  first,  to  an  in¬ 
terpretation  of  a  disclosure  of  the  specification;  second, 
interpretation  in  claims,  and  this  same  Minnesota  Mining 
&  Manufacturing  Company  case  in  the  69th  Patent  Quar¬ 
terly  at  page  291  says  this: 

“But  quite  apart  from  the  foregoing  the  words  of  a 
patent  or  a  patent  application,  like  the  words  of  specific 
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claims  therein,  always  raise  a  question  of  law  for  the  court 
and  may  not  be  determined  by  the  opinion  of  experts.” 

ISo,  briefly  summarizing,  our  point  is  that  these  matters 
were  fully  argued  at  the  time  of  trial,  and  on  the  question 
of  exclusion  they  were  fully  discussed  in  the  briefs,  at  least 
in  our  brief  and  the  questions  of  exclusion  involved 

205  were  individually  discussed  with  particularity,  as 
required  in  Mr.  Justice  Miller’s  statement. 

i 

ISo  far  as  I  have  seen  from  the  briefs,  or  anything  that 
has  been  said  in  these  respective  papers,  no  error  has  been 
pointed  out  in  any  factual  situation  set  forth,  either  in  our 
objections,  in  our  briefs,  or  in  the  proposed  findings  which 
we  have  submitted,  so  we  feel  that  the  matter  has  been 
fully  handled  before  and  that  there  is  no  reason  or  ground 
for  reopening  your  Honor’s  finding  which  you  fully  went 
into  and  on  which  counsel  rely. 

The  second  is  the  question  of  patentability  of  the  Party 
Gallsworthy.  That  question  was  fully  discussed,  your 
Honor.  It  was  discussed  in  counsel’s  brief,  j  It  was  dis¬ 
cussed  in  our  brief.  Back  of  it  all  is  the  proposition  that 
the  claims,  or  questions,  of  this  interference  78460,  count  1, 
to  which  this  ground  of  reopening  is  directed,  the  patent¬ 
ability,  that  one  claim  of  Gallsworthy  was  put  into  these 
interferences  at  a  rather  late  date,  in  1935  or  1936,  and 
this  is  all  pointed  out  in  the  brief ;  1935  or  1936  that  claim 
had  been  put  into  it;  this  Lincoln  matter  had  been  put 
into  interference  69703,  and  the  counsel  who  now  appears 
for  Knutson,  et  al.,  then  appeared  for  8  parties  in  the  in¬ 
terference,  there  were  8  or  9  he  represented;  certainly 
two  of  them  and  before  he  got  through  he  represented 
three  of  them,  and  he  participated  in  the  argument  on  the 
patentability  of  the  original  count  and  of  certain 

206  additional  counts.  He  then  proposed,  and  in  con¬ 
nection  with  that  argument  this  Lincoln  patent  was 
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Some  four  years  later,  after  a  whole  series  of  motions, 
motions,  appeals  and  so  forth  on  motions,  Morell  and 
Knutson  came  into  the  picture  and  was  added  to  interfer¬ 
ence  69703.  Now,  when  he  came  in,  counsel  for  Morell 
and  Knutson  moved  to  put  in  these  two  questions  and  set 
up,  as  one  must  do,  that  they  were  patentable  and  distinct 
from  the  prior  art,  and  counsel  who  now  represents  Knut¬ 
son  et  al  also  appeared  on  behalf  of  another  client  and 
made  the  same  motion,  and  there  was  a  hearing  on  that. 
As  1  recall,  it  was  upopposed,  nobody  disagreed  with 
them,  and  the  count  went  in,  but  later  they  were  divid 
by  two.  Now,  at  that  time  counsel  had  known  all  about 
this  Lincoln  patent  for  four  years,  or  even  longer,  be¬ 
cause  I  think  it  is  licensed  to  his  client  and  has  been  from 
the  beginning. 

Xow,  the  Patent  Office  rulings  on  these  motions  neces¬ 
sarily  imply,  and  I  think  counsel  for  the  Patent  Office  will 
bear  me  out,  that  the  particular  counts,  or  claims,  have  been 
held  to  be  patentable  over  prior  art  and  all  interference. 

Xow,  we  come,  with  that  in  the  background,  to  the  claim 
of  Gallsworthy,  what  Gallsworthy  said  in  his  brief  with 
regard  to  certain  evidence  introduced  by  the  party  Cohen, 
and  it  was  this,  in  effect;  Here  are  certain  counts,  claims, 
in  the  interference;  here  in  the  background  is  this  Lin¬ 
coln  patent  which  has  a  certain  disclosure.  Xow, 
207  then,  if  these  claims  are  patentable  it  must  be  be¬ 
cause  they  are  distinguishable  from  Lincoln  and, 
therefore,  we  say  they  cannot  be  used  to  support  those 
questions.  That  is  what  Gallsworthy  said.  I  am  para¬ 
phrasing  it,  of  course,  but  I  think  it  is  clear. 

Xone  of  these  are  now  involved.  There  is  nothing  in¬ 
volved  at  this  point  regarding  the  patentability  of  Galls¬ 
worthy.  It  was  argued  fully  below  and  there  is  nothing 
here  that  differs  from  what  was  said  by  counsel  in  his 
brief  below. 
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Now,  the  third  matter  is  one  we  may  all  sit  in  with  re¬ 
spect  to  Gallsworthy,  and  that  is  the  right  of  Cohen  to 
take  counts  2  and  5  in  interference  in  which  Gallsworthy 
does  not  appear  because  they  are  identical  in  language  ex¬ 
cepting  the  title  forms  describing  the  use  of  the  two  claims 
in  69703.  Now,  i  don’t  know  where  counsel  stands  on  that 
point.  Here  he  says  that  those  counts  are  unpatentable 
to  Cohen,  and  here  he  says  counts  2  and  0  in  interference 
70209  are  unpatentable  over  the  counts  of  interference 
78460,  and  lie  proposes  this  additional  conclusion  in  the 
case  involving  Gallsworthy  counts  1  and  2  in  70209  are 
unpatentable,  and  now  in  Cohen’s  interference  Cohen’s 
patents  are  unpatentable  over  Cohen.  Where  does  counsel 
stand?  1  don’t  know.  I  wish  to  point  out  further  that 
the  matter  was  certainly  open  and  available,  and  discussed 
fully.  1  do  not  recall  that  it  was  specifically  discussed  in 
the  briefs,  but  it  seems  to  me  hardly  |  that  it  is  a 
208  point  on  which  to  base  rehearing  as  of  the  whole 
case. 

1  think  that  covers  the  three  individual  points. 

HR.  BURROWS:  Burrows  representing  the  Party 
Colien.  I  would  like  to  restrict  my  remarks  to  this  last 
point:  The  question  of  the  patentability  of  the  counts 
awarded  to  Cohen  in  the  one  interference  ovep  the  counts 
awarded  to  Gallsworthy  in  the  other  interference. 

Counsel  for  Gallsworthy  has  pointed  out  the  inconsist¬ 
ency  of  the  moving  party  in  pointing  out  that  the  counts 
are  not  patentable  on  the  one  hand  and,  in  the  Patent 
Office,  in  the  prosecution  of  the  application  of  the  moving 
party  here,  that  is,  the  Knutson  et  al  application,  counsel 
took  a  position  opposite  to  that  which  lie  takes  now. 

He  argued  extensively  before  the  Patent  Office  that  the 
counts  of  the  cutting  oil  combination  were  patentable.  In 
other  words,  he  argued  that  there  was  a  new  invention 
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in  disclosing  the  use  of  this  composition  over  the  compo¬ 
sition  used  for  other  purposes. 

Counsel  refers  to  a  decision  in  the  Court  of  Custom  and 
and  Patent  Appeals  in  In  re  Thuau.  That  case,  your 
Honor,  was  specifically  limited  to  the  situation  where 
the  composition  of  the  new  use,  which  was  claimed  was 
itself  old.  The  language  of  the  Court  in  that  case  says 
that  it  relates  to  the  use  of  an  old  thing,  or  an  old  process, 
quite  unchanged. 

In  this  case,  your  Honor,  the  composition  was 
209  not  old.  It  was  not  described  in  any  printed  publi¬ 
cation.  It  was  not  patented,  nor  had  it  been  in 
public  use  or  on  sale  prior  to  the  date  of  these  applica¬ 
tions.  On  that  point,  your  Honor,  we  think  that  there  is  a 
clear  distinction  between  In  re  Thuau  et  al.  and  the  case 
cited  by  counsel. 

As  to  the  other  matters  I  will  be  brief  because  I  think 
they  have  been  covered  by  counsel.  I  don’t  know  how  far 
your  Honor  wants  to  go  into  the  merits  of  this.  As  has 
been  pointed  out  here  this  morning,  most  of  it  has  been 
fully  argued.  The  only  new  question  is  the  question  of 
this  admission  of  evidence  in  the  light  of  the  Minnesota 
case. 

However,  I  would  just  like  to  point  out  one  thing  in 
the  moivng  papers ;  that  is,  the  award  to  Gallsworthy  over 
the  Lincoln  patent.  That  was  dealt  with  not  only  in 
our  brief  but  in  the  other  briefs,  both  here  and  in  the 
Patent  Office,  and  I  should  like  to  remind  your  Honor  that 
the  Party  Gallsworthy  to  whom  this  count  was  awarded 
has  an  effective  date  I  believe  in  December,  1932.  I 
should  simply  like  to  point  out  that  this  Lincoln  patent, 
which  is  referred  to  as  a  basis  of  anticipation  for  the 
invention  with  which  we  are  dealing,  has  an  effective  date 
of  July  14,  1932.  That  is  the  filing  date  which  led  to  this 
patent,  and  under  the  well  known  case — I  always  forget, 
it  is  Milburn  v.  Davis,  is  it  not — 270  U.  S.  390,  that  patent 
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is  effective  as  of  its  filing  date  and  hence  anticipates 

210  not  only  Gallsworthy  but  also  Knutson  et  al.  And 
in  connection  with  that  I  should  like  to  point  out 

that  Cohen  is  the  only  party  who  has  presented  a  claim 
which  establishes  a  date  prior  to  the  filing  date  of  the 
Lincoln  patent. 

MR.  HUTCHINSON:  Speaking  for  Wolfe  et  al,  we 
limit  our  remarks  merely  to  say  that  we  join  with  the 
Party  Knutson  et  al  on  the  motion  to  reopen  oh  the  ground 
of  the  now  recently  decided  case  of  Minnesota  Mining  & 
Manufacturing  Company  on  the  one  point  of  the  admissi¬ 
bility  of  expert  testimony  for  the  purpose  of  showing  that 
the  machine  test  is  capable  of  and  constitutes  a  reduction 
to  practice,  but  we  believe  in  the  present  situation  there 
was  no  deliberate  withholding  in  the  Patent  Office,  and  that 
the  Minnesota  Mining  &  Manufacturing  Company  case 
clearly  limits  the  cases  relied  upon  by  your  Honor  that 
only  in  cases  where  there  has  been  deliberate  withholding 
should  the  testimony  be  excluded. 

i 

! 

MR.  LIMBACH:  May  I  have  another  word,  your 
Honor? 

THE  COUBT:  Yes.  j 

MR.  LIMBACH :  Mr.  Schneider  has  referred  to  the  cir¬ 
cumstances  by  which  this  count  1  got  into  these  proceed¬ 
ings.  In  other  words,  four  years  after  the  same  count 
proposed  by  Gallsworthy  this  motion  was  filed  by  myself 
as  counsel  on  behalf  of  Morell,  which  resulted  in  this  count 
getting  into  the  interference. 

211  Now,  the  record  shows  that  the  Party  Morell  had 
filed  an  affidavit  under  Rule  75  ante-dating  the  ef¬ 
fective  date  of  the  Lincoln  Patent,  using  that  method  to 
get  the  broad  count  into  the  interference,  but  Morell  did 
not  say  that  the  count  was  patentable  to  Gallsworthy.  Mor¬ 
ell  said  it  was  a  patent  to  him  over  the  prior  art  and 
was  supported  in  the  Gallsworthy  application,  leaving 
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the  Primary  Examiner  to  determine  whether  Gallsworthy 
may  have  filed  under  Rule  75,  which  would  carry  his  date 
back  to  the  effective  date  of  the  Lincoln  patent. 

Now,  the  fact  remains,  and  while  Mr.  Schneider  has  para¬ 
phrased  his  statement  for  the  Party  Gallsworthy  in  the 
Patent  Office,  1  would  like  to  read  the  exact  language.  I 
am  now  reading  from  Gallsworthy ’s  brief  in  the  Patent  Of¬ 
fice.  The  Examiner  in  his  decision  dated  September  4, 
1936,  denying  Gallsworthy ’s  motion  stated,  with  respect 
to  the  proposed  counts: 

“  ‘These  are  obviously  unpatentable  over  Lincoln,  et  al. 
patent  No.  1,945,615,  which  shows  1  per  cent  chlorinated 
hydrocarbon  wax  added  to  lubricating  oil.’  ” 

“The  Primary  Examiner  also  denied  Merrill’s  Motion 
to  Dissolve  and  to  Add  Counts,  and  that  party  took  an 
appeal  to  the  Board  of  Appeals.  No  appeal  was  taken  by 
any  other  party  and  all  acquiesced  in  the  decision  of  the 
Primary  Examiner  with  reference  to  Gallsworthy ’s  pro¬ 
posed  counts  E  and  F.  By  reference  to  the  Lincoln. 
212  et  al.  patent,  having  a  filing  date  of  July  14,  1932, 
it  will  be  observed  that  the  Examiner  was  entirely 
correct,  inasmuch  as  the  patentees  clearly  disclosed  hydro¬ 
carbon  lubricating  oil  plus  1  per  cent  chlorinated  wax. 
and  the  wax  referred  to  in  the  specification  was  described 
as  a  hydrocarbon  wax  with  a  melting  point  of  about  130 
degrees  F.,  which  of  course  is  a  paraffin  wax. 

By  his  conduct  in  failing  to  appeal  from  the  Examiner’s 
decision  holding  Gallsworthy ’s  proposed  counts  K  and  F 
to  be  unpatentable  over  the  Lincoln,  et  al.  patent,  the  party 
Cohen  is  forever  estopped  from  asserting  that  the  subject 
matter  of  those  counts  is  patentable,  and  by  the  same  token 
he  is  estopped  to  rely  upon  any  activity  relating  to  tin- 
use  of  chlorinated  paraffin  wax  as  an  additive  in  establish¬ 
ing  priority  of  invention  in  these  interferences.” 
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Now,  to  let  applicant  state  that  there  are  inconsistencies 
in  my  proposed  finding  of  facts,  in  one  case  stating  they 
are  unpatentable  and  in  the  other  that  they  are  patentable. 
I  don’t  think  there  is  anything  inconsistent  ajbout  that  at 
all.  Either  one  or  the  other  are  patentable.  Some  one  may 
be  entitled  to  a  patent,  one  set  of  claimants,  but  certainly 
if  he  is  entitled  to  a  patent  I  am  just  as  certain  the  other 
is  not. 

! 

1  think  that  is  all. 

213  MR.  SCHNEIDER:  If  your  Honor  please,  I 
want  to  make  not  an  argument  but  two  corrections 
in  what  counsel  has  said: 

First,  in  discussing  this  situation  regarding  the  Galls- 
worthy  admission,  counsel  has  said  that  they  were  similar 
to  those  counts  in  78640.  That  is  not  correct.  The  counts 
involved  specified  the  use  of  chlorinated  wax. 

The  next  point  on  which  1  wish  to  correct  cdunsel;  coun¬ 
sel  in  discussing  my  statement  in  which  I  gave  what  1 
stated  to  be  the  substance  of  Gallsworthy’s  argument  on 
this  question ;  which  counsel  calls  estoppel.  He  read  from 
Gallsworthy’s  brief  below  but  for  some  reason  he  stopped 
in  the  middle  of  it,  and  1  want  to  read  the  whole  of  that 
particular  paragraph. 

i 

The  point  was  this;  certain  claims  specified,  as  1  recall 
it,  the  use  of  chlorinated  wax  and  had  been  held  unpatenta¬ 
ble  over  this  Lincoln  patent.  The  claims  herfe  under  dis¬ 
cussion  were  on  claims  78460,  which  are  not  similar  claims. 
They  are  set  up  on  a  different  basis,  and  here  is  what 
Gallsworthy  said: 

“By  his  conduct,”  referring  to  Cohen,  “in  failing  to 
appeal  from  the  Examiner’s  decision  holding  Galls¬ 
worthy’s  proposed  counts  E  and  F  to  be  unpatentable  over 
the  Lincoln,  et  al.  patent,  the  party  Cohen  is  forever  es¬ 
topped  from  asserting  that  the  subject  matter  of  those 
counts  is  patentable,” 
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Now,  that  is  specifying  chlorinated  wax  as  not  legal, 
“and  by  the  same  token  he  is  estopped  to  rely  upon 

214  any  activity  relating  to  the  use  of  chlorinated  par¬ 
affin  wax  as  an  additive  in  establishing  priority  of 

invention  in  these  interferences.  ’ ’ 

That,  your  Honor,  is  what  I  said  the  statement  contained 
which  counsel  inferentially,  1  think,  did  not  read. 

Now,  on  the  question  of  reopening  the  hearing,  or  for 
a  rehearing,  I  wish  to  point  out  that  both  counsel  and  I 
are  reading  from  the  main  brief  to  If  nutson,  et  aL,  who 
is  making  this  motion  for  rehearing  to  cover  again  the 
same  ground  that  was  covered  here,  which  is  not  new ;  we 
are  simply  getting  back  to  the  same  point  that  was  before 
your  Honor  before. 

THE  COURT:  Hr.  Reynolds,  have  you  anything  to 
say? 

HR.  REYNOLDS:  It  seems  to  me,  your  Honor,  that 
this  is  just  a  re-argument  of  the  case.  I  do  not  believe 
anything  has  been  stated  that  would  justify  a  reopening 
or  reconsidering. 

HR.  LIMBACH:  Your  Honor,  Mr.  Schneider  in  his 
last  statement  has  made  a  statement  which  is  ambiguous 
to  me  and  that  I  would  like  to  have  cleared  up.  He  said 
that  the  counts  which  were  originally  proposed  in  the  Pat¬ 
ent  Office,  as  to  which  this  estoppel  runs,  were  as  to  chlor¬ 
inated  paraffin  wax,  and  that  these  are  different.  By  that 
does  he  mean  that  they  are  not  included  in  the  counts  in 
78460.  Does  he  contend  that  count,  that  is  count  1,  con¬ 
tains  chlorinated  paraffin  wax,  or  doesn’t  it.  He  hasn’t 
yet  indicated  which  way  he  is  going  to  jump. 

215  THE  COURT:  Of  course,  I  will  take  this  motion 
and  look  at  it  more  carefully,  but  it  does  appear  that 

a  large  part  of  what  you  are  asking  the  Court  to  do  is 
to  review  the  Opinion  of  this  Court  over  the  Opinion  of 
this  Circuit. 
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MR.  LIMBACH:  it  seems  to  me,  your  Honor,  that  in 
tiie  opinion  of  this  Circuit,  under  such  circumstances  there 
was  deliberate  withholding  of  testimony,  the  same  type 
of  withholding  which  was  present  in  the  Koppers  case, 
which  case  was  relied  on  in  the  devision  in  this  Circuit. 
Now,  we  have  a  third  review  of  the  Koppers  case  pointing 
to,  as  we  believe,  not  only  deliberately  but  willfully  with¬ 
held  testimony. 

1  do  not  want  to  be  insistent,  your  Honor,  but  so  much 
of  your  determination  and  interpretation  will  depend  on 
the  point  i  last  made,  and  I  would  like  Mr.  Schneider  to 
state  whether  his  use  of  chlorinated  paraffin  wax  is  in 
count  1  of  784(30. 

THE  COURT:  1  will  hear  you  briefly. 

MR.  SCHNEIDER:  I  think  our  position  is  stated  in 
the  Gallswortliy  brief,  which  is  quoted  in  counsel’s  own 
brief.  The  Patent  Office  has  held  that  these  are  so  inter¬ 
preted  as  not  to  include  the  prior  art. 

THE  COURT:  Let  me  see,  I  have  before  me  Findings 
of  Fact  and  Conclusions  of  Law  which  seem  to  be  offered 
by  Gallsworthy.  What  do  these  findings  cover? 
216  MR.  SCHNEIDER:  May  I  briefly  set  forth  the 
general  situation  with  regard  to  the  findings  ? 

THE  COURT :  Yes. 

MR.  SCHNEIDER:  We  served  our  proposed  findings 
on  May  27th  on  counsel  for  the  other  parties,  endeavoring 
to  make  them  consistent  with  your  Honor’s  memorandum 
opinion.  We  have  had  considerable  discussion  of  the  pro¬ 
posed  findings  with  counsel  for  Cohen,  and  we  have  agreed 
upon  one  finding  to  be  substituted  for  our  21, 1  believe  it  is, 
and  on  two  additional  findings,  which  will  appear  in  the 
findings  and  conclusions  offered  by  Cohen,  and  counsel  for 
the  Patent  Office  has  accepted  our  findings  an4  conclusions. 


i 


266 


THE  COURT:  Has  what? 

i  MR.  SCHNEIDER:  Has  accepted  our  findings  and 
conclusions,  as  I  understand. 

MR.  REYNOLDS:  1  do  not  see  any  objection  to  them, 
your  Honor. 

THE  COURT:  1  beg  pardon? 

MR.  REYNOLDS :  I  do  not  see  any  objection  to  it. 

MR.  SCHNEIDER:  Now,  objections  were  served  and 
filed,  I  believe,  on  the  14th,  by  counsel  for  Knutson,  et  al. 
in  vrhich  he  objected  to  a  considerable  part  of  our  findings 
and  conclusions  and  proposed  certain  others.  He  accepts 
a  group  of  our  findings  and  conclusions.  Now,  I  don’t 
know  who  should  open  the  discussion  on  the  details  of  the 
objections. 

217  THE  COURT:  Do  these  findings  cover  Cohen? 

MR.  SCHNEIDER:  No,  your  Honor,  they  are 
separate  findings  which  we  prepared  and  filed  some  weeks 
ago  and  served  on  counsel  for  Knutson,  et  al. 

THE  COURT :  Have  you  seen  those,  Mr.  Reynolds  ? 

MR.  REYNOLDS:  Yes,  I  saw  them  this  morning. 

THE  COURT:  Do  they  seem  to  be  in  conformity? 

MR.  REYNOLDS:  Yes,  sir,  that  is  my  impression. 

MR.  HUTCHINSON:  I  just  want  to  advise  the  Court 
that  the  party  Wolfe  has  no  objection  to  party  Galls- 
worthy’s  findings  provided  the  motion,  of  course,  is  not 
granted  to  reopen  the  case. 

MR.  BURROWS:  May  I  ask  the  Court  if  that  applies 
to  our  additional  findings? 

THE  COURT :  Mr.  Reynolds,  did  you  see  the  proopsed 
additional  findings? 

MR.  REYNOLDS:  Yes,  sir. 
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THE  COURT:  Do  you  wish  to  be  heard?  j 

i 

AIR.  L1A1BACH:  No,  your  Honor,  all  our  objections 
are  included  in  the  memorandum  on  file. 

AIR.  SCHNEIDER:  Ii‘  the  Court  please,  speaking  for 
myself,  these  papers  came  to  me  so  late  in  Chicago  that 
1  had  no  opportunity  to  write  a  memorandum  commenting 
on  the  objections  made  by  the  parties  Knutson,  et  al,  and 
l  would  like  the  privilege  of  commenting  orally  or  in  writ¬ 
ing.  I  can  have  it  in  by  Monday  morning. 

218  THE  COURT:  You  can  do  it  orally  if  you  can 
make  it  brief.  I  don’t  think  we  want  any  more  pa¬ 
pers. 

AIR.  SCHNEIDER:  1  will  endeavor  to  make  is  very 
brief. 

Tour  Honor  has  before  you  the  objections  to  findings  <- 
fact  and  conclusions  of  law  by  Gallsworthy,  aqd  substitute 
findings,  and  so  forth.  At  the  top  of  page  2  they  announce 
they  are  consenting  to  certain  particular  findings. 

Next,  they  propose  to  substitute  for  our  findings  10  to 
13  inclusive  a  single  finding  bearing  upon  this  test  of  their 
oil  which  was  made  in  an  automobile  at  the  Dow  plant, 
which  reads: 

‘‘The  Alorell  test  in  the  mail  car  at  the  plant  of  the  Dow 
Chemical  Company  did  not  amount  to  a  reduction  to  prac¬ 
tice.”  | 

Now*,  our  findings  are  4,  your  Honor,  and  the  reason 
they  are  4  is  this ;  Finding  10  takes  up  the  situation  as  de¬ 
veloped  by  the  Patent  Office  testimony.  Now,  bear  in  mind 
that  Morgan  v.  Daniels  requires  that  there  b$  convincing 
evidence  to  overturn  the  Patent  Office  findings,  which  were 
that  they  did  constitute  a  reduction  to  practice. 

We  followed  that  with  finding  11  which  relates  to  mat¬ 
ters  before  this  Court  and  not  before  the  Patent  Office, 
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namely,  certain  admissions  by  the  Dow  Chemical  Com¬ 
pany,  the  assignee,  to  Knutson  et  al,  and  the  real  party  in 
interest. 

219  12,  which  relates  to  additional  testimony  which 
was  presented  before  this  Court  by  the  witness 

Graves  to  the  effect  that  it  did  not  amount  to  a  reduction 
to  practice,  and 

13,  for  which  counsel  announces  a  new  substitute  that 
their  tests  performed  by  Morell  et  al.,  were  not  in  them¬ 
selves  sufficient  to  constitute  a  reduction  to  practice,  so 
what  we  have  done  is  to  divide  the  facts  set  up  in  the  Pat¬ 
ent  Office  from  the  additional  facts  set  up  in  this  Court, 
so  there  will  be  distinct  findings  to  show  the  nature  of 
proof  which  overturns  the  Patent  Office  judgment. 

Now,  the  next  is  a  proposed  substitution  for  our  findings 
14  to  20  of  certain  proposed  findings  B  and  C.  Now,  these 
relate  to  the  excluded  testimony,  your  Honor,  and  all  we 
have  done,  and  the  reason  we  have  more  findings  on  that 
subject  than  counsel  proposes  is  that  we  had  in  mind  Jus¬ 
tice  Miller’s  statement  that  each  situation  must  be  speci¬ 
fically  dealt  with,  consequently  -we  took  each  of  the  points 
involved  in  the  express  testimony  and  made  a  separate 
finding  as  to  the  situation  involving  it,  and  we  took  the 
witness  Smith’s  testimony  and  made  a  separate  finding 
with  regard  to  it. 

Now,  we  also  have  additional  findings  that  involve  the 
situation  of  the  testimony  as  given,  or  the  full  effect  of  th» 
testimony  as  it  would  have  been  if  it  had  followed  the  of¬ 
fer  of  proof  to  bear  out — I  am  sure,  since  your  Honor 
heard  that  testimony  and  the  offers  of  proof,  that  your 
Honor  had  it  in  mind  when  you  wrote  your  informal 

220  memorandum  and,  as  I  understand,  indicated  that 
these  other  tests,  for  example,  did  not  constitute  re¬ 
duction  to  practice.  As  I  say,  counsel  proposes  to  object  to 
the  two  findings.  We  think  under  the  rule  stated  by  Jus- 
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tice  Miller  that  each  set  of  circumstances  should  be  indi¬ 
vidually  dealt  with. 

Now,  to  pass  to  our  proposed  linding  25,  which  has  to 
do  with  interference  69,703  and  77,416:  Our  proposed 
linding  is  that,  except  for  the  proposed  finding  by  the  ex¬ 
pert,  that  there  is  no  evidence  proffered  which  bore  on  the 
situation  in  those  two  interferences.  Counsel  adds  that, 
or  modifies,  and  says  no  testimony  has  been  received  in 
these  proceedings,  “the  proffered  testimony  of  the  expert 
referred  to  in  preceding  findings  and  additional  corrobora¬ 
tive  testimony  by  the  witnesses  Knutson  and  Graves,  on 
behalf  of  the  party  Morell  et  al.”  had  been  held  inadmissi¬ 
ble. 

Now,  that  throws  together  the  inadmissibility  of  the 
testimony  of  the  expert  and  of  the  witnesses  Knutson  and 
Graves.  Now,  there  was  testimony  on  the  part  of  the  ex¬ 
pert  that  was  excluded  under  the  Barrett-Koppers  rule. 
There  was  no  testimony  of  Knutson  or  Graves  that  was 
held  inadmissible  for  the  same  reason.  I  think  one  ques¬ 
tion  was  held  objectionable  and  was  withdrawn  by  counsel 
on  purely  evidential  grounds.  There  may  have  been  a 
separate  one.  In  the  case  of  the  witness  Graves,  he  was  on 
the  stand  twice.  The  first  time  I  do  not  believe  any 
221  objection  was  made;  certainly  which  Tvas  not  ex¬ 
cluded;  and  when  he  was  put  on  he  was  put  on  to 
do  a  blanket  job  of  corroboration  of  a  large  number  oL' 
documents  by  saying  he  was  familiar  with  them,  and  each 
time  that  came  up  an  objection  was  made  because  he  "was 
not  sure,  and  finally  counsel  withdrew  the  witness.  This 
proposed  finding  D  puts  them  all  together  as  one,  as  though 
they  had  all  been  held  inadmissible  on  the  same  ground. 
I  do  not  know  of  any  testimony  that  was  not  proper  evi¬ 
dentially,  sir,  as  far  as  Knutson  and  Graves  was  concerned, 
that  was  inadmissible,  so  we  think  that  finding  is  an  im¬ 
proper  one  and  should  not  be  received. 


i 
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Now,  the  next  proposed  finding  as  a  substitute  for  our 
finding  27  I  am  not  going  to  discuss  because  that  goes  to 
the  very  point  we  have  been  discussing  on  counsel’s  mo¬ 
tion  to  reopen  so,  feeling  your  Honor  may  have  the  tran¬ 
script  on  the  discussion  of  that,  we  think  that  will  be  suffi¬ 
cient. 

i  We  think  we  have  followed  the  memorandum  opinion 
of  the  Patent  Office  and  that  counsel  has  not  in  his  proposed 
findings. 

He  asks  for  two  additional  findings  of  fact;  F  is  one 
that  sets  forth  in  detail  78,460  and  75,209;  and  his  pro¬ 
posed  G  does  not  affect  it.  It  affects  the  one  next  in  which 
we  are  not  involved;  it  relates  to  the  priority  of  Cohen 
in  75,209. 

Now,  when  we  come  to  the  proposed  conclusions  he  ob¬ 
jects  to  our  conclusions  of  law  relating  to  the  law  on  tin 
admissibility  of  evidence,  in  which  we  again  deal  with 
each  situation  particularly,  and  did  not  bunch  all 
222  of  the  situations  involved  in  the  four  instances  where 
testimony  was  excluded. 

Counsel  proposed  to  eliminate  those  and  simply  intro¬ 
duce  one  conclusion  of  law,  quoting  the  decision  in  the 
recent  Third  Circuit  case;  and  the  final  proposed  conclu¬ 
sion  in  our  case  is  this  one  where  he  says  that  counts  i 
and  2  of  interference  78,460,  in  which  we  are  involved,  are 
not  patentable  over  the  counts  in  75,209,  in  which  Cohen 
is  involved  and,  as  I  take  it  from  what  counsel  has  said 
in  argument,  he  has  taken  a  reverse  position  with  refer¬ 
ence  to  Cohen.  I  think  that  is  wrong;  ours  is  an  earlier 
date. 

THE  COURT:  I  notice  the  proposed  additional  find¬ 
ings  is  not  in  the  form  of  an  Order. 

i  MR.  BURROWS :  If  your  Honor  wants,  we  can  see  to 
it.  The  idea  was  that  the  findings  in  the  group-party 
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case  which  we  proposed,  namely,  21a,  I  think,  21a  and  21b, 
could  be  incorporated  in  the  order  as  proposed  by  Galls- 
worthy.  | 

THE  COURT:  Very  well,  let  that  be  incorporated  in 
the  Galls  worthy  proposed  findings. 

MR.  SCHNEIDER:  And  we  will  substitute. 

THE  COURT:  The  Gallsworthy  findings  do  not  cover 
the  findings  which  you  first  suggested.  j 

MR.  BURROWS :  There  are  two  separate  sets  of  find¬ 
ings,  one  in  the  two-party  case  and  the  other  by  Galls¬ 
worthy. 

THE  COURT :  Is  this  included  in  the  Gallsworthy  find¬ 
ings? 

223  MR.  BURROWS:  No,  these  relate  to  the  two 
party  case  and,  if  your  Honor  please,  I  should  like 
to  say  a  few  words  about  these  quite  separate  findings 
which  have  been  filed  in  the  two-party,  or  jmulti-party, 
case,  which  concern  the  party  Cohen  and  Knutson  et  al. 
As  filed,  as  1  understand,  these  findings  are  agreeable  to 
Knutson  et  al,  but  they  have,  in  addition  to  the  findings 
your  Honor  has  there,  proposed  one  additional  finding  and 
one  conclusion  of  law,  and  it  is  as  to  those  adcjitional  find¬ 
ings  I  would  like  to  talk  about  now.  I 

These  findings  are  a  repetition,  in  reverse,  of  Cohen  in 
the  other  findings  and  they  simply  state  again  that  the 
count  in  one  case,  that  one  refers  to  a  cutting  proposition 
and  the  other  to  a  composition  of  material,  so  he  is  cover¬ 
ing  it  two  ways. 

Now,  the  natural  content  of  those  two  findiiigs  are  per¬ 
fectly  correct,  but  it  is  wholly  immaterial  to  any  finding  of 
the  Court  for  the  reason  that  it  leads  to  an  erroneous  con¬ 
clusion  of  law  quite  inconsistent  with  your  Honor’s  opin¬ 
ion.  The  contention  is  that  78,4G0  are  unpatentable  over 
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interference  of  75,209.  That  is  not  only  contrary  to  the 
former  decision  in  the  Patent  Office  but  also  your  Honor’s, 
and  I  submit  that  the  finding  and  conclusion  are  improper. 

Counsel  'for  Wolfe  et  al.  has  just  told  me  that  the  find¬ 
ings,  as  modified  in  the  multi-party  case,  are  agreeable 
to  him. 

224  THE  COURT :  I  suggest  that  the  additional  find¬ 
ings  suggested  by  incorporated,  and  will  that  be 
done  at  once? 

MR.  SCHNEIDER:  Yes,  your  honor.  May  I  ask,  dc 
you  wish  us  to  incorporate  in  one  set  the  multi-party — 

MR.  BURROWS:  (Interposing:)  I  think  we  had  better 
group  them  separate. 

THE  COURT:  Then  we  are  only  talking  about  addi¬ 
tional  findings  by  the  party  Cohen? 

MR.  SCHNEIDER :  That  will  be  done  promptly. 

THE  COURT :  What  do  you  mean  by  “ promptly”? 

MR.  SCHNEIDER:  I  will  try  to  do  it  this  afternoon. 

THE  COURT :  The  reason  I  am  concerned  is  that  this 
term  of  Court  is  drawing  to  an  end. 

i  Now,  I  haven’t  seen  the  proposed  judgment.  Should  we 
have  a  judgment  in  each  case? 

MR.  SCHNEIDER:  We  did  in  the  cases  which  in¬ 
volved — 

MR.  BURROWS:  (Interposing:)  I  believe  I  submtited 
a  judgment,  your  Honor. 

THE  COURT:  You  did? 

MR.  BURROWS:  I  believe  so. 

MR.  SCHNEIDER:  Your  Honor,  we  submitted — 1  may 
have  been  in  error — 19,801,  20,052,  20,053  were  consolidated 
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by  Order  quite  early  in  this  series  of  cases  for  all  pur¬ 
poses.  The  other  cases  were  consolidated  only  for  the  pur¬ 
poses  of  trial,  therefore,  I  submitted  one  order  in  the  con¬ 
solidated  cases  and  one  order  in  each  of  the  other 
'1'1-y  two  cases. 

THE  COURT :  I  don’t  seem  to  have  it. 

MR.  KEMOX :  They  were  filed  downstairs. 

TILE  COURT:  They  may  be  downstairs;  and  the  judg¬ 
ments,  when  presented,  should  indicate  that  they  have  been 
seen  by  all  counsel,  so  you  will  endorse  the  word  “seen’’ 
and  your  name. 

*  \ 

MR.  SCHNEIDER:  1  believe  they  were  filed  with  Mr. 
Kemon’s  affidavit  of  service. 

! 

MR.  KEMOX:  That’s  right.  I  wrote  a  letter  stating 
that  these  papers  were  served  on  all  parties  in  interest. 

THE  COURT:  They  may  be  downstairs  and  haven’t 
yet  come  into  the  file. 

i 

MR.  KEMOX:  They  are  entitled  “Decree”  and  date  of 
judgment. 

THE  COURT:  We  don’t  know  what  a  decree  is  an. 
more.  Under  the  new  rules  they  call  it  a  judgment.  Per¬ 
haps  you  can  change  that. 

MR.  SCHNEIDER:  We  will  change  that.  \ 

THE  COURT:  If  you  will  inquire  at  the  Clerk’s  office. 

*  •  «  • 

! 

i 
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3057  Civil  Actions  19,801,  20,052,  20,053,  23,873,  23874 
Gallsworthy-Texas  Co.  vs.  Wolfe  et  al. 
GALLSWORTHY  EXHIBIT  NO.  1 
DEPARTMENT  OF  COMMERCE 
United  States  Patent  Office 

To  all  persons  to  whom  these  presents  shall  come,  Greeting : 

THIS  IS  TO  CERTIFY  that  the  annexed  is  a  true  copy 
from  the  records  of  this  office  of  the  File  Wrapper  and 
Contents,  in  the  matter  of  the  Pending  Application  of  Ben¬ 
jamin  Gallsworthy,  Filed  December  9,  1932,  Serial  Num¬ 
ber  646,491,  for  Improvement  in  Lubricants. 

In  testimony  whereof  I  have  hereunto  set  my  hand  and 
caused  the  seal  of  the  Patent  Office  to  be  affixed  at  the  City 
of  Washington,  this  twenty-seventh  day  of  May,  in  the 
year  of  our  Lord  one  thousand  nine  hundred  and  forty-four 
and  of  the  Independence  of  the  United  States  of  America 
the  one  hundred  and  sixty-eighth. 

(Seal)  Attest: 

Conway  P.  Coe 

Commissioner  of  Patents. 

]).  E.  Wilson 

Chief  of  Division 


3061  This  invention  relates  to  lubricating  compounds 
and  more  particularly  to  lubricating  compounds 
suitable  for  use  where  the  working  surfaces  are  under  par¬ 
ticularly  high  pressures. 

i  More  specifically,  this  invention  relates  to  the  prepara¬ 
tion  of  lubricating  compounds  comprising  petroleum  hydro¬ 
carbons  and  chlorinated  derivatives  of  petroleum  hydro¬ 
carbons. 
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It  is  recognized  that  when  petroleum  hydrocarbon  oils 
are  used  for  lubricating  working  surfaces  of  mechanical 
structures  which  are  under  extremely  high  pressures  that 
the  lubricant  film  may  be  destroyed,  the  working  surfaces 
suffering  mechanical  wear  and  the  lubricant  itself  in  many 
cases  breaking  down  due  to  the  localized  heat  generated  by 
friction.  ! 

i 

1  have  found  that  when  chlorinated  petroleum  hydro¬ 
carbons  are  admixed  with  the  usual  petroleuin  hydrocar¬ 
bon  lubricant  that  this  decomposition  of  the  lubricating 
film  does  not  occur.  As  a  direct  result,  it  is  possible  to 
operate  the  working  surfaces  under  pressures  which  might 
be  prohibitive  when  using  the  petroleum  hydrocarbon  lubri¬ 
cant  alone.  Although  I  am  unable  to  give  a  satisfactory 
explanation  for  the  action  of  the  chlor  compounds  in  al¬ 
tering  the  characteristics  of  the  lubricant  in  which  they  are 
present,  this  elfect  may  in  part  be  traceable  to  the  forma¬ 
tion  of  extremely  thin  films  of  iron  chloride  upon  the  work¬ 
ing  surfaces  of  the  metals. 

Although  I  have  in  mind  particularly  the  application  of 
this  invention  to  the  preparation  of  lubricants  paving  high 
viscosities,  that  is,  in  the  range  of  100  to  500  seconds 
3062  Saybolt  Universal  at  210  °F.,  the  compounding  of 
lubricants  containing  chlor  compounds  and  having 
higher  or  lower  viscosities  than  these  is  also  contemplated. 

I 

The  chlorinated  lubricating  compounds  which  are  em¬ 
bodied  by  my  invention  may  be  prepared  in  a  variety  of 
ways.  For  Example,  I  have  found  that  in  some  cases  it 
may  be  desirable  to  chlorinate  directly  the  lubricant  petro¬ 
leum  hydrocarbon  until  its  chlorine  content  has  been  raised 
to  a  predetermined  value.  In  other  cases,  it  may  be  more 
desirable  to  chlorinate  a  low  viscosity  hydrocarbon  oil 
and  then  to  blend  this  chlorinated  material  with  a  high 
viscosity  petroleum  hydrocarbon  which  has  a  viscosity 
greater  than  that  desired  in  the  compounded  product.  Then 


! 
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again,  in  other  cases  it  may  be  desirable  to  chlorinate  a 
high  viscosity  petroleum  oil  and  then  to  reduce  its  vis¬ 
cosity  with  an  unchlorinated  petroleum  oil.  The  proper 
choice  of  the  method  of  preparation  is  dependent  on  var¬ 
ious  factors  such  as  the  availability  of  the  various  petro¬ 
leum  oils,  the  ease  with  which  the  petroleum  hydrocarbons 
may  be  chlorinated  as  well  as  the  uses  to  which  the  com¬ 
pounded  lubricant  is  to  be  subjected. 

The  methods  of  chlorination  available  for  the  prepara¬ 
tion  of  the  chlorinated  hydrocarbon  oils  are  numerous. 
I  have  found,  however,  that  by  reacting  the  petroleum 
hydrocarbon  oil  with  gaseous  chlorine  at  normal  or  el¬ 
evated  temperatures,  that  an  efficient  chlorination  may  be 
effected.  By  properly  controlling  the  temperatures  of  the 
reaction  as  well  as  by  effecting  the  removal  of  the  undesir¬ 
able  hydrochloric  acid,  chlor  compounds  may  be  produced. 

For  example,  a  low  viscosity  paraffin  base  lubricat- 
3063  ing  oil  having  the  following  characteristics: 
Gravity,  A.  P.  I.  26.7 

Vise.  Univ.  at  100°F.  183 

Pour,  °F.  25 

was  submitted  to  the  action  of  a  controlled  flow  of  chlorine 
for  a  period  of  approximately  six  hours  at  a  temperature 
of  150°F.  The  product  of  this  chlorination  was  then  wash¬ 
ed  with  water  and  dried  and  was  found  to  have  the  follow¬ 
ing  tests: 


Gravity,  A.  P.  I. 

20.2 

Vise.  Univ.  at  100°F. 

305 

Vise.  Univ.  at  210°F. 

52 

Pour,  °F. 

15 

Clorine,  % 

5.37 

This  chlorinated  oil  was  then  blended  with 

a  high  viscosity 

paraffin  base  lubricating  oil  having  the 

following  tests: 

Gravity,  A.  P.  I. 

16.0 

Vise.  Univ.  at  210°F. 

840 

Pour,  °F. 

60 
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In  the  proportions  of  38.6%  of  the  chlorinated  oil  and 
61.4%  of  the  paraffin  oil,  the  blended  lubricant  had  the  fol¬ 
lowing  tests : 

17.7 
201 
!  25 
|  2.09 

This  lubricant  when  tested  in  actual  practice  Vas  found  to 
be  extremely  suitable  for  use  in  high  pressure  work.  It 
was  found  that  when  tested  on  the  Timken  Lubricant 
Tester  that  the  lubricant  worked  satisfactorily  under  pres¬ 
sure  of  as  high  as  50,000  lbs.  per  sq.  in. 

3064  A  satisfactory  lubricant  may  be  prepared  by  chlor¬ 
inating  an  extremely  high,  viscosity  hydrocarbon  oil, 
such  as  that  used  for  blending  with  the  chlorinated  oil 
in  the  above  described  lubricant,  until  its  chlorine  content 
is  sufficiently  great.  By  then  blending  the  chlorinated 
heavy  hydrocarbon  oil  with  a  lighter  petroleum  hydro¬ 
carbon  oil,  a  high  pressure  lubricant  results  which  is  emi¬ 
nently  suitable  for  lubricating  working  surfaces  under 
high  pressures. 

i 

The  use  of  chlorinated  paraffin  wax  is  desirable  for  the 
preparation  of  certain  high  pressure  lubricants.  A  par¬ 
affin  wax  having  a  melting  point  of  102.5° Pi.,  a  flash  of 
410°P\  and  a  fire  point  of  480°F.  was  subjected  to  chlor¬ 
ination  until  it  contained  23.26%  chlorine.  This  chlor  de¬ 
rivative  had  the  following  tests : 


Specific  Gravity  at  60°F. 

I  1.014 

Flash 

535 

Fire 

570 

Vis.  Univ.  at  100°F. 

328 

Solid  Point  °F. 

30 

Chlorine,  % 

23.26 

i 

i 


Gravity,  A.  P.  1. 
Vise.  Univ.  at  210°F. 
Pour,  °F. 

Chlorine,  % 


i 

! 


i 

i 
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By  blending  8%  of  this  chlorinated  paraffin  wax  with  25% 
of  the  low*  viscosity  petroleum  hydrocarbon  oil,  previously 
described,  and  67%  of  the  high  viscosity  petroleum  hydro¬ 
carbon  oil  also  previously  described,  there  resulted  a  lubri¬ 
cant  having  the  following  tests : 


Gravity,  A.  P.  I.  18.2 

Vis.  Univ.  at  210° F.  201 

Pour,  °F.  35 

Chlorine,  %  1.97 


The  petroleum  hydrocarbon  oils  suitable  for  use  as  high 
pressure  lubricants  may  vary  widely,  the  only  neces- 

3065  sary  qualification  being  that  they  have  a  sufficient 
fluidity  in  order  that  they  may  be  directed  to  or 

directed  upon  the  surfaces  to  be  lubricated.  It  is  possible 
to  prepare  a  suitable  hydrocarbon  base  by  blending  to¬ 
gether  an  exceedingly  viscous  oil  with  one  having  a  lower 
viscosity  and  so  suitable  blends  may  be  made  by  mixing 
together  an  oil  having  a  viscosity  in  the  range  of  from 
800  to  1100  Seconds  Saybolt  Universal  at  210°  F.  with  an 
oil  having  a  viscosity  of  100  to  200  Seconds  Saybolt  Uni¬ 
versal  at  100°F.  These  figures  are  only  given  as  examples, 
and  any  mixture  of  oils  having  the  proper  fluidity  may  be 
used  for  compounding  with  the  proper  chlorinated  hydro¬ 
carbons. 

Obviously  many  modifications  and  variations  of  the  in¬ 
vention,  as  hereinbefore  set  forth,  may  be  made  without 
departing  from  the  spirit  and  scope  thereof,  and  there¬ 
fore  only  such  limitations  should  be  imposed  as  are  in¬ 
dicated  in  the  appended  claims. 

3066  I  CLAIM : 

1.  A  lubricant  suitable  for  use  between  surfaces 
working  under  high  pressures  comprising  a  chlorinated 
petroleum  hydrocarbon  lubricating  oil. 
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2.  A  lubricant  comprising  a  chlorinated  petroleum  hy¬ 
drocarbon  lubricating  oil  and  a  lower  viscosity  hydrocar¬ 
bon  oil. 

3.  A  high  pressure  lubricant  comprising  a  mixture  of 
chlorinated  and  unchlorinated  petroleum  hydrocarbon  lu¬ 
bricating  oils. 

4.  A  high  pressure  lubricant  comprising  a  petroleum 
hydrocarbon  oil  and  chlorinated  paraffin  wax. 

5.  A  high  pressure  lubricant  comprising  a  mixture  of 
a  petroleum  hydrocarbon  oil  having  a  viscosity  of  about 
200  Seconds  Saybolt  Universal  at  100° F.,  a  petroleum 
hydrocarbon  oil  having  a  viscosity  of  about  800  Seconds 
Saybolt  Universal  at  210°  F.  and  chlorinated  paraffin  wax. 

6.  A  lubricant  containing  from  1  to  5%  of  weight  of 
chlorine  resulting  from  the  chlorination  at  elevated  tem¬ 
peratures  of  a  petroleum  hydrocarbon  oil  having  viscosity 
of  100  to  300  Seconds  Saybolt  Universal  at  210°F. 

7.  A  lubricant  containing  from  1  to  5%  of  chlorine  re¬ 
sulting  from  the  chlorination  of  a  mixture  of  petroleum 

hydrocarbon  oils  having  a  viscosity  of  50  to  500 
3067  Seconds  Universal  at  210 °F.,  said  mixture  compris¬ 
ing  a  low  viscosity  petroleum  hydrocarbon  lubricat¬ 
ing  oil  and  a  high  viscosity  petroleum  hydrocarbon  lubri¬ 
cating  oil. 

Add  A 

8.  The  method  of  preparing  a  lubricant  compound 
which  comprises  chlorinating  a  petroleum  hydrocarbon  oil 
to  a  chlorine  content  of  from  2  to  10%  and  then  blending 
this  clorinated  oil  with  a  petroleum  hydrocarbon  oil  to 
a  resultant  chlorine  content  of  from  1  to  5%. 

9.  The  method  of  preparing  a  lubricant  compound 
which  comprises  chlorinating  a  low  viscosity  petroleum 
hydrocarbon  oil  to  a  chlorine  content  of  from  2  to  10%  and 


i 
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blending  this  chlorinated  oil  with  a  petroleum  hydrocarbon 
having  a  viscosity  of  500  to  1000  Seconds  Saybolt  Uni¬ 
versal  at  210  °F.  to  a  resultant  viscosity  of  50  to  500  Sec¬ 
onds  Saybolt  Universal  at  210°F. 

10.  The  method  of  preparing  a  lubricating  oil  blend 
which  comprises  chlorinating  a  high  viscosity  petroleum 
hydrocarbon  oil  to  a  chlorine  content  of  from  2  to  10% 
and  blending  this  chlorinated  oil  with  a  petroleum  hydro¬ 
carbon  having  a  viscosity  of  from  100  to  500  Seconds  Say¬ 
bolt  Universal  at  100°F.  to  a  resultant  viscosity  of  from  50 
to  500  Seconds  Saybolt  Universal  at  210  °F. 

3068  IN  WITNESS  WHEREOF  I  have  hereunto  sen 
my  hand  this  1st  day  of  December,  1932. 

Benjamin  Gallsworthy 

i 

#  #  #  # 

Patent  Office  Letter  Sept.  19,  1934. 

3084  The  following  claim  found  allowable,  is  suggested 
for  interference.  Applicant  should  make  same  by 

Oct.  13,  1934,  under  the  provisions  of  Rule  96.  Failure 
to  do  so  will  be  considered  a  disclaimer  of  the  subject 
matter  involved. 

“  A  lubricant  suitable  for  lubrication  under  extreme  pres¬ 
sures  comprising  essentially  mineral  oil  and  a  small  per¬ 
centage  of  chlorine  in  chemical  combination  with  non¬ 
volatile  mineral  oil,  the  compounds  formed  being  also  non¬ 
volatile.’ * 

S.  Cockerell 

Acting  Examiner. 

I 

#  «  #  » 

Amendment  B,  10-1-34 

3085  Add  the  following  claim: 

— 12.  A  lubricant  suitable  for  lubrication  under 
extreme  pressures  comprising  essentially  mineral  oil  and 
a  small  percentage  of  chlorine  in  chemical  combination  with 
non-volatile  mineral  oil,  the  compounds  formed  being  also 
non-volatile. — 
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•  *  *  « 

Amendment  D,  Nov.  30,  1935 

3098  17.  A  lubricating-  composition  having  as  a  pri¬ 

mary  lubricating  constituent  the  combination  of  un¬ 
chlorinated  mineral  lubricating  oil  and  a  minor  propor¬ 
tion  of  chlorinated  mineral  lubricating  oil. 

18.  An  extreme  pressure  lubricant  comprising  as  a  pri¬ 
mary  lubricating  constituent  the  combination  of  unchlori- 
uatcd  mineral  lubricating  oil  and  a  minor  proportion  of 
chlorinated  lubricating  oil,  the  lubricant  being  free  from 
added  sulphur. 

#  *  •  • 

Amendment  F,  May  25,  1937  I 

3105  — 21.  A  lubricating  composition  which  includes 

as  an  essential  constituent  a  chlorinated  complex 
organic  material  of  petroleum  origin  consisting  of  a  mix¬ 
ture  of  petroleum  compounds. — 

•  «  •  • 

Patent  Office  Letter  April  30,  1938  j 

3107  Two  of  the  claims  proposed  by  applicant  in  In¬ 
terference  No.  69703  under  Rule  109,  having  been 
admitted,  said  interference  is  hereby  redeclared  as  pro¬ 
vided  by  said  rule.  The  added  counts  read  as  follows: 
Count  2: 

A  lubricating  composition  having  as  a  primary  lubricat¬ 
ing  constituent  the  combination  of  unchlorinated  mineral 
lubricating  oil  and  a  minor  proportion  of  chlorinated  min¬ 
eral  lubricating  oil. 

Count  3: 

An  extreme  pressure  lubricant  comprising  as  a  primary 
lubricating  constituent  the  combination  of  upchlorinated 
mineral  lubricating  oil  and  a  minor  proportion  of  chlori¬ 
nated  lubricating  oil,  the  lubricant  being  free  from  added 
sulphur. 


i 
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Amendment  G,  Nov.  11,  1938 

3109  — 22.  An  extreme  pressure  lubricant  for  use  be¬ 
tween  relatively  moving  metallic  surfaces,  compris¬ 
ing  a  body  of  refined  mineral  lubricating  oil,  the  ability 
of  which  to  prevent  seizure  and  scoring  between  rela¬ 
tively  moving  metallic  surfaces  operating  under  conditions 
of  extreme  pressure,  has  been  substantially  increased  by 
the  addition  thereto  of  a  minor  amount  of  chlorinated  min¬ 
eral  oil. 

23.  The  method  of  improving  a  body  of  refined  mineral 
lubricating  oil  to  very  substantially  increase  its  ability  to 
prevent  seizure  and  scoring  when  used  as  a  lubricant  be¬ 
tween  relatively  moving  metallic  surfaces  operating  under 
conditions  of  extreme  pressure,  which  comprises  dissolving 
in  said  body  a  small  amount  of  chlorinated  mineral  oil. 

24.  The  method  of  reducing  the  friction  between  rela¬ 
tively  moving  metallic  surfaces  which  comprises  maintain¬ 
ing  therebetween  a  film  of  lubricating  oil  and  at  the  same 
time  chemically  acting  upon  such  surfaces  by  means  of 

chlorine  present  in  said  oil  film  in  the  form  of  a 

3110  minor  amount  of  chlorinated  mineral  oil. 

■*  •  •  • 


Amendment  H,  May  28,  1940 

3129  — 25.  A  composition  of  matter  comprising  a  min¬ 

eral  lubricating  oil  and  a  relatively  small  proportion 
of  a  substantially  non-volatile  chlorinated  paraffin  hydro¬ 
carbon  as  essential  ingredients. 

26.  A  composition  of  matter  comprising  a  mineral  lu¬ 
bricating  oil  and  a  small  percentage  of  chlorine  in  chemi¬ 
cal  combination  with  a  fluid  fraction  of  petroleum,  the  com¬ 
pounds  formed  being  substantially  non-volatile. — 

#  •  *  • 
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2860  DEPARTMENT  OF  COMMERCE 
UNITED  STATES  PATENT  OFFICE 
Filed  October  23,  1946 
Charles  E.  Stewart,  Clerk 

To  all  persons  to  whom  these  presents  shall  come,  Greet¬ 
ing: 

This  is  to  certify  that  the  annexed  is  a  true  copy  from 
the  records  of  this  office  of  the  File  Wrapper  and  Con¬ 
tents,  in  the  matter  of  the  Pending  Application  of  Samuel 
J.  Cohen,  for  Improvement  in  Extreme  Pressure  Lubri¬ 
cants. 

Filed  July  28,  1933 
Serial  Number  682,634 
Filed  October  23, 1946 
Charles  E.  Stewart,  Clerk 

In  Testimony  Whereof  I  have  hereunto  set  my  hand  and 
caused  the  seal  of  the  Patent  Office  to  be  affixed  at  the  City 
of  Washington,  this  twenty-second  day  of  January,  in  the 
year  of  our  Lord  one  thousand  nine  hundred  and  forty-six 
and  of  the  Independence  of  the  United  States  of  America 
the  one  hundred  and  seventieth. 

Casper  W.  Ooms 

Commissioner  of  Patents. 


(SEAL) 

Attest : 

D.  E.  Wilson 
Chief  of  Division. 
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2863  TO  WHOM  IT  MAY  CONCERN : 

Be  is  known  that  1,  Samuel  J.  Cohen,  a  citizen  of 
the  United  States  residing  at  Rochester,  in  the  County  of 
Monroe  and  State  of  New  York,  have  invented  certain  new 
and  useful  improvements  in  extreme  pressure  lubricants, 
of  which  the  following  is  a  specification : 

My  invention  relates  to  lubricants  suitable  for  use  be¬ 
tween  surfaces  having  substantially  “line  contact”,  as  in 
the  case  of  meshing  gears,  where  by  reason  of  the  width 
dimension  being  theoretically  infinitesimal,  the  surface  of 
contact  is  in  theory  likewise  infinitesimal  and  the  pressure 
intensity  infinite.  Owing  to  the  deformation  of  the  metal, 
the  area  and  pressure  are,  of  course,  finite.  In  practice, 
the  pressure  may  be  of  the  order  of  100,000  lbs.  per  square 
inch.  The  lubrication  of  such  gears,  always  a  difficult  prob¬ 
lem,  is  especially  difficult  at  high  peripheral  speeds,  ow¬ 
ing  to  the  tendency  of  centrifugal  force  to  throw  off  the 
lubricant  and  leave  the  surface  bare.  The  tendency  in  mod¬ 
ern  automobile  practice  is  toward  both  higher  pressures 
and  higher  peripheral  speeds.  This  is  especially  true  in 
the  case  of  differential  drives.  Since  the  differential  is 
a  part  of  the  driving  axle,  it  is  not  springborne  and  its 
weight  adds  to  the  inertia  of  the  driving  axle.  This  inertia 
not  only  increases  the  impact  of  the  tires  with  obstructions 
in  the  road  surface,  but  by  slowing  down  the  natural  period 
of  the  axle  assembly,  makes  it  more  nearly  that  of  tin* 
chassis.  This  results  in  the  road  shocks  being  transmitted 
to  the  chassis  with  less  diminution  of  intensity.  By  re¬ 
ducing  the  diameter  of  the  differential  gears,  the  weight 
of  the  differential  is  reduced;  moreover,  road  clearance  is 
at  the  same  time  increased.  Conversely,  for  the  same  road 
clearance,  smaller  wheels  may  be  used,  thus  lowering  the 
center  of  gravity,  which  makes  for  comfort  and  greater 
safety  at  high  speeds.  Further  progress  in  this  direction 
is  therefore  absolutely  dependent  upon  the  development  of 


I 
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lubricants  suitable  for  higher  pressures  and  peripheral 
speeds. 

2864  It  is  known  that  in  general,  the  lubricants  of  rela¬ 
tively  high  viscosity  will  support  greater  pressure 
intensities ;  but  such  lubricants  do  not  give  a  low  coefficient 
of  friction,  moreover,  once  they  are  thrown  off  the  sur¬ 
faces,  do  not  splash  or  flow  freely  enough  to  re-coat  the 
surfaces.  Heavy  oils  and  greases  do  not,  therefore,  meet 
the  requirement.  What  is  needed  is  a  lubricant  of  moder 
ate  viscosity  and  having  a  further  quality  thait  may  be  de¬ 
scribed  as  “film  tenacity”.  This  property  of  film  tenacity 
may  be  due  to  physical  or  chemical  change  in  the  lubricant 
itself  under  high  pressures  and  the  high  local  tempera¬ 
tures  that  may  momentarily  develop  therefrom. 

i 

It  has  been  proposed  to  add  various  materials  to  the 
lubricant  to  increase  its  load-carrying  capacity.  One  such 
material  is  lead  oleate,  which  is  itself  a  lubricant.  While 
lead  oleate  does  increase  the  load  supporting  capacity  of  a 
lubricant  in  a  testing  machine  at  moderate  speeds,  it  does 
not  increase  film  tenacity  and  therefore  does  not  raise 
the  permissible  limit  of  peripheral  speed.  Other  materials 
that  have  been  proposed  for  this  purpose  are  the  fatty 
acids,  in  combination  with  sulphur  and  sulphur  chloride. 
It  is  believed  that  the  sulphur  may  cause  polymerization 
of  the  lubricant,  especially  in  the  zone  of  high  pressure 
and  temperature  (which  may  be  as  high  as  400°F.)  ad¬ 
jacent  to  the  contact  surfaces.  It  is  also  believed  that  the 
chlorine  may  form  a  film  of  ferric  chloride  which  may  act 
as  “dirt”  to  inhibit  welding  of  the  surfaces,  in  much  the 
same  manner  as  scale;  or  it  may  act  to  cause  polymeriza¬ 
tion  of  the  film  of  lubricant  under  pressure. 

i 

When  sulphur  chloride  is  used,  therefore,  it  serves  two 
purposes,  one  of  which  is  to  act  as  a  chlorine  carrier.  Sul¬ 
phur  chloride  is,  however,  a  very  active  chlorinating  agent. 
When  mixed  with  animal  or  mineral  oils  it  tends  to  give 
up  its  chlorine  to  such  oils,  so  that  we  no  longer  have  an 

i 
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oil  mixed  with  sulphur  chloride,  but  a  chlorinated  oil  mixed 
with  sulphur.  Unless  time  be  allowed  for  the  reaction  to 
go  to  completion  and  the  oil  be  afterward  carefully 
2865  neutralized,  it  will  be  strongly  acid  owing  to  the 
HC1  formed  by  the  reaction.  The  amount  of  chlorine 
remaining  in  the  oil  is  only  half  that  introduced  with  the 
sulphur  chloride,  and  as  the  amount  of  sulphur  that  can 
be  tolerated  is  limited,  the  quantity  of  chlorine  that  can 
be  introduced  in  this  way  is,  for  practical  purposes,  limited 
to  about  114%  by  weight. 

My  invention  resides  in  the  discovery  that  results  equal 
to  or  better  than  those  obtainable  with  the  above  mentioned 
ingredients,  may  be  obtained  with  less  or  none  of  such  in¬ 
gredients,  by  adding  to  the  lubricant  a  minor  proportion 
(5  to  20  per  cent  be  weight)  of  a  chlorinated  hydrocarbon. 

For  this  purpose,  a  great  variety  of  hydrocarbons,  rang¬ 
ing  from  crude  petroleum  to  the  lighter  fractions,  and  in 
particular  those  of  the  paraffin  series,  such  as  kerosene, 
fuel  oil  and  paraffine  wax,  have  been  found  to  be  suitable. 
In  fact,  any  chlorinated  aliphatic  hydrocarbon  appears 
to  be  suitable  for  the  purpose  provided  it  is  not  too  vola¬ 
tile  to  remain  in  combination,  on  the  one  hand,  or,  on  the 
other  hand,  so  heavy  as  to  raise  the  viscosity  of  the  lubri¬ 
cant  to  such  an  extent  that  it  no  longer  splashes  freely 
enough  to  coat  the  surfaces.  It  should  be  noted  that  crude 
petroleum  includes  all  the  open  chain  hydrocarbons,  both 
saturated  and  unsaturated,  which,  when  chlorinated,  give 
both  substitution  and  addition  compounds.  The  cyclic 
hydrocarbons  are  also  suitable  for  my  purpose,  although 
in  general  their  higher  cost  renders  them  less  available 
than  open  chain  hydrocarbons.  However,  I  prefer  the  ali¬ 
phatic  hydrocarbons  of  the  paraffine  series,  having  not 
less  than  ten  nor  more  than  27  carbon  atoms  and  boiling 
between  150°  C.  and  250°  C.  One  of  my  preferred  hydron- 
carbons  is  paraffin  wax  melting  between  49°  C.  and  54°  C., 
the  chlorination  of  which  gives  substitution  compounds. 


It  would  seem  that  one  function  of  the  chlorinated  hy¬ 
drocarbon  for  this  purpose  may  be  to  act  a;s  a  chlorine 
carrier.  If  too  stable,  chlorinated  hydrocarbons  are  not 
suitable  for  extreme  pressure  lubricants.  The  chlorinated 
hydrocarbon  should  be  stable  and  neutral  within  the  ordi¬ 
nary  range  of  temperatures  but  at  a  definite  temperature 
it  should  begin  to  give  up  chlorine  and  form  hydrochloric 
acid. 

2866  Specific  gravity  is  always  increased  by  chlorina¬ 
tion,  but  if  the  volume  also  increase  the  increase  in 
gravity  is  correspondingly  reduced.  Viscosity  is  raised 
by  chlorination.  Pour  point  and  melting  ppint,  on  the 
other  hand,  may  be  lowered.  Thus,  chlorinated  paraffin 
wax  is  liquid  at  ordinary  temperatures. 

The  following  comparative  figures  for  chlorinated  kero¬ 
sene  and  paraffin  wax  are  of  interest  as  illustrating  the 
different  characteristics  of  two  chlorinated  hydrocarbons, 
both  of  the  paraffin  series,  but  differing  in  the  number  of 
carbon  atoms.  i 


% 

Sp. 

per 

per 

Lbs. 

Lbs.  Cl, 

Cl, 

Gr. 

gal. 

gal. 

Chlorinated  paraffin  wax 

30.0 

1.040 

8.67 

2.6 

Chlorinated  Kerosene 

21.8 

1.065 

8188 

1.94 

It  will  be  observed  that  at  a  gravity  of  1.04  chlorinated 
paraffin  wax  contains  30%  chlorine  or  2.6  lbs.  per  gallon, 
and  at  substantially  the  same  gravity,  chlorinated  kero¬ 
sene  contains  21.8%  chlorine  or  1.94  lbs.  per  gallon.  Hence, 
chlorinated  paraffin  wax  contains  more  chlorine;  than  chlor¬ 
inated  kerosene  of  the  same  gravity.  Conversely,  chlori¬ 
nated  kerosene  has  a  higher  gravity  than  chlorinated  par¬ 
affin  wax  containing  the  same  weight  of  chlorine  per  gal¬ 
lon.  It  also  has  a  higher  viscosity.  Chlorinated  fuel  oil 
shows  a  somewhat  higher  gravity  and  viscosity  than  keno- 
sene.  Both  fuel  oil  and  kerosene  containing  20  to  45  per 
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cent  chlorine  are  very  good  lubricants  in  themselves  and 
when  combined  with  lubricating  oil  are  effective  in  improv¬ 
ing  its  film  tenacity  and  load  carrying  properties.  How¬ 
ever,  paraffin  wax  containing  20%  to  35%  chlorine  and 
having  the  consistency  of  medium  lubricating  oil,  is  one 
of  the  most  effective  materials  for  increasing  film  tenacity 
that  I  have  yet  discovered.  When  combined  with  lubricat¬ 
ing  oil  in  the  proportion  of  not  over  20%  it  has  the  effect 
of  increasing  the  load-carrying  capacity  four  or  five  times 
at  the  same  peripheral  velocity  and  the  permissible  limit 
of  peripheral  velocity  at  the  same  load  is  also  substantially 
increased.  For  this  purpose  the  chlorinated  paraffin  -wax 
should  preferably  be  combined  with  a  good  mineral  lubri¬ 
cating  oil  of  S.A.E.  specification  50  to  110.  The  oil  thus 
compounded  will  contain  2  to  9  per  cent,  and  prefOr- 
2867  ably  3  per  cent,  chlorine,  and  having  a  viscosity  of 
85  to  150  seconds  Saybolt  at  210°F.  It  will  be  stable 
and  neutral  up  to  270° F.  and  at  or  not  below  this  tem¬ 
perature  will  tend  to  become  acid. 

1  mention  paraffin  wax,  kerosene  and  fuel  oil  because 
these  are  cheap  materials,  the  supply  of  which  is  at  present 
plentiful,  but  I  do  not  wish  to  be  limited  to  these  materials 
as  other  hydrocarbons  give  results  of  positive  value  and 
the  variety  and  complexity  of  available  hydrocarbons  is 
such  that  it  would  be  difficult  to  indicate  a  preference  for 
any  one  or  all  conditions.  Neither  is  it  possible  to  indicate 
the  exact  degree  of  chlorination  that  is  to  be  preferred  for 
general  purposes.  Different  purposes  are  best  served  by 
appropriate  hydrocarbons,  chlorinated  to  suitable  degrees 
and  combined  in  various  proportions  with  a  variety  of 
lubricants. 

One  consideration  affecting  the  choice  of  a  hydrocarbon 
for  my  purpose  is  its  viscosity,  when  chlorinated.  A  very 
nice  control  is  possible  in  this  respect.  Thus  kerosene  may 
be  transformed  by  chlorination  from  a  -water-thin  con¬ 
sistency  to  any  desired  consistency  up  to  that  of  a  heavy 
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oil  of  great  viscosity.  Another  consideration  is  the  pour 
point  of  the  hydrocarbon  when  chlorinated  and  that  of  the 
lubricant  compounded  therefrom.  In  this  respect  also  a 
nice  control  is  possible.  The  best  results  are  secured  when 
the  chlorinated  hydrocarbon  approximates  the  lubricating 
oil  in  both  viscosity  and  pour  point. 

i 

The  chlorinated  hydrocarbon  may  have  been,  before 
chlorination,  a  lubricating  oil  more  or  less  Similar  to  the 
lubricating  oil  with  which  it  is  to  be  combined;  or  the  en¬ 
tire  body  of  lubricating  oil  may  be  chlorinated,  in  which 
case  the  chlorination  would  of  course  be  carried  to  a  less 
degree. 

i 

The  practice  of  adding  sulphur  to  lubricating  oil  for  the 
purpose  of  increasing  its  load  carrying  capacity  has  been 
referred  to  above.  But  sulphur  is  not  soluble  in  ordinary 
lubricating  oil  and  must  therefore  be  added  in  finely  di¬ 
vided  form  and  kept  in  suspension.  Sulphur  is,  however, 
soluble  in  chlorinated  hydrocarbons  and  therefore,  to  any 
extent  to  which  sulphur  may  be  found  useful  or 
2868  desirable,  it  may  be  more  effectively  utilized  in  my 
lubricant  containing  a  proportion  of  chlorinated  hy¬ 
drocarbon,  than  heretofore.  Lead  oleate  in  the  proportion 
of  12  to  20%  may  also  be  used  in  connection  with  my  lubri¬ 
cant,  with  or  without  sulphur  or  sulphur  compounds. 

i 

By  introducing  the  chlorine  in  combination  with  a  hydro¬ 
carbon  rather  than  in  combination  with  sulphur,  it  is  stable 
at  ordinary  temperatures  and  will  not  react  with  lead  ole¬ 
ate,  for  example,  or  with  the  fatty  acids;  moreover,  the 
quantity  of  chlorine  that  may  be  introduced!  in  this  way 
is  not  restricted  or  limited  by  other  ingredients,  such  as 
sulphur. 

I  have  heretofore  described  my  product  as  intended  for 
lubricating  purposes  in  connection  with  gears,  etc.,  but  it 
is  to  be  understood  that  my  product,  with  slight  modifica¬ 
tion,  is  useful  as  a  cutting  oil  or  lubricant  for  dies,  punches, 


I 
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shears,  deep  drawing  presses,  etc.  where  extreme  pressure 
and  high  temperatures  are  also  involved.  My  product  is 
also  useful  for  lubricating  high  speed  turbine  bearings, 
where  the  peripheral  velocity  is  high,  and  free-wheeling 
clutches,  where  both  pressures  and  velocities  are  high,  es¬ 
pecially  in  the  case  of  the  rollers. 

The  chlorinated  hydrocarbons  may  be  mixed  with  an 
animal  or  vegetable  lubricating  oil  without  departing  from 
the  spirit  of  my  invention,  but  for  most  purposes  I  prefer 
to  use  a  mineral  lubricating  oil. 

1  am  aware  that  it  has  been  proposed  to  combine  with 
oils  and  greases  carbon  tetrachloride  as  a  diluent  intended 
to  evaporate  out  in  use.  I  am  also  aware  that  it  has  beer 
proposed  to  combine  chlorinated  aromatic  hydrocarbons 
with  oils  intended  for  specific  purposes,  such  as  non-flam¬ 
mable  transformer  oils.  These  purposes  differ  essentially 
from  mine,  which  is  to  produce  an  “extreme  pressure”  lu¬ 
bricant,  and  the  composition  and  characteristics  of  such 
products  consequently  differ  essentially  from  those  of  my 
product.  In  fact,  the  term  “extreme  pressure  lubricant” 
implies  not  merely  a  different  purpose,  but  a  product  en¬ 
tirely  dissimilar  in  physical  characteristics  to  lubricants 
designed  for  ordinary  purposes.  For  example,  the  chlori¬ 
nated  hydrocarbons  heretofore  used  have  been  too  stable 
to  serve  the  purpose  of  an  extreme  pressure  lubri- 
2869  cant  and  the  oils  compounded  from  them  have  been 
neutral  and  remained  neutral  under  all  conditions 
of  service,  thus  failing  to  meet  the  conditions  that  oils  for 
extreme  pressures  must  become  definitely  acid  under  high 
pressures  and  temperatures. 

I  claim: 

1.  An  extreme  pressure  lubricant  comprising  a  lubri¬ 
cating  oil  mixed  with  a  non-volatile  lialogenated  hydrocar¬ 
bon. 
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2.  An  extreme  pressure  lubricant  consisting  essentially 
of  a  lubricating  oil  mixed  with  a  neutral  chlorinated  hydro¬ 
carbon  having  more  than  10  carbon  atoms  and  commencing 
to  give  up  chlorine  at  or  above  270°F. 

i 

! 

o.  An  extreme  pressure  lubricant  comprising  a  lubri¬ 
cating  oil  mixed  with  not  over  20  per  cent  of  a  neutral 
chlorinated  aliphatic  hydrocarbon  having  more  than  10 
carbon  atoms. 

4.  An  extreme  pressure  lubricant  comprising  a  lubri¬ 
cating  oil  mixed  with  a  neutral  partially  chlorinated  open 
chain  hydrocarbon  having  not  less  than  ten  carbon  atoms. 

5.  An  extreme  pressure  lubricant  comprising  a  lubri¬ 
cating  oil  mixed  with  a  neutral  chlorinated  hydrocarbon 
of  the  paraffin  series  having  not  less  than  10  carbon  atoms 
and  containing  twenty  to  forty-five  per  cent  of  chlorine. 

0.  An  extreme  pressure  lubricant  comprising  a  lubri¬ 
cating  oil  mixed  with  not  over  twenty  per  cent  of  neutral 
chlorinated  open  chain  hydrocarbon  of  the  paraffin  series 
having  not  less  than  10  carbon  atoms  and  commencing  to 
give  up  chlorine  at  or  above  270°F.  \ 

7.  An  extreme  pressure  lubricant  comprising  a  lubri¬ 

cating  oil  of  S.A.E.  standard  specification  50  tp  110,  mixed 
with  a  neutral  halogen  substituted  aliphatic  hydrocarbon 
having  a  viscosity  approximately  the  same  as  that  of  said 

oil.  ! 

8.  An  extreme  pressure  lubricant  comprising  a  lubri¬ 

cating  oil  of  S.A.E.  standardspeeification  50  to  110,  mixed 
with  a  neutral  halogen  substituted  aliphatic  hydrocarbon 
having  a  pour  point  approximately  the  same  as  that  of  said 

oil.  ! 

9.  A  neutral  extreme  pressure  aliphatic  lubricant  con¬ 
taining  not  over  9  per  cent  chlorine  and  having  a  viscosity 
of  85  to  150  seconds  Saybolt  at  210°  F. 

i 

i 


! 

i 

i 
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10.  A  lubricant  comprising  a  lubricating  oil  mixed  with 
a  neutral  non-volatile  halogenated  aliphatic  hydrocarbon 
having  ten  or  more  carbon  atoms. 

2870  11.  A  lubricant  comprising  a  lubricating  oil 

mixed  with  chlorinated  paraffin  wax. 

i  12.  A  lubricant  comprising  a  lubricating  oil  mixed  with 
chlorinated  paraffin  wax  having  a  specific  gravity  of  about 
1.04. 

13.  A  lubricant  comprising  a  lubricating  oil  mixed  with 
chlorinated  paraffin  was  containing  20  to  45  per  cent  of 
chlorine. 

i  14.  An  extreme  pressure  lubricant  consisting  essen¬ 
tially  of  a  lubricating  oil  mixed  with  not  over  20  per  cent 
of  chlorinated  paraffin  wax  containing  20  to  45  per  cent 
of  chlorine. 

15.  An  extreme  pressure  lubricant  comprising  a  lubri¬ 
cating  oil  mixed  with  a  minor  percentage  of  a  sulphur  com¬ 
pound  in  solution  in  a  non-volatile  chlorinated  hydrocar¬ 
bon. 

16.  An  extreme  pressure  lubricant  comprising  a  lubri¬ 
cating  oil  mixed  with  12  to  20  per  cent  of  lead  oleate  and 
a  non-volatile  chlorinated  hydrocarbon. 

17.  An  extreme  pressure  lubricant  comprising  substan¬ 
tially  82  to  74  per  cent  lubricating  oil,  12  to  20  per  cent 
lead  oleate,  3  per  cent  sulphur  and  3  per  cent  chlorine. 

Samuel  J.  Cohen. 

*  *  *  * 

2887  18.  A  high  film  strength  lubricant  comprising  a 

mineral  lubricating  oil  mixed  with  a  minor  propor¬ 
tion  of  a  substantially  neutral  chlorinated  aliphatic  hydro¬ 
carbon  having  elemental  sulphur  incorporated  therewith. 

19.  A  high  film  strength  lubricant  comprising  a  mineral 
lubricating  oil  mixed  with  a  minor  proportion  of  a  sub- 


stantially  neutral  chlorinated  aliphatic  hydrocarbon  hav¬ 
ing  elemental  sulphur  incorporated  therewith,  the  chlorine 
being  in  substantial  excess  of  the  sulphur. 

20.  A  high  film  strength  lubricant  which  is  substantially 
non-corrosive  to  iron  and  copper  comprising  a  substan¬ 
tially  neutral  chlorinated  aliphatic  hydrocarbon. 

21.  A  high  film  strength  lubricant  which  is  substantially 
non-corrosive  to  iron  and  copper  comprising  a  substantially 
neutral  chlorinated  aliphatic  hydrocarbon  mixed  with  a 
lubricating  oil. 

22.  A  high  film  strength  lubricant  which  is  substantially 
non-corrosive  to  iron  and  copper  comprising  a  substan¬ 
tially  neutral  chlorinated  aliphatic  hydrocarbon  having  ele¬ 
mental  sulphur  incorporated  therewith  and  mixed  with 
a  lubricating  oil. 

I 

23.  The  process  of  preparing  a  high  film  strength  lubri¬ 
cant  which  comprises  passing  chlorine  into  an  aliphatic 
hydrocarbon  having  not  less  than  10  carbon  atoms  until 
it  attains  a  viscosity  of  85  to  150  seconds  saybolt  at  210° F. 
and  removing  the  by-product  hydrochloric  acid. 

24.  The  process  of  preparing  a  high  film  strength  lubri¬ 
cant  which  comprises  passing  chlorine  into  i  an  aliphatic 
hydrocarbon  boiling  between  150°  C  and  250°C  until  its 

viscosity  is  increased  to  85  to  150  seconds  saybolt  at 
2888  210°  F  and  removing  the  by-product  hydrochloric 
acid.  i 

25.  The  process  of  preparing  a  high  film  strength  lubri¬ 
cant  wihch  comprises  passing  chlorine  into  kerosene  until 
it  has  a  viscosity  of  85  to  150  seconds  saybolt  at  210° F  and 
removing  the  by-product  hydrochloric  acid. 

26.  The  process  of  preparing  an  extreme  pressure  lu¬ 
bricant  which  comprises  passing  chlorine  into  an  aliphatic 
hydrocarbon  having  not  less  than  10  carbon  atoms  until  it 
contains  not  over  45  percent  of  chlorine  in  chemical  com- 
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bination,  removing  the  by-product  hydrochloric  acid  and 
combining  the  substantially  neutral  chlorinated  hydrocar¬ 
bon  thus  produced  with  a  mineral  lubricating  oil  in  the 
proportion  of  not  over  20  per  cent  of  the  chlorinated  hydro¬ 
carbon  to  not  less  than  80  per  cent  of  the  oil. 

27.  The  process  of  preparing  a  high  film  strength  lu¬ 
bricant  which  comprises  passing  chlorine  into  an  aliphatic 
hydrocarbon  boiling  between  150°  C  and  250°  C  until  is  con¬ 
tains  not  over  45  per  cent  chlorine  in  chemical  combination 
removing  the  by-product  hydrochloric  acid  and  combining 
the  substantially  neutral  chlorinated  hydrocarbon  thus  pro¬ 
duced  with  a  mineral  lubricating  oil  in  the  proportion  of 
not  over  20  per  cent  of  the  chlorinating  "hydrocarbon  to 
not  less  than  80  per  cent  of  the  oil. 

28.  The  process  of  preparing  a  high  film  strength  lubri¬ 
cant  which  comprises  passing  chlorine  into  kerosene  until 
it  contains  not  over  45  per  cent  chlorine  in  chemical  com¬ 
bination,  removing  the  by-product  hydrochloric  acid  and 
combining  the  substantially  neutral  chlorinated  kerosene 
thus  produced  with  a  mineral  lubricating  oil  in  the  propor¬ 
tion  of  not  over  20  per  cent  of  the  chlorinated  kerosene  to 
not  less  than  80  per  cent  of  the  oil. 

29.  The  process  of  preparing  an  extreme  pressure  lu¬ 
bricant  which  comprises  passing  chlorine  into  an  aliphatic- 
hydrocarbon  of  the  paraffine  series  having  10  to  27  carbon 
atoms  until  it  contains  not  over  45  per  cent  chlorine  in 
chemical  combination,  removing  the  by-product  hydro¬ 
chloric  acid  and  combining  the  substantally  neutral  chlori¬ 
nated  hydrocarbon  thus  produced  with  a  mineral  lubricat¬ 
ing  oil  in  the  proportion  of  not  over  20  per  cent  of 

2889  the  chlorinated  hydrocarbon  to  not  less  than  80  per 
cent  of  the  oil. 

30.  The  process  of  preparing  an  extreme  pressure  lu¬ 
bricant  which  comprises  passing  chlorine  into  a  melted  par¬ 
affine  wax  melting  between  49°  C  and  54°  C  until  the  wax 
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contains  not  over  45°C  chlorine  in  chemical  combination, 
removing  the  by-product  hydrochloric  acid  and  combining 
the  substantially  neutral  chlorinated  wax  thus  produced 
with  a  mineral  lubricating  oil  in  the  proportion  of  not  over 
20  per  cent  of  the  chlorinated  wax  to  not  less  than  80  per 
cent  of  the  oil. 

31.  The  process  of  preparing  an  extreme  pressure  lu¬ 
bricant  which  comprises  passing  chlorine  into  an  aliphatic 
hydrocarbon  having  not  less  than  10  carbon  atoms  until  it 
contains  not  over  45  per  cent  of  chlorine  in  chemical  com¬ 
bination,  removing  the  by-product  hydrochloric  acid,  in¬ 
corporating  elemental  sulphur  in  the  substantially  neutral 
chlorinated  hydrocarbon  thus  formed  and  combining  not 
over  20  per  cent  of  the  sulfo-chlorinated  hydrocarbon  thus 
produced  with  not  less  than  80  per  cent  of  a  mineral  lubri  - 
eating  oil. 

i 

2900  32.  A  lubricant  suitable  for  lubrication  under 

extreme  pressures  comprising  essentially  mineral 
oil  and  a  small  percentage  of  chlorine  in  chfemical  com¬ 
bination  with  non-volatile  mineral  oil,  the  compounds 
formed  being  also  non-volatile. 

#  #  *  « 

j 

2910  3.  A  lubricating  composition  having  as  a  pri¬ 

mary  lubricating  constituent  the  combination  of  un¬ 
chlorinated  mineral  lubricating  oil  and  a  minor  proportion 
of  chlorinated  mineral  lubricating  oil. 

34.  An  extreme  pressure  lubricant  comprising  as  a  pri  - 
mary  lubricating  constituent  the  combination  of  unchlor¬ 
inated  mineral  lubricating  oil  and  a  minor  proportion  of 
chlorinated  lubricating  oil,  the  lubricant  being  free  from 
added  sulphur. 

35.  A  lubricating  composition  including  a  major  pro¬ 
portion  of  mineral  oil  and  minor  proportions  of  both  a 


i 

i 
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halogenated  organic  ring  compound  and  sulfur  in  a  solution 
in  active  form. 

36.  As  a  composition  of  matter,  a  lubricating  composi- 
tion  having  as  a  primary  lubricating  constituent  the  com¬ 
bination  of  mineral  oil  and  a  minor  proportion  less  than 
20%,  based  on  such  mineral  oil,  of  a  halogenated  carbon 
ring  compound. 

37.  A  lubricating  composition  including  a  major  pro¬ 
portion  of  a  mineral  oil  base  and  a  minor  proportion  of 
from  .25%  to  10%  of  a  halogen  compound  in  which  sub¬ 
stantially  all  of  the  halogen  present  is  in  the  form  of  a 

halogenated  carbon  ring  compound. 

2911  38.  As  a  composition  of  matter,  a  lubricating 

composition  having  as  a  primary  lubricating  consti¬ 
tuent  the  combination  of  mineral  oil  and  a  minor  propor¬ 
tion  less  than  20%,  based  on  such  mineral  oil,  of  a  halo¬ 
genated  aromatic  compound. 

39.  The  method  of  reducing  the  friction  between  rela¬ 
tively  moving  metallic  surfaces  which  comprises  maintain¬ 
ing  therebetween  a  film  of  lubricating  oil  and  at  the  same 
time  chemically  acting  upon  such  surfaces  by  means  of  a 
halogenated  organic  ring  compound  which  is  present  in 
said  oil  film  in  quantities  less  than  from  about  20%. 

40.  A  lubricating  composition  which  includes  as  an  es¬ 
sential  constituent  a  chlorinated,  complex  organic  material 
of  petroleum  origin  consisting  of  a  mixture  of  petroleum 
compounds. 

41.  A  method  for  the  production  of  a  lubricant  com¬ 
prising  chlorinating  a  petroleum  fraction  containing  ali¬ 
phatic  compounds  by  treating  such  fraction  with  chlorine, 
treating  said  chlorinated  materials  with  an  alkali  to  re¬ 
move  unduly  reactive  and  unstable  constituents  and  to 
leave  relatively  stable  chlorinated  derivatives,  and  blending 
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such  relatively  stable  chlorinated  derivatives  with  a  lu¬ 
bricating  medium. 

•  •  •  • 

2920  42.  A  metal  cutting  composition  comprising  a 

mineral  lubricating  oil  and  a  relatively  small  pro¬ 
portion  of  chlorinated  kerosene  as  essential  ingredients. 

i 

•  •  •  * 

2936  43.  The  method  of  reducing  the  friction  between 

relatively  moving  metallic  surfaces  which  comprises 
maintaining  therebetween  a  film  of  lubricating  oil  and  at  the 
same  time  chemically  acting  upon  such  surfaces  by  means 
of  chlorine  present  in  said  oil  film  in  the  form  of  a  minor 
amount  of  chlorinated  mineral  oil. 

•  •  •  * 

2941  — 44.  A  metal  cutting  composition  comprising  a 

mineral  lubricating  oil  and  a  relatively  small  pro¬ 
portion  of  a  substantially  non-volatile  chlorinated  paraffin 
hydrocarbon  as  essential  ingredients. 

— 45.  A  composition  of  matter  comprising  a  mineral 
lubricating  oil  and  a  relatively  small  proportion  of  a  sub¬ 
stantially  non-volatile  chlorinated  paraffin  hydrocarbon  as 
essential  ingredients. 

i 

— 46.  A  composition  of  matter  comprising  a  mineral 
lubricating  oil  and  a  small  percentage  of  chlorine  in  chem¬ 
ical  combination  with  a  fluid  fraction  of  petroleum,  the 
compounds  formed  being  substantially  non-volatile. 

— 47.  A  metal  cutting  composition  comprising  a  mineral 
lubricating  oil  and  a  small  percentage  of  chlorine  in  chem¬ 
ical  combination  with  a  fluid  fraction  of  petroleum,  the 
compounds  formed  being  substantially  non-volatile. — 

•  *  #  #  i 

! 

I 

•  2944  — 48.  A  metal  cutting  composition  comprised  es¬ 

sentially  of  a  mineral  lubricating  oil  to  which  has 
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been  added  a  relatively  small  proportion  of  a  substantially 
non-volatile  chlorinated  paraffin  hydrocarbon. 

— 49.  A  composition  of  matter  comprised  essentially  of 
a  mineral  lubricating  oil  to  which  has  been  added  a  rela¬ 
tively  small  proportion  of  a  substantially  non-volatile 
chlorinated  paraffin  hydrocarbon. 

— 50.  A  composition  of  matter  comprised  essentially 
of  a  mineral  lubricating  oil  to  which  has  been  added  a  small 
percentage  of  chlorine  in  chemical  combination  with  a 
fluid  fraction  of  petroleum,  the  compounds  formed  being 
substantially  non-volatile. 

— 51.  A  metal  cutting  composition  comprised  essen¬ 
tially  of  a  mineral  lubricating  oil  to  which  has  been  added 
a  small  percentage  of  chlorine  in  chemical  combination  with 
a  fluid  fraction  of  petroleum,  the  compounds  formed  being 
substantially  non-volatile. — 

2946  — 52.  An  extreme  pressure  lubricant  for  use  be¬ 

tween  relatively  moving  metallic  surfaces,  compris¬ 
ing  a  body  of  refined  mineral  lubricating  oil,  the  ability  of 
which  to  prevent  seizure  and  scoring  between  relatively 
moving  metallic  surfaces  operating  under  conditions  of 
extreme  pressure,  has  been  substantially  increased  by  the 
addition  thereto  of  a  minor  amount  of  chlorinated  mineral 
oil. 

— 53.  The  method  of  improving  a  body  of  refined  min¬ 
eral  lubricating  oil  to  very  substantially  increase  its  ability 
to  prevent  seizure  and  scoring  when  used  as  a  lubricant 
between  relatively  moving  metallic  surfaces  operating  un¬ 
der  conditions  of  extreme  pressure,  which  comprises  dis¬ 
solving  in  said  body  a  small  amount  of  chlorinated  mineral 
oil.— 

•  •  •  • 

2958  54.  A  composition  of  matter  comprising  a  min¬ 

eral  lubricating  oil  and  a  relatively  small  propor- 
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tion  of  a  substantially  non-volatile  chlorinated  paraffin 
hydrocarbon  as  essential  ingredients. 

55.  A  composition  of  matter  comprising  a  mineral  lu¬ 
bricating  oil  and  a  small  percentage  of  chlorine  in  chemical 
combination  with  a  fluid  fraction  of  petroleum,  the  com¬ 
pounds  formed  being  substantially  non-volatile. 

•  •  •  • 
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Commissioner  of  Patents 
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•  *  *  # 

1704  This  invention  concerns  an  improved  metal  cutting 
oil  comprising  a  mineral  lubricating  oil  and  a  halo- 
genated  aliphatic  hydrocarbon,  as  well  as  a  method  of  using 
the  same. 
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The  combination  of  properties  required  in  a  cutting  oil 
is  not  thoroughly  understood,  but  it  is  known  that  such  oil 
should  flow  toward  the  work  from  the  point  of  contact, 
should  flush  away  metal  scraps  or  particles  which  would 
tend  to  clog  and  dull  the  tool  and  produce  jagged  surfaces 
in  the  metal  under  treatment,  and  should  conduct  heat 
away  from  the  work. 

An  ordinary  mineral  lubricating  oil  cannot  be  employed 
satisfactorily  as  a  cutting  oil,  since  when  such  oil  is  used 
the  tool  usually  becomes  heated  and  tends  to  stick,  and 
metal  particles  are  not  properly  flushed  away  from  the 
work,  with  the  result  that  the  metal  surfaces  formed  by 
the  operation  are  usually  jagged  and  torn.  It  is  known, 
however,  that  by  emulsifying  certain  materials,  e.g.  soap 
and  water,  sulphur,  etc.,  with  mineral  oil,  a  good  grade  of 
cutting  oil  may  be  produced.  An  emulsion  of  mineral  oil, 
soap,  and  water  is  used  extensively  as  a  cutting  oil. 

f  We  have  now  found  that  a  superior  cutting  oil  which, 
when  applied  in  the  usual  manner,  will  permit  exceptionally 
severe  use  of  a  tool  before  dulling,  overheating,  or  sticking 
occurs,  is  provided  by  adding  a  lialogenated  saturated  ali¬ 
phatic  hydrocarbon  to  a  mineral  lubricating  oil.  (We  have 
also  found  that  ordinary  cutting  oils  which  contain  mineral 
oil,  e.g.  emulsions  of  mineral  oil  with  soap  and  water,  sul¬ 
phur,  sulphur  compounds,  etc.,  may  be  improved  in  quality 
by  incorporating  therewith  a  halogenated  saturated  ali¬ 
phatic  hydrocarbon. 

The  invention,  accordingly,  consists  in  the  cutting  oils 
and  method  of  using  same  hereinafter  fully  described  and 
'  particularly  pointed  out  in  the  claims. 

1705  (Our  cutting  oils  are  prepared  by  incorporating 
a  halogenated  saturated  aliphatic  hydrocarbon  in  a 
mineral  lubricating  oil  or  mixture  containing  such  lubricat¬ 
ing  oil.)  A  cutting  oil  of  excellent  quality  can  be  prepared 
by  partially  brominating  or  chlorinating  the  lubricating 
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oil  and  removing  the  acid  generated  by  the  reaction  from 
the  resultant  mixture.  However,  due  to  the  relatively  high 
viscosity  of  the  product  and  the  difficulty  involved  in  re¬ 
moving  last  traces  of  the  acid  therefrom,  we  prefer  to 
prepare  our  cutting  oils  by  dissolving  or  emulsifying  a 
halogenated  saturated  aliphatic  hydrocarbon,  e.g.  chlorin¬ 
ated  gasoline  or  kerosene,  in  the  lubricating  oil. 

Any  grade  or  quality  of  mineral  lubricating  oil  may  be 
employed  in  our  cutting  oils,  but  for  ordinary  use  we  pre¬ 
fer  an  oil  of  light  or  medium  grade.  The  halogenated 
aliphatic  hydrocarbon  should  have  a  boiling  point  above 
about  140° C.  at  atmospheric  pressure,  i.e.  sufficiently  high 
so  that  it  will  remain  unvolatilized  and  be  retained  in  the 
cutting  oil  during  use.  Such  halogenated  hydrocarbon  may 
contain  either  chlorine  or  bromine  substituents  or  both, 
but  a  chlorinated  compound  is  preferable  over  a  corres¬ 
ponding  brominated  compound  due  to  its  greater  stability 
against  hydrolysis  and  decomposition.  The  halogenated 
compound  may  contain  any  desired  preparation  of  com¬ 
bined  halogen,  but  polyhalogenated  compounds  are  some¬ 
what  superior  to  corresponding  monohalogenated  com¬ 
pounds  for  the  present  purpose.  Among  the!  various  halo- 
genated  aliphatic  hydrocarbons  which  may!  be  employed 
are)  acetylene  tetrachloride,  acetylene  tetrabromide,  di- 
chloro-tribromo-etlianc,  hexachloro-etkane,  |  glyceryl-tri- 
chlorohydrin,  tetrabromo-propane,  chlorinated  gasoline, 
chlorinated  kerosene,  etc. 

The  cutting  oil  may  contain  any  desired  propor- 
3706  tion  of  the  halogenated  hydrocarbon,  since  the  latter 
improves  the  quality  of  the  lubricating  oil  for  metal 
cutting  purposes  regardless  of  the  proportion  used.  In 
practice,  however,  we  prefer  to  employ  the  halogenated 
hydrocarbon  in  such  proportion  that  100  kilograms  of  the 
cutting  oil  will  contain  between  about  0.06  and  S.45  gram 
atomic  weights  of  combined  halogen.  For  instance,  when 
a  chlorinated  hydrocarbon  is  used  in  the  cutting  oil,  the 
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latter  will  preferably  contain  between  0.02  and  3  per  cent 
by  weight  of  combined  chlorine. 

The  following  table  sets  forth  data  collected  during  two 
series  of  drilling  tests  using  various  oil  mixtures  as  cut¬ 
ting  oils.  In  each  test,  %  inch  holes  were  drilled  through 
a  sheet  of  boiler  plate,  1-%  inch  thick,  using  a  drill  which 
revolved  332  times  per  minute  and  which  was  mechanically 
advanced  through  the  metal  at  a  rate  of  0.016  inch  per  revo¬ 
lution  regardless  of  the  cutting  properties  of  the  drill  or 
oil  employed.  The  drilling  was  continued,  using  a  single 
drill  and  continuously  directing  on  the  work  a  stream  of 
cutting  oil  having  the  composition  stated  in  the  table,  until 
it  became  necessary  to  discontinue  the  drilling  for  the 
reason  stated  under  “Remarks”  in  the  table.  The  linear 
inches  of  bore  with  a  single  drill  before  it  became  neces¬ 
sary  to  discontinue  drilling  was  carefully  measured  and  is 
stated  in  the  table.  The  drills  employed  in  the  various 
runs  were  new  drills  from  standard  stock  and  were,  as 
nearly  as  could  be  judged,  of  the  same  quality  and  sharp¬ 
ness. 

In  the  first  series  of  tests,  a  commercial  emulsified  cut¬ 
ting  oil  containing  a  mineral  lubricating  oil,  soap,  and 
water,  was  first  tested,  then  various  chlorinated  aliphatic 
hydrocarbons  were  added  to  other  samples  of  the  same 
emulsified  cutting  oil  and  the  resultant  mixtures  were 
tested  as  cutting  oils.  The  results  of  these  tests 
1707  are  found  in  the  table  under  the  caption  “Series  1”. 

In  the  second  series  of  tests,  a  mineral  lubricating 
oil  of  medium  grade  was  first  tested  as  a  cutting  oil,  then 
various  chlorinated  aliphatic  hydrocarbons  were  mixed 
with  other  samples  of  the  same  mineral  oil  and  the  re¬ 
sultant  mixtures  were  tested  as  cutting  oils.  The  results 
of  these  tests  are  listed  under  the  caption  “Series  II”  in 
the  table. 
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The  percentage  composition  of  the  cutting  oil  (or  of 
a  chlorinated  aliphatic  hydrocarbon  contained  in  such  oil) 
stated  in  the  table  is  in  each  instance  the  per  cent  by  weight. 

•  •  •  • 

1709  In  series  1  of  the  foregoing  table,  a  comparison  of 
Run  1  with  Runs  2-6  shows  that  (the  utility  of  an 

emulsiiied  cutting  oil  which  contains  mineral  oil  can  be 
increased  considerably  by  adding  thereto  a  small  propor¬ 
tion  of  a  chlorinated  saturated  aliphatic  hydrocarbon.)  The 
soap  present  in  the  emulsified  cutting  oils  was  largely 
sodium  oleate.  However,  other  soaps,  e.g.  sodium  stearate, 
potassium  polmitate,  triethanolamine-oleate,  etc.,  may  be 
employed  instead,  as  well  as  other  emulsifying  agents  such 
as  are  commonly  used  in  preparing  emulsified  cutting  oii 
compositions. 

In  Series  II  of  the  table,  Run  1  shows  that  a  mineral 
lubricating  oil  has  little  if  any  value  as  a  cutting  oil.  How¬ 
ever,  Runs  2-4  of  the  same  series  show  that1  (by  adding 
only  a  small  proportion  of  a  chlorinated  aliphatic  hydro¬ 
carbon  to  the  mineral  oil,  the  latter  is  converted  into  an 
exceptionally  good  cutting  oil.) 

1710  Other  modes  of  applying  the  principle  of  our  in¬ 
vention  may  be  employed  instead  of  those  explained, 

change  being  made  as  regards  the  method  or  compositions 
herein  disclosed,  provided  the  steps  or  compositions  stated 
by  any  of  the  following  claims  or  the  equivalent  of  such 
stated  steps  or  compositions  be  employed. 

We  therefore  particularly  point  out  and  distinctly  claim 
as  our  invention:- 

! 

-1- 

5 

A  metal  cutting  composition  comprising  a  mineral  lubri¬ 
cating  oil  and  a  relatively  small  amount  of  a  halogenated 
saturated  aliphatic  hydrocarbon  having  a  boiling  point 
above  about  140°  C.  at  atmospheric  pressure. 
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-2- 

i  A  metal  cutting  composition  comprising  a  mineral  lubri¬ 
cating  oil  and  a  relatively  small  amount  of  a  chlorinated 
saturated  aliphatic  hydrocarbon  having  a  boiling  point 
above  about  140°  C.  at  atmospheric  pressure. 

-3- 

A  metal  cutting  composition  consisting  substantially  of 
a  mineral  lubricating  oil  and  a  relatively  small  amount  of 
a  halogenated  saturated  aliphatic  hydrocarbon  having  a 
boiling  point  above  about  140°  C.  at  atmospheric  pressure. 

-4- 

A  metal  cutting  composition  consisting  substantially  of 
a  mineral  lubricating  oil  and  a  relatively  small  amount  of 
a  chlorinated  saturated  aliphatic  hydrocarbon  having  a 
boiling  point  above  about  140°  C.  at  atmospheric  pressure. 

-5- 

1711  A  metal  cutting  oil  consisting  substantially  of  a 
mineral  lubricating  oil  and  a  polychlorinated  satur¬ 
ated  aliphatic  hydrocarbon  having  a  boiling  point  above 
about  140°  C.  at  atmospheric  pressure,  the  polychlorinated 
aliphatic  hydrocarbon  being  employed  in  such  proportion 
that  the  cutting  oil  product  contains  between  about  0.2  and 
3  per  cent  by  weight  of  combined  chlorine. 

-6- 

A  metal  cutting  oil  consisting  substantially  of  a  mineral 
lubricating  oil  containing  a  relatively  small  amount  of 
hexachloro-ethane. 


-7- 

A  metal  cutting  oil  consisting  substantially  of  a  mineral 
lubricating  oil  containing  a  relatively  small  amount  of 
chlorinated  gasoline. 
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-8- 

A  metal  cutting  oil  consisting  substantially  of  a  mineral 
lubricating  oil  containing  a  relatively  small  amount  of 
chlorinated  kerosene. 


-9- 

A  metal  cutting  oil  consisting  substantially  of  an  emul¬ 
sion  of  mineral  lubricating  oil,  an  emulsifying  agent,  water, 
and  a  halogenated  saturated  aliphatic  hydrocarbon  having 
a  boiling  point  above  about  140°  C.  at  atmospheric  pres¬ 
sure. 


1712  -10- 

A  metal  cutting  oil  consisting  substantially  of  an 
emulsion  of  mineral  lubricating  oil,  an  emulsifying  agent, 
water,  and  a  chlorinated  saturated  aliphatic  hydrocarbon 
having  a  boiling  point  above  about  140°  C.  at  atmospheric 
pressure. 

-11- 

A  metal  cutting  oil  consisting  substantially  of  an  emul¬ 
sion  of  mineral  lubricating  oil,  a  soap,  water,  and  a  poly¬ 
chlorinated  saturated  aliphatic  hydrocarbon  having  a  boil¬ 
ing  point  above  about  140°  C.  at  atmospheric  pressure, 
the  polychlorinated  aliphatic  hydrocarbon  being  employed 
in  such  proportion  that  the  emulsion  contains  between 
about  0.2  and  about  3  per  cent  by  weight;  of  combined 
chlorine. 


In  a  method  of  cutting  metals,  the  step  of  maintaining  in 
contact  with  the  metal  which  is  being  cut  a  metal  cutting 
oil  comprising  a  mineral  lubricating  oil  and  a  halogenated 
saturated  aliphatic  hydrocarbon  having  a  boiling  point 
above  about  140°  C.  at  atmospheric  pressure. 

i 
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-13- 

In  a  method  of  cutting  metals,  the  step  of  maintaining 
in  contact  with  the  metal  which  is  being  cut  a  metal  cut¬ 
ting  oil  comrpising  a  mineral  lubricating  oil  and  a  chlor¬ 
inated  saturated  aliphatic  hydrocarbon  having  a  boiling 
point  above  about  140°  C.  at  atmospheric  pressure. 

1713  - 14  - 

In  a  method  of  cutting  metals,  the  step  of  main¬ 
taining  in  contact  with  the  metal  which  is  being  cut  a  metal 
cutting  oil  consisting  substantially  of  a  mineral  lubricat¬ 
ing  oil  and  a  polychlorinated  saturated  aliphatic  hydro¬ 
carbon  having  a  boiling  point  above  about  140°  C.  at  at¬ 
mospheric  pressure,  the  polychlorinated  aliphatic  hydro¬ 
carbon  being  present  in  such  proportion  that  the  cutting 
oil  contains  between  about  0.2  and  about  3  per  cent  by 
weight  of  combined  chlorine. 

-  lo¬ 
in  a  method  of  cutting  metals,  the  step  maintaining  in 
contact  with  the  metal  which  is  being  cut  a  cutting  oil 
consisting  substantially  of  an  emulsion  of  mineral  lubri¬ 
cating  oil,  an  emulsifying  agent,  water,  and  a  chlorinated 
saturated  aliphatic  hydrocarbon  having  a  boiling  point 
above  about  140°C.  at  atmospheric  pressure. 

Signed  by  us  this  27th  day  of  June,  1934. 

Le  Grand  Morell 
Amos  T.  Knutson 

•  •  «  • 

1746  A  metal  cutting  composition  comprising  a  mineral 
lubricating  oil  and  a  relatively  small  proportion  of 
hexachlorethane  as  essential  ingredients. 

1747  -18  - 

A  metal-cutting  composition  comprising  a  mineral 
lubricating  oil  and  a  relatively  small  proportion  of  chlori¬ 
nated  gasoline  as  essential  ingredients. 
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- 19  -  j 

A  metal  cutting  composition  comprising  a  mineral  lubri¬ 
cating  oil  and  a  relatively  small  proportion  of  chlorinated 
kerosene  as  essential  ingredients. 

#  #  #  ># 

i 

! 

1755  -  20  -  | 

A  metal  cutting  composition  whose  principal  in¬ 
gredient  is  mineral  oil,  said  oil  containing  hexachlorethane 
to  the  extent  of  about  1%. 

#  w  w 

J76S  21.  A  metal  cutting  composition  comprising  a 
mineral  lubricating  oil  and  a  relatively  small  pro¬ 
portion  of  a  substantially  non-volatile  chlorinated  paraffin 
hydrocarbon  as  essential  ingredients.  j 

22.  A  composition  of  matter  comprising  a  mineral  lu¬ 
bricating  oil  and  a  relatively  small  proportion  of  a  sub¬ 
stantially  non-volatile  chlorinated  paraffin  hydrocarbon  as 
essential  ingredients. 

23.  A  composition  of  matter  comprising  a  mineral  lu¬ 
bricating  oil  and  a  small  percentage  of  chlorine  in  chemical 
combination  with  a  fluid  fraction  of  petroleum,  the  com¬ 
pounds  formed  being  substantially  non-volatile. 

24.  A  metal  cutting  composition  comprising  a  mineral 
lubricating  oil  and  a  small  percentage  of  chlorine  in  chemi¬ 
cal  combination  with  a  fluid  fraction  of  petroleum,  the  com¬ 
pounds  formed  being  substantially  non-volatile. 

•  •  •  • 

1769  26.  A  lubricant  suitable  for  lubrication  under  ex¬ 

treme  pressures  comprising  essentially  mineral  oil 
and  a  small  percentage  of  chlorine  in  chemical  combination 
with  non-volatile  mineral  oil,  the  compounds  formed  being 
also  non-volatile. 
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27.  A  lubricating  composition  having  as  a  primary  lu¬ 
bricating  constituent  the  combination  of  unchlorinated  min¬ 
eral  lubricating  oil  and  a  minor  proportion  of  chlorinated 
mineral  lubricating  oil. 

28.  An  extreme  pressure  lubricant  comprising  as  a  pri¬ 
mary  lubricating  constituent  the  combination  of  unchlori¬ 
nated  mineral  lubricating  oil  and  a  minor  proportion  of 
chlorinated  lubricating  oil,  the  lubricant  being  free  from 
added  sulphur. 

29.  A  lubricating  composition  which  includes  as  an  es¬ 
sential  constituent  a  chlorinated,  complex  organic  material 
of  petroleum  origin  consisting  of  a  mixture  of  petroleum 
compounds. 

*  *  •  • 

1792  31.  A  composition  of  matter  suitable  to  prevent 

seizure  and  scoring  of  relatively  moving  metallic 
surfaces  operating  under  extreme  pressures  comprising  es¬ 
sentially  mineral  lubricating  oil  and  a  minor  proportion 
of  non-volatile  chlorinated  mineral  oil. 

32.  A  composition  of  matter  suitable  to  prevent  seizure 
and  scoring  of  relatively  moving  metallic  surfaces  operat¬ 
ing  under  extreme  pressures  comprising  a  major  propor¬ 
tion  of  mineral  lubricating  oil  and  a  minor  proportion  of 
non-volatile  chlorinated  mineral  oil,  the  lubricant  being  free 
from  added  fatty  acid. 

,  33.  A  composition  of  matter  suitable  to  prevent  seizure 
and  scoring  of  relatively  moving  metallic  surfaces  operat¬ 
ing  under  extreme  pressures  comprising  a  major  propor¬ 
tion  of  mineral  lubricating  oil  on  the  order  of  about  98% 
of  the  total  composition  and  a  minor  proportion  of  non¬ 
volatile  chlorinated  mineral  oil  on  the  order  of  about  2% 
of  the  total  composition. 

34.  A  composition  of  matter  comprising  essentially 
mineral  lubricating  oil,  the  properties  of  which,  affecting 


its  use  to  prevent  seizure  and  scoring  of  metallic  surfaces 
operated  under  conditions  of  extreme  pressures,  are 
1793  improved  by  the  addition  thereto  of  a  minor  amount 
of  chlorinated  mineral  oil 

35.  A  composition  of  matter  suitable  to  prevent  seizure 
and  scoring  of  relatively  moving  metallic  surfaces  operat¬ 
ing  under  extreme  pressures  comprising  essentially  min¬ 
eral  lubricating  oil  and  a  minor  proportion  of  non-volatile 
chlorinated  mineral  oil,  substantially  all  of  the  chlorine 
present  in  the  composition  being  in  the  form  of  chlorinated 
hydrocarbon. 

36.  A  composition  of  matter  suitable  to  prevent  seizure 
and  scoring  of  relatively  moving  metallic  surfaces  operat¬ 
ing  under  extreme  pressures  comprising  essentially  min¬ 
eral  lubricating  oil  and  a  minor  proportion  of  a  chlorinated 
complex  organic  material  of  petroleum  origin  consisting 
of  a  mixture  of  petroleum  compounds. 

37.  The  method  of  reducing  friction  and  preventing 
seizure  or  scoring  between  relatively  moving  metallic  sur¬ 
faces  operating  under  extreme  pressures  which  comprises 
maintaining  therebetween  a  film  of  lubricating  oil  and  at 
the  same  time  chemically  acting  upon  said  surfaces  by 
means  of  halogenated  mineral  oil  present  in  said  film  in 
minor  amounts  and  being  substantially  non-volatile. 

38.  The  method  of  reducing  friction  and  preventing 

seizure  or  scoring  between  relatively  moving  metallic  sur¬ 
faces  operating  under  extreme  pressures  which  comprises 
maintaining  therebetween  a  film  of  lubricating  oil  and  at 
the  same  time  chemically  acting  upon  said  surfaces  by 
means  of  halogenated  complex  organic  material  of  petro¬ 
leum  origin  consisting  of  a  mixture  of  petroleum  com¬ 
pounds  included  in  minor  amounts  in  said  film  and  being 
substantially  non-volatile.  i 
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1800  39.  An  extreme  pressure  lubricant  for  use  be¬ 

tween  relatively  moving  metallic  surfaces,  compris¬ 
ing  a  body  of  refined  mineral  lubricating  oil,  the  ability 
of  which  to  prevent  seizure  and  scoring  between  relatively 
moving  metallic  surfaces  operating  under  conditions  of  ex¬ 
treme  pressure,  has  been  substantially  increased  by  the  ad¬ 
dition  thereto  of  a  minor  amount  of  chlorinated  mineral 
oiL 

40.  The  method  of  improving  a  body  of  refined  mineral 
lubricating  oil  to  vary  substantially  increase  its  ability  to 
prevent  seizure  and  scoring  when  used  as  a  lubricant  be¬ 
tween  relatively  moving  metallic  surfaces  operating  under 
conditions  of  extreme  pressure,  which  comprises  dissolving 
in  said  body  a  small  amount  of  chlorinated  mineral  oil. 

41.  The  method  of  reducing  the  friction  between  rela¬ 
tively  moving  metallic  surfaces  which  comprises  maintain¬ 
ing  therebetween  a  film  of  lubricating  oil  and  at  the  same 
time  chemically  acting  upon  such  surfaces  by  means  of 
chlorine  present  in  said  oil  film  in  the  form  of  a  minor 
amount  of  chlorinated  mineral  oil. 


1810  -  31  - 

A  metal  cutting  composition  comprised  essentially 
of  a  mineral  lubricating  oil  to  which  has  been  added  a 
relatively  small  proportion  of  a  substantially  non-volatile 
chlorinated  paraffin  hydrocarbon. 

-32- 

A  composition  of  matter  comprised  essentially  of  a  min¬ 
eral  lubricating  oil  to  which  has  been  added  a  relatively 
small  proportion  of  a  substantially  non-volatile  chlorinated 
paraffin  hydrocarbon. 
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-33- 

A  composition  of  matter  comprised  essentially  of  a  min¬ 
eral  lubricating  oil  to  which  has  been  added  a  small  per¬ 
centage  of  chlorine  in  chemical  combination  with  a  fluid 
fraction  of  petroleum,  the  compounds  formed  being  sub¬ 
stantially  non-volatile. 

1811  -  34  - 

A  metal  cutting  composition  comprised  essentially 
of  a  mineral  lubricating  oil  to  which  has  been  added  a 
small  percentage  of  chlorine  in  chemical  combination  with 
a  fluid  fraction  of  petroleum,  the  compounds  formed  being 
substantially  non-volatile. 

» 

1719  Midland,  Michigan,  December  6,  1934 

Applicants  LeGrand  Morell  et  al 

Serial  No.  733,452  j 

Filed  July  2,  1934  j 

For  “Cutting  Oil” 

Div.  64,  Hoorn  4708 

Hon.  Commissioner  of  Patents 

Sir:  j 

In  response  to  Office  Action  dated  October  6,  1934,  I 
hereby  comment  as  follows : 


1720  The  rejection  of  claims  1,  2,  12,  and  13  on  the 
Lincoln  et  al.  and  Wood  patents  is  thought  Unwarranted. 
Each  of  said  rejected  claims  reads  on  a  metal-cutting  oil 
comprising  a  mineral  lubricating  oil  and  a  halogenated 
saturated  aliphatic  hydrocarbon  having  a  bailing  point 
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above  140°  C.  Neither  of  the  patents  which  were  cited 
discloses  a  cutting  oil  or  the  use  of  any  oil  in  cutting  metals. 
The  Lincoln  et  al.  patent  discloses  that  by  adding  about 
1  per  cent  by  weight  of  a  chlorinated  hydrocarbon  wax  to 
a  lubricating  oil  the  resistance  of  the  latter  to  break  down 
under  heavy  loads  is  raised  from  10,500  pounds  to  11,600 
pounds  per  square  inch.  This  patent,  however,  deals  ex¬ 
clusively  with  an  improved  lubricating  oil.  It  does  not  sug¬ 
gest  the  use  of  the  oil  disclosed  therein  for  metal-cutting 
purposes.  The  lubricating  properties  of  an  oil  are  not  a 
measure  of  the  value  of  such  oil  for  metal-cutting  purposes. 
This  fact  is  fully  substantiated  by  the  table  of  examples 
in  the  present  application  wherein  it  is  shown  that  ordinary 
mineral  lubricating  oil,  which  is  commonly  used  and  is 
entirely  satisfactory  for  most  lubricating  purposes,  is  to¬ 
tally  unsatisfactory  for  use  as  a  cutting  oil.  Accordingly, 
it  could  not  have  been  predicted  from  the  disclosure  in 
the  Lincoln  et  al.  patent  that  a  superior  cutting  oil  could 
be  obtained  by  adding  a  non-volatile  chlorinated  aliphatic 
hydrocarbon  to  lubricating  oil. 

•  •  •  • 

1722  Respectfully 

Thomas  Griswold,  Jr. 

Attorney 

1723  IN  THE  UNITED  STATES  PATENT  OFFICE 

L.  Morell  and  A.  T.  Knutson 
Serial  No.  733,452 
Filed  July  2, 1934 
For  “Cutting  Oils” 


AFFIDAVIT 


State  of  Michigan 
County  of  Midland  ss. 

I,  AMOS  T.  KNUTSON,  the  undersigned,  being  duly 
sworn,  depose  and  say  that  I  am  by  profession  a  chemist, 
having  been  graduated  from  Michigan  State  College  in 
1931  with  the  degree  of  B.Sc. ;  that  I  am  co-inventor  in  the 
above  identified  application;  and,  that  each  of  the  emulsi¬ 
fied  cutting  oils  employed  in  the.  first  series  of  experiments 
described  in  the  table  of  examples  of  the  above  identified 
application  were  prepared  in  the  following  manner 

A  measured  quantity  of  a  commercial  emulsified  cutting 
oil,  consisting  substantially  of  2  per  cent  by  weight  water. 
23  per  cent  soap,  and  75  per  cent  mineral  lubricating  oil, 
was  treated  with  a  measured  quantity  of  a  chlorinated  sat¬ 
urated  aliphatic  hydrocarbon,  e.g.  hexachloro-ethane.  0.66 
gallon  of  the  so-treated  oil  was  then  mixed  with  8  times 
its  volume,  i.e.  with  5.34  gallons,  of  water  to  form  6  gal¬ 
lons  of  the  emulsified  cutting  oil  product. 

Affiant  further  deposes  and  says  that  in  calculating  the 
composition  of  each  such  product  from  the  known  quan¬ 
tities  of  the  commercial  emulsified  cutting  oil  and  of  the 
chlorinated  hydrocarbon  which  were  used,  he  inad- 
1724  vertently  made  his  calculations  on  the  erroneous  as¬ 
sumption  that  said  known  quantities  of  the  commer¬ 
cial  emulsified  oil  and  chlorinated  hydrocarbon  were  mixed 
with  sufficient  water  to  form  8  gallons  of  the  final  emulsion. 

Amos  T.  Knutson 

Sworn  to  and  subscribed  before  me  this  6th  day  of  De¬ 
cember,  1934. 


Geneva  Turner 
Notary  Public 
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Milland,  Michigan,  September  1),  1935 
1727  Applicants  LeGrand  Morell  et  al. 

Serial  No.  733,452 
Filed  July  2,  1934 
For  “Cutting  Oil” 

Div.  64,  Room  4708 

Hon.  Commissioner  of  Patents 

Sir: 

In  response  to  Office  action  dated  March  15, 1935, 1  here¬ 
by  amend  as  follows 

w  *  *  # 

1730  With  regard  to  the  rejected  generic  Claims  1,  2, 
12,  and  13,  each  of  which  deals  with  a  cutting  oil  com¬ 
prising  a  mineral  lubricating  oil  and  a  halogenated  ali¬ 
phatic  hydrocarbon  boiling  at  a  temperature  above  140°  C., 
applicants  have  shown  in  the  examples  on  Page  6  of  the 
specification  that  such  lubricating  oil  alone  has  little  or  no 
value  as  a  cutting  oil,  but  that  by  incorporating  a  small 
proportion  of  the  halogenated  aliphatic  hydrocarbon  there¬ 
with  a  cutting  oil  of  exceptional  quality  is  obtained.  From 
this  proven  fact  that  a  mineral  oil  is  not  satisfactory  as 
a  cutting  oil,  it  is  apparent  that  the  requisites  for  a  good 

cutting  oil  are  different  from  those  for  a  lubricating 

1731  oil.  There  is  no  suggestion  or  hint  in  any  of  the 
references  that  a  mineral  lubricating  oil  which  has 

little,  if  any,  value  as  a  cutting  oil  may  be  converted  into 
a  good  cutting  oil  by  adding  a  small  proportion  of  a  high 
boiling  clorinated  aliphatic  hydrocarbon  thereto.  Ac¬ 
cordingly,  the  references  do  not  anticipate  the  invention 
defined  by  each  of  the  above  claims. 

» 

Respectfully 

1732  Thomas  Griswold  Jr. 

Attorney 
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<ii  *  * 


Knutson  et  al.  Exhibit  No.  112 
2135  DIRECT  EXAMINATION  BY  MR.  LIMBACH 

Ql.  Will  you  please  state  your  full  name,  resi¬ 
dence  i  A.  Eldon  F.  Graves,  509  W.  Ellsworth  Street, 
Midland,  Michigan. 

Q2.  What  is  your  occupation  ?  A.  Lubrication  en¬ 
gineer. 

Q3.  Where  1  A.  Dow  Chemical. 

Q4.  At  Midland,  Michigan?  A.  Midland,  Michigan. 

Q5.  What  is  entailed  in  your  duties  as  lubrication  en¬ 
gineer?  A.  Well,  primarily  I  am  employed  in  studying 
lubricating  problems  in  the  plant. 

QG.  Do  you  have  charge  of  the  lubrication  of  any  of  the 
equipment  in  the  plant  ?  A.  That  is  right.  That  is  what 
it  amounts  to — having  charge  of  the  selection  of  lubricants 
and  their  application.  That  is  about  what  it  amounts  to 

Q7.  For  .what  portion  of  the  plant  or  works?  A. 
Well,  I  would  say  with  the  exclusion  of  the  Power  Plant 
we  have  our  hands  full.  They  have  their  own.  That  in¬ 
cludes,  of  course,  outlying  plants  as  well  as  the  Midland 
branch. 

Q8.  That  is  the  work  that  comes  under  your  jurisdic¬ 
tion?  A.  Yes,  sir.  We  recommend  lubricants  for  our 
subsidiaries,  and  also  problems  that  come  up.  In  case  of 
trouble,  lubricant  failure,  or  some  unusual  condition 
that  can  be  traced  to  lubrication,  we  are  called  in 
21 3G  and  we  do  what  we  can  to  solve  the  problem. 

Q9.  When  did  you  enter  the  emplo^  of  the  Dow 
company?  A.  Well,  three  days — we  will  say  before 
Christmas,  in  1931.  It  would  be  December  22nd,  I  guess. 
Q10.  1931?  A.  1931. 

Qll.  And  what  were  your  duties  here  with  the  company 
immediately  after  your  entering  into  their  employ?  On 
what  type  of  work  were  you  engaged?  A.  Testing  chemi- 
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cal  compounds  as  lubricants;  addition  agents,  we  will  say, 
to  lubricants. 

•  •  •  • 

2139  Q55.  Were  you  familiar  with  those  entries  and 

the  work  done  recorded  in  the  entries  where  the  ad¬ 
dition  agent  was  chlorinated  kerosene?  A.  Only  through 
the  records. 

#  *  * 

2147  Q161.  Now,  have  you  any  record  of  any  other 

tests  on  these  lubricating  compositions  containing 
non-volatile  chlorinated  fluid  fractions  of  petroleum  in 
small  percentages  in  mineral  oil?  A.  Yes. 

Q162.  Where  do  you  find  such?  A.  On  page  210  of 
book  2. 

Mr.  Limbacli :  Page  210  just  referred  to  by  the  witness 
has  been  marked,  for  purposes  of  identification,  as  Ex¬ 
hibit  33. 

Before  1  forget,  let  me  offer  in  evidence  the  last  exhibit, 
No.  27,  referred  to  by  the  witness. 

lQ.163.  Now,  to  what  does  Exhibit  33  relate?  A.  It 
relates  to  the  testing  of  compounds  added  to  petroleum 
lubricating  oil  in  internal  combustion  engines. 

Q164.  Will  you  elaborate  on  that  to  some  extent?  Tell 
us  what  was  actually  done?  A.  The  mixtures  were  run 
in  an  automobile  engine  around  the  plant — if  I  remember 
correctly,  in  mail  service,  and  after  518  miles  the  oil  was 
removed  from  the  engine  and  examined  in  the  Floyd  ma¬ 
chine  to  determine  the  loss  in  extreme  pressure  properties. 
At  this  time  we  were  attempting  to  determine  how  much  of 
the  material  was  lost  in  actual  service.  Is  it  necessary  to 
give  the  results  of  these  tests? 

Mr.  Liinbach:  Yes,  I  would  like  to  have  you  indicate 
those  results  for  the  record. 
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(Continuing)  The  breakdown  or  amount  of  load  carry¬ 
ing  capacity  that  the  used  crankcase  oil  displayed  was  19 
weights;  the  abrasion  test  was  indicated  as  being  very 
good.  The  acidity  has  dropped  considerably. 

Q165.  Now,  when  was  that  test  run  in  the  automobile! 
A.  August  4,  1932. 

Q166.  Was  that  the  date  on  which  the  tesst  was  com¬ 
pleted  or  the  date  on  which  it  was  begun!  A.  The  date 
on  which  it  was  completed. 

Q167.  What  was  the  duration  of  that  test!  A.  We 
have  no  record  as  to  the  date  on  which  it  was  placed  in  the 
engine  crankcase.  The  mileage  is  the  primary  considera¬ 
tion  inasmuch  as  these  cars  may  run  but  a  few  miles 
a  day. 

2148  Q168.  What  kind  of  a  car  did  you  say  the  test 

was  conducted  on!  A.  I  referred  to  it  as  the  mail 
car — a  car  used  to  deliver  mail  within  the  plant. 

Q169.  Would  you  say  that  that  was  a  rather  severe 
or  a  rather  light  test  ?  A.  It  was  considered  to  be  a  severe 
test. 

Q170.  On  account  of  what  factors!  A.  Considerable 
amount  of  idling  of  the  engine,  the  temperatures  in  the 
crankcase  never  becoming  very  high,  with  a  subsequent  ten¬ 
dency  for  dilution  due  to  stopping  and  starting,  and  pos¬ 
sibly  choking. 

Q171.  What  was  the  precise  compositioL  of  that  oil? 
A.  The  formula  was  5%  of  No.  20  oil  in  95%  S.A.E.  30 
Polarine. 

Q172.  What  is  S.A.E.  30  Polarine?  A.  This  refers  to 
an  oil  manufactured  by  the  Standard  Oil  Company,  Indi¬ 
ana,  with  a  viscosity  range  of  S.A.E.  30. 

Q173.  Was  that  a  commercial  mineral  lubricating  oil? 
A.  It  is. 

Q174.  Now,  what  was  the  No.  20  oil,  a  5%  concentra¬ 
tion  of  which  was  used  in  Polarine?  A.  The  No.  20  oil 
was  composed  of  a  mixture  of  50%  chlorinated  coconut  oil 
and  50%  polychloropropane. 
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Q175.  So  that  how  much  polychloropropane  was  in  the 
resultant  blend?  A.  2y2%. 

I Q176.  Now,  was  that  polychloropane  a  non-volatile 
chlorinated  fluid  fraction  of  petroleum?  A.  It  was. 

Q177.  Would  you  say  that  that  test  in  the  automobile 
was  a  successful  test?  A.  Yes. 

Q178.  And  what  would  you  say  as  to  its  representing 
the  commercial  acceptability  of  that  composition  for  use  in 
crankcases  of  internal  combustion  engines?  A.  It  is  rea¬ 
sonable  to  expect  that  such  a  material  would  enhance  the 
use  of  a  standard  product  such  as  this  Polarine  S.A.E.  30. 

Q179.  I  am  interested  in  what  that  test  demonstrates 
as  having  been  the  effect  of  the  addition  agents  on  the  oil 
base  itself.  Did  the  tests  show  that  the  presence  of  the 
addition  agent  very  adversely  affected  the  normal  lubricat¬ 
ing  properties  of  the  oil  base?  A.  Yes,  it  affected  the 
lubricating  properties.  The  test  was  primarily  intended  to 
show  the  decomposition  of  the  material  involved. 
2149  Q180.  And  what  were  the  results  on  that  point? 

A.  On  this  point  we  have  evidence  that  these  mate¬ 
rials  endured  518  miles  with  practically  no  change  in  their 
extreme  pressure  properties. 

Q181.  Did  they  result  in  a  deterioration  of  the  oil  base 
itself?  A.  No. 

Q182.  So  that  what  do  the  tests  at  the  conclusion  of 
the  run  show  as  to  the  condition  of  the  oil  at  the  conclusion 
of  the  test?  Was  it  still  a  good  lubricant  or  had  it  de¬ 
teriorated?  A.  It  was  still  a  good  lubricant. 

Q183.  Who  prepared  that  composition?  A.  I  did. 

Q184.  And  who  conducted  the  test  on  the  oil  after  the 
conclusion  of  the  run?  A.  I  did. 

Q185.  And  under  whose  direction  and  supervision  was 
it  done?  A.  Amos  Knutson’s. 

Mr.  Limbach :  1  now  offer  in  evidence  Exhibit  33  abou; 
which  the  witness  has  just  testified. 
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Q186.  Do  you  have  any  other  records  of  tests  run  in 
actual  internal  combustion  engines  on  these  lubricating 
compositions  about  which  we  are  concerned?  A.  We 
have. 

Q187.  And  can  you  produce  them?  A.  1  can. 

Mr.  Limbach:  The  witness  refers  to  pages  218  and  219 
of  book  2,  which  are  marked,  for  purposes  of  identification, 
as  Exhibit  34. 

Q188.  In  whose  handwriting  is  Exhibit  34?  A.  Mine. 

Q189.  And  what  is  the  material  there  recorded?  In 
your  own  words,  tell  us  what  is  contained  in  the  substance 
of  that  exhibit.  A.  The  tests  relate  to  six  practical  ap¬ 
plications  of  addition  agents  in  lubricating  oils  which  were 
run  in  the  engines  of  various  cars  as  listed. 

Q190.  How  are  those  six  tests  separately  identified?  A. 
By  way  of  symbols.  M.T.  with  the  addition  of  zero,  1,  2,  3, 
4,  up  to  6.  These  are  the  designations  of  the  several  tests. 

Q191.  What  was  the  addition  agent  of  test  M.T.O.? 
jA.  M.T.O.  refers  to  the  first  test  which  we  have  just  re¬ 
lated  in  the  Dow  mail  car. 

Q192.  Is  that  the  one  of  Exhibit  33?  A.  Yes. 

Q193.  When  were  these  notes  on  pages  218-219,  Exhibit 
34,  entered?  A.  MTO  carries  the  date  August  4, 
2150  1932 ;  MT1,  August  27,  1932 ;  MT2,  August  29,  1932 ; 

MT3,  August  30,  1932;  MT4  has  no  date;  however 
MT5  carries  the  date  September  6,  1932;  and  MT6,  Sep¬ 
tember  7, 1932. 

Q194.  I  notice  the  date  on  MT3  is  August  30,  1931. 
From  the  remaining  data  on  the  page,  would  you  say  that 
was  the  correct  date  or  a  possible  error?  A.  That  is  cor¬ 
rect.  But  as  I  recall  that  particular  test,  the  oil  was  dis¬ 
carded  through  ignorance  on  the  part  of  the  operator. 

Q195.  I  had  reference  to  the  date,  particularly  the  year 
having  been  entered  as  1931.  A.  This  is  in  error.  The 
date  should  read  August  30,  1932. 
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Q196.  How  do  you  fix  that  that  is  an  error  and  that  it 
should  be  1932  instead  of  1931?  A.  In  August  30,  1931  I 
wasn’t  employed  by  The  Dow  Chemical  Company,  and  in¬ 
asmuch  as  this  is  my  handwriting  I  couldn’t  have  possibly 
written  this  note  at  that  date. 

Q197.  Do  you  recall  that  that  test  was  conducted  at 
about  the  same  time  as  the  other  tests?  A.  I  do. 

Q198.  Does  that  assist  you  in  placing  it  in  the  year 
1931  ?  A.  It  does. 

Q199.  Now,  will  you  tell  us  the  addition  agent  used 
in  each  of  the  oils  of  each  of  these  tests?  A.  MTO  is  a 
Dow  9F  compound  in  oil  Polarine  S.A.E.  30. 

Q200.  And  what  is  that  addition  agent?  A.  Dow  9F 
is  a  mixture  composed  of  50%  chlorinated  cocoanut  oil  and 
50%  polychlorpropane. 

Q201.  How  much  polychlorpropane  by  percent  was  in 
that  oil  of  test  MT1  ?  A.  2%%. 

Q202.  And  in  what  type  of  car  was  that  test  conducted? 
A.  MTl  the  car  in  which  the  test  was  conducted  was 
owned  by  Dr.  L.  G.  Morell.  It  was  a  Plymouth. 

Q203.  And  for  how  many  miles  was  that  test  run?  A. 

262. 

Q204.  And  what  were  the  results  of  that  test  in  dem¬ 
onstrating  the  suitability  of  the  oil  used  as  an  acceptable 
crankcase  oil  ?  A.  The  used  oil  upon  examination  showed 
a  breakdown  test  in  excess  of  the  limit  of  the  machine,  or 
twenty  weights.  The  acidity  had  dropped  from  2.12%  to 
.73%. 

Q205.  So  what  can  you  say  as  to  the  oil  after  it  was 
drained  out?  Was  it  still  a  good  lubricant?  A.  Yes.  I 
have  a  note  here — “Oil  seemed  to  have  good  body.” 
2151  Q206.  Now,  how  about  the  next  test — MT2  ? 

What  was  the  addition  agent  used  in  that  oil  and 
what  was  the  base  oil?  A.  The  addition  agent  was  the 
same  as  before  mentioned — Dow  9F  5%  in  Polarine  30 — 
S-A.E.  30.  and  at  145  miles  a  sample  was  removed  and  ex- 
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amined.  It  was  then  decided  to  run  the  car  652  miles  more, 
at  which  time  the  oil  was  removed. 

Q207.  Would  you  say  from  your  test  notes  that  the  car 
ran  satisfactorily  during  the  entire  period  of  that  test?  A. 
No  mention  is  made  in  the  records  to  that  effect.  How¬ 
ever,  I  remember  the  remarks  of  Dr.  Morell — that  there 
were  no  signs  of  the  oil  having  deteriorated. 

Q208.  Now,  how  about  the  next  test,  MT3?  In  what 
car  was  that  test  run?  A.  This  oil  was  tested  in  a  Dow 
Ford  truck,  a  one-ton  model,  No.  81,  but,  as  before  stated, 
due  to  carelessness,  the  oil  was  drained  and  discarded.  We 
had  no  opportunity  to  check  the  properties  of  the  lubricant 
after  running. 

Q209.  Do  you  have  any  record  there  as  to  the  condition 
of  the  car  at  the  conclusion  of  the  test?  A.  None  is  here. 

Q210.  What  is  the  significance  of  the  entry  opposite 
4  4  Abrasion 7  ’  which  is  4  4  good  ’  ’  ?  A.  The  abrasion  test  was 
a  test  devised  to  show  the  smoothness  of  the  bearing  after 
it  had  been  run  with  the  test  oil. 

Q211.  So  that  that  entry  would  indicate  that  the  motor 
was  dismantled  and  the  bearings  examined  after  the  con¬ 
clusion  of  the  test?  A.  No,  it  wouldn’t.  It  merely  shows 
that  the  oil  looked  well  after  it  had  been  run  in  a  car  as 
indicated  by  this  abrasion  test,  which  was  conducted  in  the 
laboratory  and  is  a  modification  of  the  extreme  pressure 
test. 

Q212.  And  that  test  was  conducted  on  the  oil  after  the 
conclusion  of  the  run?  A.  Yes. 

Q213.  Now,  how  about  test  MT4?  In  what  car  was  it 
run?  A.  It  was  run  in  a  Dow  Ford  coupe.  Here,  again, 
we  have  no  record  of  the  tests  on  the  drainage. 

Q214.  What  were  the  addition  agents  used  in  tests  MT3 
and  MT4?  A.  The  notation  says  Regular  Dow  9F,  which 
at  that  time  had  become  more  or  less  of  a  standard  ma¬ 
terial. 

Q215.  And  it  consisted  of?  A.  50%  chlorinated 
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cocoanut  oil  and  50%  polychlorpropane. 

2152  Q216.  In  what  oil  base?  A.  Both  these  tests 

were  carried  out  in  Polarine  S.A.E.  30. 

Q217.  And  what  would  be  the  net  amount  in  percent 
of  the  polychlorpropane  in  the  oil  in  each  of  these  tests, 
MT3  and  MT4?  A.  2i/2%. 

Q218.  Now,  with  regard  to  test  MT5,  in  what  car  was 
that  test  run?  A.  This  was  run  in  the  Dow  Ford  coupe 
No.  27. 

Q219.  For  how  many  miles?  A.  244. 

Q220.  What  were  the  results  of  the  test?  A.  The 
abrasion  was  very  good.  The  acidity  was  much  lower  than 
when  the  oil  was  put  in  the  car.  The  breakdown  is  greater 
than  20  weights,  or  the  limit  of  the  machine.  The  note  says 
“Oil  drained  because  level  low.”  This  has  nothing  to  do 
with  the  oil  in  the  car  but  merely  indicates  the  condition  of 
the  engine.  Also,  this  car  was  driven  between  40  and  53 
miles  per  hour. 

Q221.  What  is,  therefore,  the  conclusion  of  that  test 
as  to  whether  the  oil  was  a  satisfactory  oil  for  crankcase 
use  ?  A.  The  oil  appears  to  be  a  satisfactory  medium  of 
lubrication.  That  is,  these  tests  indicate  that  the  oil  was 
actually  better  when  it  was  removed  than  when  it  entered 
the  crankcase. 

Q222.  When  you  say  “better,’’  what  particular  prop¬ 
erty  are  you  referring  to  in  that  observation?  A.  The 
acidity. 

Q223.  However,  had  there  been  any  substantial  de¬ 
crease  in  the  extreme  pressure  properties  of  the  oil?  A. 
Not  substantially.  In  one  test  -we  have  a  note  that  the  oil 
lost  one  weight,  or  approximately  1000  pounds  film 
strength — 1000  pounds  per  square  inch  of  film  strength. 

Q224.  Is  that  substantially  greater  than  the  range  of 
experimental  error?  A.  Well,  the  experimental  error 
could  easily  be  greater  than  that. 

Q225.  Now,  what  was  the  composition  of  the  oil  in 
MT5?  A.  The  notes  do  not  indicate  its  composition  but 
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we  can  safely  say  that  it  was  our  Dow  9F  5%  in  95% 
Polarine. 

Q226.  In  other  words,  the  same  composition  as  the 
previous  tests?  A.  Yes. 

Q227.  Now,  how  about  test  MT6,  likewise  recorded  on 
page  219?  A.  This  test  is  a  duplication  of  MT1  and  MT2. 

It  was  run  in  Dr.  Morell’s  private  car,  personal  car. 
2153  Q228.  And  what  was  the  result  of  that  test  in¬ 

sofar  as  concerns  the  suitability  of  the  lubricant 
tested  as  a  crankcase  lubricant  for  an  automobile?  A. 
We  have  no  records  to  show  that  the  test  was  completed. 

Q229.  What  docs  the  record  show  as  to  the  duration 
of  the  test  in  miles?  A.  The  test  shows  564  miles  was 
completed  with  this  oil  in  the  crankcase. 

Q230.  Within  your  personal  knowledge,  do  you  know* 
whether  the  car  was  still  running  all  right  at  the  comple¬ 
tion  of  the  test?  A.  Yes. 

Q231.  So  that  the  absence  of  data  in  the  high-hand 
column  under  MT6  merely  denotes  an  absence  of  test  data 
on  the  oil  after  its  removal  from  the  crankcase  at  the  end 
of  the  test?  A.  That  is  right. 

•  #  •  • 

2168  Q403.  Do  you  have  any  records  of  ahy  tests  con¬ 
ducted  by  you  on  the  determination  of  the  corrosive 

2169  tendencies  of  these  chlorinated  fluid  fractions  of 
petroleum?  A.  Yes. 

Q404.  Will  you  produce  them,  please?  A.  This  book 
2,  pages  124-128. 

Mr.  Limbacli:  These  have  been  marked,  for  identifica¬ 
tion,  as  Exhibit  106. 

Q405.  What  addition  agents  which  are  chlorinated  fluid 
fractions  of  petroleum  are  there  referred  to?  j  A.  Acety¬ 
lene  tetrachloride,  chlorinated  oil  S.A.E.  30. 

Q406.  What  kind  of  oil?  A.  Chlorinated  oil  S.A.E. 
30.  This  is,  no  doubt,  a  chlorinated  motor  oil  of  a  S.A.E. 
30  specification.  A  second  entry  made  on  chlorinated  motor 
oil.  These  comprise  the  compounds  pertaining  to  this  case. 

j 

i 

i 


i 
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Q407.  And  what  sort  of  a  test  was  run!  A.  Mechani¬ 
cally  polished  copper  strip  was  immersed  in  the  oil  in  ques¬ 
tion  and  the  assembly  was  heated  at  100°  C.  for  3  hours. 

Q408.  And  how  was  the  determination  made  as  to 
whether  or  not  corrosion  occurred!  A.  I  should  have  said 
a  weighed  copper  strip.  Consequently  a  weight  was  taken 
after  the  test  was  completed. 

Q409.  And  how  was  the  determination  of  the  amount 
of  corrosion  made  ?  A.  A  loss  in  weight  or  gain  in  weight, 
and  the  amount — rather  loss  or  gain  in  weight  is  indica¬ 
tive  of  the  corrosive  properties  of  the  oil. 

Q410.  How  did  these  materials  behave  from  a  corro¬ 
sion  standpoint  as  a  result  of  these  tests!  A.  A  slight 
corrosion  was  evidenced  in  the  case  of  chlorinated  motor 
oil  S.A.E.  30.  No  corrosion  was  found  in  the  second  chlo¬ 
rinated  motor  oil  test  after  heating  40  hours,  when  water 
was  present.  Without  water  a  small  amount  of  loss  in 
weight  was  indicated. 

Q411.  Were  any  of  these  corrosion  rates  such  as  to 
condemn  the  material  for  use  as  an  addition  agent  in  lubri¬ 
cating  oils?  A.  No,  they  were  not. 

Mr.  Limbach:  I  offer  in  evidence  Exhibit  106,  pages 
124-128  just  referred  to. 

Q412.  When  was  this  work  done?  A.  June  3,  1932. 

Q413.  Who  did  the  work?  A.  I  did. 

Q414.  Were  metals  other  than  copper  used?  A.  Yes, 
sir. 

Q415.  What  were  they?  A.  Steel,  galvanized  iron  and 
tin  plate. 

2170  Q416.  How  did  the  tests  show  up  on  these  metals? 

A.  A  slight  corrosion  was  noted  on  the  steel;  the 
galvanized  iron  was  fairly  corrosive;  the  tin  plate  was 
slightly  corrosive. 

Q417.  Were  the  degrees  of  corrosion  observed  on  the 
iron  and  tin  plate  enough  to  condemn  the  material  as  a 
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lubricant  for  bearings  composed  of  those  materials?  A. 
I  don’t  know. 

Q418.  Were  any  other  addition  agents — that  is,  in  ad¬ 
dition  to  those  previously  identified,  tested  for  corrosion 
in  this  series  of  tests?  A.  Yes,  sir,  there  were. 

Q419.  What?  A.  A  compound  known  as  Dow  9F  was 
employed  in  its  pure  state  as  a  corroding  agent. 

Q420.  And  what  was  the  result  of  that  fest?  A.  It 
showed  very  little  corrosion.  In  fact,  the  results  are  within 
the  experimental  error. 

Q421.  What  was  that  Dow  9F?  A.  Dow1  9F  is  com¬ 
posed  of  a  mixture  of  50%  polychlorpropane  and  50% 
chlorinated  cocoanut  oil. 

Q422.  Did  you  say  a  moment  ago  that  th£  mixture  of 
chlorinated  cocoanut  oil  and  polychlorpropane  known  as 
Dow  9F  was  tested  for  corrosion  in  its  pufe  state?  A. 
It  was. 

Q423.  And  wrould  you  say  that  test  would  be  the  more 
severe  or  less  severe  than  when  admixed  in  small  per¬ 
centages  in  mineral  lubricating  oil?  A.  It  is  much  more 
severe.  We  have  a  note  on  the  same  page  showing  the 
employment  of  a  10%  mixture  of  Dow  9F  in  a  lubricating 
oil  with  no  evidences  of  corrosion. 

•  •  #  # 

2091  Ql.  Will  you  please  state  your  name,  residence, 
address  and  occupation?  A.  Amos  T.  Knutson, 
1210  W.  Union  Street,  Midland,  Michigan,  chejnist. 

Q2.  Are  you  the  Amos  T.  Knutson  who  on  July  2, 1934 
jointly  with  LeGrand  Morell  filed  application  Serial  Num¬ 
ber  733,452  wdiich  is  involved  in  these  Interferences?  A. 
Yes. 

•  •  «  • 

2122  Q337.  Now,  with  respect  to  book  3,  are  there  any 

entries  in  that  book  pertaining  to  this  subject  which 
are  not  of  record  here?  If  so,  will  you  identify  them  so 
that  we  may  refer  to  them  as  official  exhibits  A.  Page  19. 
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Mr.  Limbach :  1  offer  that  in  evidence  as  Exhibit 
2123  26. 

(Witness  continuing)  200  to  211. 

Mr.  Limbach:  I  offer  those  pages  in  evidence  as  Ex¬ 
hibit  28. 

(Witness  continuing)  130  to  133. 

Mr.  Limbach :  I  offer  that  in  evidence  as  Exhibit  30. 
(Witness  continuing)  Page  166. 

Mr.  Limbach :  I  offer  that  in  evidence  as  Exhibit  37. 
(Witness  continuing)  Page  251. 

Mr.  Limbach :  I  offer  that  in  evidence  as  Exhibit  40. 
(Witness  continuing)  Pages  286  to  290. 

Mr.  Limbach.  That  is  offered  as  Exhibit  64. 

(Witness  continuing)  Pages  104  to  105. 

Mr.  Limbach :  i  offer  that  in  evidence  as  Exhibit  108. 
(Witness  continuing)  Pages  82-83. 

Mr.  Limbach:  That  is  offered  as  Exhibit  109. 

(Witness  continuing)  Pages  86-87. 
i  Mr.  Limbach :  That  is  offered  in  evidence  as  Exhibit  110. 

W  W  &  o 

2125  Q342.  Earlier  in  your  testimony  you  referred  to 

your  collaboration  with  Dr.  Morell  and  the  fact  of 
his  death.  Do  you  know  whether  there  are  available  any 
records  kept  by  Dr.  Morell  during  the  same  interval  as 
your  records  which  are  now  in  evidence  ?  A.  There  were. 

Q343.  Can  you  produce  them?  A.  Yes.  (Witness 
producing  records.) 

Q344.  Do  you  recognize  Dr.  Morell ’s  handwriting?  A. 
Yes. 
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Q345.  Have  you  had  occasion  to  review  these  records 
which  you  now  produce?  A.  Yes. 

Q346.  I  should  like  to  have  you  go  through  those  rec¬ 
ords  and  refer  to  those  sections  which  pertain  to  the  sub¬ 
ject  matter  of  these  Interferences.  How  maify  have  you? 
A.  Two. 

Q347.  And  how  are  they  identified?  Ai  They  are 
identical  to  the  bound  books  previously  entered. 

Q348.  And  are  these  distinguishable  by  numbers?  A. 
Yes.  Homan  numeral  I  and  Homan  numeral  XI. 

Q349.  Turning  first  to  book  identified  as  Roman  nu¬ 
meral  I  do  you  find  therein  any  record  pertaining  to  the 
present  issue?  A.  Yes,  on  pages  142  to  159. 

Mr.  Limbach:  I  offer  those  pages  in  evidence  as  Ex¬ 
hibit  5.  | 

4i:  i*'  & 

*  l 

2126  (Witness  continuing)  Pages  289  to  293. 

Mr.  Limbach :  Offered  in  evidence  as  Exhibit  32. 

*  #  w 
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2749  COHEN  ’S  EXHIBIT  NO.  2 

C.  A.  19,801 

ROCHESTER  PUBLIC  LIBRARY 


Edgerton  Park 
Rochester,  N.  Y. 

Charles  E.  Stewart,  Clerk 

Filed  October  23,  1946 

February  2, 1935. 


Mr.  Samuel  J.  Cohen 


American  Chemical  Products  Co. 

7  Litchfield  Street 
Rochester,  New  York 

Dear  Sir: 

In  reply  to  your  inquiry: 

In  1931,  it  was  the  practice  at  this  Library  when  loaning 
copies  of  periodicals  to  stamp  the  periodical  with  the  date 
upon  which  it  was  due  to  be  returned.  The  stamp  was 
dated  seven  days  subsequent  to  the  date  upon  which  the 
periodical  was  taken  out. 

i  The  “National  News”  for  November  11,  1931,  bears  the 
date  stamp  “December  26th.”  This  means  that  it  was 
taken  out  on  December  19th. 


The  issue  for  November  18, 1931,  bears  two  date  stamps, 
“December  6th”  and  December  19th.”  This  means  that 
the  number  was  taken  out  twice,  on  November  29th  and 
December  12th  respectively. 

The  issue  for  November  25,  1931,  bears  the  date  stamp, 
“January  14.”  This  indicates  that  this  was  taken  out 
on  January  7th. 


329 


j 

j 

The  practice  of  circulating  all  magazines  was  discon¬ 
tinued  in  1932  due  to  a  reduced  budget,  and  none  circulated 
later  than  September  of  1932.  This  circulation  has  not 
been  resumed  to  date. 

While  we  cannot  establish  the  fact  that  these  particular 
magazines  w’ere  charged  to  your  particular  <?ard  on  these 
particular  dates,  the  changes  of  so  doing  are  in  your  favor. 
Our  records  show  that  you  have  been  a  constant  user  of 
trade  journals  at  the  library,  and  have  taken  advantage 
of  borrowers  privileges  for  several  years.  Your  present 
card  number  C-21807  was  issued  to  you  July  2$,  1932,  at  the 
expiration  of  previous  card  issued  in  1929. 

Your  very  truly, 

(Signed)  John  A.  Lowe 
Director  of  libraries 

JAL’EGS  | 

U.  S.  PATENT  OFFICE  j 

Interferences  Nos.  69,703,  75,209,  75,885,!  77,416, 

77,417,  78,460 : 

Augusta  P.  Boas! 

Notary,  June  18,  1941. 

COHEN  EXHIBIT  NO.  2  j 

#  •  #  m 


i 


i 


i 


330 


2750  COHEN  EXHIBIT  NO.  3 

!  Filed  October  23,  1946 

Charles  E.  Stewart,  Clerk 

December  28, 1931. 

Mr.  M.  F.  Cowden, 

Pennsylvania  Oil  Products  Refining  Co., 

Warren,  Pa. 

Dear  Mr.  Cowden: 

I  got  quite  a  kick  out  of  your  letter  of  December  24th, 
and  hope  you  will  be  able  to  demonstrate  to  me  personally 
your  theory  regarding  another  100  years.  1  am  very  glad 
to  learn  that  your  health  is  so  much  improved. 

if  you  keep  on  talking  to  me  about  this  property,  1  will 
have  to  come  down  and  look  at  it  in  self-defense.  Fortu¬ 
nately,  with  the  weather  we  can  now  expect,  I  have  an  alibi 
for  not  looking  at  it  until  spring  at  any  rate. 

Have  you  any  means  for  testing  a  product  that  might 
increase  the  value  of  a  lubricating  oil  operating  under  high 
pressures?  Perhaps  you  saw  the  article  in  the  November 
issue  in  Petroleum  Age”  on  “High  Pressure  Lubricants?” 
My  interest  is  concerned  with  the  fact  that  we  are  supply¬ 
ing  a  chlorinated  oil  which  we  call  PAROIL  and  which  I 
think  would  prove  to  have  desirable  qualities  if  a  small  per¬ 
centage  is  added  to  the  lubricating  oil.  Everyone  I  have 
come  in  contact  with  so  far  has  been  more  interested  in 
testing  the  anti-knock  qualities  of  gasoline,  and  I  am  won¬ 
dering  if  they  take  for  granted  the  good  lubricating  quali¬ 
ties  of  an  oil. 
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1  will  be  very  glad  to  send  up  some  samples  of  PAROIL, 
and  we  have  a  number  of  interested  people  trying  out  this 
chemical  product  for  various  applications. 

With  very  best  wishes,  I  am 

Yours  very  truly, 

American  Chemical  Products  Co. 

S.  J.  Cohen,  Mgr. 

S  JC  :KGM 

2751  PENNSYLVANIA  OIL  PRODUCES 

REFINING  CO. 

Scientific  Refining  of 
Exclusive  Pennsylvania  Crude 
Refinery,  Eldred,  Pennsylvania  j 
Main  Offices,  Warren,  Pennsylvania 

i 

January  23,  1932. 

American  Chemical  Products  Co., 

7  Litchfield  Street, 

Rochester,  N.  Y. 

i 

Attention  of  Mr.  S.  J.  Cohen 
Dear  Mr.  Cohen: 

We  thank  you  for  your  letter  of  January  22nd  concern¬ 
ing  your  PAROIL. 

! 

We  do  not  have  any  equipment  that  would  make  it  pos¬ 
sible  for  us  to  test  this  product  of  yours  when  blended  with 
a  lubricating  oil — to  determine  tile  increased  efficiency  at 
high  pressures. 

We  would  be  glad  to  have  you  send  us  a  sample  if  you 
care  to,  and  we  will  take  it  to  our  laboratory  and  make 
some  blends  and  tests  of  such  a  physical  nature  as  we  are 
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able  to  make,  if  this  would  be  of  any  value  or  assistance  to 
you. 

Thanking  you  again  for  your  letter,  we  are, 

Very  truly  yours, 

i  Penna.  Oil  Products  Refining  Co., 

G.  E.  Cowden,  Sales  Dept. 

GEC  :M. 

2752  January  25, 1932. 

Pennsylvania  Oil  Products  Refining  Co., 

Warren,  Pa. 


Attention  Mr.  G.  E.  Cowden 
Dear  Mr.  Cowden: 

!  I  want  to  thank  you  for  your  kind  letter  of  the  23rd,  and 
am  mailing  you  under  separate  cover  a  quart  sample  of 
PAROIL-A,  and  will  be  interested  to  learn  what  you  can 
discover  about  the  qualities  of  this  oil  when  blended  with 
lubricating  oils. 

1  wonder  if  I  may  ask  you  to  send  an  inquiry  to  the 
Standard  Oil  Development  Co.,  Durant  Bldg.,  Elizabeth, 

N.  J.  requesting  a  sample  of  their  “Paraflow”  and  will 
you  kindly  give  me  a  part  of  this  sample  for  examination? 
In  the  “News  Edition”  of  the  Industrial  Engineering 
Chemistry,  November  10, 1931,  appeared  this  article  “Jer¬ 
sey  Standard  Has  New  Lubrication  Discovery — A  pure 
hydrocarbon  oil  known  as  Paraflow,  the  addition  of  from 

O. 25  to  1.00  per  cent  of  which  to  the  proper  grades  of  motor 
oil  vastly  improves  their  qualities  and  at  the  same  time 
eliminates  the  necessity  of  expensive  dewaxing  processes, 
has  been  introduced  by  the  Standard  Oil  Development  Co.” 
It  may  be  that  this  item  isn’t  anything  in  which  we  will 
be  interested,  but  as  they  will  send  samples  only  to  refin- 
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ers,  I  will  very  much  appreciate  your  kindness  in  giving  us 
a  part  of  such  sample. 

i 

With  further  reference  to  our  PAROJLL,  this  oil  has  a 
specific  gravity  greater  than  water,  and  I  am  wondering 
if  you  can  think  of  any  uses  or  application  for  an  oil  which 
would  be  heavier  than  water  and  will  you  kindly  advise  f 

Thanking  you  for  your  consideration  and  appreciating 
your  offer  to  assist  us,  I  remain 

Yours  very  truly, 

American  Chemical  Products  Co. 

S.  J.  Cohen,  Mgr. 

SJC  :KGM  i 

2753  July  25,  1932. 

Mr.  M.  F.  Cowden, 

i 

Pennsylvania  Oil  Products  Refining  Co., 

Warren,  Penna. 

Dear  Mr.  Cowden, 

I  think  you  are  always  interested  in  any  development 
which  would  result  in  new  business  or  in  improvement  of 
your  products.  I  recall  very  well  your  account  of  the  lab¬ 
oratory  you  set  up  and  your  experiences  in  developing  an 
anti-knock  composition  for  yourself. 

I  have  an  idea  in  regard  to  an  improved  lubricant  which 
1  think  you  ought  to  play  around  with,  as  it  involves  the  use 
of  petroleum  products,  which  I  understand  you  produce. 
I  have  an  idea  for  the  manufacture  of  chemical  products 
from  petroleum  products  which  have  possibilities  of  a 
rather  large  market. 

I  should  like  to  know  whether  it  is  possible  under  normal 
operating  conditions  to  take  out  from  your  regular  produc¬ 
tion  products  ranging  from  kerosene  and  light  lubricating 
oil  having  rather  constant  characteristics.  I  should  also 
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like  to  know  it’  you  manufacture  linished  paraffines  of  dif¬ 
ferent  qualities. 

The  ideas  I  have  in  mind  are,  I  believe,  rather  in  ad¬ 
vance  of  a  development  which  I  think  is  bound  to  take  place 
in  the  petroleum  industry,  and  I  would  appreciate  your 
advising  if  you  would  like  to  go  into  a  manufacturing  de¬ 
velopment,  which  has,  as  the  base,  your  petroleum  prod¬ 
ucts,  and  secondly,  if  you  are  interested  in  the  possibility 
of  developing  an  improved  lubricant. 

With  very  best  personal  regards,  I  remain 

Yours  very  truly, 

American  Chemical  Products  Co. 

S.  J.  Cohen,  Mgr. 

S  JC  :KGM 

2754  August  8,  1932. 

The  Pennsylvania  Oil  Products  Helming  Co., 
Warren,  Penna. 

,  Attention  Mr.  M.  F.  Cowden 

Dear  Mr.  Cowden: 

With  further  reference  to  the  proposal  which  I  had  in 
mind  bringing  to  your  attention,  I  want  to  say  that  the 
product  I  am  developing  is  a  chlorinated  paraffin,  and  it  is 
intended  for  use  in  connection  with  high  pressure  lubrica¬ 
tion  oils.  No  doubt,  you  have  read  the  current  develop¬ 
ment  on  the  use  of  chlorinated  products  in  high  pressure 
oils,  and  I  will  be  glad  to  let  you  have  drum  quantities  for 
trial  at  our  cost,  which  is  practically  60c  per  gallon. 

1  call  our  product  “PAROIL”  and  it  contains  about  35% 
of  chlorine,  has  a  specific  gravity  of  1.04  and  is  absolutely 
neutral. 
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The  reason  I  wrote  in  my  earlier  letters  for  information 
regarding  your  production  is  that  it  is  desirable  to  chlori¬ 
nate  a  particular  fraction,  and  my  thought  was  that  with 
the  control  you  have  of  your  own  production  it  would  be 
possible  to  obtain  a  reasonably  constant  product. 

1  think  that  it  is  going  to  be  one  of  the  big  things  in  the 
petroleum  industry,  and  I  would  like  to  suggest  your  con¬ 
sideration  of  an  arrangement  for  the  use  of  PAROIL  in 
admixture  with  a  regular  lubricating  oil,  possibly  on  one 
or  two  of  your  trucks  where  it  will  be  possible  to  check 
the  results  of  this  lubrication  periodically.  Perhaps  this 
suggestion  is  out  of  line  and  through  your  connections  in 
the  industry  you  may  know  where  it  is  possible  to  obtain 
a  satisfactory  test  of  my  idea. 

1  will  be  glad  to  hear  from  you  again,  and  remain 

Yours  very  truly, 

American  Chemical  Products  Co. 

S.  J.  Cohen,  Mgr. 

SJC  :KGM 


I 


i 

1 
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2755  PENNSYLVANIA  OIL  PRODUCTS 

REFINING  COMPANY 

Scientific  Refining  of 

Exclusive  Pennsylvania  Crude 

Office  of  M.  F.  Cowden,  Prest. 

Warren,  Pa. 

August  9,  1932. 

American  Chemical  Products  Co., 

Rochester,  New  York. 

Attention  Mr.  S.  J.  Cohen 

Dear  Mr.  Cohen: 

Why  don’t  you  send  us  a  sample  of  your  “Paroil”  and 
tell  us  just  what  you  expect  to  accomplish  by  the  use  of  it, 
then  we  will  be  in  position  to  discuss  the  matter  more  in¬ 
telligently  with  you  at  a  little  later  date! 

Yours  truly, 

Pennsylvania  Oil  Products  Refg.  Co. 
i  M.  F.  Cowden,  President. 

MFC  :CNM. 


2756  August  30,  1932. 

Pennsylvania  Oil  Products  Refining  Co., 

Warren,  Pa. 

Attention  Mr.  M.  F.  Cowden,  President 
Dear  Mr.  Cowden: 

I  must  apologize  for  this  tardy  reply  to  your  letter  of 
August  9th  in  reference  to  our  PAROIL  product. 

I  expect  the  PAROIL  product  when  admixed  in  small 
percentages  with  other  lubrication  oils  will  provide  an  ex¬ 
ceptionally  good  high  pressure  lubricant. 


337 


If  you  have  some  means  for  trying  out  such  a  combina¬ 
tion  in  some  way  which  will  evaluate  the  results  obtained, 
we  will  be  glad  to  submit  sample  of  our  PAROIL. 

If  you  must  rely  on  a  practical  test,  such  as  the  opera¬ 
tion  of  some  of  your  machinery  with  a  particular  mixture, 
I  don’t  know  how  far  we  can  hope  to  results 

which  can  be  properly  interpreted,  but  would  be  pleased 
to  work  with  you  in  any  way  you  wish. 

Appreciating  your  courtesy  in  considering  our  offer,  1 
remain 

Cordially  yours, 

American  Chemical  Products  Co. 

S.  J.  Cohen,  Mgr. 

S  JC  :KGM 

2757  PENNSYLVANIA  OIL  PRODUCTS 

REFINING  COMPANY 

Scientific  Refining  of 

Exclusive  Pennsylvania  Crude  ! 

Office  of  M.  F.  Cowden,  Prest.  j 

Warren,  Pa. 
Sept.  1,  1932. 

American  Chemical  Products  Co., 

7  Litchfield  St., 

Rochester,  N.  Y. 

Attention  Mr.  S.  J.  Cohen 
Dear  Mr.  Cohen: 

We  are  not  in  position  to  make  the  tests  that  you  desire 
to  have  us  make. 


In  your  former  letter  you  stated  that  you  were  using  a 
chlorine  gas  and  if  I  remember  correctly  this  is  the  same 
product  the  New  Jersey  people  are  using  in  their  Para- 
flow. 

I  -wish  you  would  see  if  your  product  improves  the  cold 
test  of  other  oils  and  advise  us. 

Yours  truly, 

Pennsylvania  Oil  Products  Refg.  Co. 

M.  F.  Cowden,  President. 

MFC  :CNM 

2758  September  2, 1932. 

Pennsylvania  Oil  Products  Refining  Co., 

Warren,  Penna. 

Attention  Mr.  M.  F.  Cowden,  President 
Dear  Mr.  Cowden: 

Replying  to  your  letter  of  September  1st,  we  will  be 
very  pleased  to  give  you  sample  quantity  of  our  PAROIL 
if  you  can  make  your  own  cold  tests,  as  we  do  not  know 
how  this  is  done.  If  you  can  advise  us  how  the  cold  test 
is  performed  and  it  is  something  we  can  do  in  our  lab¬ 
oratory,  we  will  make  the  test  here. 

I  want  to  thank  you  for  making  this  suggestion,  and 
await  your  further  advice. 

Yours  very  truly, 

American  Chemical  Prdoucts  Co. 

S.  J.  Cohen,  Mgr. 


S  JC  :KGM 
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2759  PENNSYLVANIA  OIL  PRODUCTS 

REFINING  COMPANY 

Scientific  Refining  of 

Exclusive  Pennsylvania  Crude 

Office  of  M.  F.  Cowden,  Prest. 

Warren,  Pa. 
Sept.  6,  1932. 

i 

American  Chemical  Products  Co., 

Rochester,  New  York 

! 

Gentlemen :  i 

If  you  will  send  us  a  four  ounce  sample  of  the  oil  you 
have  treated  we  will  give  you  a  report  as  soon  as  possible. 

Kindly  send  the  four  ounce  sample  to  Eldr£d,  Pa. 

Yours  truly, 

Pennsylvania  Oil  Products  Refg.  Co. 
M.  F.  Cowden,  President. 

MFC  :CNM 

2760  September  7, 1932. 

Pennsylvania  Oil  Products  Refining  Col, 

Warren,  Penna. 

I 

Attention  Mr.  M.  F.  Cowden 
Dear  Mr.  Cowden: 

We  have  your  letter  of  the  6th,  and  want  to  thank  you 
for  your  kindness  in  offering  to  test  our  PAROIL. 

We  are  mailing  you  a  four  ounce  sample  of  this  product 
under  separate  cover  today,  and  await  advice  of  the  re¬ 
sults  you  obtain  with  keen  interest.  j 


Thanking  you  again  and  awaiting  your  advice  when  you 
have  completed  your  examination  of  our  sample,  we  re¬ 
main 

Yours  very  truly, 

American  Chemical  Products  Co. 

S.  J.  Cohen,  Mgr. 

SJC  :KGM 

2761  October  7, 1932. 

Pennsylvania  Oil  Products  Refining  Co., 

Warren,  Pa. 


Attention  Mr.  M.  F.  Cowden 
Dear  Mr.  Cowden: 

1  am  writing  to  inquire  if  you  have  had  an  opportunity 
to  test  the  sample  of  PAJROIL  which  we  submitted  for 
your  examination.  Has  your  Laboratory  given  you  a  re¬ 
port  on  it?  If  they  have,  will  you  kindly  advise  us  what 
results  they  were  able  to  obtain  and  in  what  way  the  PAR- 
OIL  has  been  tested! 

Thanking  you,  I  remain 
i  Very  truly  yours, 

American  Chemical  Products  Co. 

S.  J.  Cohen,  Mgr. 

(SEAL) 

SJC  :KGM 
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2762  COHEN  EXHIBT  NO.  4 

Filed  October  23,  1943 
Charles  E.  Stewart,  Clerk 

September  26, 1932. 

i 

Enterprise  Oil  Co.,  Inc., 

164  Chandler  St.,  j 

Buffalo,  N.  Y. 

! 

Attention  Mr.  F.  H.  Quinn 

Gentlemen : 

1  very  much  appreciate  your  letter  of  the  24th,  and  are 
shipping  you  today  a  half  gallon  sample  of  ohr  PAROIL. 

We  will  be  very  happy  to  hear  from  you  wlien  you  have 
completed  your  tests  with  this  oil,  and  if  ybu  require  a 
larger  quantity  will  be  pleased  to  supply  samje. 

Thanking  you  for  this  inquiry,  we  remain  j 

Cordially  yours, 

American  Chemical  Products  Co. 

S.  J.  Cohen,  Mgr. 

S  JC  :KGM 


i 

! 


i 


i 

! 


i 


i 

i 


! 
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2763  ENTERPRISE  OIL  COMPANY,  INC. 
Manufacturers  of  Automotive  Lubricants 

|  Established  1884 

!  164  Chandler  St.,  Buffalo,  N.  Y. 

Trade  Marks 
Duplex  Enterprise 

October  28, 1932. 

American  Chemical  Products  Company, 

7  Litchfield  Street, 

Rochester,  N.  Y. 

Gentlemen : 

Acknowledging  Mr.  Cohen’s  letter  of  October  27th,  it 
will  probably  be  some  time  until  we  can  advise  definitely 
whether  it  will  be  possible  for  us  to  use  PAROIL,  and 
therefore  cannot  answer  your  letter  definitely  at  this  time. 

Very  truly  yours, 

Enterprise  Oil  Company,  Inc. 
F.  H.  Quinn 

FHQ  :S 

2764  February  13, 1933. 

Enterprise  Oil  Co.,  Inc., 

164  Chandler  St., 

Buffalo,  N.  Y. 


Attention  Mr.  F.  H.  Quinn 

Gentlemen : 

I  am  writing  in  reference  to  the  PAROIL  sample  which 
we  submitted  to  you  last  fall,  and  would  like  to  know  if  it 
will  be  possible  for  you  to  use  this  product. 
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We  are  very  anxious  to  promote  the  introduction  of  PAR- 
OIL,  and  will  be  interested  to  receive  a  copy  of  your  labor¬ 
atory  report  as  indicating  the  possibility  of  making  changes 
which  will  make  it  suitable  for  your  use. 

i  will  be  very  glad  to  hear  from  you  at  this  time  and 
trust  that  we  may  be  of  service  to  you. 

Yours  very  truly, 

American  Chemical  Products  Co. 

S.  J.  Cohen,  Mgr. 

S  JC  :KGM 

2765  ENTERPRISE  OIL  COMPANY,  INC. 
Manufacturers  of  Automotive  Lubricants 
Established  1884 
164  Chandler  St.,  Buffalo,  N.  Y. 

Trade  Marks 
Duplex  Enterprise 

February  25,  1933. 

American  Chemical  Products  Co., 

7  Litchfield  St., 

i 

Rochester,  N.  Y. 

Attention  Mr.  S.  J.  Cohen 

Gentlemen : 

We  have  undertaken  considerable  experimental  work 
over  the  period  of  the  past  few  months  on  your  product 
Paroil.  On  the  basis  of  this  work  we  believe  there  is  a 
possibility  that  we  may  have  an  application  for  the  com¬ 
pound.  There  are,  however,  a  few  questions  we  should 
like  to  ask.  First,  the  price  of  Paroil  in  drum  and  five 
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drum  lots  is  necessary.  Second,  we  should  like  to  know 
what  concentration  of  Paroil  you  usually  recommend  in 
compounding  finished  lubricants. 

Answers  to  the  above,  together  with  any  additional  in¬ 
formation  you  may  have  available,  will  be  of  material  value 
in  aiding  us  to  reach  a  decision  and  will  also  be  appre¬ 
ciated. 

Very  truly  yours, 

Enterprise  Oil  Company,  Inc. 

C.  W.  Georgi,  Chief  Chemist. 

CWG  :S 

2766  March  2, 1933. 

Enterprise  Oil  Co., 

164  Chandler  St., 

Buffalo,  N.  Y. 

Attention  Mr.  C.  W.  Georgi,  Chief  Chemist 
Gentlemen : 

Replying  to  your  letter  of  February  25th  in  reference 
to  PAROIL,  I  am  very  glad  to  note  that  you  have  been 
doing  considerable  experimental  work  with  it  and  that  it 
appears  to  be  promising  for  application  in  your  oils. 

We  are  pleased  to  quote  you  our  present  schedule  of 
prices  for 

1  drum  quantities  PAROIL - $.65  per  gal. 

5  drum  quantities  PAROIL . . 55  per  gal. 

F.O.B.  Rochester,  New  York 

We  usually  recommend  less  than  1%  for  use  in  the  com¬ 
pounding  of  finished  lubricants,  but  of  course,  we  have  no 
way  of  knowing  what  quantities  our  customers  are  actu- 
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ally  using.  We  are  prepared  to  quote  on  tank  car  quanti¬ 
ties  of  PAROIL  which  affords  the  most  economical  price. 

It  is  my  belief  that  for  every  use  of  PAROUL  today  there 
are  potentially  hundreds  of  others  who  are  sitting  on  the 
fence  waiting,  and  these  companies  who  are  progressive 
and  confident  of  their  own  ability  to  judge  results  are  mak¬ 
ing  progress  with  this  material  and  naturally  will  have 
the  advantage  of  being  the  first  in  the  field,  j 

We  shall  be  very  happy  to  cooperate  with  you  in  every 
way  and  can  make  shipment  of  PAROIL  in  drum  quanti¬ 
ties, 

Trusting  that  we  may  be  favored  with  your  orders,  we 
remain 

Very  truly  yours, 

American  Chemical  Product  Co. 

S.  J.  Cohen,  Mgr. 

S  JC  :KGM  | 

i 

2767  March  29, 1933. 

Enterprise  Oil  Co., 

164  Chandler  St., 

Buffalo,  N.  Y. 

Attention  Mr.  C.  W.  Georgi,  Chief  Chemist 

! 

Gentlemen : 

We  refer  to  our  recent  quotation  on  PAROIL,  and  are 
writing  to  inquire  at  this  time  how  the  matter  stands. 

We  shall  be  happy  to  work  with  you  in  every  way  we 
can,  and  trust  that  we  may  have  your  early  reply. 

Cordially  yours, 

American  Chemical  Products  Co. 

S.  J.  Cohen,  Mgr. 


SJC  :KGM 
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2768  April  24, 1933. 

Enterprise  Oil  Co., 

164  Chandler  St, 

Buffalo,  N.  Y. 

Attention  Dr.  C.  W.  Georgi,  Chief  Chemist 
Gentlemen : 

About  a  month  ago,  we  had  the  pleasure  of  quoting  you 
on  PABOIL  in  one  to  five  drum  quantities,  and  are  writ¬ 
ing  to  inquire  if  you  have  found  these  prices  in  line  with 
your  requirements. 

You  may  be  sure  we  will  be  glad  to  work  with  you  in 
every  way  we  possibly  can,  and  await  your  advice  as  to 
how  we  may  be  of  further  service  to  you. 

Cordially  yours, 

American  Chemical  Products  Co. 

S.  J.  Cohen,  Mgr. 

2769  ENTERPRISE  OIL  COMPANY,  INC. 

Manufacturers  of  Automotive  Lubricants 
Established  1884 

164  Chandler  St.,  Buffalo,  N.  Y. 

Trade  Marks 
Duplex  Enterprise 

April  28,  1933. 

American  Chemical  Products  Co., 

7  Litchfield  St., 

Rochester,  N.  Y. 

Attention  S.  J.  Cohen,  Mgr. 

Gentlemen : 

As  stated  in  our  previous  correspondence,  we  have  con¬ 
ducted  considerable  experimental  work  with  your  product 
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“Paroil”.  However,  the  demand  for  the  lubricants  which 
we  make  and  to  which  “Paroil”  would  be  applicable,  has 
been  very  light,  and  we  have  a  large  stock  on  hand.  Until 
these  inventories  have  been  depleted  we  cannot,  therefore, 
consider  “Paroil”  as  a  production  matter. 

As  soon  as  we  are  in  position  to  do  so,  you  will,  of  course, 
hear  further  from  us. 

Very  truly  yours, 

Enterprise  Oil  Company,  Inc. 

C.  W.  Georgi,  Chiefs  Chemist. 


2770 

Enterprise  Oil  Co.,  Inc., 
1G4  Chandler  St., 

Buffalo,  N.  Y. 


May  9,  1933 


Attention  Mr.  C.  VV.  Georgi,  Chief  Chemist 
Dear  Mr.  Georgi: 

I  have  been  going  over  some  of  my  recent !  correspond¬ 
ence  on  PAROIL,  and  lind  that  you  had  fair  results  using 
PAROIL,  from  which  you  expected  to  make  some  applica¬ 
tion. 

I  want  to  suggest  now  that  you  make  a  trial!  of  PAROIL 
in  your  compound  with  the  addition  of  a  small  percentage* 
of  Sulfur. 

I 

Will  you  kindly  let  me  know  what  results  you  obtain 
following  this  suggestion,  and  I  am  frank  to  say  that  I 
hope  to  see  your  order  for  some  quantities  of  PAROli. 
as  a  result  of  such  test.  j 

We  can  ship  you  directly  from  stock  any  reasonable 
quantity  of  drums  of  PAROIL,  and  look  forward  confi- 
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dently  to  being  of  service  to  you  in  this  connection,  as  we 
are  serving  a  goodly  number  of  compounders  today. 

!  Very  cordially  yours, 

American  Chemiqal  Products  Co. 

S.  J.  Cohen,  Mgr. 

2771  ENTERPRISE  OIL  COMPANY,  INC. 
Manufacturers  of  Automotive  Lubricants 
164  Chandler  St.,  Buffalo,  N.  Y. 

Trade  Marks 
Duplex  Enterprise 

May  10,  1933. 

American  Chemical  Products  Co., 

7  Litchfield  St., 

Rochester,  New  York 

Gentlemen : 

I  believe  we  informed  you  sometime  ago  that  we  had  a 
large  inventory  of  finished  and  raw  materials  for  com¬ 
pounding  extreme  pressure  lubricants  similar  to  those 
which  can  be  made  with  PAROIL.  Until  this  material 
moves  we  cannot  actively  consider  the  use  of  your  product. 

Relative  to  the  use  of  sulfur :  we  have  already  tried  mix¬ 
tures  per  your  letter  and  have  developed  formulae  suitable 
for  making  various  E  P  lubricants  as  the  need  arises. 

Very  truly  yours, 

Enterprise  Oil  Company,  Inc. 

C.  W.  Georgi,  Chief  Chemist. 

CWG:R 

(SEAL) 


349 


2772  COHEN  EXHIBIT  NO.  3 

QUAKER  STATE  OIL  REFINING 
CORPORATION  | 

Emlenton  Plant 
Emlenton,  Pa.  j 

Filed  October  23,  1932  i 

Charles  E.  Stewart,  Clerk 

Docket  Division 

i 

August  4,  1941 
U.  S.  Patent  Office 

August  22,  1932. 

American  Chemical  Products  Company 
7  Litchfield  Street 
Rochester,  N.  Y. 

i 

Mr.  S.  J.  Cohen 

i 

Gentlemen : 

We  have  your  letter  o i  August  12  in  regard  to  Paroil,  a 
chlorinated  paraffin  suitable  for  blending  with  petroleum 
oils  in  the  manufacture  of  high  pressure  lubricants. 

We  should  be  glod  to  receive  a  quart  sample  of  this  com¬ 
pound  for  investigating  purposes. 

Very  truly  yours, 

Quaker  State  Oil  Rfg.  Corp. 

Emlenton  Plant 
E.  E.  Ebner 

EEE  :R 

Pet.  Reg.  1933  j 

Refiner,  market,  producer,  compounder  and  exporter  and 
pipeline  operator.  In.  Del  1931.  Annual  meeting:  2nd 


! 
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Thurs.  May,  at  principal  office.  Capitalization:  1,000,000 
com.  shares,  authorized,  no.  par.  902,305  issued.  Officers: 
H.  J.  Crawford,  pres.  S.  Messer  and  James  D.  Berry, 
v.  p’s.  W.  R.  Reitz,  sec.  Charles  D.  Berry,  treas.  Re¬ 
fineries  :  2,500  bbls.  daily  cap.  complete  refinery,  Emlenton, 
Pa.  3,000  bbls.  daily  cap.  complete  refinery,  Farmers  Val¬ 
ley,  Pa.  Pipelines:  Has  gathering  system  in  McKean 
County,  Pa.  serving  refinery  at  Farmers  Valley.  Sub¬ 
sidiaries  :  The  Quaker  State  Oil  Refining  Corp.  is  the  hold¬ 
ing  company  for  the  following  subsidiaries:  James  B. 
Berry  Sons  Co.  Inc.  Oil  City,  Berry  Asphalt  Co.  Chicago. 
Enterprise  Oil  Co.  Buffalo,  making  “Duplex”  marine  oils 
and  “Kesson”  greases;  Ivory  Oil  Co.,  Chicago.  Lake 
Erie  Lubricants,  Inc.,  Cleveland;  Ohio  Valley  Refining 
Co.,  St.  Marys,  W.  Va.  Quaker  State  Oil  Refining  Co., 
Oil  City  making  “Quaker  State”  motor  oils  and  greases, 
“Penn  Seal”  motor  oil;  sterling  Oil  Co.  of  Pa.,  St.  Marys, 
W.  Va.  making  “Sterling”  motor  oils  and  gasoline;  Quaker 
State  Oil  Refining  Co.  of  Canada,  Ltd,  Toronto. 

2773  August  26,  1932. 

Quaker  State  Oil  Refining  Corp., 

Emlenton  Plant 
Emlenton,  Penna. 

!  Attention  Mr.  E.  E.  Ebner 


Gentlemen : 

I  want  to  thank  you  for  your  letter  of  the  22nd,  and  un¬ 
der  separate  cover,  am  mailing  you  a  pint  sample  of  PAR- 
OIL.  If  this  amount  is  not  sufficient  for  testing,  will  you 
kindly  advise  how  much  you  require,  and  we  will  be  glad  to 
forward  same. 

According  to  the  information  we  have,  PAROIL  ought 
to  work  out  just  about  right  for  use  in  small  percentages 
wtih  lubricating  oils.  Of  itself,  it  is  a  very  stable  chemi¬ 
cal,  not  giving  up  its  chlorine  content  to  Silver  Nitrate  nor 


bbl  j 

.  i 

being  decomposed  by  alkali,  but  does  give  up  its  chlorine 

on  boiling  with  aniline.  The  hypothesis,  I  believe,  is  that 
a  very  slight  corrosion  film  is  the  effect  desired,  and  per¬ 
haps  under  the  physical  high  pressure  and  other  physical 
conditions  present  in  such  lubrication,  PAliOIL  should 
give  satisfactory  results. 

1  hope  you  will  be  able  to  give  us  a  report  on  this  oil, 
and  you  may  be  sure  we  will  be  happy  to  cooperate  with 
you.  | 

Yours  very  truly, 

American  Chemical  Products  Co. 

S.  J.  Cohex,  Mgr. 

SJCiKGM 


2774  September  16,  1932. 

Quaker  State  Oil  Refining  Co., 

Emlenton  Plant, 

Emlenton,  Penna.  I 

Attention  Mr.  E.  E.  Ebner 

| 

Gentlemen : 

About  three  weeks  ago,  we  had  the  pleasure  of  submit¬ 
ting  a  quart  sample  of  our  PAROIL,  Chlorinated  Paraffin, 
and  are  writing  to  inquire  if  your  laboratory  has  com¬ 
pleted  its  tests  on  this  sample  and  if  the  results  have 
proven  to  be  favorable. 

We  will  be  pleased  to  work  with  you  in  every  way  we  can, 
and  awaiting  your  early  advice,  remain 

Yours  very  truly, 

j 

American  Chemical  Products  Co. 

S.  J.  Cohex,  Mgr. 


SJC  :KGM 
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2775  QUAKER  STATE  OIL  REFINING 
I  CORPORATION 

Emlenton  Plant 
Emlenton,  Pa. 

September  22, 1932. 

American  Chemical  Products  Company 
7  Litchfield  Street 
Rochester,  New  York 

i  Mr.  S.  J.  Cohen,  Manager 

Gentlemen : 

We  have  not  completed  the  laboratory  work  in  connec¬ 
tion  with  the  sample  of  Paroil  which  you  submitted,  but  as 
soon  as  this  work  is  finished,  we  shall  advise  you  the  re¬ 
results. 

Very  truly  yours. 

Quaker  State  Oil  Rfg.  Corporation. 

Emlenton  Plant 
E.  E.  Ebneb 


EEE  :R 
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2776  QUAKER  STATE  OIL  REFINING 

CORPORATION 

Emlenton  Plant 
Emlenton,  Pa. 

October  22,  1932. 

| 

American  Chemical  Products  Company 
7  Litchfield  Street 
Rochester,  N.  Y. 

| 

Attention  Mr.  S.  J.  Cohen 

Gentlemen : 

Some  time  ago,  we  received  a  quart  sample  I  of  Paroil  for 
test  purposes. 

During  the  course  of  our  research,  we  did  not  have  sufii- 
cient  Paroil  to  complete  our  work  and  ask  you  to  send  us 
one  gallon  of  this  compound,  for  which  you  are  to  bill  us. 
We  would  appreciate  receiving  this  sample  by  express  as 
soon  as  you  can  ship  it  and  when  results  are  available,  we 
shall  inform  you  if  we  can  use  this  product. 

! 

Yours  very  truly, 

Quaker  State  Oil  Refining  Corporation. 

Emlenton  Plant 
E.  E.  Ebner 

EEE  :A 


October  27,  1932. 

Quaker  State  Oil  Refining  Corp.,  j 
Emlenton,  Pa. 

Attention  Mr.  E.  E.  Ebner  \ 

Gentlemen : 

i 

Replying  to  your  letter  of  the  22nd,  we  ale  very  glad 
to  send  to  you  today  via  Express  an  additional  gallon  of 
our  PAROIL  for  test  purposes. 


i 

! 
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We  are  billing  you  at  the  nominal  charge  of  $1  for  this 
package  and  trust  that  this  will  be  satisfactory. 

VVe  will  be  pleased  to  hear  from  you  when  you  have  com¬ 
pleted  your  tests,  and  trust  that  we  may  be  of  further 
service  to  you. 

Yours  very  truly, 

i  American  Chemical  Products  Co. 

!  S.  J.  Cohen,  Mgr. 

S  JC  :KGM 


2778  December  5,  1932. 

Quaker  State  Oil  Refining  Corp., 

Emlenton  Plant, 

Emlenton,  Pa. 


Attention  Mr.  E.  E.  Ebner 

Gentlemen : 

We  are  very  pleased  to  have  your  Order  No.  10130  call¬ 
ing  for  10  gallons  PAROIL  for  further  experimental  work, 
and  we  are  glad  to  say  that  shipment  went  forward  to¬ 
day  by  express. 

We  trust  that  the  results  obtained  with  this  additional 
sample  will  be  of  value  to  you  so  that  you  will  want  to 
figure  on  using  this  item  in  commercial  production,  and 
again  thanking  you  for  the  present  order,  I  remain 

Very  truly  yours, 

American  Chemical  Products  Co. 

S.  J.  Cohen,  Mgr. 

SJC  :KGM 
Enel 
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2779  QUAKER  STATE  OIL  REFINING 

CORPORATION 

Emlenton  Plant 
Emlenton,  Pa. 

December  8, 1932 

American  Chemical  Products  Company 
7  Litchlield  Street 
Rochester,  N.  Y. 


Mr.  S.  J.  Cohen 

Gentlemen : 

We  have  your  letter  of  December  5  regarding  the  10- 
gallon  shipment  of  Paroil. 

We  have  been  carrying  on  considerable  research  work 
with  your  product  and  other  like  compounds,  and  up  to 
the  present  time  we  have  not  completed  the  program  or 
reached  any  definite  conclusion. 

However,  our  use  of  the  material  would  depend  upon 
what  the  cost  would  be,  and  we  ask  that  you  give  us  your 
cost  in  tank  car  lots. 

Very  truly  yours, 

Quaker  State  Oil  Rfg.  Corporation 
Emlenton  Plant 
E.  E.  Ebner 


EEE  :R 
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2780  December  20, 1932. 

Quaker  State  Oil  Refining  Corp., 

Emlenton  Plant, 

Emlenton,  Penna. 

Attention  Mr.  E.  E.  Ebner 

Gentlemen : 

In  reply  to  your  letter  of  December  8th  requesting  quo¬ 
tation  on  our  PAROIL  in  tank  car  lots,  we  have  gone  over 
costs  on  this  very  carefully,  and  are  prepared  to  quote 
you  a  price  of  43c  per  gallon  on  tank  cars  of  8,000  gallons, 
f.o.b.  Rochester,  New  York. 

1  think  you  can  readily  appreciate  that  a  single  tank  car 
lot  of  this  material  is  not  the  best  basis  for  figuring  a 
price,  and  believe  this  price  can  be  somewhat  bettered  on 
a  contract  basis  when  we  are  in  regular  production  on  a 
large  scale. 

Will  you  kindly  advise  if  our  quotation  brings  the  prod¬ 
uct  within  the  range  of  your  usability  of  this  product,  and 
if  there  is  a  good  prospect  of  your  placing  an  order  with 
us  for  this  quantity  of  PAROIL! 

Appreciating  your  advice,  and  taking  this  opportunity 
to  wish  you  the  Compliments  of  the  Season,  I  remain 

Cordialy  yours, 

American  Chemiqal  Products  Co. 

S.  J.  Cohen,  Mgr. 


SJCiKGM 
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2781  QUAKER  STATE  OIL  REFINING 

CORPORATION 

Emlenton  Plant 
Emlenton,  Pa. 

*  January  5,  1933. 

I 

American  Chemical  Products  Co., 

7  Lithfield  Road 

Rochester,  N.  Y.  j 

Mr.  S.  J.  Cohen 

Gentlemen : 

Answering  your  letter  of  December  28  regarding  the 
quotation  made  us  on  Paroil  in  tank  car  lots[  our  investi¬ 
gating  program  which  we  are  carrying  on  with  Paroil 
and  other  products  has  not  been  completed,  and  we  are 
not  in  position  definitely  to  state  whether  we  shall  be  able 
to  use  your  product  to  an  advantage.  The  whole  review 
of  the  experimental  work  should  be  completed  at  the  end 
of  January,  and  we  ask  that  you  reconsider  your  recent 
quotation  in  view  of  the  fact  that  if  we  are  able  to  use 
Paroil,  your  quoted  price  is  a  little  high. 

Very  truly  yours, 

Quaker  State  Oil  |Rfg.  Corp. 
Emlenton  Plant 

E.  E.  Ebner  j 

! 

EEE  :R  I 
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2782  January  6,  1933. 

Quaker  State  Oil  .Refining  Corp., 

Emlenton  Plant, 

Emlenton,  Penna. 

Attention  Mr.  E.  E.  Ebner 

Gentlemen : 

I  want  to  thank  you  for  your  letter  of  January  5th,  be¬ 
cause  we  are  most  interested  to  know  what  progress  you 
have  made  on  the  use  of  P  ABOIL. 

Now  that  we  have  once  made  up  the  schedule  of  prices, 
it  won’t  take  me  very  long  to  get  the  figures  on  our  costs, 
which  depends,  as  you  can  readily  appreciate,  on  the  quan¬ 
tity  required  over  a  unit  period  and  on  the  rate  of  produc¬ 
tion. 

i  think  that  the  most  favorable  conditions,  we  can  give 
you  a  better  price  than  that  quoted,  and  will  do  our  utmost 
to  give  this  to  you  on  a  basis  which  will  make  it  practical 
for  commercial  application. 

You  know  that  initially  we  are  going  to  have  to  figure 
increased  production  capacity,  possibly  larger  manufac¬ 
turing  units,  and  so  on. 

There  is  no  doubt  whatever  in  my  mind  but  what  a  sat¬ 
isfactory  price  can  be  made. 

Trusting  that  you  will  decide  to  adopt  this  product  and 
that  we  may  supply  you  with  tank  car  quantities,  which 
business  you  may  be  sure  we  will  appreciate  having,  I  re¬ 
main 

Yours  very  truly, 

American  Chemical  Products  Co. 

S.  J.  Cohen,  Mgr. 

SJC  :KGM 
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2783  QUAKER  STATE  OIL  REFINING 

CORPORATION 

Emlenton  Plant 
Emlenton,  Pa. 

January  12,  1933. 

American  Chemical  Products  Company 
7  Litchfield  Street 
Rochester,  New  York 

Mr.  S.  J.  Cohen 

Gentlemen : 

Answering  your  letter  of  January  0,  we  judge  that  we 
should  know  within  the  next  month  whether  we  shall  be 
able  to  use  this  product. 

We  expect  that  our  investigation  will  be  completed  by 
that  time  and  confirmed  by  actual  service  test. 

Very  truly  yours, 

Quaker  State  Oil  Rfg.  Corp. 

Emlenton  Plant 
E.  E.  Ebxer 

EEE  :R 

2784  March  2, 1933. 

Quaker  State  Oil  Refining  Corp., 

Emlenton  Plant, 

Emlenton,  Penna. 

Attention  Mr.  E.  E.  Ebner 

Gentlemen : 

I  have  your  letter  of  March  4tli  and  also  refer  to  our  tele¬ 
phone  talk  this  morning,  from  which  I  anticipate  you  are 
mailing  a  confirming  order  for  one  4,000  gallon  tank  car 
of  P ABOIL  at  43c  per  gallon  and  also  four  to  five  hundred 
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gallons  in  drums  to  be  shipped  immediately  from  our  stock, 
which  we  will  bill  to  you  at  50c  per  gallon,  which  is  our 
cost  of  drums  and  handling,  all  prices  f.o.b.  Rochester, 
New'  York. 

Please  forward  at  once  the  four  thousand  gallon  tank 
car  to  the  Hooker  Electrochemical  Co.,  Echota,  New  York, 
and  as  I  told  you  this  morning,  I  hope  v*e  will  be  able  to 
make  shipment  in  two  to  three  weeks. 

Our  PAROIL  product  is  manufacured  by  the  Hooker 
Electrochemical  Company,  and  I  think  will  set  your  mind 
at  ease,  as  their  reputation  is  well  known. 

I  want  to  thank  you  for  this  order,  and  as  stated  in  one 
of  my  earlier  letters,  we  will  cooperate  with  you  in  every 
way  possible,  and  I  look  forward  to  receiving  your  fur¬ 
ther  favors. 

Yours  very  truly, 

American  Chemical  Products  Co. 

S.  J.  Cohen,  Mgr. 

S  JC  :KGM 

2785  QUAKER  STATE  OIL  REFINING 

CORPORATION 

Emlenton  Plant 
Emlenton,  Pa. 

March  4, 1933. 

American  Chemical  Products  Company 
7  Litchfield  Street 
Rochester,  N.  Y. 

Mr.  Cohen 

Gentlemen : 

We  have  completed  considerable  research  and  experi¬ 
mental  work  in  connection  with  Paroil  and  at  this  time  we 
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are  willing  to  buy  a  4,000  gallon  car  of  this  material  for 
a  limited  commercial  trial. 

You  quoted  us  a  price  of  43c  a  gallon  sometime  ago,  stat¬ 
ing  that  this  price  could  be  lowered  somewhat.  We  ask, 
therefore,  that  you  give  us  as  much  reduction  as  you  pos¬ 
sibly  can,  as  this  price  is  quite  high  for  the  purpose  for 
which  we  plan  to  use  it. 

In  the  event  that  you  do  not  have  a  4,000  gallon  tank 
car  available,  we  shall  be  in  posiiton  to  forward  a  car  from 
our  refinery  for  filling.  Kindly  advise  us  if  you  wish  the 
car  shipped  to  you. 

We  should  also  like  to  know  what  delivery  you  can  ef¬ 
fect  on  this  car. 

We  should  also  like  to  know  if  yon  can  guarantee  us 
that  this  product  will  be  constant  in  specifications  and  in 
the  amount  of  combined  chlorines. 

Very  truly  yours, 

Quaker  State  Oil  Rfg.  Corp. 

Emlenton  Plant 
E.  E.  Ebner 


EEE:R 
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2786  QUAKER  STATE  OIL  REFINING 

CORPORATION 

Emlenton  Plant 
Emlenton,  Pa. 

March  11, 1933. 

American  Chemical  Products  Company 
7  Litchfield  Street 
Rochester,  N.  Y. 

Mr.  S.  J.  Cohen 

Gentlemen : 

Answering  your  letter  of  March  7,  we  enclose  confirming 
order  for  one  4,000  gallon  tank  car  of  Paroil  and  4-500 
gallons  of  Paroil  in  drums,  the  drum  shipment  to  be  mad 
at  once,  and  the  tank  car  shipment  to  follow  as  soon  as  pos¬ 
sible. 

We  shall  forward  the  4,000  gallon  tank  car  to  the  Hooker 
Electrochemical  Company,  Echota,  N.  Y.  3  or  4  days  be¬ 
fore  the  material  is  ready  for  shipment. 

Will  you  please  advise  us  prior  to  the  time  the  material 
will  be  ready  for  shipment  so  that  car  can  be  forwarded 
to  arrive  at  destination  a  day  or  so  before  shipment  is 
planned. 

Please  inform  the  Hooker  Electrochemical  Company  that 
they  need  not  clean  the  tank  car  -when  it  is  received  at  their 
plant  because  we  shall  take  care  of  this  at  our  plant,  and 
they  should  not  become  alarmed  if  there  is  a  small  amount 
of  oil  in  the  car,  as  this  will  not  cause  us  any  inconveni¬ 
ence. 

Very  truly  yours, 

Quaker  State  Oil  Rfg.  Corp. 

Emlenton  Plant 
E.  E.  Ebneb 

ENC 
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March  13, 1933. 

Quaker  State  Oil  Refining  Corp., 

Emlenton  Plant, 

Emlenton,  Penna. 

Attention  Mr.  E.  E.  Ebner 

! 

Gentlemen : 

I  want  to  thank  you  for  your  order  of  March  11th  and 
your  letter  explaining  your  requirements,  and  will  follow 
your  advice  closely. 

We  are  shipping  you  today,  drums  of  PAROIL,  whicli 
is  all  we  have  on  hand,  having  expected  some  up  from  the 
plant  which  has  not  arrived.  I  will  back  order  the  differ¬ 
ence  and  will  make  shipment  the  end  of  this  I  week  or  the 
early  part  of  next  week. 

We  will  take  care  to  advise  you  in  regard  to j the  tank  car 

so  that  is  will  arrive  at  destination  a  day  or  so  before 

shipment  is  planned,  as  you  suggest. 

We  appreciate  this  order  and  trust  that  we  may  receive 

vour  further  favors. 

•> 

i 

Yours  very  truly, 

i 

American  Chemical  Products  Co. 

S.  J.  Cohen,  Mgr.  j 

SJC  :KGM 
(SEAL) 


364 


2300  March  4, 1932. 

Crane  Packing  Co., 

1800  Cuyler  Ave., 

Chicago,  I1L 

Attn.  Mr.  C..  P.  Teeple 
Dear  Mr.  Teeple: 

It  is  some  time  since  we  have  heard  from  you  in  regard 
to  P  ABOIL,  and  we  would  like  to  know  if  we  may  ship 
you  a  drum  of  this  material  at  this  time. 

We  will  be  very  glad  to  hear  from  you  and  hope  that 
we  may  supply  you  with  this  special  product. 

Yours  very  truly, 

i  American  Chemical  Products  Co. 

S.  J.  Cohen,  Mgr. 

SJC:KGM 
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2798  COHEN  EXHIBIT  NO.  7 

STANDARD  OIL  COMPANY  OF  CALIFORNIA 

120  Broadway,  New  York  City  ; 

! 

January  2.  1933 

American  Chemical  Products  Co., 

7  Litchfield  Street,  j 

Rochester,  N.  Y. 

Attn:  Mr.  S.  J.  Cohen. 

| 

Gentlemen : 

With  reference  to  your  products  Paroil  T-61  and  Stand¬ 
ard  Paroil,  we  have  today  received  a  request  from  our 
West  Coast  laboratories  that  we  contact  you  with  the  view 
of  having  samples  of  each  of  these  oils  forwarded  to  them 
for  test  purposes. 

We  should  like  to  avail  ourselves  of  your  offer  to  sup¬ 
ply  samples,  and  ask  that  you  forward  1-gallon  of  each  of 
the  above  oils,  express  collect,  to  our  laboratories,  as  fol¬ 
lows  : 

Mr.  W.  N.  Davis,  j 

Research  &  Development  Department 
Standard  Oil  Co.  of  California, 

Richmond,  California,  Refinery. 

i 

properly  marked  for  identification  so  as  to  reach  Dr.  Davis 
promptly. 

We  shall  communicate  with  you  when  our  Research  & 
Development  Department  have  completed  their  survey  of 
your  product,  and  meanwhile  express  our  appreciation  of 
your  cooperation  in  this  matter.  j 

Very  truly  yours, 

J.  L.  Qr.xx 
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2799  January  4,  1944 

Standard  Oil  Co.  of  California, 

120  Broadway, 

New  York  City. 

i  Attn.  Mr.  J.  L.  Quinn 

Dear  Mr.  Quinn: 

1  have  your  letter  of  January  2nd,  and  am  very  glad  to 
note  that  your  laboratory  would  to  receive  samples  of  our 
PAROIL  and  T-61  for  examination. 

We  are  expressing  your  laboratory  today  one  gallon 
sample  of  each  without  charge,  and  I  would  kindly  appre¬ 
ciate  your  requesting  your  laboratory  to  let  me  know  what 
results  they  obtain  in  their  tests.  We  know  practically 
what  results  are  possible  with  these  two  extreme  pressure 
bases  in  laboratory  tests  and  the  trade  has  been  very  well 
satisfied  with  some  millions  of  pounds  of  PAROIL  blended 
Extreme  Pressure  Lubricants  and  Cutting  Oils  which  have 
been  placed  in  service  during  the  past  year. 

If  the  laboratory  has  some  criticism  to  offer,  l  will  be 
only  too  glad  to  know  what  it  is,  and  will  appreciate  an 
opportunity  to  make  any  correction  or  submit  any  further 
information  which  is  required. 

Should  your  California  Plant  decide  to  use  our  products, 
we  would  manufacture  and  ship  from  our  Tacoma  Plant. 

Thanking  you  for  your  consideration  of  our  products, 
and  waiting  your  further  advices,  I  am 

Cordially  yours, 

American  Chemical  Products  Co. 

S.  J.  Cohen,  Mgr. 

SJC  :KGM 
(Seal) 
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2792  COHEN  EXHIBIT  NO.  8 

May  18,  1933 

The  Pure  Oil  Co., 

35  East  Wacker  Drive, 

Chicago,  Illinois. 

Attn.  Mr.  M.  B.  Chittick  j 

Asst.  Chief  Chemist 

File :  MBC-233  j 

Gentlemen : 

1  appreciate  very  much  your  letter  of  May  10th  discus¬ 
sing  PAROIL  and  regret  that  I  have  been  too  busy  to 
reply  sooner. 

You  state  that  PAROIL  does  not  give  sufficient  E.P. 
lubricating  qualities  in  blending  with  a  mineral  oil.  Our 
experience  is  directly  the  contrary  and  possibly  you  haven’t 
incorporated  a  sufficient  quantity  of  PAROIL.  We  find 
a  combination  of  15%  more  or  less  PAROIL  with  a  good 
quality  lubricating  oil  will  have  satisfactory  E.P.  charac¬ 
teristics  without  the  addition  of  any  other  agent. 

If  you  prefer,  it  is  possible  to  use  10-12%  of  PAROIL 
with  a  lubricating  oil  and  a  small  percentage  ol  lead  soap. 
Again,  it  is  possible  to  use  either  Sulfur  or  Sulfur  Chloride 
in  very  small  percentages  less  than  2%  or  3%, 

Here  are  some  reasons  why  I  believe  you  should  be  using 
PAROIL. 

1.  It  is  neutral  and  will  remain  neutral  indefinitely  un¬ 
der  ordinary  conditions,  even  in  contact  with  water. 

2.  Under  the  influence  of  high  pressure  and  heat  as 
generated  in  a  gear,  it  develops  a  slight  degree  of  acid  and 
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gives  E.P.  lubrication  and  we  believe  only  in  proportion  as 
the  gear  requires  it. 

3.  PAROIL  has  a  pour  point  as  low  as  5°  above  0°F., 
and  below  0°F.  it  is  a  soft  mush.  Consequently,  it  will 
scarcely  alter  the  pour  point  of  the  oil  with  which  it  is 
admixed. 

I  4.  PAROIL  will  scarcely  affect  the  normal  viscosity  of 
the  lubricating  oil  with  which  it  is  admixed. 

2793  5-18-33 
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Attn.  Mr.  H.  B.  Chittick 
The  Pure  Oil  Company 

5.  PAROIL  has  an  extremely  high  flash  point  and  boil¬ 
ing  point. 

6.  Either  with  or  without  sulfur  or  sulfur  chloride  or 
lead  soap  base,  it  develops  E.P.  lube  qualities  with  any  lube. 

7.  PAROIL  is  miscible  in  all  proportions  with  oils  and 
lubricating  compounds. 

8.  PAROIL  dissolves  sulfur  freely  without  separation 
of  the  sulfur,  and  permit  a  combination  with  lubricating 
oils  without  separation  of  sulfur. 

9.  PAROIL  does  not  contain  any  animal  or  vegetable 
fats  or  fatty  acids  which  can  become  rancid. 

Perhaps  the  best  evidence  I  have  to  offer  regarding 
PAROIL  is  the  contracts  which  we  now  have  calling  for 
a  regular  tank  car  production  and  we  have  a  number  of 
contracts  in  prospect  which  will  multiply  our  output  several 
times. 

In  PAROIL,  I  believe  the  trade  has  its  first  opportunity 
to  obtain  a  satisfactory  E.P.  lube  at  a  moderate  cost,  and 
I  am  hopeful  that  we  will  be  able  to  convince  a  great  many 


369 


manufacturers  that  this  is  true  and  so  make  possible  the 
general  distribution  of  E.P.  Lubes  that  the  motor  car  man¬ 
ufacturers  have  been  crying  for. 

Why  not  order  in  five  or  ten  gallons,  or  a  drum,  and 
take  the  lead  in  this  field  which  your  company  enjoys  in 
other  ways! 

We  shall  be  very  glad  to  serve  your  needs,  and  awaiting 
your  further  advice,  remain 

Cordially  yours 

American  Chemical  Products  Co. 

S.  J.  Cohen,  Mgr. 

S  JC  :MGM 

2794  June  5,  1933 

The  Pure  Oil  Co., 

35  E.  Wacker  Drive, 

Chicago,  Illinois. 

Attn.  Mr.  M.  B.  Chittick 
File :  MBC-233 

Gentlemen : 

I  refer  to  your  letter  of  May  10th  and  my  reply  of  the 
18tli,  and  we  want  to  correct  a  statement  made  in  our 
letter. 

Beports  we  have  had  show  that  P  ABOIL,  with  a  lubri¬ 
cant,  gives  excellent  E.P.  lube  characteristics  as  indicated 
by  the  Timken  Machine.  However,  we  have  learned  that 
these  very  combinations  when  tested  on  the  Almen  Machine 
do  not  show  satisfactory  load  carrying  qualities.  We  have 
a  report  of  10%  PAROIL  with  20%  good  quality  mineral 
oil  carrying  a  load  of  ten  to  twelve  weights  on  the  Almen 
machine. 


However  10%  of  PAROIL  with  a  good  mineral  oil  and 
with  the  addition  of  lead  soaps  carries  the  load  of  fifteen 
weights  and  will  give  a  satisfactory  test  on  the  Gleason 
machine.  Would  you  care  to  advise  me  if  you  have  any 
objections  to  the  use  of  lead  soap  ?  I  know  that  some  manu¬ 
facturers  don’t  like  it. 

I  note  your  objection  to  the  use  of  sulfur  as  an  ingredi¬ 
ent  because  of  its  corrosive  qualities.  1  find  that  sulfur 
is  quite  easily  soluble  in  paroil  and  I  would  like  to  know 
if  you  would  consider  a  small  percentage  of  sulfur,  say  2%, 
or  better  yet,  1%  of  sulfur  and  a  small  percent  of  lead  soap. 

I I  am  only  guessing  that  the  E.P.  lube  proposition  is  of 
large  importance  to  your  company  in  the  near  future  if 
it  is  not  at  the  present  time  and  we  have  had  turndowns 
of  PAROIL  as  much  as  six  times  by  a  single  company, 
but  purely  by  persistence  in  recommending  it,  we  have 
eventually  won  that  manufacturer’s  business. 

The  reasonable  answer  to  this  is  that  considerable  ex¬ 
perimentation  is  required  to  hit  on  an  excellent  combina¬ 
tion.  Our  experience  is  usually  that  the  manufacturer 
tries  a  small  amount  and  then  a  larger  amount  and  finally 
when  he  hits  on  something  pretty  fair  will  order  a  five 
and  ten  gallon  quantities.  The  next  thing  we  know  we 
have  bulk  shipments  of  multip  drum  lots  going  to  him. 
That  happened  only  the  other  day  with  a  manufacturer  to 
whom  we  offered  PAROIL  nine  months  ago  and  had  re¬ 
peated  turndowns. 

2795  June  5,  1933 
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The  Pure  Oil  Co. 

If  you  have  the  time,  1  would  like  to  persuade  you  to 
continue  with  your  experiments  with  PAROIL  because 
PAROIL  is  the  logical  product  for  your  lubricant  manufae- 
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turer  to  use  in  view  of  its  physical  and  chemical  qualities 
are  of  a  practical  angle,  also  boosting  the  petroleum  in¬ 
dustry  because  we  use  petroleum  products  exclusively  for 
our  raw  material.  To  the  extent  that  the  E.P.  lubricant 
becomes  a  large  volume  sales  item,  we  are  providing  a 
market  for  one  or  more  of  the  so-called  “by-products”  of 
your  industry.  We  do  not  use  any  fatty  acids  which  are 
said  to  promote  oxidation  of  lubricating  oils. 

If  I  seem  to  halt  and  stammer  at  times  in  regard  to  in¬ 
formation  on  PAROIL,  it  is  only  simply  owing  to  the  fact 
that  we  haven’t  a  machine  and  are  unable  to  obtain  one 
until  General  Motors  decides  to  put  out  a  new  lot,  and  it 
lias  proven  a  tremendous  handicap  to  our  work. 

Nevertheless,  i  want  to  tell  you  that  we  are  in  regular 
tank  car  production  shipping  to  several  manufacturers  of 
E.P.  lubricants  and  1  confidently  expect  that  the  industry 
will  take  to  PAROIL  exclusively  on  the  basis  of  its  quality 
and  on  the  basis  of  its  low  price.  We  quote  tank  cars 
today  on  a  contract  basis  for  regular  deliveries  at  37c  per 
gallon. 

Please  let  me  know  if  we  can  be  of  service  to  you,  and 
1  will  be  interested  to  hear  from  you  in  any  case  as  to 
further  results  you  obtain. 

We  are  working  on  some  modified  P ARGILS  which  ma  v 
prove  of  interest  but  Standard  PAROIL  today  is  giving 
many  manufacturers  complete  satisfaction. 

Yours  very  truly, 

American  Chemical  Products  Co. 

S.  J.  Cohen,  Mgr. 
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2796  June  16, 1933 

The  Pure  Oil  Co., 

35  E.  Wacker  Drive, 

Chicago,  Illinois. 

Attn.  Mr.  M.  B.  Chittick 
File :  MBC-233 

Gentlemen : 

I  know  you  recognize  the  important  possibilities  of  E.P. 
Lubricants,  and  our  interest  in  E.P.  Lubes  lies  in  our  large 
scale  production  of  a  Clorinated  Petroleum  product  which 
is  in  use  by  several  large  responsible  manufacturers  having 
national  distribution,  to  whom  we  have  sold  since  February 
the  not  inconsiderable  quantity  of  more  than  200,000 
pounds  of  PAROIL. 

A  10%  compound  of  PAROIL  and  90%  of  a  good  lube, 
S.A.E.  70  or  90,  will  carry  forty  to  fifty  thousand  pounds 
on  the  Timken  testing  machine.  This  has  been  tested  and 
is  highly  efficient  for  Worm  Gear  Drives.  For  carrying 
the  load  on  Hypoid  Gears,  we  recommend  the  addition  of 
one  to  two  percent  Sulfur  to  the  above. 

Our  PAROIL  product  is  manufactured  by  the  Hooker 
Electrochemical  Company  of  Niagara  Falls,  whose  record 
of  achievement  in  the  chemical  manufacturing  field  is  ample 
guarantee  of  the  highest  quality  and  production  of  PAR- 
OIL  under  scientific  control. 

PAROIL  is  the  logical  product  to  use  for  E.P.  Lubes. 
It  contains  no  fatty  acids  to  become  rancid  or  oxidize  or 
promote  oxidation  of  Lubricating  Oil,  has  a  low  pour  point 
high  viscosity,  is  easily  miscible  in  all  proportions,  does 
not  separate,  is  available  in  any  quantity  from  raw  ma¬ 
terials  not  subject  to  monopoly,  and  last  but  not  least,  the 
price  is  low. 
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Why  stay  on  the  fence  and  let  this  business  go  by  while 
there  is  a  premium  market  and  a  public  need  going  un¬ 
satisfied! 

We  will  be  glad  to  have  your  inquiry  for  k  few  ounces 
or  a  tank  car,  and  we  will  be  glad  to  answer  your  questions 
to  the  best  of  our  ability  from  our  accumulated  files  of 
information  on  this  subject,  but  of  course,  you  realize  that 
much  of  our  information  is  confidential  and  iii  any  case  the 
use  of  PAROIL  must  necessarily  be  recomiriended  by  re¬ 
sults  that  your  own  tests  disclose. 

2797  June  17,  1933 


The  Pure  Oil  Co.  j 

I  would  be  interested  to  learn  what  type  of  testing  ma¬ 
chines  you  have  available  and  also  whether  it  is  your  opin¬ 
ion  that  it  is  better  to  wait  until  some  one  has  discovered 
the  perfect  E.P.  addition  agent  or  to  use  the  best  product 
which  the  present  market  affords.  I  think  that  our  pro¬ 
duct  is  the  best  for  the  reasons  given  above  and  also  be¬ 
cause  you  don’t  have  to  mess  around  with  unstable  pre¬ 
parations  generating  fumes  which  present  a  problem  for 
disposal. 

i 

! 

Please  let  me  hear  from  you  as  1  will  appreciate  your 
frank  discussion  on  all  points. 

| 

Cordially  oyurs, 

i 

American  Chemical  Products  Co. 

S.  J.  Cohen,  Mgr. 

S  JC  :KGM 

! 

i 

P.S.  Do  you  have  an  Almen  testing  machine? 

(Seal) 

#  *  #  * 

j 
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2788  COHEN  EXHIBIT  NO.  9 

TIDE  WATER  OIL  COMPANY 

Bayonne  Refinery 

Bayonne,  N.  J. 

August  2nd,  1933 

American  Chemical  Products  Co., 

7  Litchfield  Street, 

Rochester,  New  York. 

Attention  Mr.  S.  J.  Cohen, 

Your  letter  of  July  12th,  1933  on  the  subject  of  Extreme 
Pressure  Lubricants  has  been  forwarded  to  me  for  answer. 

We  are  interested  in  this  subject  and,  therefore,  would 
appreciate  receiving  at  least  a  one  gallon  sample  of  your 
PAROIL  for  experimental  purposes,  together  with  any  in¬ 
formation  you  may  have  relative  to  means  of  incorporation 
and  physical  and  chemical  properties  of  your  compound. 

Very  truly  yours, 

P.  G.  Colin, 

Supervisor,  Research  Division 

PGC/N 


2789  August  4,  1933 

Tide  Water  Oil  Co., 

Bayonne  Refinery, 

Bayonne,  N.  J. 

Gentlemen : 

Attn.  Mr.  P.  G.  Colin 

We  are  very  glad  to  have  your  letter  of  the  2nd  noting 
your  interest  in  our  PAROIL  PRODUCT,  and  I  am  pleas¬ 
ed  to  advise  that  we  are  expressing  to  you  today  without 
charge  one  gallon  of  PAROIL. 


The  results  of  our  laboratory  tests  and  the  reports  we 
have  from  manufacturers  using  PAROIL  show  that  only 
12%  is  needed  with  a  good  mineral  oil  to  make  an  extreme 
pressure  lubricant.  Such  a  combination  will  pass  all  the 
tests  on  the  Timken  Wear  Tester. 

PAROIL  has  the  necessary  stability  for  long  storage  of 
the  manufactured  lubricant  and  scarcely  alters  the  vis¬ 
cosity  of  the  oil  with  which  it  is  compounded,  eyen  at  oper¬ 
ating  temperatures  of  400°F.  and  also  down  0°F.,  which, 
is  of  course  important  in  maintaining  the  low  pour  point, 
and  it  can  be  mixed  cold. 

Please  don’t  hesitate  to  call  on  me  for  any  information 
we  can  give  you,  technical  or  otherwise,  relative  to  PAR- 
OIL.  In  our  estimation,  PAROIL  is  the  outstanding  E.P. 
Lubricating  Agent,  and  with  the  information  from  tests 
over  more  than  a  period  of  a  year  and  a  quite  wide  distri¬ 
bution  in  the  field  today,  we  are  confident  that  we  can  give 
you  the  utmost  satisfaction,  and  look  forward  to  receiving 
your  orders. 

Thanking  you  again  for  your  inquiry  and  looking  for¬ 
ward  to  being  of  service  to  you,  I  remain 

Cordially  yours, 

American  Chemical  Products  Co. 

S.  J.  Cohen,  Mgr. 


SJC  :KGM 
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2790  TIDE  WATER  OIL  COMPANY 

Bayonne  Refinery 
Bayonne,  N.  J. 

October  16th,  1933 

American  Chemical  Products  Co., 

7  Litchfield  Street, 

Rochester,  N.  Y. 

Attention  Mr.  S.  J.  Cohen, 

Gentlemen : 

In  answer  to  your  letter  of  September  29th  in  which  you 
ask  for  our  comments  on  your  “Paroil”,  I  would  say  that 
due  to  other  -work  we  have  not  been  able  to  devote  much 
time  to  determining  the  usefulness  of  your  product  in  our 
manufacturing  operations. 

We  have  available  the  better  known  types  of  extreme 
pressure  machines  and  have  devoted  considerable  atten¬ 
tion  to  extreme  pressure  lubricants. 

i  You  mention  in  your  letter  that  you  have  made  some  im¬ 
provements  in  your  product  and  we  would,  therefore,  ap¬ 
preciate  it  if  you  would  forward  to  us  new  samples  of  the 
material  in  order  that  we  may  determine  the  merits  of 
your  latest  and  best  product. 

Thanking  you  for  your  interest,  I  am 

Yours  very  truly, 

P.  G.  Colin, 

Supervisor,  Research  Section 
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2791  December  7,  1933 

Tide  Water  Oil  Co.,  j 

Bayonne  Refinery, 

Bayonne,  New  Jersey. 

Attn.  Mr.  P.  G.  Colin 

Dear  Mr.  Colin:  j 

Back  in  August,  we  had  the  pleasure  oi'  submitting  a 
sample  of  STANDARD  PAROIL  for  your  examination, 
and  are  writing  to  inquire  if  you  have  completed  your  tests 
and  what  results  you  have  obtained  with  it  in  your  E.P. 
Lubricants. 

A  large  market  for  extreme  pressure  lubricants  has  de¬ 
veloped  due  to  the  fact  that  gears  are  being!  operated  at 
higher  speeds,  even  though  they  are  not  hypoid  gears,  and 
some  manufacturers  have  obtained  national  distribution 
for  lubricants  containing  PAROIL. 

Have  you  tried  PAROIL  in  CUTTING  OILS?  We  have 
reports  from  customers  that  PAROIL  blended  in  cutting 
oils  gives  remarkable  results,  especially  when  cutting  tough 
alloy  steels. 

PAROIL  is  easily  blended  with  oils  or  greases  by  simple 
mixing  at  room  temperature,  and  is  low  in  cost,  as  our 
price  for  single  drum  lots  of  STANDARD  PAROIL  is  55e 
per  gallon,  f.o.b.  Niagara  Falls,  New  York,  with  a  lower 
price  on  contract  basis. 

STANDARD  PAROIL  will  carry  a  load  of  12,000  to 
13,000  pounds  on  the  Almen  Machine  and  30,000  to  45,000 
pounds  on  the  Timken  Machine,  while  our  improved  pro¬ 
duct,  T-61,  will  carry  the  full  load  of  15,000  pounds  on  the 
Almen  Machine  and  65,000  pounds  on  the  Timken  Machine. 


j 

i 
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We  will  be  very  pleased  to  work  with  you  in  every  way 
we  can,  and  awaiting  your  advice  as  to  how  we  may  best 
serve  your  needs,  remain 

Cordially  Yours 

American  Chemical  Products  Co. 

S.  J.  Cohen,  Mgr. 

(Seal) 

■***>* 

2801  COHEX  EXHIBIT  XO.  10 

CONTINENTAL  OIL  COMPANY 
i  Ponca  City,  Oklahoma 

January  3,  1933 

Mr.  S.  J.  Cohen,  Manager 
American  Chemical  Products  Company 

7  Litchlield  Street 
Rochester,  N.  Y. 

Dear  Mr.  Cohen: 

If  you  will  forward  me  a  1-quart  sample  of  your  product 
T-61,  I  shall  be  glad  to  make  tests  with  it.  I  rather  ques¬ 
tion  whether  we  will  be  interested  in  the  product,  since  we 
do  not  make  a  specialty  of  cutting  oils  and  do  not  use  your 
type  of  compound  in  any  of  our  motor  lubricants. 

Your  statement  that  T-61  is  neutral  and  stable  to  boiling 
water  and  alkalis  is  very  interesting.  I  should  appreciate 
knowing  what  the  compound  is,  if  you  are  free  to  disclose 
its  composition. 

Very  truly  yours, 

Continental  Oil  Company 
By  Bert  H.  Lincoln 
Chief  Chemist 
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2802  CONTINENTAL  OIL  COMPANY 

Ponca  City,  Oklahoma 
July  17,  1933 

American  Chemical  Products  Company,  j 
7  Litchfield  Street,  j 

Rochester,  New  York. 

Attention:  Mr.  S.  J.  Cohen,  Mgr. 

(Jentlemen: 

Your  letter  of  July  13  addressed  to  the  attention  <>t'  our 
president  has  been  directed  to  me  for  reply. 

We  should  appreciate  receiving  a  test  sample  of  your 
product  with  any  information  concerning  method  of  manu¬ 
facture,  method  of  use  and  efficiency  in  use.  Do  you  have 
data  indicating  the  film  strength  improvement  of  midcon¬ 
tinent  lube  oils  upon  adding  your  E.P.  substance,  as  de¬ 
termined  by  the  Timken,  Mougay  and  Almen  test  machines 

Three  or  four  pounds  of  your  E.P.  product  should  be 
sufficient  for  our  test  purposes. 

Very  truly  yours, 

Continental  Oil  Company 
Bert  H.  Lincoln, 

Asst,  to  Manufacturing  Manager 

2803  July  26,  1933 

Continental  Oil  Co., 

Ponca  City, 

Oklahoma. 


Gentlemen:  Attn.  Mr.  Bert  H.  Lincoln 

I  am  very  pleased  to  have  your  letter  of  the  17th  relative 
to  our  PAROIL  E.P.  addition  agent,  and  under  separate 
cover  are  shipping  you  a  half  gallon  sample  without  charge. 
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PAROIL  -when  blended  to  the  extent  of  10%  to  12%  with 
a  good  quality  lubricating  oil  of  mixed  base  Mid  Continent 
or  Pennsylvania  Oil  or  Pennsylvania  Oil  which  has  been 
only  steam  refined  without  further  treatment  makes  a  pro¬ 
duct  which  is  suitable  for  worm  gear  and  other  extreme 
pressure  lubrication,  excepting  hypoid  gears.  For  hypoid 
gears,  we  recommend  the  addition  of  approximately  2% 
of  sulfur  in  the  form  of  a  sulforized  oil 

While  a  number  of  Pennsylvania  refiners  and  compound¬ 
ers  are  using  PAROIL,  our  reports  from  our  laboratory 
and  other  users  indicate  that  a  better  result  is  obtained 
by  the  use  of  mid  continent  mixed  base  lube  oils. 

PAROIL  practically  makes  no  change  in  the  pour  point 
and  viscosity  of  a  blended  oil.  It  is  the  lowest  cost  extreme 
pressure  addition  agent  on  the  market,  giving  the  greatest 
satisfaction. 

Some  of  our  customers  are  using  PAROIL  in  nationally 
branded  and  nationally  distributed  E.P.  lubricants  and  also 
in  cutting  oils,  and  we  also  recommend  it  for  use  in  draw¬ 
ing  compounds  on  the  basis  that  a  drawing  operation  as 
well  as  a  cutting  oil  operation  gives  modified  extreme  pres¬ 
sure  conditions.  We  feel  that  the  very  substantial  volume 
of  sales  which  we  have  effected  to  date  offer  a  practical 
proof  the  satisfatcory  results  obtained  with  our  product. 

We  quote  you  our  best  prices  on  PAROIL  in  single  tank 
car  lots  at  40c  per  gallon  in  your  tank  cars,  in  our  tank  cars 
at  41c  per  gallon,  in  carloads  of  drums  at  44c  per  gallon, 
drums  inclusive  and  non-returnable,  single  drums  at  55c 
per  gallon  and  lots  of  five  to  ten  drums  at  53c  per  gallon, 
all  f.o.b.  Niagara  Falls,  New  York. 
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Continental  Oil  Co. 

We  will  be  very  pleased  to  receive  your  order  for  a  trial 
tank  car  or  drum  of  PAROIL,  and  can  make  prompt  ship¬ 
ment  from  stock  of  either  quantity. 

PAROIL  is  very  simply  blended  with  any  oil  by  admix¬ 
ture,  cold  or  hot,  and  it  is  a  clear  oily  liquid  fully  soluble, 
making  it  easily  available  for  field  test  or  laboratory  ma¬ 
chine  tests.  I  would  like  to  know  what  type  of  testing 
machine  you  use  and  also  if  you  can  make  field  trials  in 
your  own  equipment 

I  am  sure  you  will  be  very  pleased  with  {^AROIL  and 
will  be  glad  of  an  opportunity  to  serve  you. 

Thanking  you  for  advising,  I  remain 

Cordially  yours, 

American  Chemical  Products  Co. 

S.  J.  Cohen,  Mgr. 

SJC:KGM 
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2805  CONTINENTAL  OIL  COMPANY 

Ponca  City,  Oklahomt 
October  2,  1933 

American  Chemical  Products  Company 
7  Litchfield  Street 
Rochester,  New  York 

Gentlemen : 

Answering  your  letter  of  September  19,  we  obtained  a 
Timken  reading  of  23#  with  1%  of  Paroil  in  99%  of  Mid 

i 

i 

i 


! 
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Continent  S.A.E.  30  lubricant.  In  Mid-Continent  “D” 
stock  100  viscosity  at  210°  F.,  using  10%  Paroil,  we  ob¬ 
tained  a  44.3#  reading  on  the  Timken. 

Our  analysis  indicates  that  Paroil  is  a  chlorinated  hydro¬ 
carbon  from  the  saturated  hydrocarbon  series.  The  chlor¬ 
ine  content  of  Paroil  is  approximately  20%,  by  our  analysis. 

We  shall  be  glad  to  examine  a  sample  of  your  improved 
Paroil,  if  you  care  to  send  us  one. 

We  rely  on  the  Timken  machine  almost  entirely  now,  but 
have  an  Almen  machine  and  others.  We  do  not  have  any 
set  specifications  of  what  will  be  a  satisfactory  E.P.  base, 
but  check  the  various  usual  tests  on  lubricants  to  note  any 
change  or  detrimental  action  of  the  E.P.  base. 

Very  truly  yours, 

Bert  H.  Lincoln 

2806  CONTINENTAL  OIL  COMPANY 

Ponca  City,  Oklahoma 
December  26, 1933 

American  Chemical  Products  Company 
7  Litchfield  Street 
Rochester,  New  York 

Attention  of  Mr.  S.  J.  Cohen 

Dear  Mr.  Cohen: 

Acknowledging  your  letter  of  December  7,  1933,  1  must 
advise  that  we  have  done  no  further  work  on  the  use  of 
Paroil  and  probably  will  not  do  any  further  work.  To  ob¬ 
tain  the  high  load  carrying  capacity  usually  required  in 
lubricating  oil  requires  a  rather  large  percentage  of  Paroil 
and  we  have  therefore  decided  to  do  nothing  further  on 
the  subject 
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We  certainly  appreciate  your  having  allowed  us  to  ex 
amine  your  product. 

Very  truly  yours. 

Continental  Oil  Company 

By  Bert  H.  Lincoln 
Chief  Chemist 

2807  COHEN  EXHIBIT  NO.  11 

July  15,  1933 

U.  S.  Department  of  Commerce, 

Bureau  of  Standards, 

Washington,  D.  C. 

File :  III-8-IT  ALU 

Gentlemen :  Subject :  Extreme  Pressure  Lubricants 

We  are  very  deeply  interested  in  the  question  of  Ex¬ 
treme  Pressure  Lubricants  and  Extreme  Pressure  Lubri¬ 
cant  testing  when  compounded  or  blended  with  oils,  and 
the  writer  has  therefore  read  with  considerable  interest 
the  report  in  the  June  issue  of  the  progress  the  Bureau 
has  made  looking  to  the  standardization  of  a  testing  ma¬ 
chine. 

I  am  writing  to  inquire  if  the  machine  developed  by  tin* 
Bureau  of  Standards  has  at  present  date  advanced  to  a 
point  where  its  manufacture  is  being  considered  and  if  so 
how  soon  these  machines  will  be  made  available  and  through 
what  agency. 

Secondly,  is  the  Bureau  testing  Extreme  Pressure  Lu¬ 
bricants  on  the  new  machine  and  if  so,  are  you  interested  to 
test  lubricants  which  have  been  passed  on  the  Almen  Ma¬ 
chine. 
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We  have  two  lubricant  addition  agents,  or  perhaps  1 
might  say  three,  which  can  be  blended  10%  with  90%  of 
straight  SAE  90  mineral  oil,  giving  the  following  results. 
One  will  carry  8  weights  on  the  Almen  machine,  the  second 
12  weights,  and  the  3rd,  the  full  15  weights,  without  any 
sulfur  or  lead  or  other  chemical  ingredient.  Our  tests 
show  that  any  of  these  three  combinations  will  carry  the 
full  load  on  the  Timken  testing  machine. 

Will  it  be  possible  for  you  to  make  a  test  of  our  product 
on  the  new  machine  for  the  purpose  of  comparing  the  re¬ 
sults  therein  with  those  we  obtained  on  the  Almen  and  Tim¬ 
ken  Testers  f  Our  chemical  is  so  comparatively  simple  in 
construction  as  compared  with  the  Sulfur  chloride  or  Sul¬ 
fur  and  Chlorine  or  Lead  and  Sulfur  Chloride  compounds 
that  I  feel  it  may  prove  an  especially  useful  tool  in  evalu¬ 
ating  the  results  on  these  and  other  machines. 

!  Thanking  you  for  advising  in  regard  to  the  above  and 
looking  for  your  early  reply,  I  remain 

Yours  very  truly, 

American  Chemical  Products  Co. 

S.  J.  Cohen,  Mgr. 
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2808  DEPARTMENT  OF  COMMERCE 

Bureau  of  Standards 
Washington 

Address  Reply  to 
Bureau  of  Standards 
SAM  :EMS 

July  28,  1933 

American  Chemical  Products  Company, 

(Att:  S.  J.  Cohen,  Mgr.), 

7  Litchfield  St, 

Rochester,  N.  Y. 

Subject:  Extreme  Pressure  Lubricants 

Gentlemen: 

This  is  in  reply  to  your  letter  of  July  19  on  the  above 
subject.  The  extreme  pressure  lubricants  listed  in  Table  ! 
of  the  paper  on  “  Load-Carrying  Capacity  of  Extreme  Pres¬ 
sure  Lubricants”  were  prepared  commercially  and  we  do 
not  have  the  information  as  to  their  exact  composition  or 
method  of  manufacture.  It  is  believed,  however,  that  Lu¬ 
bricant  6  (Sulphur-Chloride  Lubricant)  is  a  mineral  oil 
containing  sulphur  chloride,  Lubricant  5  ( Commercial  Sul¬ 
phurized  Lubricant)  is  a  mineral  oil  containing  fatty  oil 
treated  with  sulphur,  and  Lubricant  9  (Commercial  Lead 
Soap  Lubricant-Corrosive)  is  a  mineral  oil  that  contain* 
both  lead  soap  and  flowers  of  sulphur. 

With  reference  to  your  question  regarding  Lubricant  1 
it  is  believed  that  you  refer  to  the  friction  tests.  These 
tests  were  run  on  Machine  A  which  uses  a!  roll  rubbing 
against  a  flat  block  as  the  test  surfaces.  Since  the  area  of 
contact  in  this  machine  changes  rapidly  with  running,  ii 
was  necessary  to  run  the  machine  under  the  same  condi- 


Iiii  Your  Reply 
Refer  to  File  No. 
iII-8/lTALU 
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tions  and  the  same  length  of  time  using  mineral  oil  (Lubri¬ 
cant  1)  before  each  test  so  that  each  lubricant  would  be 
tested  under  approximately  the  same  conditions  as  regards 
area  of  contact.  The  load  used  in  this  “running  in”  was 
about  as  high  as  the  mineral  oil  would  carry  without  scor¬ 
ing,  After  the  running  in,  the  mineral  oil  was  removed  as 
thoroughly  as  possible  without  disturbing  the  roll  or  block. 

The  results  obtained  with  the  new  testing  machine  ap¬ 
pear  to  be  sufficiently  promising  to  justify  cooperative  work 
with  machines  of  this  general  type.  Information  re- 

2809  garding  the  status  of  the  work  on  this  machine  is 
given  on  page  27  of  the  Journal  of  the  Society  of 

Automotive  Engineers  for  June  1933.  A  paper  giving  the 
results  obtained  in  this  work  is  scheduled  for  presentation 
at  the  S.A.E.  meeting  at  Chicago,  August  28-September  4. 

Very  truly  yours, 

S.  A.  McKee 
Associate  Engineer. 

2810  July  31,  1933 

U.  S.  Department  of  Commerce, 

Bureau  of  Standards, 

Washington,  D.  C. 

Attn.  Mr.  S.  A.  McKee 

File  No.  III-8/ITALU 

Dear  Mr.  McKee : 

1  want  to  thank  you  for  your  letter  of  July  28th  and  ap¬ 
preciate  the  explanation  you  have  given  me  therein. 

I  have  read  the  June  issue  of  the  “SAE”  and  your  re¬ 
port  therein,  and  I  expect  to  attend  the  SAE  meeting  at 
Chicago  the  end  of  August,  and  you  may  be  sure  I  look- 
forward  with  great  interest  to  your  new  disclosure. 
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We  have  been  using  an  Alrnen  Machine  now  for  our  tests 
and  I  am  planning  a  considerable  number  of  tests  of  a 
research  character  to  be  made  on  the  Alrnen  machine  within 
the  next  two  weeks.  As  this  is  going  to  involve  a  consider¬ 
able  expenditure  of  time  and  effort,  I  should  like  to  know 
if  the  results  obtained  on  the  Alrnen  machine  can  be  corre¬ 
lated  with  results  on  your  new  machine. 

1  shall  appreciate  your  reply  by  return  mail  if  you  can 
conveniently  give  me  this,  and  thanking  you  for  this  cour¬ 
tesy,  I  remain 

Very  truly  yuors, 

American  Chemical  Products  Co. 

S.  J.  Cohen,  Mgr. 

S  JC  :KGM 

2811  DEPARTMENT  OF  COMMERCE 

Bureau  of  Standards 
Washington 

Address  Reply  to  In  Your  Reply 

Bureau  of  Standards  Refer  to  File  No. 

OCBrEMS  III-8/ITALr 

July  31,  1933 

American  Chemical  Products  Company, 

j 

(Att:  S.  J.  Cohen,  Manager), 

7  Litchfield  Street, 

Richester,  N.  Y. 

! 

Subject:  E.  P.  Lubricants  j 

i 

Gentlemen : 

In  reply  to  your  letter  of  July  26,  the  production  design 
of  the  lubricant  tester  is  now  being  worked  out,  but  until 
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this  is  completed,  we  will  not  be  able  to  make  an  estimate  of 
the  cost  of  the  machine.  Arrangements  regarding  construc¬ 
tion  of  the  machine  will  rest  with  the  S.A.E.  Lubricants 
Sub-Committee,  and  will  probably  be  decided  in  the  near 
future. 

The  Almen  machine  and  the  Bureau  machine  do  not  rate 
lubricants  in  the  same  order.  The  order  of  rating  with  the 
Almen  machine  does  not  agree  with  the  order  based  on 
service  performance  in  all  cases,  whereas  as  far  as  we  have 
gone,  results  by  the  Bureau  machine  are  in  accord  with 
service  ratings.  We  do  not  believe  that  the  Cammen- 
Sperry  machine,  as  designed  at  present,  would  be  satis¬ 
factory  for  testing  the  load-carrying  capacity  of  extreme 
pressure  lubricants. 

Respectfully, 

Bureau  of  Standards 

(Seal) 


2812  COHEN  EXHIBIT  NO.  12 

THE  TEXAS  COMPANY 
Texaco  Petroleum  Products 
Purchasing  Department,  A.  F.  Colling,  Mgr. 

135  East  42nd  Street,  New  York 
Oil — Lubricating  Paroil 

December  30,  1932. 

American  Chemical  Products  Company, 

Mr.  S.  J.  Cohen,  Manager, 

7  Litchfield  Street, 

Rochester,  New  York. 

Dear  Sirs: 

Referring  to  your  letter  of  August  9th,  in  which  you  men¬ 
tion  Paroil  Clorinated  Paraffin  containing  35%  chlorine, 
specific  gravity  1.04:  ....  ..  .... 
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You  sent  me  a  sample  of  this  product  about  the  time 
your  letter  was  written  but  it  has  gone  astray. 

Please  send  a  one  quart  sample  to — 

The  Texas  Company, 
care  of  Mr.  A.  V.  Ritchie, 

Beacon,  New  York 

for  inspection. 

I  understand  that  the  price  is  55c  per  gallon  FOB  Ro¬ 
chester  in  drums  containing  55-gallons. 

Yours  very  truly, 

A.  F.  Colling 

Mgr.  Purchasing  Dept. 

AFC  :MR 
MH-AVR-WBL 

2813  January  26,  1933. 

Mr.  A.  B.  Ritchie, 

The  Texas  Co., 

Beacon,  New  York. 

Dear  Mr.  Ritchie: 

We  recently  had  the  pleasure  of  submitting  a  sample  of 
our  PAROIL  to  you,  and  are  writing  to  inquire  if  your 
tests  have  been  completed  on  this  product  and  2  if  the 
results  are  proving  of  further  interest. 

We  will  be  more  than  glad  if  we  can  be  of  service  to  you 
in  any  way,  and  awaiting  your  early  advice,  remain 

Cordially  yours, 

American  Chemical  Products  Co. 

S.  J.  Cohen,  Mgr.  | 


| 
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2814  January  28, 1933. 

The  Texas  Company, 

135  East  42nd  St., 

New  York  City. 

Gentlemen : 

1  want  to  thank  you  for  your  order  calling  for  five  gal¬ 
lons  PAROIL,  which  was  expressed  to  your  Beacon  sta¬ 
tion  today,  as  indicating  an  active  interest  in  PAROIL, 
which  is  in  line  with  many  other  companies  who  are  ex¬ 
amining  the  possibilities  of  its  use  and  with  a  view  in 
prospect  of  its  adoption  on  a  large  scale  by  at  least  two 
people  with  whom  we  have  been  corresponding. 

Please  let  us  know,  if  possible,  in  what  way  our  product 
can  be  made  more  suitable  for  your  requirements,  and  rest 
assured  that  we  will  do  all  in  our  power  to  satisfy  your 
needs,  as  I  think  we  are  exceptionally  placed  today,  in  view 
of  the  many  years’  experience  we  have  had  with  this  prod¬ 
uct. 

'  We  are  in  a  position  to  make  drum  shipments  and  on 
reasonable  notice,  tank  car  shipments  of  PAROIL. 

Trusting  that  you  will  advise  us  further  as  soon  as  you 
have  a  report  from  your  experimental  department  and  ap¬ 
preciating  your  interest  in  our  product,  we  remain 

Yours  very  truly, 

American  Chemical  Products  Co. 
j  S.  J.  Cohen,  Mgr. 


S  JC  :KGM 
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2815  THE  TEXAS  COMPANY 

Texaco  Petroleum  Products 
Order  No.  N.  Y.  511365 

New  York, 

January  27,  1933. 

American  Chemical  Products  Company, 

7  Litchfield  Street, 

Rochester,  New  York. 

Please  ship  to  The  Texas  Company  c/o  Mr.  A.  V.  Ritchie, 
drawer  “F,”  Beacon,  New  York,  via  express  collect. 
Charge  to  The  Texas  Company. 

Seller  agrees  to  ship  all  material  covered  by  this  order 
before  February  2,  1933. 

Send  invoice  in  triplicate  attached  to  original  and  dupli  - 
cate  bill  of  lading  to  The  Texas  Company,  Purchasing 
Dept.,  135  East  42nd  Street,  New  York  City. 

The  terms  and  conditions  set  out  on  the  back  hereof  are 
a  part  of  this  order  and  have  the  same  force  and  effect 
as  if  set  out  on  its  face. 

5  GALLONS  PAROIL 

Please  advise  price.  Terms :  net  cash  20th  proximo. 

If  further  information  is  desired  kindly  telephone  or 
write  Mr.  W.  G.  Tailor,  Murray  Hill  7701.  j 

EBM-EM  i 

BRL-57 

AVR  RA  RCP  JFC 
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2816  March  8,  1933. 

The  Texas  Co., 

135  East  42nd  St., 

New  York  City. 

Attention  Mr.  A.  F.  Colling,  Manager 
Gentlemen : 

I  am  writing  in  reference  to  our  PAROIL  product  which 
Ave  have  brought  to  your  attention  at  various  times  and 
which  I  believe  is  now  being  tested  in  your  laboratory  by 
Mr.  A.  V.  Ritchie  at  Beacon,  New  York. 

I  believe  we  recommended  your  trial  of  PAROIL  for  use 
in  high  pressure  lubricants,  and  have  been  rather  disap¬ 
pointed  in  not  hearing  from  you  before  this.  In  view  of 
the  fact  that  we  are  taking  some  tonnage  orders  at  the 
present  time,  1  feel  this  fact  rather  lends  point  to  our  in¬ 
terest  in  PAROIL  and  yours  also  for  obvious  reasons. 

Is  there  some  way  in  which  you  can  arrange  for  a  prac¬ 
tical  trial  of  PAROIL  in  your  fleet  trucking  service?  We 
are  led  to  believe  that  the  value  of  PAROIL  is  proven  by 
just  such  a  test  which  lias  led  to  our  present  business  in  the 
matter,  and  these  tests  have  been  conducted  over  a  con¬ 
siderable  period  of  time. 

We  will  be  very  glad  to  hear  from  you,  and  at  the  same 
time,  1  want  to  say  that  with  the  tonnage  production  of 
PAROIL,  the  price  is  materially  lower  for  tank  car  quan¬ 
tities,  although  I  think  we  gave  you  a  very  good  price  on 
drum  lots. 

Cordially  yours, 

American  Chemical  Products  Co. 

S.  J.  Cohen,  Mgr. 

(SEAL) 
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COHEN  EXHIBIT  13 

6-1-34 

DR.  PRUTTON  ’S  THEORY 

i 

1.  Dr.  Prutton  said  that  he  has  found  the  Chlorinated 
Products  act  as  inhibitors  of  oxidation  of  mineral  oils  in 
which  they  are  incorporated. 

2.  Dr.  Prutton ’s  theory  is  that  Ferrous  Chloride  forms 
on  the  surface  of  the  metal  in  infinitesimal  parts. 

He  has  made  Ferrous  Chloride  which  is  a  white,  very 
soft  micaceous  crystal.  He  has  done  a  lot  of  work  on  the 
Anhydrous  product.  He  has  tried  Mineral  Oils  -which  have 
been  saturated  with  dry  Hydrochloric  Acid  and  they  car¬ 
ried  the  full  load  on  the  Timken  Machine,  bat  cannot  get 
that  result  using  Hydrogen  Sulfide,  because  lie  figures  the 
Hydrogen  Sulfide  won’t  dissolve  sufficiently  in  a  mineral 
oil.  Moist  Hydrochloric  Acid,  however,  he  finds  does  not 
do  that. 

2818  COHEN  EXHIBIT  NO.  14  j 

THE  PURE  OIL  COMPANY  I 

The  Pure  Oil  Building,  35  East  W'acker  Drive, 

Chicago 

March  22,  1933. 

American  Chemical  Products  Company, 

7  Litchfield  Street, 

Rochester,  N.  Y. 

Gentlemen : 

Replying  to  your  letter  of  March  20tli,  1933  in  reference 
to  your  Chlorinated  Petroleum  Derivative,  we  would  be 
pleased  to  receive  a  small  sample  of  this  material  together 


i 
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with  any  information  that  you  may  have  in  the  way  of  a 
trade  bulletin  covering  the  application. 

Yours  very  truly, 

1  M.  B.  Chittick 

Asst.  Chief  Chemist 

2819  March  24,  1933. 

The  Pure  Oil  Co., 

35  East  Wacker  Drive, 

Chicago,  Illinois. 

Attention  Mr.  M.  B.  Chittick 

Gentlemen: 

We  are  very  glad  to  have  your  letter  of  the  22nd  and 
are  mailing  you  in  the  attached  bag  envelope  a  small  sam¬ 
ple  of  P ABOIL. 

We  have  no  bulletin  covering  the  application  of  P AB¬ 
OIL,  which  has  the  following  characteristics: 

“It  has  about  o%  Chlorine,  a  specific  gravity  of  1.04  to 
1.05,  is  neutral  and  stable  to  moisture,  has  a  viscosity  about 
equal  to  cylinder  oil  and  a  flash  point  of  240° C. 

We  have  P ABOIL  on  a  tonnage  production  at  the  pres¬ 
ent  time  and  can  therefore  take  care  of  your  orders  whether 
for  five  gallon  cans,  drums  or  tank  cars.  Incidentally,  I 
would  like  to  say  that  our  first  real  break  in  introducing 
this  product  to  the  trade  came  in  the  actual  practical  tests 
of  this  product  which  gave  considerably  better  results  than 
did  the  laboratory  tests,  although  the  latter  were  consid¬ 
ered  fairly  good. 

We  offer  you  a  product  which  can  be  produced  in  com¬ 
mercial  quantities  at  a  reasonable  cost  and  which  gives 
very  good  results. 
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Trusting  that  you  will  develop  some  further  interest  in 
this  product  which  will  result  eventually  in  your  placing  it 
in  use,  we  remain  • 

i 

Yours  very  truly, 

American  Chemical  Products  Co. 

S.  J.  Cohen,  Mgr.  j 

(SEAL) 


282U  COHEN  EXHIBIT  15 

Texas  Ref.  Co.  j 

i 

Gulf  Bef.  Co. 

Tide  Water  Oil  Co. 

j 

Swan-Finch  Oil  Corp. 

Pennzoil  Co. 

Lusch  Oil  Co. 

Sun  Oil  Co.  j 

Shell  Union  Oil  Corp. 

Pure  Oil  Co. 

j 

Kendall  Ref.  Co. 

Attention  Purchasing  Agent 

Gentlemen: 

i 

We  are  writing  to  bring  to  your  attention  our  PAROIL, 
Chlorinated  paraffin  which  we  believe  to  be  Suitable  for 
addition  to  oils  used  in  high  pressure  lubrication. 

PAROIL  is  a  chlorinated  paraffin  containing  35%  chlor¬ 
ine,  has  a  specific  gravity  of  1.04  and  is  absolutely  neutral 
and  has  a  viscosity  about  equal  to  cylinder  oil  and  is  pah- 
amber  in  color. 


i 
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We  will  be  pleased  to  submit  test  samples  of  this  product 
or  we  will  supply  you  with  drum  lots  at  the  nominal  price 
of  55c  per  gallon  f.o.b.  Rochester,  New  York. 

It  is  our  idea  that  you  may  be  interested  to  test  this 
product  as  representing  a  particular  type  and  we  can  sup¬ 
ply  working  quantities  from  stock  on  hand. 

We  will  appreciate  hearing  from  you  in  this  connection  and 
trust  that  we  may  be  of  service  to  you, 

Yours  very  truly, 

*  #  #  * 


2822  COHEN  EXHIBIT  16 

UNIVERSITY  OF  MICHIGAN 

Colleges  of  Engineering  and  Architecture 
Department  of  Engineering  Shops 
Office  of  the  Director 

Ref.  #9730  Ann  Arbor,  Mich. 

The  American  Chemical  Products  Company, 

7  Litchfield  Street, 

Rochester,  New  York. 

Attention  -  Mr.  S.  J.  Cohen,  Manager 

Dear  Mr.  Cohen : 

This  acknowledges  your  letter  of  October  14.  The  five 
gallon  can  of  Paroil  has  been  received.  I  am  glad  to  have 
this  chlorinated  product,  as  it  appears  that  chlorine  serves 
to  reduce  materially  the  frictional  resistance  of  cutting, 
while  sulphur  reduces  the  tendency  for  seizure.  I  have  sul¬ 
phurized  oils,  but  this  is  the  only  chlorinated  product  I  have. 

We  are  being  presented  with  a  Canedy-Otto  drill  press 
with  power  feed  on  which  to  conduct  our  investigation  with 
small  drills,  and  also  Mr.  Wells  of  the  Wells  Manufacturing 
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Company  is  giving  us  a  drill  grinder  for  grinding  the 
small  drills. 

! 

We  have  numerous  other  types  of  equipment  for  testing 
lubricants  and  we  have  projects  of  several  types  now  un¬ 
der  way.  If  you  have  any  other  cutting  oil,  I  Would  like  to 
have  a  five  gallon  sample  for  comparison  in  these  tests. 

I  would  like  to  know  your  reaction  to  the  papers  which 
you  get  from  the  American  Society  of  Mechanical  En¬ 
gineers,  particularly  those  dealing  with  “The  Performance 
of  Cutting  Fluids”  and  “The  Performance  of  Cutting 
Fluids  When  Drilling  Various  Metals,”  to  see  how  the 
results  check  with  those  of  your  own  experience. 

Very  truly  yours, 

0.  W.  Bostox 

Director. 
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2823  (COHEN  EXHIBIT  17) 

FLOYD  MACHINE  TESTS 
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2824  COHEN  EXHIBIT  NO.  18 

:  AMERICAN  CHEMICAL  PRODUCTS  CO. 

Manufacturing  Chemists 
“Amecfto”  Chemicals 

Sales  Office,  Laboratories  and  Plant  7  Litchfield  Street 

Rochester,  N.  Y. 

January  2, 1934 

Hooker  Electrochemical  Co., 

60  East  42nd  St, 

New  York  City. 

Attn.  Mr.  Willard  Hooker 
Dear  Mr.  Hooker: 

1  believe  you  will  be  interested  to  know  what  we  have 
done  in  1933  on  PAROIL,  and  take  pleasure  in  giving  you 
this  brief  of  what  has  been  done  as  indicating  what  we  may 
reasonably  hope  for.  This  is  not  intended  in  any  way  to 
be  a  report  of  sales  volume,  which  records  your  Sales  De¬ 
partment  have. 

i  1.  In  1933,  we  sent  out  2230  circular  letters,  all  hand 
typed  under  first  class  mail. 

2.  We  sent  out  500  6-page  reprints  of  articles  by  Maag 
and  Mougey  on  Extreme  Pressure  Lubricants. 

3.  In  exchange  correspondence  we  have  sent  out  several 
(between  3000-4000)  thousand  letters.  Fifty  percent  of 
these  were  two  and  three  page  letters  containing  pertinent 
technical  advice. 

4.  We  sent  out  nearly  200  samples,  quarts,  half  gallons, 
gallons,  and  pints. 

5.  We  have  three  customers  on  contract.  (See  list  at¬ 
tached) 
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6.  We  have  14  customers  buying  odd  drum  lot  quantities. 
(See  list  attached.) 

7.  We  have  50  prospects  now  actively  testing  P ABOIL 
with  whom  we  currently  exchange  correspondence. 

8.  We  have  49  prospects  with  whom  we  are  correspond¬ 
ing,  seeking  to  develop  their  interest  in  P ABOIL  products. 

9.  I  have  made  a  number  of  trips  to  the  Palls  to  discuss 
the  PABOIL  development  with  Mr.  Murray  and  Mr.  Bab¬ 
cock  and  others  of  your  personnel,  and  I  have  also  made  a 
number  of  trips  to  Buffalo  to  discuss  extreme  pressure  lu¬ 
bricants  and  the  results  wTe  have  obtained  with  my  oil 

chemist. 

2825  -Page  2. 

Attn.  Mr.  Willard  Hooker 

10.  With  the  cooperation  of  your  Laboratory  in  the 
preparation  of  special  specimens  and  by  employing  at  my 
expense  the  services  of  a  chemist  with  experience  and  hav¬ 
ing  available  an  Almen  Testing  Machine,  w’e  have  devel¬ 
oped  the  improved  product  T-61,  which  we  are  nowr  offering 
at  a  price  about  double  that  of  Standard  PABOIL. 

11.  I  estimate  that  in  this  phase  of  the  PABOIL  de¬ 
velopment  and  in  posting  myself  on  extreme  pressure  lubri¬ 
cants  and  what  the  trade  has  accomplished,  and  during  the 
tests  of  these  products,  I  have  spent  at  least  as  much  time 
as  in  all  my  other  efforts  directed  to  the  sales  of  PABOIL. 
This  has  been  resultful  not  alone  in  the  new  T-61  product, 
but  in  enabling  me  to  discuss  intelligently  extreme  pressure 
lubricants,  and  of  course,  to  assist  them. 

12.  I  have  personally  interviewed  40  companies,  by  per¬ 
sonal  call  or  by  long  distance.  These  personal  calls  took 
anywheres  from  one  hour  to  three  and  four  hours. 


I 

! 
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13.  I  attended  the  SAE  Meeting,  Lubricants  Session  at 
Chicago  in  August,  and  another  meeting  in  New  York  the 
first  week  in  December. 

14.  I  spent  one  morning  at  the  Timken  Plant  in  Akron, 
Ohio  with  their  Technical  Staff  and  two  hours  with  Mr. 
Mougey  of  the  General  Motors  at  Detroit,  and  I  had  an 
hour’s  talk  with  Mr.  Graves,  Chief  Engineer  of  the  Packard 
Motor  Car  Company. 

15.  We  started  out  originally  marketing  PAROIL  for 
Extreme  Pressure  Lubricants. 

16.  In  July,  I  conceived  the  idea  that  PAROIL  ought 
to  be  also  as  useful  as  a  cutting  oil  addition  agent,  and 
since  then,  we  have  discovered  some  very  special  applica¬ 
tions,  as  in  cutting  and  die  pressing  stainless  steels  and 
hard  bronzes  where  results  are  obtained  that  the  chemists 
tell  me  are  “ unbelievable”  in  extending  the  life  of  the 

cutting  tools  and  dies. 

2826  Attn.  Mr.  Willard  Hooker 

17.  We  have  drawn  up  and  filed  an  applica¬ 
tion  for  patent  on  the  use  of  Clorinated  Hydrocarbons  in 
Extreme  Pressure  Lubricants  and  for  Cutting  Compounds, 
whilic  we  have  reasonable  assurance  will  be  granted  to  us 
largely  through  the  very  able  personal  efforts  of  Mr.  Stuart 
and  also  I  believe  the  assistance  of  Dr.  Marsh  and  others 
whom  I  may  not  know  of  directly. 

18.  I  have  drawn  up  and  given  to  Mr.  Stuart  a  list  of 
some  twenty  or  more  specific  applications  for  PAROIL  in 
various  industrial  fields,  some  of  which  will  become  tilt- 
subject  matter  for  patent,  and  others  which  we  will  simply 
prosecute  our  sales  effort  to  the  best  possible  advantage. 

19.  I  have  made  up  a  program  of  experimental  work  that 
the  laboratory  is  now  engaged  on,  seeking  to  determine 
specific  qualities  in  PAROIL  and  to  learn  other  qualities 
which  will  be  important  in  our  sales  development. 
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20.  I  have  enlisted  the  interest  and  assistance  of  Pro¬ 
fessor  0.  W.  Boston  at  the  University  of  Michigan,  who 
lias  made  a  hobby  during  the  past  fifteen  years  of  experi¬ 
mental  work  on  cutting  oils  and  who  is  now  engaged  in  a 
series  of  tests  using  PAROIL  and  T-61  on  standard  cutting, 
boring  and  drilling  machines  with  wThich  his  laboratory  is 
especially  equipped  for  research  work  of  this  kind.  Dr. 
Boston  has  taken  a  personal  interest  in  this  work  and  in 
my  inquiry  because  it  represents  the  first  opportunity  he 
has  had  of  working  with  a  pure  chlorinated  Hydrocarbon, 
and  because  I  am  a  graduate  of  the  school  and  because  lie 
is  acquainted  with  Professor  Badger  and  A.  H.  White  and 
other  men  with  whom  I  studied.  I  met  Mr.  0.  W.  Boston 
at  the  Lubricants  Symposium  at  New  York  in  December 
and  I  also  met  at  that  time,  Dr.  Thomasson,  who  is  inter¬ 
ested  in  X-ray  research  of  cutting  surfaces,  and  I  interested 
him  to  do  some  x-ray  work  on  extreme  pressure  lubricants, 
if  he  can  fit  it  into  his  program. 

21.  We  haven’t  made  any  attempt  to  sell  PAROIL  di¬ 
rect  to  the  user,  but  have  confined  all  sales  efforts  to  the 
oil  compounder  who  manufactures  and  sells  to  manufactur¬ 
ing  plants  and  the  oil  jobber  and  other  distributors  and 

dealers.  j 

2827  Attn.  Mr.  Willard  Hooker 

For  1934,  I  plan  to  extend  our  personal  acquaint¬ 
ance  with  prospective  users  of  PAROIL,  and  acquaint  them 
at  first  hand  with  its  possibilities.  I  hope  to  evolve  some 
outstanding  tests  which  wdll  speed  up  acceptance  of  PAR- 
OIL  by  prospects,  and  I  expect  to  expand  the;  applications 
of  PAROIL  to  various  industries. 

I  believe  that  we  have  laid  a  reasonably  goo^l  foundation 
in  the  lubricants  field  for  the  development  of  an  increasing 
volume  of  business,  and  this  business  should  be  considered 
in  its  infancy. 

j 

i 
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i  I  want  to  say  that  I  am  very  happy  in  the  cooperation 
which  you  and  the  Hooker  organization  have  lent  to  my 
efforts,  and  I  feel  that  whatever  we  have  accomplished  is 
the  result  of  a  truly  cooperative  effort.  As  I  think  back 
amazingly  how  each  individual  has  given  something  to  this 
development,  I  can  honestly  say  I  have  enjoyed  the  work 
and  enjoyed  working  with  your  men.  On  another  occasion, 
I  have  said  what  I  feel  about  Mr.  Murray’s  part  in  this 
development,  and  I  am  thinking  now  of  the  continuance  of 
this  work  as  a  matter  of  course  to  a  significant  success. 

With  kindest  regards,  I  am 

Sincerely  yours, 

American  Chemical  Products  Co. 

S.  J.  Cohen,  Mgr. 

SJC  :KGM 
Ends. 

cc  to  Mr.  Babcock. 

2828  AMERICAN  CHEMICAL  PRODUCTS  CO. 

Manufacturing  Chemists 
“Amecco”  Chemicals 

Sales  Office,  Laboratories  and  Plant  7  Litchfield  Street 

Rochester,  N.  Y. 

January  2, 1934. 

PAROIL  CUSTOMERS  NOW  BUYING  ON  CONTRACT 

1.  Quaker  State  Oil  Refining  Co.,  Emlenton,  Penna. 
Have  purchased  4  tank  car  lots  Standard  PAROIL. 

2.  The  R.  M.  Hollingshead  Co.,  Camden,  N.  J.  Have 
purchased  3  carload  lots  and  about  50  odd  drums  Standard 
PAROIL. 
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3.  Oil-Kraft,  Inc.,  3330-40  Beekman  St.,  Cincinnati,  Ohio. 
Buy  in  1  to  five  drum  lots  and  have  already  purchased  11 
drums. 


PAROIL  CUSTOMERS  NOW  BUYING- 

CONTRACT 


-NOT  ON 


1.  Allube  Corp.,  Glendale,  Calif.  These  people  have 
purchased  2  drums  Standard  PAROIL.  j 

2.  American  Lubricants  Co.,  Dayton,  Ohio.  Have  pur¬ 
chased  1  drum  of  Standard  PAROIL. 


3.  Crescent  Oil  Co.,  Indianapolis,  Ind.  Have  purchased 
14  drums  Standard  PAROIL. 


4.  The  Crescent  Supply  Co.,  Marietta,  Ohio.  Have  pur¬ 
chased  1  drum  of  Standard  PAROIL. 


5.  The  C.  H.  Clark  Oil  Co.,  2625  East  76th  St.,  Cleveland, 
Ohio.  Mr.  Wilson  J.  Clark.  Have  purchased  !l  drum  T-61. 

6.  Falk  &  Co.,  Pittsburgh,  Penna.  Havel  purchased  1 
drum  and  a  lot  of  10  gals.  Standard  PAROIL.| 


7.  E.  F.  Houghton  &  Co.,  No.  Philadelphia,  Pa.  Have 
purchased  2x5  gal.  lots,  5x10  gallon  lots  and  1  drum  Stand¬ 
ard  PAROIL,  and  their  Dr.  Patch  has  advised  us  that  they 
will  contract  with  us  for  their  1934  requirements. 
2829  PAROIL  CUSTOMERS  CONT’D. 

8.  Charles  F.  Kellom  &  Co.,  Philadelphia,  Penna. 
Have  purchased  2  drums  of  Standard  PAROIL. 

9.  Metal  Lubricants  Co.,  Chicago,  Illinois;  Have  pur¬ 
chased  2  drums  of  Standard  PAROIL. 

10.  Ohio  Grease  Co.,  Loudonville,  O.  Hav^  purchased  1 
drum  of  Standard  PAROIL. 

11.  United  Oil  Mfg.  Co.,  Erie,  Penna.  Have  purchased 
3  drums  of  Standard  PAROIL. 


i 

I 
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12.  United  Oil  Co.,  Inc.,  Baltimore,  Md.  Have  purchased 
1  drum  of  Standard  PAROIL. 

13.  Wadhams  Oil  Co.,  Wilwauke,  Wis.  Have  purchased 
1  y»  drums  Standard  PAROIL. 

14.  White  &  Bagley  Co.,  100  Poster  St.,  Worcester, 
Mass.  Have  purchased  1  drum  Standard  PAROIL. 

PAROIL  PROSPECTS  WHO  ARE  ACTIVELY 

INTERESTED 

1.  Purity  Oil  Co.,  Springfield,  Mo. 

2.  Advance  Solvents  &  Chemical  Corp.,  New  York  City. 

3.  J.  L.  Fannon  Co.,  Inc.,  Philadelphia,  Pa. 

4.  Pennant  Oil  &  Grease  Co.,  Los  Angeles,  Calif. 

5.  Penn-O-Tex  Oil  Co.,  Inc.,  Minneapolis,  Minn. 

6.  Banfield  Oil  &  Grease  Co.,  Etna,  Pa. 

7.  American  Lubricants  Co.,  Buffalo,  N.  Y. 

8.  Hulbert  Oil  &  Grease  Co.,  Philadelphia,  Pa. 

9.  Keystone  Lubricating  Co.,  Philadelphia,  Pa. 

10.  Franklin  Oil  Corp.,  Pittsburgh,  Penna. 

11.  The  Texas  Co.,  New  York  City. 

12.  Franklin  Oil  &  Gas  Co.,  Bedford,  Ohio. 

13.  American  Lubricants  Co.,  Dayton,  Ohio. 

14.  General  Eletcric  Co.,  Schenectady,  N.  Y. 

15.  Leader  Filling  Stations  Corp.,  Lynn,  Mass. 

16.  Baum’s  Castorine  Co.,  Rome,  N.  Y. 

2830  ACTIVELY  INTERESTED  PAROIL  PROS¬ 
PECTS — CONT  ’D. 

17.  A.  W.  Harris  Oil  Co.,  Providence,  R.  I. 

18.  Continental  Oil  Co.,  Ponca  City,  Okla. 

19.  C.  F.  Battenfeld  Oil  Co.,  Detroit,  Mich. 

20.  Central  Paper  Co.,  Muskegon,  Mich. 

21.  Canfield  Oil  Co.,  Cleveland,  Ohio. 
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22.  G.  Whitfield  Richards,  Philadelphia,  PaL 

23.  The  Ironsides  Co.,  Columbus,  Ohio. 

24.  Standard  Oil  Co.  of  California. 

25.  Shell  Eastern  Petrol.  Products,  New  York  City. 

26.  Sun  Oil  Co.,  Marcus  Hook,  Pa. 

27.  National  Oil  Products  Co.,  Harrison,  Nj  J. 

28.  Willhelm  Lubricating  Co.,  St.  Paul,  Minnesota. 

29.  Union  Oil  Co.  of  California,  Los  Angeles^  Calif. 

30.  Cities  Service  Oil  Co.,  Cleveland,  Ohio. 

31.  Standard  Oil  Co.  of  Indiana,  Chicago,  Illinois. 

32.  Schaeffer  Bros.  &  Powell,  St.  Louis,  Missouri. 

33.  The  Pennzoil  Co.,  Rouseville,  Pa. 

34.  The  R.  M.  Hollingshead  Co.  of  Canada  Limited, 
Bowmanville,  Canada. 

35.  The  Hodson  Corp.,  Chicago,  Illinois. 

36.  Gulf  Refining  Co.,  Philadelphia,  Pa. 

*37.  Condenser  Corp.,  Jersey  City,  N.  J. 

38.  Prank  Harris  Floyd,  Inc.,  Detroit,  Mich. 

39.  N.  Y.  Lubricating  Oil  Co.,  New  Y^ork  City. 

40.  Tide  Water  Oil  Co.,  Bayonne,  N.  J. 

41.  Georgia  Carolina  Oil  Co.,  Macon,  Ga. 

42.  Borne-Scrymser  Co.,  New  York  City. 

43.  Richfield  Oil  Co.  of  Calif.,  Los  Angeles,  Calif. 

44.  Buckeye  Fabric  Finishing  Co.,  Coshocton,  Ohio. 

45.  The  Lubri-Grapli  Corp.,  Cleveland,  Ohio. 
2831  46.  Fiske  Bros.  Refining  Co.,  Newark,  N.  J. 

47.  Oriental  Oil  Co.,  Dallas,  Texas.  | 

48.  Shell  Oil  Co.,  San  Francisco,  Calif.  *  | 

49.  Inter-State  Oil  Co.,  Kansas  City,  Mo.  j 

50.  Oak  Chemical  Products  Co.,  Bechetlsville,  Penna. 


*Other  than  Extreme  Pressure. 
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PROSPECTS  WHOM  WE  HOPE  TO  INTEREST  AC¬ 
TIVELY  IN  PAROIL  AND  WHOM  WE  CORRES¬ 
POND  WITH  AND  FOLLOW  UP  PERIODICALLY 

1.  Hercules  Powder  Co.,  Wilmington,  Delaware. 

2.  Standard  Oil  Co.  of  Indiana,  Chicago,  111. 

3.  The  Pure  Oil  Co.,  Chicago,  Ill. 

4.  Swan-Finch  Oil  Corp.,  Newark,  N.  J. 

5.  The  Worner  G.  Smith  Co.,  Cleveland,  Ohio. 

6.  D.  A.  Stuart  &  Co.,  Chicago,  Ill. 

7.  Atlantic  Refining  Co.,  Philadelphia,  Pa. 

8.  Barnsdall  Refineries,  Inc.,  Tulsa,  Okla. 

9.  Warren  Ref.  &  Chem.  Co.,  Cleveland,  Ohio. 

10.  J.  D.  Street  Co.,  Inc.,  St.  Louis,  Mo. 

11.  Damascus  Mfg.  Corp.,  Cleveland,  Ohio. 

12.  Acme  Refining  Co.,  Cleveland,  Ohio. 

13.  Galena  Oil  Corp.,  Franklin,  Penna. 

14.  Dayton  Clarifyer  Co.,  Dayton,  Ohio. 

15.  Capstone  Mfg.  Co.,  Newark,  N.  J. 

16.  Frazer  Lubricants,  Inc.,  New  York  City. 

17.  Adam  Cooks  Sons,  Inc.,  Linden,  N.  J. 

18.  Hudson  Oil  Co.,  Inc.,  New  York  City. 

19.  Battenfeld  Grease  &  Oil  Corp.,  Kansas  City,  Mo. 

20.  Wm.  J.  Crawford  Oil  Co.,  Pittsburgh,  Penna. 

2832  PROSPECTS  WHOM  WE  HOPE  TO  INTEREST 
IN  PAROIL  CONT’D. 

i  21.  Wm.  C.  Robinson  &  Son  Co.,  Baltimore,  Md. 

22.  Ryt-Oyl  Lubricants  Co.,  San  Francisco,  Calif. 

23.  Union  Oil  Co.,  Kansas  City,  Mo. 

24.  Pennsylvania  Oil  Co.,  New  Orleans,  La. 

25.  Panther  Oil  &  Grease  Co.,  Fort  Worth,  Texas. 

26.  Deep  Rock  Oil  Corp.,  Cushing,  Okla. 

27.  Associated  Oil  Co.,  Associated,  Calif. 

28.  Yuba  Oil  Co.,  Inc.,  Nacogdoches,  Texas. 

29.  Ergler  Oil  &  Grease  Co.,  Pittsburgh,  Penna. 
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i 

i 

i 
i 
j 

30.  Arbutlinot  Oil  Co.,  Picher,  Okla.  | 

31.  Primrose  Petroleum  Co.,  Dallas,  Texas. 

32.  American  Oil  Co.,  Baltimore,  Md. 

33.  International  Lubricant  Corp.,  New  Orleans,  La. 

34.  Yale  Oil  Corp.,  Bilings,  Montant. 

35.  The  LeHunt  Oil  &  Gas  Co.,  Chervvale,  Kansas. 

36.  Riley  Penn  Oil  Co.,  Inc.,  Burlington,  Ibwa. 

37.  Cazol  Products  Corp.,  San  Francisco,  i  Calif. 

38.  Riverside  Chem.  Co.,  Inc.,  North  Ton^wanda,  N.  Y. 

39.  Amer.  Supply  &  Comm.  Co.,  Waukesha,  Wisconsin. 

40.  M.  W.  Lubricants  Corp.,  3300  E.  Hennepin  Ave., 
Minneapolis,  Minn. 

41.  Victory  Oil  Co.,  Inc.,  New  Orleans,  La.! 

42.  Peck’s  Products  Co.,  St.  Louis,  Mo. 

43.  Columbia  Oil  Co.,  Inc.,  St.  Louis,  Mo.  j 

44.  U.  S.  Graphite  Co.,  Saginaw,  Mich. 

45.  Swan-Finch  Oil  Corp.,  Clearing,  Illinois. 

46.  Kendall  Refining  Co.,  Bradford,  Penna. 

47.  National  Refining  Co.,  Cleveland,  Ohio. 

48.  Austin  Oil  Corp.,  Detroit,  Mich. 

PAROIL  PROSPECTS  ON  WHOM  I  HAVE 
2833  CALLED  PERSONALLY 

1.  The  R.  M.  Hollingshead  Co.,  Camden,  N.  J. 

2.  C.  H.  Clark  Oil  Co.,  Cleveland,  Ohio. 

3.  E.  F.  Houghton  &  Co.,  Philadelphia,  Pa. 

4.  Charles  F.  Kellom  &  Co.,  Philadelphia,  Pa. 

5.  Metal  Lubricants  Co.,  Chicago,  Illinois.! 

6.  White  &  Bagley  Co.,  Worcester,  Mass.! 

7.  J.  L.  Fannon  Co.,  Inc.,  Philadelphia,  Pa. 

8.  Advance  Solvents  &  Chemical  Corp.,  New  York  City. 

9.  American  Lubricants  Co.,  Buffalo,  N.  if. 

10.  Hulbert  Oil  &  Grease  Co.,  Philadelphia,  Pa. 

11.  Keystone  Lubricating  Co.,  Philadelphia,  Pa. 

12.  The  Texas  Co.,  New  York  City. 
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13.  General  Electric  Co.,  Schenectady,  N.  Y. 

14.  Baum’s  Castorine  Co.,  Rome,  N.  Y. 

15.  Canfield  Oil  Co.,  Cleveland,  Ohio. 

16.  G.  Whitfield  Richards,  Philadelphia,  Pa. 

17.  Shell  Eastern  Petroleum  Products,  New  York  City. 

18.  Sun  Oil  Co.,  Marcus  Hook,  Pa. 

19.  National  Oil  Products  Co.,  Harisson,  N.  J. 

20.  Standard  Oil  Co.  of  Indiana,  Chicago,  Illinois. 

21.  The  Hodson  Corp.,  Chicago,  Ill. 

22.  Gulf  Refining  Co.,  Philadelphia,  Pa. 

23.  Condenser  Corp.,  Jersey  City,  N.  J. 

24.  Frank  Harris  Floyd,  Inc.,  Detroit,  Mich. 

25.  N.  Y.  Lubricating  Oil  Co.,  New  York  City. 

26.  Borne  Scrymser  Co.,  New  York  City. 

27.  Fiske  Bros.  Refining  Co.,  Newark,  N.  J. 

28.  The  Pure  Oil  Co.,  Chicago,  HI. 

29.  Werner  G.  Smith  Co.,  Cleveland,  Ohio. 

30.  Barnsdall  Refineries,  Inc.,  Tulsa,  Okla. 

31.  Warren  Ref.  &  Chem.  Co.,  Cleveland,  Ohio. 

32.  Damascus  Mfg.  Corp.,  Cleveland,  Ohio. 

PAROJLL  PROSPECTS  ON  WHOM  I  HAVE 
2834  CALLED  CONTINUED 

33.  Acme  Refining  Co.,  Cleveland,  Ohio. 

34.  Frazer  Lubricants,  Inc.,  New  York  City. 

35.  Hudson  Oil  Co.,  New  York  City. 

36.  National  Refining  Co.,  Cleveland,  Ohio. 

37.  Austin  Oil  Corp.,  Detroit,  Mich. 

38.  Dr.  0.  W.  Boston,  Univ.  of  Mich.,  Ann  Arbor,  Mich¬ 
igan. 

39. 
gan. 

40. 


Mr.  A.  H.  White,  Univ.  of  Mich.,  Ann  Arbor,  Michi- 
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2835  HOOKER  ELECTROCHEMICAL 

COMPANY 

60  East  42nd  Street 
New  York 


February  28,  1934. 

Mr.  S.  J.  Cohen 

American  Chemical  Products  Co. 

7  Litchfield  Street 
Rochester,  N.  Y. 

Dear  Mr.  Cohen: 


It  was  a  pleasure  to  get  your  letter  of  February  24th 
and  to  know  the  responses  coming  in  as  a  result  of  your  ef¬ 
forts. 


1  hope  you  will  not  have  difficulty  in  having  our  men  at 
the  plant  keep  up  to  your  sales  demands  and  I  j  believe,  and 
I  am  sure  you  do,  that  they  will  come  across,  without  any 
delays,  on  the  different  products  you  are  working  on. 

Sincerely  yours, 

Willard  Hooker  i 

! 

Vice  President. 


(SEAL) 

| 

2836  COHEN  EXHIBIT  NO.  19 

SALES  CONTRACT  NO.  5528  j 
STANDARD  PAROIL  and  T-61  j 

New  York,  N.  Y., 
April  9,  1934. 

In  consideration  of  the  mutual  agreements  hereinafter 
contained,  the  HOOKER  ELECTROCHEMICAL  COM¬ 
PANY,  a  corporation  of  the  State  of  New  York,  hereby 
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agrees  to  sell  and  deliver  to  E.  F.  HOUGHTON  &  COM¬ 
PANY  of  Philadelphia,  Pennsylvania,  and  E.  F.  HOUGH¬ 
TON  &  COMPANY  hereby  agrees  to  purchase  and  receive 
from  the  HOOKER  ELECTROCHEMICAL  COMPANY, 
the  following  merchandise  on  the  terms  indicated  below : 

QUANTITY  and  DESCRIPTION 

Buyer’s  entire  requirements  of  Standard  Paroil  and 
T-61  or  similar  chlorinated  material  for  use  in  the  manu¬ 
facture  by  Buyer  of  film  strength  products.  Buyer  agrees 
to  purchase  a  minimum  of  Fifty  Thousand  (50,000)  gal¬ 
lons  of  said  materials  exclusively  from  Seller  during  the 
period  beginning  with  the  date  hereof  and  ending  March 
31st  1935;  and  a  minimum  of  One  Hundred  Thousand 
(100,000)  gallons  thereof  during  each  succeeding  year 
thereafter  ending  March  31st,  during  which  this  contract 
shall  remain  in  effect,  except  that  during  the  year  ending 
March  31st  1937  Buyer  shall  not  be  required  to  purchase 
a  minimum  quantity  in  excess  of  the  quantity  contained  and 
sold  by  the  Buyer  during  the  year  ending  March  31st 
1936,  as  computed  by  the  Buyer  to  the  satisfaction  of  the 
Seller.  Seller  will  not  be  required  to  deliver  under  this 
contract  in  excess  of  One  Hundred  and  Twenty-five  Thou¬ 
sand  (125,000)  gallons  of  the  materials  covered  by  this 
contract  in  any  one  month. 


TEST 

All  materials  shipped  hereunder  shall  be  equal  in  quality 
to  Standard  Paroil  and  T-61  heretofore  delivered  by  Seller 
to  Buyer  unless  new  specifications  are  agreed  upon. 

TIME  OF  SHIPMENT 

i  Shipments  shall  be  made  by  Seller  at  the  times  and  in 
the  amounts  required  by  Buyer  and  Buyer  shall  give  Seller 
at  least  Twenty  (20)  days  advance  notice  of  its  shipping 
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requirements  but  in  case  such  requirements  shall  exceed 
Twelve  Thousand  (12,000)  gallons  in  any  one  month  Seller 
shall  have  Forty  (40)  days  advance  notice.  This  contract 
shall  continue  in  effect  up  to  and  including  March  31st 
1936  and  thereafter  until  terminated  by  one  year’s  advance 
notice  in  writing  given  by  either  party  to  the  other,  which 
notice  may  not  be  served  prior  to  April  1st  1936. 

PRICE 

Standard  Paroil  T-61 

Buyer’s  Tank  Cars  $.51  per  gal.  $.70  per  gal. 


Seller’s  Tank  Cars 

.52  “  “ 

.71 

Carloads-Buyer’s  (50  gal. 

min.)  Drums 

.53  “  “ 

.72 

Carloads-Seller’s  52  gal. 

Drums  incl’d 

.58  “  “ 

.77 

Less  Carloads-Seller’s  52  gal. 

Drums  incl’d 

.61  “  “ 

.80 

2837  -  2 

- 

DELIVERY 

F.O.B.  Hooker  Electrochemical  Company’s  works  Ech- 
ota,  Niagara  Falls,  New  York. 

TERMS  OF  PAYMENT 

1%  ten  (10)  days  or  not  thirty  (30)  days  from  date  of 
each  invoice. 


SPECIAL  CLAUSES 

(1)  The  Buyer  agrees  under  the  terms  of  this  contract 
to  use  its  best  efforts  in  developing  and  promoting  the 
use  and  sale  of  film  strength  products  of  which  Paroil  and 
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T-61  or  similar  chlorinated  materials  form  a  constituent 
part  for  the  following  uses: 

Cutting  oils,  motor  oils,  drawing,  die  pressing  and  stamp¬ 
ing  compounds,  extreme  pressure  lubricants  for  industrial 
machinery  and  for  use  in  automobiles,  extreme  pressure 
bases  for  sale  to  compounders. 

(2)  The  Buyer  agrees  during  the  period  of  this  contract 
to  keep  Seller  fully  informed  of  its  progress  in  connection 
with  the  manufacture  and  sale  of  products  into  which  the 
materials  sold  hereunder  enter.  Buyer  and  Seller  agree 
during  the  period  of  this  contract  to  exchange  informa¬ 
tion  and  discoveries  obtained  or  made  by  them  respecting 
new  uses  for  Paroil  and  T-61  and  similar  chlorinated  ma¬ 
terial. 

(3)  From  and  after  the  date  of  this  agreement  Seller, 
except  as  herein  provided,  will  cease  selling  to  others  Par- 
oil  and  T-61  in  connection  with  the  uses  described  above 
and  will  not,  during  the  term  of  this  agreement,  license 
others  to  manufacture  or  sell  said  materials  for  said  uses 
under  any  patents  or  applications  therefor  obtained  or 
applied  for  by  Seller.  It  is  agreed,  however,  that  Seller 
may  sell,  either  under  existing  contracts  or  otherwise,  Par- 
oil  and  T-61  and  other  similar  chlorinated  materials  to 
Quaker  State  Oil  Refining  Corp.,  Emlenton,  Pa.;  R.  M. 
Hollingshead  Company,  Camden,  N.  J.;  R.  M.  Hollings- 
head  Company  of  Canada  Ltd.,  Bowmansville,  Ontario; 
Oil  Kraft,  Inc.,  Cincinnati,  Ohio;  C.  H.  Clark  Oil  Com¬ 
pany,  Cleveland,  Ohio;  United  Oil  Manufacturing  Com¬ 
pany,  Erie,  Pa. ;  without  regard  to  use  and  to  Shell  Union 
Oil  Corporation,  Wilmington,  Delaware,  and  Union  Oil 
Company  of  California,  Los  Angeles,  California,  for  use 
only  in  the  manufacture  of  extreme  pressure  lubricants  for 
automobiles. 

(4)  In  case  Buyer  shall  give  the  one  year  notice  of 
election  to  terminate  this  contract  as  provided  herein, 
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Seller  may,  after  service  of  such  notice,  sell  Paroil  and 
T-61  during  the  unexpired  term  of  this  contract  for  any 
purpose  whatsoever,  provided,  however,  that  in  the  event 
the  Seller  should  thereafter  make  sales  in  connection  with 
the  uses  described  above  to  others  than  the  Buyer  and  the 
concerns  excepted  in  the  preceding  paragraph,  the  mini¬ 
mum  which  the  Buyer  is  required  to  purchase  during  the 
year  following  such  notice  shall  be  reduced  by  the  number 
of  gallons  which  Seller  so  sells  to  such  others;  and  pro¬ 
vided  further,  that  the  Seller  shall  make  no  sales  during 
the  year  following  such  notice  to  such  others  at  less  than 
the  prices  payable  by  the  Buyer,  nor  shall  the  Buyer 
make  sales  at  prices  less  than  the  prices  payable  by  Buyer 
to  Seller. 

(5) Seller  agrees  that  it  will  diligently  prosecute 
2838  to  the  best  of  its  ability  such  patent  applications 
relating  to  Paroil  and  T-61  as  it  now  has  pending, 
and  will  use  its  best  endeavors  to  maintain  the  field  cov¬ 
ered  by  this  contract,  except  as  provided  in  paragraphs 
(3)  and  (4)  above,  free  from  competition  in  the  patented 
materials  by  prosecuting  any  infringement  of  such  pat¬ 
ents  or  otherwise. 

(6)  Buyer  hereby  grants  unto  Seller  the  right  to  oper¬ 
ate  without  royalty  for  the  period  of  this  agreement, 
under  any  patents  which  Buyer  may  obtain  involving 
Paroil  or  T-61  or  similar  chlorinated  materials. 

CONDITIONS  OP  SALB 

l 

All  material  covered  by  this  contract  to  be  packed  in 
steel  drums,  unless  otherwise  specified  above. ! 

i 

I 

Invoice  weight  and  tares. 

Each  delivery  to  stand  as  a  separate  sale,  but  refusal 
of  Buyer  to  give  shipping  instructions  or  to  ^>ay  for  any 
delivery  shall  give  Seller  right  to  cancel  the  contract. 

i 

i 

! 

! 

! 

i 
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The  price  in  this  contract  is  based  upon  Seller’s  present 
costs.  If  costs  are  increased  because  of  present  or  future 
Federal  or  State  legislation,  Governmental  ordinances, 
rhles,  orders,  or  licenses,  or  because  of  increases  in  cost  of 
labor,  raw  materials,  fuel  or  transportation,  Seller  may 
make  corresponding  increases  in  price  on  shipments  made 
after  July  1st  1934,  upon  twenty  days’  written  notice  to 
Buyer. 

The  failure  to  make  any  deliveries  hereunder,  or  part 
thereof,  not  to  be  ground  for  cancellation  of  this  contract, 
but  shall  relieve  the  Buyer  from  its  obligation  to  take  the 
minimum  quantity  for  the  proportionate  part  of  the  period 
during  which  Seller  is  unable  to  make  delivery. 

Seller  not  liable  for  failure  in  deliveries  or  delays  in 
shipments  due  to  strikes,  fire,  inability  to  get  railroad 
cars,  or  railroad  congestion,  war,  seizures,  requisitions 
or  requests  by  the  Government  of  the  United  States  or 
any  state;  or  other  contingencies  beyond  Seller’s  control. 

If  Buyer  fails  to  fulfil  terms  of  payment  under  this  oi 
other  contracts  with  Seller  the  latter  may  defer  further 
shipments  until  payment  is  made,  or  may  cancel  this  con¬ 
tract  at  its  (Seller’s)  option. 

The  Seller  may  decline  to  make  deliveries  hereunde* 
except  for  each  if  it  becomes  convinced  of  Buyer’s  irre¬ 
sponsibility,  and  so  advises  Buyer. 

iNo  provision  of  this  contract  can  be  waived  except  in 
writing  by  a  party  or  duly  authorized  agent  of  a  party. 

Contract  binding  on  heirs,  successors,  representatives, 
and  assigns  of  parties. 


In  witness  whereof,  the  parties  hereto  have  hereunto  set 
their  hands  and  seals  by  their  officers  duly  thereunto  au¬ 
thorized  the  day  and  year  first  above  written. 

Hooker  Electrochemical  Company 

j 

By  Willard  Hooker 
Vice  President 

E.  F.  Houghton  &  Company 

By  Aaron  Carpenter 

First  Vice  President 
&  General  Manager. 

Witness  K.  W.  Hooker 

Witness  S.  E.  Carpenter 
Secretary 

*  «  #  # 

HOOKER  ELECTROCHEMICAL  COMPANY 

2839  60  East  42nd  Street  I 

New  York 

New  York,  April  9,  1934. 

Samuel  J.  Cohen,  Esq., 

American  Chemical  Products  Co., 

Rochester, 

New  York. 

Dear  Mr.  Cohen: — 

Referring  to  your  letter  of  April  9,  1934  Respecting  the 
proposed  contract  between  ourselves  and  E.  F.  Houghton 
&  Company  for  the  sale  to  them  of  Paroil  and  T-61,  and 
similar  chlorinated  materials,  we  beg  leave ;  to  state  that 
the  proposals  made  by  you  in  said  letter  are  satisfactory 
to  us  and  we  hereby  agree  to  pay  to  you  commissions  at 
the  rates  prescribed  in  your  Agency  Agreement  with  us 
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dated  February  11,  1933  on  all  sales  made  by  us  under 
said  contract  with  E.  F.  Houghton  &  Company,  if  con- 
sumated,  whether  or  not  your  said  Agency  Agreement  with 
us  shall  terminate  prior  to  the  termination  of  said  contract. 

Hooker  Electrochemical  Company, 

By: 

Willard  Hooker 

Vice  President 


(SEAL) 


COHEN  EXHIBIT  NO.  20 

2840  HOOKER  ELECTROCHEMICAL  COMPANY 

Niagara  Falls,  N.  Y. 

Jan  5  1932 

Mr.  Samuel  J.  Cohen 
American  Chemical  Products  Co 
Rochester  N  Y 

Dear  Mr  Cohen 

Dr  Marsh  lias  referred  to  me  your  letter  of  December 
21st  and  has  also  told  me  about  the  conversation  he  had 
with  Mr  Murray  and  yourself  on  your  recent  visit  to  our 
plant  when  I  had  the  pleasure  of  meeting  you. 

From  a  development  point  of  view,  we  will  be  glad  to 
go  further  with  our  research  work  directing  it  along  the 
lines  of  your  ideas  with  the  object  in  view  of  producing  a 
chlorinated  paraffin  material  that  you  think  will  find  a  ready 
market,  and  in  undertaking  a  problem  like  this  I  can  assure 
you  of  our  full  cooperation. 

It  seems  to  me  that  your  interest  in  it  now  becomes  one 
of  handling  the  entire  or  a  portion  of  the  product  for  us 
in  a  brokerage  or  sales  capacity,  and  as  such  activity  is 
outside  of  my  jurisdiction  I  am  referring  this  letter  to- 


getlier  with  other  correspondence  on  the  subject,  to  our 
Sales  Manager,  Mr  H  M  Hooker  in  New  York  City,  and 
I  suggest  that  you  get  in  touch  with  Mr  Hooker  if  you  do 
not  hear  from  him  directly  in  the  meantime. 

i 

One  point  that  has  an  important  bearing  on  this  subject 
is  the  probable  tonnage  that  could  be  sold  if  this  product 
was  made  available  at  the  low  selling  price  that  you 
mention — in  the  neighborhood  of  70c  per  gallop,  and  when 
you  see  Mr  Hooker  I  suggest  that  you  be  prepared  to 
give  him  some  rather  definite  information  on  this  point, 
as  the  tonnage  will  be  an  influencing  factor  in  whether 
we  wish  to  go  ahead  with  it  or  not. 

Hoping  that  something  may  develop  to  our  piutual  ben¬ 
efit,  I  remain 

i 

Very  truly  yours 


2841 


J  M  Rowland 
Chief  Engineer 


HOOKER  ELECTROCHEMICAL  COMPANY 


60  East  42nd  Street 
New  York 

January  8th  1932 


Mr  Samuel  J  Cohen 

American  Chemical  Products  Company 

Rochester  N  Y 


Dear  Mr  Cohen 

i 

1  am  very  much  interested  in  the  developments  con¬ 
nected  with  your  recent  visit  to  our  plant  at  Niagara 
Falls  and  in  your  talks  with  Mr  W  J  Marsh  pf  our  De¬ 
velopment  Department.  I  note  that  our  Chief  Engineer, 
Mr  J  M  Rowland,  has  written  to  you  under  date  pf  January 
oth  1932. 
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We  look  forward  with  great  pleasure  to  working  out 
an  arrangement  whereby  we  can  manufacture  material 
for  you  which  you  in  turn  desire  to  market.  If  agreeable 
to  you,  will  you  kindly  work  out  with  our  men  at  Niagara, 
particularly  Messrs  Rowland  and  Marsh,  the  question  of 
what  product  or  products  we  could  make  for  you  and 
specification  details. 

I  will  be  very  glad  indeed  to  go  over  the  situation  any 
time  at  your  convenience  and  seek  to  arrange  the  business 
details  to  our  mutual  satisfaction.  We  in  New  York  will 
also  be  delighted  to  be  of  any  assistance  we  can.  Some 
time  when  you  are  down  here  will  you  kindly  drop  in  to 
see  us.  If  you  desire  us  to  see  you  at  Rochester,  please 
let  us  know  and  we  will  gladly  arrange  to  call  upon  you. 

Very  truly  yours 

H  M  Hooker 

HMH:JL  Vice  President  &  Sales  Manager 

2842  January  16, 

19  32 

Mr.  H.  M.  Hooker, 

Hooker  Electrochemical  Co., 

60  East  42nd  St., 

New  York  City. 

Dear  Mr.  Hooker: 

1  very  much  appreciate  your  cordial  letter  of  January 
8th,  and  I  also  had  a  great  deal  of  pleasure  in  meeting 
Mr.  Rowland  and  Mr.  Murray  and  the  other  men  of  your 
organization  on  my  trip  to  the  Falls  Plant. 

In  my  talk  with  Mr.  Murray  and  Dr.  Marsh  at  Niagara 
Falls,  we  discussed  at  length  the  details  of  an  agreement 
between  us.  i  felt  and  suggested  at  the  time  that  my 
company  be  paid  a  commission  on  all  chlorinated  paraffin 
compounds  manufactured  by  you.  We  have  made  various 


i 
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contacts  in  the  field  and  have  done  considerable  mission¬ 
ary  work  at  the  present.  It  is  my  thought  that  a  commis¬ 
sion  should  be  paid  to  my  company  on  all  sales,  whether 
originating  through  my  company  or  not,  the  reason  being 
that  due  to  our  missionary  work  a  great  number  of  in¬ 
quiries  and  considerable  business  will  be  dope  direct  by 
your  company. 


1  suggest  that  we  obtain  quotations  from  yop  for  various 
quantities  of  chlorinated  paraffin  in  kinds  hnd  amounts 
which  our  inquiries  will  require,  and  include  in  that  figure 
10%  for  our  commission,  making  this  a  ba$e  price.  Of 
course,  this  will  include  a  commission  of  10%  to  me  on  all 
chlorine  sold  by  your  company  to  others  who  will  use  it  in 
manufacturing  their  own  chlorinated  paraffins,  as  this  de¬ 
velopment  will  later  occur.  Where  it  is  possible  to  do  so 
and  we  quote  higher  than  this  base  price,  we  are  to  get 
50%  of  the  overage  above  the  base  price. 


I  believe  it  will  be  possible  to  obtain  patents  covering 
the  application  of  specific  chlorinated  paraffins  for  certain 
uses  and  manufacturers  may  be  licensed  to  chlorinate  their 
own  products  or  licensed  to  use  the  special  chlorinated 
paraffins,  thereby  making  us  independent  of  competitor 
chlorine  manufacturers. 


We  have  on  hand  about  500  gals,  of  one  kind  of  chlorin¬ 
ated  paraffin  and  while  our  product  is  satisfactory  in  some 
respects,  some  special  characteristics  are  required  which 
I  believe  can  be  worked  out. 

January  18. 

1932 

Mr.  H.  M.  Hooker, 

Hooker  Electrochemical  Co., 

New  York  City. 

If  my  proposal  is  agreeable  to  you,  will  you  kindly  for¬ 
ward  formal  contract  on  completion  of  which  I  will  make 
another  trip  to  Niagara  Falls? 
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I  regret  that  I  have  not  planned  a  trip  to  New  York,  as 
it  would  give  me  great  pleasure  to  meet  you.  I  hope  that 
if  you  have  occasion  to  come  in  this  direction  that  you 
will  find  an  opportunity  to  stop  off  here. 

Yours  very  truly, 

i  American  Chemical  Products  Co. 

S.  J.  Cohen,  Mgr. 

S  JC  :KGM 
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February  3, 
1932 


Mr.  Ii.  M.  Hooker, 

Hooker  Electrochemical  Co., 

CO  East  42nd  St., 

New  York  City. 

Dear  Mr.  Hooker: 

I  shall  be  very  glad  to  hear  from  you  in  reply  to  my 
letter  of  January  16th.  I  know  these  matters  take  con¬ 
siderable  thought,  but  we  are  anxious  to  get  ahead  with 
the  matter. 

1  trust  that  you  will  find  an  early  opportunity  to  advise, 
and  remain 

Yours  very  truly, 

American  Chemical  Products  Co. 

S.  J.  Cohen,  Mgr. 

SJC:KGM 
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2845  HOOKER  ELECTROCHEMICAL  COMPANY 

60  East  42nd  Street 
New  York 

i 

February  5th  1932 

Mr  S  J  Cohen,  Manager 
American  Chemical  Products  Co 
7  Litchfield  Street 
Rochester  N  Y 

Dear  Mr  Cohen 

i 

» 

We  have  at  hand  and  note  very  carefully  your  letters 
of  January  16th  and  February  3rd  1932.  "We  have  re¬ 
ferred  your  letter  to  our  Development  Department  and 
are  seeking  to  find  a  basis  for  cooperation  with  you. 

We  look  forward  to  communicating  with  you  again  very 
soon  and  are  anxious  to  work  out  with  you  something  to 
your  advantage  as  well  as  our  own. 

We  will  have  a  talk  with  you  in  the  very  nehr  future. 

With  kind  regards, 

Very  truly  yours 

| 

H  M  Hookek 

HMH:JL  Vice  President  and  Sales  Manager 


i 


i 
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2846  HOOKER  ELECTROCHEMICAL  COMPANY 

60  East  42nd  Street 
New  York 

February  11th  1932 

Mr  S  J  Cohen  Manager 
American  Chemical  Products  Co 
7  Litchfield  Street 
Rochester  New  York 

Dear  Mr  Cohen 

We  understand  that  a  sample  of  material,  which  our 
Dr  Marsh  has  submitted  to  you,  appears  to  you  to  be  sat¬ 
isfactory  for  supplying  the  trade  which  you  have  already 
developed  through  the  use  of  your  supply  of  chlorinated 
paraffin.  Possibly,  some  of  our  other  chlorinated  prod¬ 
ucts,  somewhat  similar  to  that  submitted  by  Dr  Marsh, 
might  as  well  or  better  serve  your  present  purpose  and 
other  markets  which  you  have  in  mind. 

The  writer  is  under  the  impression  that  you  have  not 
disclosed,  in  your  interview  at  Niagara  Falls,  either  the 
general  purposes  for  which  the  material  is  now  used  or 
the  amounts  which  you  could  conveniently  take  care  of  at 
present,  or  what  estimate  could  be  reasonably  expected 
for  the  immediate  future.  The  amount  of  tonnage  in¬ 
volved  on  products  of  this  type  is  always  an  important 
factor  in  determining  the  price,  and  we  sometimes  estab¬ 
lish  a  sliding  scale  when  nursing  along  and  developing  a 
market  for  a  new  product. 

You  will  appreciate  that  we  could  hardly  join  with  you 
in  any  arrangement  that  gave  you  a  share  of  profit  or 
commission  in  a  market  where  we  are  already  working 
or  contemplate  activity,  where  there  was  no  direct  specific 
work  done  by  you  in  the  securing  of  business,  nor  could 
we  limit  our  field  of  activity  unless  we  knew  very  defin- 
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itely  the  limitations  of  that  field,  the  general  field  for 
chlorinated  paraffin  being,  of  course,  veiy  large. 

For  example,  we  certainly  would  not  at  all  favor  paying 
you  any  commission  on  a  sale  of  Liquid  Chlorine  to  some 
consumer  who  might  be  using  it  for  some  chlorinated 
paraffin  product  which  lie  was  manufacturing. 

We  would  like  very  much  to  work  with  you  in  building 
up  outlets  for  our  Chlorine  and  Chlorinated  products  and 
are  always  ready  to  be  fair  in  the  matter  of  payment  for 
market  assistance  wffiere  we  feel  we  can  use  it. 

If  you,  at  some  early  date,  find  it  convenient  to 

2847  make  another  trip  to  Niagara  Falis,  our  Chief  En¬ 
gineer,  Mr  J  M  Rowland,  wull  be  glad  to  discuss 

with  you  the  market  possibilities  of  some  of  our  products 
in  which  you  feel  there  might  be  a  ground  for  working  to 
our  mutual  advantage. 

Possibly,  our  Dr  Marsh  will  find  it  convenient  to  make 
a  trip  to  Rochester  in  the  near  future  and  discuss  with 
you  the  possible  outlets  and  volume  of  business  that  might 
be  secured  through  the  channels  of  distribution  which  you 
have  already  established  or  feel  in  a  position  to  assist  in 
establishing. 

Very  truly  yours 
Willard  Hooker 

WH/EW  Vice  President 

2848  3/16/32 

Hooker  Electrochemical  Co., 

Mr.  Willard  Hooker 

Dear  Mr.  Hooker : 

This  is  a  tardy  reply  to  your  letter  of  February  lltli 
in  reference  to  Chlorinated  Paraffin,  but  a  number  of 
things  have  intervened  and  1  wanted  to  give  your  letter 
careful  consideration. 
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The  impression  that  I  have  gained  from  my  several 
discussions  in  the  past  is  that  your  laboratory  has  done 
some  work  on  Chlorinated  Paraffins,  but  this  was  for  a 
particular  customer  in  connection  with  the  production  of 
fatty  acids.  I  am  under  the  impression  that  I  am  bringing 
to  you  some  new  views  in  suggesting  the  marketing  of 
Chlorinated  Paraffins  as  such  to  the  industry.  No  one  to 
my  knowledge  has  definitely  attempted  marketing  Chlor¬ 
inated  Paraffins  and  I  felt,  therefore,  that  any  business 
developed  or  which  would  come  to  you  would  be  the  result 
directly  or  indirectly  of  my  stirring  up  interest. 

The  reason  1  took  the  matter  to  your  company  is  that 
we  haven’t  facilities  at  this  time  to  pioneer  such  a  develop¬ 
ment  in  the  laboratory  as  well  as  in  the  field.  It  appeared 
obvious  to  me  that  a  number  of  Chlorinated  Paraffins  will 
be  required  having  different  chaacteristics.  I  had  in  mind 
that  some  large  industrial  user  might  want  to  make  his 
own  chlorinated  paraffin  after  he  had  a  product  which 
proved  satisfactory  for  his  use,  and  on  the  other  hand,  I 
can  appreciate  your  position  in  the  matter. 

In  reply  to  your  questions  in  the  second  paragraph,  as 
I  told  Dr.  Marsh  that  when  it  appeared  that  a  considerable 
quantity  of  my  product  might  be  required,  but  in  some 
modified  condition,  I  did  not  press  the  matter. 

HOOKER  ELECTROCHEM.  CO. 

2849  Dr.  W.  J.  MARSH 

3/18/32 

1.  Take  up  the  production  and  the  cost  of  Benzyl  Ben¬ 
zoate,  and  ask  him  for  a  sample  lot  of  say  five  or  ten 
pounds  which  we  can  rework  so  that  we  can  determine  what 
yields  we  will  get  and  the  cost  and  also  send  out  samples. 

2.  Take  up  the  question  of  PAROIL.  Tell  him  we 
haven’t  answered  Mr.  Hooker’s  letter  for  several  reasons. 
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(a)  You  believe  that  we  brought  the  whole  matter  to 
them,  that  they  had  not  done  anything  with  Chlorinated 
Paraffins  and  had  no  intention  of  getting  out  in  the  manu¬ 
facturing  field. 

(b)  If  you  are  going  to  take  the  development  work 
according  to  your  original  proposal,  you  feel  you  are 
justified  in  asking  for  the  proposition  which  you  made  to 
them. 

(c)  On  the  other  hand,  they  might  prefer  another  type 
of  proposition. 

(1)  Supposing  you  turn  over  to  them  the  information 
you  have  and  any  ideas  which  you  may  have,  some  of 
winch  may  have  been  prospected  and  also  discussing  the 
matter  with  them  freely  and  so  on. 

(2)  They  to  undertake  the  development  with  the  trade 
and  reserve  for  you  a  commission  on  all  sales  made  to 
these  trades  following  your  suggestions. 

3.  If  they  work  on  the  above  basis  (No.  2),  they  will 
agree  to  take  off  our  hands  the  stock  which  we  have  on 
hand  consisting  of  8  drums  of  Chlorinated  Paraffin  on 
which  w’e  will  place  a  nominal  price  which  you  believe  is 
below  what  it  w^ould  cost  them  to  manufacture.  At  the 
same  time  it  w*ould  give  them  a  stock  of  material.  We  will 
assist  them  from  time  to  time  by  circularizing  any  place 
which  they  would  not  care  to  undertake,  and  which  we 
will  do  at  their  expense. 

2850  December  15 

19  32 

i 

Hooker  Electrochemical  Co., 

60  East  42nd  St., 

New  York  City. 

i 

Attn.  Mr.  R.  L.  Murray 
Dear  Mr.  Murray: — 

Replying  to  your  wire  of  the  13th,  1  believe  we  have 
discussed  the  question  of  compensation  to  us  for  the  sale 


i 
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of  Chlorinated  Paraffin,  were  practically  in  accord  except¬ 
ing  that  I  felt  we  should  be  paid  also  some  small  commis¬ 
sion  on  chlorine  sold  to  customers  in  the  field  we  developed 
where  they  prefer  to  manufacture  rather  than  buy  the 
chlorinated  paraffin  through  us. 

I  think  the  basis  which  1  discuss  in  my  letter  of  January 
16th  to  Mr.  H.  M.  Hooker  is  reasonable.  I  suggested  that 
you  submit  quotations  on  chlorinated  paraffin  in  various 
quantities,  say  from  one  thousand  gallons  to  eight  thou¬ 
sand  gallon  tank  cars,  including  in  that  figure  10%  for  my 
commission,  and  we  would  use  this  figure  on  which  to  base 
our  quotation,  we  to  obtain  50%  of  any  overage  above 
this  base  cost. 

We  have  interested  a  number  of  manufacturers  in  chlori¬ 
nated  paraffin  and  it  is  possible  that  an  entire  industry 
may  decide  to  use  chlorinated  paraffin  as  a  result  of  one 
individual’s  starting  its  use.  In  view  of  this  possibility, 
I  would  like  to  have  your  assurance  that  we  will  receive 
commission  on  any  other  business  developed  in  the  fields 
into  which  we  have  introduced  the  use  of  chlorinated 
paraffin. 

Naturally,  if  we  once  obtain  a  customer  in  a  particular 
industry,  we  are  going  to  pound  that  industry7  hard  for 
additional  business. 

The  prospect  with  whom  we  are  now  working  has  been 
experimenting  with  our  PAKOIL  over  a  period  of  several 
months,  and  obviously,  the  experimental  work  has  been 
more  or  less  successful  to  have  elicited  an  inquiry  for 
quotation  on  tank  car  lots. 

I  will  very  much  appreciate  your  prompt  reply,  as  I 
have  under  consideration  approaching  the  manufacturer 
who  has  had  experience  in  the  manufacture  of  this  product 
and  whom  I  know  have  a  surplus  of  chlorine  which  is 
pressing  for  a  market. 
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December  15 
19  32 


Hooker  Electrochemical  Co. 

Please  don’t  misunderstand  me  in  all  of  the  above,  as  I 
am  naturally  entliusiatic  about  a  possible  tank  car  cus¬ 
tomer.  In  an  entirely  different  field  of  industry,  we  had 
also  a  tank  car  inquiry,  it  must  be  just  about  a  year  ago, 
when  1  brought  the  matter  to  your  attenion.  This  earlier 
prospect,  however,  was  not  entirely  satislied  with  the  char¬ 
acteristics  of  the  product  we  submitted,  and  some  develop¬ 
ment  work  would  have  been  necessary.  At  any  rate,  it 
presents  interesting  possibilities. 

1  have  not  yet  replied  to  our  latest  inquirer  and  await 
your  answer  before  doing  so. 

Yours  very  truly, 

American  Chemical  Products  Co. 

S.  J.  Cohen,  Mgr. 

S  JC  :KGM 


2852  December  9 

19  32 

Hooker  Electrochemical  Co., 

Niagara  Falls, 

New  York. 

Attn.  Dr.  Murray 

Dear  Dr.  Murray: — 

The  last  time  I  had  a  talk  with  Dr.  Marsh,  he  suggested 
that  I  call  on  you  about  the  Chlorinated  oil  proposition, 
and  I  thought  of  doing  it  and  finally  decided  I  had  spent 
too  much  time  in  the  development  of  the  field  where  it  did 
not  appear  that  I  would  profit  from  my  efforts. 

At  the  present  moment,  we  have  an  inquiry  for  quota¬ 
tion  on  our  grade  of  chlorinated  oil  in  tank  car  lots. 
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Can  you  make  up  a  quotation  for  such  quantities  ?  These 
people  mean  business,  and  I  will  very  much  appreciate 
having  your  advice  by  return  mail. 

With  best  persosnal  regards,  I  remain 

Cordially  yours, 

American  Chemical  Products  Co. 

S.  J.  Cohen,  Mgr. 

SJC  :KGM 


2853  December  19 

19  32 

Hooker  Electrochemical  Co., 

60  East  42nd  St., 

New  York  City. 

Attn.  Mr.  E.  L.  Murray 
Dear  Mr.  Murray: — 

1  just  had  a  talk  with  Dr.  Marsh  whom  you  asked  to 
give  me  quotations  on  chlorinated  paraffin,  and  I  think  we 
have  reached  a  satisfactory  understanding  of  the  matter 
and  also  I  hope  that  my  present  idea  of  the  basis  on  which 
to  work  out  the  sales  of  this  chlorinated  paraffin  meets 
with  your  approval. 

I  understand  that  the  prices  you  quote  are  preliminary, 
as  they  needs  must  be,  and  are  subject  to  revision  upward 
or  downward  as  may  be  made  necessary  and  will  be  found 
by  practical  manufacturing  experience,  and  I  am  quoting 
our  prospective  user  of  Chlorinated  Paraffin  on  the  basis 
of  your  quotation. 

Here  is  the  form  of  agreement  1  should  like  to  have  from 
your  company. 

1.  Protection  on  any  orders  received  from  prospects  we 
develop. 
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2.  I  want  10%  of  the  gross  sale  price  plus  50%  of  any 
overage  above  the  base  price  into  which  has  been  figured 
our  10%. 

3.  Any  field  which  we  open  up,  we  should  like  to  have 
left  open  for  us  to  develop. 

4.  Reasonably  such  assistance  in  the  matter  of  informa¬ 
tion  and  samples,  as  Dr.  Marsh  has  already  offered,  in 
cooperation  with  us  to  the  development  of  the  different 
fields  into  which  we  are  attempting  to  introduce  chlori¬ 
nated  paraffin  products. 

It  is  my  opinion  that  there  is  a  very  large  unexploited 
field  open  to  the  chlorinated  paraffin  products.  I  mean  this 
to  include  a  product  which  Dr.  Marsh  first  described  to  me 
last  year,  which  is  essentially  a  dechlorinated  chlorinated 
paraffin,  for  which  I  think  one  of  my  inquirers  is  an  ex¬ 
cellent  prospect  for  tank  car  lots.  This  kind  of  work  takes 
a  lot  of  time  and  thought  and  patience.  We  have  been 
several  years  developing  the  inquiries  we  have  received 
to  date  which  fall  into  four  different  industrial  fields,  and 
I  believe  others  will  be  indicated  as  we  make  broader 
contacts  with  the  commercial  market. 

December  19 

2854  | 19  32 

Hooker  Electrochemical  Co. 

Attn.  Mr.  R.  L.  Murray 

I  am  not  planning  to  call  on  you  for  a  lot  of  samples 
or  a  lot  of  your  laboratory  time  or  assistance  in  other 
ways  beyond  what  seems  to  be  practically  necessary  and 
reasonable.  I  have  about  500  gallons  of  chlorinated  par¬ 
affin  remaining  in  stock  and  from  which  we  hfive  supplied 
a  large  number  of  samples,  and  so  long  as  this  supply 
holds  out,  would  not  request  any  small  amouhts  of  chlori¬ 
nated  paraffin.  We  do  land  one  customer,  I  think  it  will 
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be  advisable  to  make  up  a  small  stock  but  that  can  be 
taken  up  later. 

I  want  to  have  the  above  prospective  agreement  so  that 
I  can  feel  free  to  hold  a  session  with  Dr.  Marsh  outlining 
my  ideas  of  the  fields  of  development  and  securing  his 
valuable  advice  as  to  which  of  the  products  we  can  figure 
on  marketing  economically. 

If  you  can  arrange  to  give  me  the  prospective  agreement 
outlined  above,  I  wish  you  would  do  so  at  an  early  date,  or 
in  any  case,  advise  definitely  what  you  will  do. 

With  kindest  personal  regards,  and  wishing  you  a  Very 
Happy  Holiday  Season,  I  remain 

Very  truly  yours, 

American  Chemical  Products  Co. 

S.  J.  Cohen,  Mgr. 

SJC:KGM 

2855  Memorandum  of  agreement  made  this  11th  day  of 
February  1933  by  and  between  SAMUEL  J 
COHEN,  doing  business*  as  AMERICAN  CHEMICAL 
PRODUCTS  COMPANY,  7  Litchfield  Street,  Rochester, 
New  York,  hereinafter  designated  “Agent”  and  HOOKER 
ELECTROCHEMICAL  COMPANY,  a  New  York  Corpo¬ 
ration  of  Niagara  Falls.  New  York,  hereinafter  designated 
“Hooker”. 

For  purposes  of  this  Agreement,  by  “Paraffin”  is  under¬ 
stood  that  mixture  of  Solid  Hydrocarbons  chiefly  of  the 
saturated  series  represented  by  CnH2n+2  obtained  from 
Petroleum  and  known  to  the  trade  as  “Paraffin”.  The 
melting  point  shall  lie  in  the  range  from  40° C  to  60° C. 

WHEREAS,  Agent  has,  during  the  past  ten  years,  been 
actively  cultivating  prospective  users  of  Chlorinated  Par¬ 
affin  and  has  sold,  from  time  to  time,  varying  amounts  of 
such  material  and  is  now  contemplating  further  sales,  and 
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WHEREAS,  Agent  desires  to  have  Hooker  produce  and 
make  shipments  of  Chlorinated  Paraffin,  on  his  instruc¬ 
tions,  direct  to  customers, 

NOW,  THEREFORE,  in  consideration  of  the  mutual 
covenants  herein  contained  and  of  One  Dollar  ($1.00)  by 
each  party,  in  hand,  paid  to  the  other,  the  receipt  of  which 
is  hereby  acknowledged,  the  parties  agree  as  follows : 

Hooker  will  manufacture  for  Agent  Chlorinated  Paraffin 
and  Agent  shall  be  the  sole  agent  and  representative  for 
delivery,  in  the  United  States,  for  Hooker  in  negotiating 
for  the  sale  of  the  latter’s  Chlorinated  Paraffin  for  the 
period  beginning  with  the  date  of  the  contract  and  ending 
February  1st  1935. 

In  consideration  of  Hooker  granting  to  Agent  such  sole 
agency  and  representation,  Agent  shall,  by  all  reasonable 
means,  push  the  sale  of  said  product  to  the  fullest  extent. 
Should  it  appear  necessary  or  desirable  that  Hooker  accept 
an  order  for  delivery  within  said  territory  direct,  Hooker 
will  protect  the  Agent  with  his  commission. 

Agent  will  submit  to  Hooker  all  orders  promptly  as 
received  and  all  orders  so  submitted  shall  be  subject  to 
approval  and  acceptance  by  Hooker. 

Agent  shall  keep  Hooker  fully  informed  as  to  specifica¬ 
tions  appropriate  to  each  order  as  submitted.  Hooker 
shall  have  opportunity  to  approve  or  reject  any  deviation 
from  specification  which  shall  have  been  originally  agreed 
upon,  in  writing. 

All  delivery  promises  are  to  be  subject  to  approval  and 
acceptance  or  adjustment  by  Hooker. 

Hooker  will  ship  such  quantities  of  Chlorinated  Paraffin 
as  Agent  will  direct,  subject  to  above  conditions.  Such 
shipments  will  be  invoiced  by  Hooker  direct  to  Buyer 
2850  at  the  time  of  shipments,  F.O.B.  Hooker’s  Works, 

i 
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Echota,  Niagara  Falls,  New  York,  on  terms  one 
percent  (1%)  ten  (10)  days,  or  net  thirty  (30)  days  from 
date  of  shipment  or  such  other  terms  as  Hooker  may  elect 
to  apply. 

Agent  agrees  to  sell  at  prices  which  are  correct  and 
proper  for  the  particular  business  or  customer  involved, 
according  to  Agent’s  best  judgment,  but  in  no  event  shall 
such  prices  be  lower  than  the  base  price  schedule  as 
authorized  from  time  to  time,  in  writing,  by  Hooker. 

Agent  shall  receive  in  full  for  all  services  performed 
by  him  hereunder  a  commission  on  all  deliveries  made 
amounting  to  ten  percent  (10%)  of  the  base  price  for  the 
quantity  involved  in  each  such  delivery.  Hooker  agrees 
to  pay  Agent,  in  addition  to  said  commission,  fifty  percent 
(50%)  of  the  “net  overage  receipts”  on  shipments  made 
by  Hooker  as  hereinafter  defined.  “Net  overage  receipts” 
shall  be  the  amount  actually  invoiced  and  received  by 
Hooker  for  each  shipment  in  excess  of  a  sum  computed  by 
multiplying  the  quantity  of  said  shipment  by  the  base 
price  prevailing  at  the  date  of  shipment  for  such  quantity 
and  grade,  but  all  charges,  (exclusive  of  aforesaid  com¬ 
missions)  claims  and  adjustments  are  to  be  deducted  from 
the  gross  overage  in  arriving  at  the  “net  overage”. 

Hooker  shall  pay  to  Agent  on  or  before  the  Twentieth 
(20th)  of  each  month  his  commissions  and  share  of  “net 
overages”,  computed  as  above  described,  on  shipments 
paid  for  during  the  preceding  month. 

Hooker  will  forward  to  Agent  a  copy  of  invoice  cover¬ 
ing  each  sale  made  under  this  agreement,  at  the  time  of 
invoicing  Buyer. 

This  agreement  shall  remain  in  full  force  and  effect  to 
and  including  February  1st  1935  and  thereafter  until  the 
same  shall  have  been  terminated  by  either  party  giving  to 
the  other  written  notice  of  his,  or  its,  intention  to  termin¬ 
ate  as  of  any  date  subsequent  to  February  1st,  1935, 
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served  upon  the  other  by  registered  mail,  at  least  six 
months  prior  to  such  termination  date.  Such  notice  shall 
be  deemed  sufficient  if  sent  to  the  address  of  the  parties 
as  above  designated.  In  the  event  of  termination  of  this 
agreement,  Hooker  shall  complete  shipments,  make  col¬ 
lections,  and  satisfy  any  and  all  commitments  entered  into 
prior  to  termination  and  shall  pay  commissions  and  over¬ 
ages  to  Agent  on  receipts  for  such  shipments  as  though 
the  Agreement  were  still  in  force. 

IN  WITNESS  WHEREOF,  the  parties  hereto  have 
caused  these  presence  to  be  executed  by  tlieir  duly  author¬ 
ized  officers  as  of  the  day  and  year  first  above  written. 

Hooker  Electrochemical  Company 

By  L.  A.  Ward,  Secretarv 

American  Chemical  Products  Company 

By  Samuel  J  Cohen  Propr 

2857  “COPY” 

HOOKER  ELECTROCHEMICAL  COMPANY, 
60  East  42nd  Street, 

New  York. 

New  York,  April  9th,  1934. 

E.  F.  Houghton  &  Company 
Philadelphia, 

Pennsylvania. 

Dear  Sirs: — 

Under  our  contract  Number  5528  with  you  dated  April 
9th,  1934,  you  have  agreed  to  furnish  us  with  full  informa¬ 
tion  respecting  your  progress  from  time  to  time  in  connec¬ 
tion  with  the  manufacture  and  sale  of  products  into  which 
the  materials  sold  under  said  contract  enter. 
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We  beg  leave  hereby  to  inform  you  that  we  have  desig¬ 
nated  Mr.  S.  J.  Cohen  as  our  Agent  to  act  for  us  in  this 
connection  and  we  request  that  you  furnish  to  him  all  in¬ 
formation  of  the  kind  referred  to  above. 

i  We  have  also  designated  Mr.  Cohen  to  give  you  advice 
and  assistance  in  connection  with  your  manufacture  and 
sale  of  products  into  which  the  materials  sold  enter,  it 
being  understood  that  you  will  reimburse  Mr.  Cohen  for 
any  necessary  traveling  expenses  incurred  by  him  in  con¬ 
nection  with  work  you  may  request  him  to  do. 

We  are  sure  that  you  will  find  Mr.  Cohen’s  assistance 
of  value  and  that  he  will  be  prepared  to  cooperate  with  you 
to  the  fullest  extent. 

Very  truly  yours, 

Hooker  Electrochemical  Company, 

By:  (Signed)  Willard  Hooker, 
Accepted:  Vice  President. 

E.  F.  Houghton  &  Company, 

By:  (Signed)  George  W.  Pressell 

2nd  Vice  President. 


2858  April  9,  1934. 

Hooker  Electrochemical  Company, 

60  East  42nd  Street, 

New  York  City. 

Dear  Sirs: — 

I  have  been  negotiating  as  your  agent  with  E.  F.  Hough¬ 
ton  &  Company,  of  Philadelphia,  a  contract  for  the  sale 
by  you  to  them  of  their  requirements  of  Paroil  and  T-61 
and  similar  chlorinated  materials.  A  form  of  contract 
covering  the  sale  has  been  prepared  by  you  which  I  am 
today  submitting  to  E.  F.  Houghton  &•  Company  for  their 
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approval.  By  the  terms  of  said  contract  your  Company 
is  to  cease  selling  Paroil  and  T-61  to  others  than  E.  F. 
Houghton  &  Company  for  certain  uses  specified  in  the 
contract,  with  the  exception  of  certain  companies  therein 
listed. 

Under  my  Agency  Agreement  with  you  dated  February 
11,  1933  you  granted  to  me  the  sole  agency  and  representa¬ 
tion  in  connection  with  the  sale,  among  other  things,  of 
Paroil  and  T-61  for  delivery  within  the  United  States, 
and  you  agreed  to  pay  to  me  certain  commissions,  not  only 
up  on  sales  made  by  me,  but  on  sales  of  said  materials 
made  by  you  directly  to  customers.  My  said  Agreement 
with  you  may  be  terminated  as  of  any  date  subsequent  to 
February  1st,  1935  upon  six  months’  prior  written. notice. 

In  consideration  of  your  agreeing  to  pay  to  me  commis¬ 
sions  at  the  rate  specified  in  my  said  Agreement  with 
you  upon  all  sales  made  to  E.  F.  Houghton  &  Company 
under  the  aforesaid  contract,  if  consumated,  whether  or 
not  my  said  Agreement  with  you  shall  be  terminated  prior 
to  the  termination  of  said  contract  with  E.  F.  Houghton 
&  Company,  I  consent  to  your  entering  into  said  contract 
and  your  granting  to  E.  F.  Houghton  &  Company  the 
exclusive  rights  therein  described. 

Very  truly  yours 

Samuel  J.  Cohen, 

Doing  business  as  American 

Chemical  Products  Company 

By:  (Signed)  S  J  Cohen 


i 
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2859  HOOKEK  ELECTROCHEMICAL  COMPANY 

60  East  42nd  Street 
New  York 

New  York,  April  9,  1934. 

Samuel  J.  Cohen,  Esq., 

American  Chemical  Products  Co., 

Rochester, 

New  York. 

Dear  Mr.  Cohen: — 

Referring  to  your  letter  of  April  9,  1934  respecting  the 
proposed  contract  between  ourselves  and  E.  F.  Houghton 
&  Company  for  the  sale  to  them  of  Paroil  and  T-61,  and 
similar  chlorinated  materials,  we  beg  leave  to  state  that 
the  proposals  made  by  you  in  said  letter  are  satisfactory 
to  us  and  we  hereby  agree  to  pay  to  you  commissions  at 
the  rates  prescribed  in  your  Agency  Agreement  with  us 
dated  February  11,  1933  on  all  sales  made  by  us  under 
said  contract  with  E.  F.  Houghton  &  Company,  if  consu- 
mated,  whether  or  not  your  said  Agency  Agreement  with 
us  shall  terminate  prior  to  the  termination  of  said  con¬ 
tract. 

Hooker  Electrochemical  Company, 

By: 

(Signed)  Willard  Hooker 
i  Vice  President 


(SEAL) 

Cohen  Exhibit  No.  22 

2972  S.  J.  COHEN— DIRECT 

*  •  •  • 

Q7.  When  did  you  first  conceive  of  the  use  of  chlori¬ 
nated  hydrocarbons  in  compositions  for  extreme-pressure 
lubrication?  A.  That  was  in  December,  1931. 
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Q8.  Do  you  recall  approximately  the  day  of  the  month? 

A.  I  would  have  to  refresh  my  memory  from  a  written 
memorandum  which  we  have  here. 

Q9.  Yes;  the  memorandum  to  which  you  refer  and 
other  records  will  be  submitted  later.  When  you  conceived 
of  this  composition,  what  did  you  do  next?  A.  I  obtained 
some  of  the  chlorinated  paraffin  from  our  chemical  stock- 
room  and  blended  it  with  a  lubricating  oil,  to  determine 
whether  they  were  completely  miscible  or  actually  soluble, 
as  a  first  step. 

2973  Q10.  Then,  what  did  you  do  after  that  f  A.  Sub¬ 
sequently,  1  endeavored  to  have  the  combination 

tested  for  E.  P.  lubricant  qualities. 

Qll.  To  whom  did  you  first  declare  your  concept  of 
the  composition  for  lubrication  including  the  chlorinated 
hydrocarbon?  A.  That  was  first  disclosed  to  my  secre¬ 
tary;  and,  in  fact,  she  obtained  the  sample  from  the  stock- 
room  for  me  at  my  direction. 

Q12.  What  is  the  name  of  the  secretary  to  whom  you 
disclosed  this  ?  A.  It  is  Mrs.  Katherine  G.  Maurer. 

Q13.  Had  she  had  some  education  or  experience  in 
chemistry  or  chemical  industry?  A.  Mrs.  Maurer  has  now 
been  my  secretary  for  approximately  thirteen  years,  and 
she  is  a  graduate  of  high  school  and  had  had  high  school 
chemistry  and  several  years  of  actual  experience  with  me 
prior  to  the  time  of  this  discussion  relating  to  chlorinated 
paraffin. 

Q14.  Would  you  please  recite  in  more  detail  the  cir¬ 
cumstances  of  your  secretary  obtaining  the  sample  from 
the  storeroom  and  your  disclosure  of  your  concept  to  her  ? 

A.  We  have  ordinarily  on  hand  lubricating  oils  for  var¬ 
ious  purposes  in  the  plant.  The  particular  lubricating 
oil  then  used  was  an  S.A.E.  50  oil,  which  we  had  on  hand 
for  vacuum  pumps ;  and  I  placed  in  test  tubes  and  in  one 
or  two  bottles  a  quantity  of  the  oil  and  added  there- 

2974  to  various  proportions  of  chlorinated  paraffin,  or  the 
chlorcosane  product,  shaking  them  thoroughly,  and 
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noting  then  that  they  were  completely  miscible.  These 
samples  were  then  exhibited  to  my  secretary  and  left  in 
the  office  for  observation  to  determine  whether  any  sepa¬ 
ration  would  occur,  which  I  felt  would  make  the  product 
of  doubtful  use  for  a  commercial  lubricant. 

Q15.  You  mean  that  absence  of  separation  on  stand¬ 
ing  would  be  favorable  to  the  use  of  that  material”? 

A.  Well,  that  would  be  a  first  requirement,  consider¬ 
ing  the  necessity  of  storage  of  the  commercial  lubricant. 

Q16.  Did  the  composition  separate  on  standing? 

A.  No;  the  blend  remained  completely  miscible  and 
transparent. 

Q17.  How  do  you  fix  in  your  mind  the  date  of  your 
concept  of  the  use  of  the  chlorinated  hydrocarbon  in  ex¬ 
treme-pressure  lubricants?  A.  My  conception  of  the  use¬ 
fulness  of  the  chlorinated  paraffin  in  this  field  came  about 
through  my  reading  an  article  in  the  “National  Petro¬ 
leum  News,”  discussing  extreme-pressure  lubrication,  in 
which  was  discussed  the  use  of  dichlorethylether  and  car¬ 
bon  tetrachloride.  It  seemed  a  reasonably  good  chance 
that  my  clorinated  paraffin  would  perform  the  same  ser¬ 
vice  but  having  the  very  large  advantage  of  being  non¬ 
volatile. 

Q18.  Do  you  recall  the  date  of  that  article  in  the 
2975  “National  Petroleum  News”?  A.  The  particular 
issue  of  the  “National  Petroleum  News”  was  No¬ 
vember  11,  1931.  The  article  referred  to  was  on  extreme- 
pressure  lubricants  by  H.  C.  Mougey  and  J.  0.  Allmen.' 

*  +  *  * 

2970  (^22.  What  was  the  approximate  proportion  of 

the  chlorinated  hydrocarbon  to  lubricating  oil  in  the 
mixture  or  mixtures  which  you  made  and  showed  to  your 
secretary.  A.  I  made  a  number  of  mixtures.  They  were 
not  made  by  weight.  They  were  simply  poured  together, 
judging  the  volume  by  the  height  in  the  bottle;  and  such 
mixtures  were  made  with  a  minimum  amount  of  approxi¬ 
mately  five  per  cent,  and  a  maximum  amount  of  approxi- 
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mately  fifty  per  cent,  by  volume  as  judged  by  eye — that  is 
my  recollection;  and  they  were  simply  shaken  together  to 
see  if  they  would  blend  uniformly. 

Q23.  It  is  a  fact  that  you  used  fifty  per  cent,  of  the 
chlorinated  paraffin  by  volume  of  the  total  mixture? 

A.  That’s  correct. 

Q24.  After  discussing  this  with  Mrs.  Maurer,  what  did 
you  do  next?  A.  I  considered  liow  we  might  obtain  tests 
to  verify  my  conception  of  the  usefulness  of  this  product 
or  combination;  and  I  recall  writing  to  some  very  good 
friends  in  the  Pennsylvania  Oil  Company — Mr.  Cowden 
particularly — with  whom  we  had  had  some  business  rela¬ 
tions  in  that  we  sold  them  gasoline  dye  coloring  and  they 
had  requested  several  times  that  I  move  my  plant  up  to 
their  location  and  set  up  a  large  manufacturing  plant 
there;  and  I  felt  safe  in  making  this  disclosure  to  Mr. 
Cowden  and  also  felt,  from  my  previous  talks  with  them, 
that  they  probably  had  testing  equipment  or  would  be  in 
a  position  to  make  such  tests. 

2977  Q25.  You  have  referred  to  a  disclosure  to  Mr. 

Cowden;  what  was  the  nature  of  the  disclosure? 

A.  1  stated  to  Mr.  Cowden  that  I  had  made  a  blend  of 
the  “Paroil”  or  chlorinated  paraffin  with  a  lubricating  oil 
and  that  it  was  my  belief  that  this  combination  would  make 
an  excellent  extreme-pressure  lubricant;  and  I  asked  him 
whether  he  had  the  means  to  test  it  and  1  offered  to  send 
him  samples,  which  I  later  did. 

Q26.  At  approximately  what  time  was  that  disclosure 
that  you  speak  of  made  to  Mr.  Cowden?  A.  Well,  my  first 
letter  to  Mr.  Cowden  was  in  December  of  1931  and  sub¬ 
sequently,  throughout  1932,  we  had  some  correspondence 
back  and  forth,  which  finally  resulted  in  his  stating  that 
they  had  no  machines  available  and  were  not  in  a  position 
to  make  such  test. 

Q27.  Did  you  make  any  tests  yourself  of  the  chlori¬ 
nated  paraffin  and  lubricating  oil  composition  as  an  ex¬ 
treme-pressure  lubricant?  A.  No,  we  did  not,  because  we 
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lacked  the  financial  means  to  operate  a  testing  machine. 
Tests  of  this  character  were  extremely  expensive  to  have 
made  outside — by  outside  laboratories;  and  tests  of  that 
type  were  necessarily  made  by  people  who  were  expert  in 
lubricant  matters. 

Q28.  Do  you  know,  roughly,  the  cost  of  a  standard  test¬ 
ing  machine  for  extreme-pressure  lubricants  ? 

BY  THE  WITNESS:  Are  you  thinking  of  to- 

2978  day’s  costs  or  what  period? 

BY  DR.  CALVERT:  Costs  in  the  period  of 
1931  to  1933. 

A.  Oh,  to  the  best  of  my  knowledge,  at  that  time  there 
were  a  few  machines  in  existence  but  none  available  to  the 
general  public.  One  machine — a  very  large  machine — had 
been  built  by  the  Gleason  Works  of  Rochester,  New  York, 
in  which  they  actually  tested  the  axle  or  rear  end  of  an 
automobile.  Their  standard  price  for  such  tests  at  that 
time  was  $300.  per  tost. 

Q29.  Why  didn’t  you  test  this  composition  in  your  own 
car?  A.  Well,  I  didn’t  consider  that  a  test  of  that  char¬ 
acter  would  be  worth  very  much.  In  the  first  place,  it 
would  require  the  use  of  an  entirely  new  car, — one  in  which 
the  extreme-pressure  lubricant  had  been  placed  directly 
in  the  gear-case  at  the  factory,  so  that  there  wouldn’t  have 
been  any  operation  of  the  gears  prior  to  installing  the  spe¬ 
cial  lubricant.  Then,  of  course,  it  would  require  the  keep¬ 
ing  of  quite  accurate  test  data  or,  in  fact,  using  such  a  car 
exclusively  for  the  test;  and  I  certainly  was  in  no  posi¬ 
tion  to  invest  in  a  car  to  be  used  exclusively  for  making  a 
good  extreme-pressure  lubricant  test. 

#  •  m  # 

Q31.  When  tests  are  made  on  extreme-pressure  lubri¬ 
cants,  in  what  terms  are  the  results  of  the  tests  re- 

2979  ported? 

A.  A  number  of  machines  have  been  developed, 
and  were  in  various  stages  of  development  during  this 
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period,  as  I  learned  later.  The  usual  type  of  machine  is 
one  in  which,  through  a  series  of  levers  for  the  application 
of  weights,  pressure  is  applied  to  a  steel  pin  or  small  axle, 
perhaps  an  eighth  of  an  inch  in  diameter,  and  immersed  in 
the  lubricant  under  test.  The  operation  is  timed  and 
weights  are  applied  at  regular  intervals.  When  the  maxi¬ 
mum  effective  lubrication  lias  been  gained,  the  bearings 
will  seize  on  the  pin,  and  the  number  of  weights  applied 
offer  a  comparative  measure  of  the  capacity  or  the  ability 
of  that  lubricant  to  withstand  extreme  pressures. 

Q32.  Would  it  have  been  feasible  for  you,  even  with  a 
new  car,  to  have  determined  the  loading  required  to  make 
the  bearings  seize  with  the  equipment  and  testing  appara¬ 
tus  available  to  you?  A.  Why,  it  would  be  necessary  to 
place  the  lubricant  in  contact  with  new  gears,  and,  after 
running  the  car  for  some  period,  noting  the  temperature 
of  the  lubricating  oil  and  other  operating  details,  to  dis¬ 
assemble  the  gears  and  examine  the  surfaces  and  see  if 
there  was  evidence  of  seizure  or  gaffing,  and,  then,  of 
course,  the  gears  would  have  to  be  reassembled  and  tested 
for  a  further  period  and  so  on, — altogether  quite  cumber¬ 
some  and  not  a  particularly  satisfactory  means  of  testing 
without  a  good  deal  of  expert  attention; 

2980  Quite  some  time  after  this  early  period,;  some  of  the 
large  oil  companies  and  some  of  the  motor  car  com¬ 
panies  ran  such  tests  with  new  cars,  and  the^e  cars  were 
devoted  exclusively  to  the  making  of  the  tests,  Iwith  a  num¬ 
ber  of  mechanics  and  trained  engineers  skilled;  in  the  mat¬ 
ter  to  check  and  observe  the  results  obtained,;  and  partic¬ 
ularly  the  results  obtained  under  various  conditions  of 
operation.  I’m  not  sure  that  any  of  these  manufacturers 
felt  too  confident,  when  they  had  completed  their  tests,  that 
they  really  had  some  substantial  basic  accomplishment. 

Q33.  Mr.  Cohen,  what  is  your  theory  of  the  cause  of 
the  effectiveness  of  the  chlorhydrocarbons  in  improving 
extreme-pressure  lubrication?  A.  My  theory  has  been 
that  the  chlorinated  hydrocarbon  breaks  down,  liberating 
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some  hydrochloric  acid,  which  attacks  the  surface  of  the 
metal,  perhaps  superficially  but  very  definitely,  and  pre¬ 
vents  the  seizure  of  the  parts  thereby. 

Q34.  You  consider  the  instability  of  the  chlorinated  hy¬ 
drocarbons  as  an  advantage  in  lubrication,  therefore?.  A. 
If  you  use  a  completely  stable  chlorinated  hydrocarbon, 
you  will  not  obtain  E.P.  lubrication;  you  may  improve 
the  lubricant,  but,  under  extreme  pressures,  such  types 
of  chlorinated  hydrocarbons  will  be  non-effective. 

!  Q35.  Why  did  you  not  file  application  for  patent  upon 
this  extreme-pressure  lubricating  composition  between  the 
time  of  your  conception  and  July,  1933?  There  were 
2981  several  reasons,  one  being  the  fact  that,  financially, 
I  wasn’t  able  to;  another  being  that  I  wanted  a  prac¬ 
tical  field  test  to  be  sure  that  the  product  would  stand  up 
in  a  commercial  use  before  undertaking  the  cost  of  such 
patent  application;  and,  finally,  hat  I  considewred  more 
important,  was  the  necessity  of  obtaining  a  large-scale 
commercial  supply  of  chlorinated  paraffin.  My  own  plant 
was  quite  small,  located  in  the  cented  of  the  city  of  Ro¬ 
chester,  and  i  was  not  in  a  position  to  manufacture  the 
quantities  which  I  envisioned  would  be  needed  to  give 
the  trade  any  reasonable  distribution  of  an  extreme-pres¬ 
sure  lubricant. 

<^36.  Would  you  tell  us  a  little  more  in  detail  about 
your  financial  condition  between  the  date  of  conception 
and  the  date  of  filing  of  the  application.  A.  I  haven’t 
the  actual  figures  with  me,  but  1  know  that  the  business 
made  a  meagre  living  for  myself  and  that  we  were  manu¬ 
facturing  many  more  synthetic  organic  chemicals  and  de¬ 
veloping  processes  therefor,  which  was  keepink  us  poor. 
I  recall  that  the  time  when  we  finally  secured  a  large 
source  of  supply  of  chlorinated  paraffins  there  was  quite 
a  period  when  I  couldn’t  afford  to  make  trips  into  the  field 
to  contact  various  parties  who  had  expressed  an  interest 
in  our  “Faroil”  product, — namely,  the  chlorinated  paraf¬ 
fin;  and  s>ucli  interest  had  been  developed  primarily  by 
correspondence  and  offering  of  our  product  to  the  trade. 
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Q37.  You  mentioned  the  desirability  of  making 

2982  field  tests  on  the  composition;  do  such  field  tests, 
to  be  significant,  require  any  substantial  amount  of 

time?  A.  They  require  both  time  and  experience  and 
a  good  deal  of  expert  attention  and  care;  for  instance, 
to  explain  that :  a  new  set  of  gears  'with  the  extreme-pres¬ 
sure  lubricant  in  them,  if  that  lubricant  isn’t  satisfac¬ 
tory,  may  grind  out,  or  seize,  which  finally  results  in  grind¬ 
ing  out  within  a  very  short  period.  On  the  other  hand, 
it  may  happen  that,  in  the  first  hour  of  a  test,  the  gear 
may  seize  in  perhaps  one  spot, — a  high  spot,  we  will  say, — 
and  the  power  of  the  gear  be  sufficient  to  turn  the  gear 
over,  and  the  E.  P.  lubricant  may  function  over  the  rest 
of  the  surface  of  the  gear.  In  other  words,  the  result  you 
will  obtain  in  a  practical  gear  test  is  in  some  measure 
the  function  of  the  quality  of  the  manufacturing  process 
through  which  the  gear  has  been  produced.  Have  I  made 
that  clear? 

Q38.  Yes.  Is  corrosion  a  factor  in  a  test  of  a  lubri¬ 
cating  composition?  A.  Naturally,  you  don’t  want  a  lu¬ 
bricant  that  is  powerfully  corrosive.  Also,  you  don’t 
want  a  lubricant  that  will  give  up  all  its  corrosive  quali¬ 
ties  within  a  very  short  period,  because,  in  the  operation 
of  the  gear,  the  first  demand  might  perhaps  be  moderate 
and  withdraw  all  the  corrosive  qualities,  and,  subsequent¬ 
ly,  when  the  gear  was  under  higher  pressure,  there  would 
be  nothing  left  for  the  lubricant  to  give  in  the  way 

2983  of  corrosive  element. 

Q39.  Would  you  say,  then,  that  a  satisfactory  test 
would  require  a  period  of  time  that  would  be  a  matter  of 
days,  weeks,  months,  or  years?  A.  If  the  lubricant  fail¬ 
ed,  of  course,  it  would  be  a  very  short  time — a  very  short 
test.  On  the  other  hand,  if  the  lubricant  were  successful, 
the  gear  might  continue  to  function  for  quite  a  period  and 
its  operation,  as  a  matter  of  fact,  would  improve ;  it  might 
finally  be  that  you  could  never  kill  the  maximum  quali¬ 
ties  of  the  extreme-pressure  lubricant  oil. 


i 
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Q40.  How  long  would  you  have  to  run  the  test  to  get 
at  least  a  reasonable  idea  of  the  success  or  failure  of  a 
good  lubricant?  A.  I  think  the  best  evidence  on  that 
would  be  to  refer  to  the  test  made  by  the  Gleason  Works, 
in  which  all  of  the  conditions  were  completely  under  con¬ 
trol, — more  so  than  would  be  possible  in  actually  driving 
a  car,  for  instance.  Those  tests  were  usually  considered 
satisfactory — the  oil  was  considered  satisfactory — if  the 
test  ran  twelve  hours  without  excessive  heating — over¬ 
heating — and  without  grinding  out  the  gears. 

Q41.  Would  that  give  adequate  test  of  the  corrosive¬ 
ness  of  the  lubricating  composition?  A.  Well,  there  your 
question  relates  to  whether  such  test  is  a  good  measure 
of  the  corrosiveness  of  the  lubricant,  and  I  don’t  think 
any  fundamental  figures  have  been  developed  in 
2.984  anybody’s  testing  by  which  you  could  rate  the  de¬ 
gree  of  corrosiveness  on  the  basis  of  its  perfor¬ 
mance  in  a  gear  or  even  in  a  test  machine. 

Q42.  What  change  in  your  financial  condition  occurred 
in  the  summer  of  1933  that  made  it  possible  to  file  the  ap¬ 
plication  in  interference?  A.  Well,  I  had  consummated 
a  contract  with  the  Hooker  Electrochemical  Company  to 
manufacture  chlorinated  paraffin  for  me  in  large  quanti¬ 
ties  and  had  some  successful  sales  of  tank  car  loads.  I  was 
still  short  of  funds,  so  that  I  asked  the  Hooker  Company 
to  tile  the  patent  application  for  me. 
i  Q43.  At  their  expense?  A.  At  their  expense. 

I  Q44.  Did  they  do  this  ?  A.  That  was  done. 

Q45.  Did  you  file  any  other  applications  for  a  patent 
or  patents  in  the  period  between  December,  1931  and  the 
time  of  the  filing  of  the  application  in  interference?  A. 
No. 

Q46.  You  have  spoken  of  the  disclosing  of  this  extreme- 
pressure  lubricating  composition  to  a  friend  in  the  Penn¬ 
sylvania  Oil  Company;  subsequent  to  that  disclosure,  was 
there  any  correspondence  or  discussion  or  activity  in  con- 
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nection  with  the  composition  between  yourself  and  the 
Pennsylvania  Oil  Company,  and,  if  so,  w*hat  was  done? 
A.  Well,  we  had  an  exchange  of  letters,  in  which  I 

2985  asked  them  whether  they  could  make  such  tests  and 
endeavored  to  interest  them  to  undertake  the  tests 

and  acquire  the  equipment  for  undertaking  the  tests. 

Q47.  Did  they  make  those  tests,  so  far  as  you  know  ? 
A.  I  think  I  was  misled,  in  my  early  contacts  with  Penn 
Oil,  into  thinking  they  had  a  rather  extensive  lubricat¬ 
ing  equipment  to  make  all  kinds  of  tests,  and  later  it  de¬ 
veloped  that  they  did  not  have  such  equipment. 

Q48.  Over  what  length  of  time,  approximately,  did  the 
correspondence  and  discussions  with  the  Pennsylvania  Oil 
Company,  regarding  tests  of  your  composition,  extend? 
A.  It  began  in  December  of  1931  and  extended  through 
1932;  and,  after  I  had  found  they  were  not  in  a  position 
to  make  tests  but  had  evidence  from  other  people  to  whom 
we  were  supplying  some  commercial  quantities  of  chlo¬ 
rinated  paraffin  for  extreme-pressure  lubrication,  I  endeav¬ 
ored  to  sell  them  chlorinated  paraffin  for  their  use. 

Q49.  And  did  you  pursue  this  matter  after  you  had 
concluded  that  Pennsylvania  Oil  was  not  in  a  position  to 
make  for  you  the  tests  which  you  desired?  A.  It  became 
evident  from  my  correspondence  and  sales  efforts  of  1932 
that  Quaker  State,  for  instance,  had  such  equipment  and 
were  undertaking  such  tests,  and  also  Enterprise  Oil  Com¬ 
pany  of  Buffalo,  whose  chemist  was  Carl  Georgi.  Later, 
early  in  1933,  I  was  able  to  engage  Carl  Georgi  to  make 
these  tests  directly  for  me,  which  tests  he  performed  on 
his  time  outside  of  his  regular  business  connection 

2986  and  for  wdiich  tests  I  paid  a  nominal  fee  per  test. 

Q50.  At  wdiat  time  were  those  tests  made?  A. 
The  dates  are  in  some  of  our  correspondence  here,  but 
they  occurred  early  in  1932.  The  tests  that  were  made 
exclusively  for  me  is  what  I  am  referring  to. 


Q51.  W’ere  those  tests  favorable? 
my  estimation,  extremely  favorable. 


A.  They  were,  in 
The  particular  test- 


i 
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ing  machines  which  Carl  Georgi  used  were  an  Almen  ma¬ 
chine  and  some  tests  were  made  on  the  Timken  machine. 
In  the  tests  made  on  the  Timken  machine,  extremely  high 
readings  were  secured,  and  in  the  case  of  the  Almen  ma¬ 
chine  for  the  most  part  very  close  to  the  top  reading. 

Q52.  You  have  spoken  of  your  efforts  to  obtain  com¬ 
mercial  use  of  the  chlorinated  hydrocarbon  in  extreme- 
pressure  lubrication;  will  you  please  tell  us  in  more  de¬ 
tail  of  your  activity  and  results  in  such  promotion.  A. 
Aside  from  the  Penn  Oil  Company,  which  activity  start¬ 
ed  in  1931,  my  principal  efforts  were  circumscribed,  to 
some  extent,  in  1932,  by  reason  of  the  fact  that  I  had  rela¬ 
tively  limited  quantities  of  chlorinated  paraffin  to  work 
with  and  didn’t  want  a  landslide  of  business  until  I  had 
established  a  commercial  source  of  supply.  Starting  ear¬ 
ly  in  1932, 1  endeavored  to  effect  a  contract  with  the  Hook¬ 
er  Company  to  manufacture  exclusively  for  me  this  ma¬ 
terial,  and  was  successful  in  obtaining  such  contract  final¬ 
ly,  but  my  efforts,  therefore,  in  1932,  to  obtain  corn- 
2987  mercial  recognition  of  the  “Paroil”  chlorinated  par¬ 
affin  product  were  held  within  reasonable  bounds 
and  we  contacted  a  limited  number  of  companies,  of  which 
the  principal  one  was  the  Quaker  State  Oil  Company  of 
Emlenton,  Pennsylvania,  who  became  our  first  and  largest 
customer,  giving  us  a  tank  car  order  shortly  after  I  had 
successfully  completed  my  contract  arrangements  with  the 
Hooker  Company. 

i  Once  I  had  the  contract  with  the  Hooker  Company  and 
was  assured  of  a  source  of  supply,  we  contacted  as  many 
of  the  oil  companies  as  we  were  able  to  within  a  reason¬ 
able  period  and  were  successful  in  making  rather  exten¬ 
sive  sales  to  others  than  the  Quaker  State,  and  gradually 
gathered  headway  and  momentum  as  we  found  that  our 
first  commercial  user,  the  Quaker  State  people,  actually 
were  going  ahead  successfully  in  the  use  of  “Paroil”  on 
n  large  scale,  so  that  in  1933 — by  the  end  of  1933 — we 
had  contacted  more  than  a  hundred  parties  and  had  sold, 
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to  my  recollection,  in  1933,  a  total  of  about  373,000  pounds 
of  chlorinated  paraffin — “Paroil.”  These  sales  were  aug¬ 
mented,  of  course,  and  greatly  increased  in  1934,  and  in 
1934  culminated  in  a  sales  contract  with  the  E.  F.  Hough¬ 
ton  Company  of  Philadelphia  for  an  amount  of  250,000  gal¬ 
lons  of  “Paroil,”  which  totaled  approximately  in  excess 
of  two  million  pounds. 

Q53.  Will  you  please  tell  what  you  mean  by  the 
2988  term  “Paroil”?  A.  “Paroil”  was  the  trade  name 

j 

which  we  adopted  to  designate  chlorinated  paraffin 
— our  particular  chlorinated  paraffin. 

Q54.  Do  you  know  Prutton,  who  is  a  party  to  these 
interferences!  A.  Yes. 

Q55.  Did  you  ever  discuss  this  subject  with  Prutton? 
A.  In  1933,  when  I  was  contacting  the  customers  in  the 
field,  amongst  others  there  was  a  company  by  the  name 
of  the  Ironsides  Company  and  a  company  by  the  name  of 
the  Lubri-Graph  Company,  in  discussion  with  whom  T 
learned  that  Dr.  Prutton  was  a  consultant!  Therefore, 
I  phoned  Dr.  Prutton  at  the  Case  School  of  Applied  Sci¬ 
ence,  at  which  he  was  regularly  employed,  and  on  the  phone 
I  endeavored  to  interest  him  for  these  parties  in  the  value 
of  chlorinated  paraffin  as  an  E.P.  lubricant.  jAt  that  time, 
he  stated  that  he  was  getting  much  better  results  with  an¬ 
other  product, — chlorinated  diphenyl  oxide,  manufactured 
by  the  Dow  Chemical  Company,  for  whom  Dr.  Prutton  is 
a  consultant. 

Q56.  How  do  you  know  he  was  a  consultant  for  the 
Dow  Chemical  Company!  A.  Well,  Dr.  Prutton  told  me 
he  was  consultant  for  Dow  Chemical  Company. 

#  •  #  # 

2990  Q64.  Did  you  ever  disclose  the  extreme-pressure 

lubricating  material  including  chlorinated  hydrocar¬ 
bon  and  lubricating  oil  to  any  of  the  other  parties  to  the 
present  interferences!  A.  My  correspondence  was  gen¬ 
erally  directed  to  the  trade,  more  particularly  to  the  large 
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oil  companies ;  and,  in  the  form  of  a  circular  letter,  that 
went  out  to  most,  if  not  all,  of  the  parties  to  the  present 
interferences. 

Q65.  Do  you  mean  to  the  parties  themselves  or  to  the 
companies  by  which  they  were  employed  ?  A.  To  the  com- 
panies,  and  usually  ,of  course,  through  the  sales  depart¬ 
ment  or  the  technical  men,  whom  we  endeavored  to  inter¬ 
est  in  our  story  of  the  value  of  “Paroil”  in  this  applica¬ 
tion,  and  also  in  stimulating  these  parties  to  actively  get 
into  the  field  of  marketing  such  compositions.  We  cir¬ 
cularized  extensively  in  the  field  of  this  article  by  Mougey. 
There  was  a  great  deal  of  clamor  at  that  time  for  wide 
distribution  of  the  extreme-pressure  lubricants,  the  motor 
car  manufacturers  taking  the  position  that,  until  such  wide 
distribution  had  been  obtained,  so  that  anyone  who  own¬ 
ed  a  car  could  purchase  this  type  of  product  in  any  part 
of  the  country,  they  were,  naturally,  only  going  to  have 
a  limited  interest  in  producing  cars  containing  this  type 
of  gear  which  required  extreme-pressure  lubrica- 
2991  tion. 

Q66.  Mr.  Cohen,  you  have  testified  from  mem¬ 
ory;  have  you  any  records  or  documents  to  introduce  to 
substantiate  what  you  have  said  or  to  provide  additional 
evidence?  A.  We  have  various  forms  of  correspondence 
and  magazine  articles  and  a  complete  resume  of  my  sales 
efforts  and  results.  In  the  year  1933 — at  the  end  of  that 
year — I  felt,  in  view  of  the  cooperation  which  the  Hooker 
Company  had  given  me  in  supplying  all  of  my  require¬ 
ments  of  chlorinated  paraffin, — and  they  grew  rather  rap¬ 
idly  and  they  required  some  special  attention  on  their 
part, — it  would  be  nice  to  make  such  a  report  to  Mr.  Wil¬ 
lard  Hooker,  who  was  vice-president  of  the  Hooker  Com¬ 
pany  and  is  now  deceased.  That  complete  record  we  have 
here,  showing  our  total  sales  to  the  various  oil  companies, 
the  number  of  samples  sent  out,  which  I  believe  totaled 
more  than  two  hundred,  and  the  number  of  letters  sent  out 
to  the  trade,  which  totaled  in  excess  of  four  thousand. 
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Q67.  You  could  produce  such  records?  A.  That  rec¬ 
ord  is  here  and  available. 

Q68.  Mr.  Cohen,  may  1  ask,  then,  that  you  produce 
your  documents,  one  by  one,  and  identify  them  briefly,  so 
that  they  may  be  introduced  as  exhibits  in  your  behalf. 
May  I  suggest,  also,  that  you  make  them  brief,  just  iden¬ 
tifying  in  a  few  words  wliat  they  refer  to. 

•  •  •  • 

2992  A.  Suppose  1  just  identify  them  and  turn  them 
over.  This  copy  of  the  “National  Petroleum  News” 

is  the  identical  issue  which  1  drew  from  the  public  libra¬ 
ry  and  which  was  the  cause  of  my  conception  of  this  com¬ 
position. 

Q69.  To  which  page  do  you  wish  particularly  to  refer? 
A.  The  article  by  Mougey  and  Allmen,  beginning  on  page 
47  and  following  through,  and  particularly  the  pages  hav¬ 
ing  reference  to  the  extreme-pressure  tests  made  on  chlo¬ 
rinated  compounds.  Incidentally,  those  compounds  are 
all  volatile  materials  and  not  suited  for  any  commercial 
extreme-pressure  lubricating  composition. 

i 

BY  DR.  CALVERT:  Page  47  of  the  “National 
Petroleum  News”  of  November  11,  1931,  is  hereby  sub- 
mitted  in  evidence  as  Cohen  Exhibit  1.  (So  marked.) 

i 

Q70.  I  note,  Mr.  Cohen,  that  this  exhibit  suggests  the 
use  of  carbon  tetrachloride  and  other  materials  in  miner¬ 
al  oil  for  extreme-pressure  lubrication;  did  I  understand 
you  to  say  that  this  article  gave  you  the  concept  of  using 
for  such  lubrication  non-volatile  chlorinated  hydrocarbon? 
A.  That’s  correct. 

i 

Q71.  Will  you  take  up  the  next  exhibit.  I  A.  I  have 
here  a  copy  of  a  letter  from  John  A.  Lowe,  j Director  of 
the  Rochester  Public  Library,  substantiating  the 

2993  fact  that  I  did  withdraw  that  issue  from  the  library 
on  the  date  stated. 
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BY  DR.  CALVERT:  This  paper  is  offered 
in  evidence  as  Cohen  Exhibit  2.  (So  marked.) 

Q72.  Please  take  up  the  next.  A.  I  have  here  my  cor¬ 
respondence  with  Mr.  M.  F.  Cowden,  of  the  Pennsylvania 
Oil  Products  Refining  Co.,  -whom  I  endeavored  to  inter¬ 
est  in  making  tests  of  this  extreme-pressure  lubricant  com¬ 
position,  my  first  letter  to  Mr.  Cowden  being  dated  De¬ 
cember  28,  1931,  and  disclosing  this  method. 

BY  DR.  CALVERT :  This  is  submitted  in  evi¬ 
dence  as  Cohen  Exhibit  3.  (So  marked.)  Exhibit  3  in¬ 
cludes  letters  or  copies  of  letters  dated  as  follows : 

December  28,  1931, 

January  23,  1932, 

January  25,  1932, 

July  25,  1932, 

August  8,  1932, 

August  9,  1932, 

August  30,  1932, 

September  1,  1932, 

September  2,  1932, 

September  6,  1932, 

September  7,  1932, 

October  7,  1932. 

Q73.  Referring,  Mr.  Cohen,  to  your  Exhibit  2, — does 
the  letter  from  the  Rochester  Library  Director,  Mr.  Lowe, 
signify  that  you  withdrew  the  “National  Petroleum  News’’ 
on  the  date  stated  ?  A.  Yes. 

Q74.  Am  1  correct,  Mr.  Cohen,  in  understanding 
2994  from  your  previous  testimony  that  you  were  unable 
to  obtain  a  test  of  your  lubricating  composition 
from  the  Pennsylvania  Oil  Products  Refining  Co.?  A. 
That’s  correct. 

Q75.  This  is  the  same  concern  which  you  have  referred 
to  before  as  “Penn  Oil,”  is  it  not?  A.  Yes. 
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Q76.  Referring  particularly  to  your  letters  of  January 
25,  1932,  and  July  25,  1932,  forming  parts  of  Exhibit  3, 
I  request  that  you  explain  particularly  the  purpose  of  your 
letter  of  July  25,  1932.  May  I  suggest  that  you  consider 
both  letters  before  answering  the  question.  A.  In  my  let¬ 
ter  of  January  25,  1932,  I  intended  to  interest  Mr.  Cow- 
den  to  undertake  tests  of  Paroil  in  combination  with  lu¬ 
bricating  oils.  I  also  directed  his  attention  to  “Paraflow,” 
the  pour-point  depression  agent  developed  by  the  Stand¬ 
ard  Oil  Development  Company;  and  I  indicated  the  char¬ 
acteristics  of  our  “Paroil,”  that  it  might  have  other  uses 
in  connection  with  lubricant  oils,  owing  to  the  fact  that 
“Paroil”  had  a  higher  specific  gravity.  In  my  letter  of 
July  25th  I  have  continued  to  try  to  persuade  Mr.  Cow- 
den  to  use  commercial  “Paroil”  in  combination  with  lu¬ 
bricating  oils.  And,  also,  knowing  his  interest  in  chemi¬ 
cal  products  and  the  possibility  of  building  some  new  pro¬ 
duction  for  his  plant, — as  I  stated  before,  he  had  endeav¬ 
ored  to  interest  me  to  move  my  plant  up  to  one  of  their 
plants  where  they  had  some  spare  factory  space, — 
2995  I  endeavored  to  learn  from  him  what  grades  of  par- 
afiin  they  might  be  manufacturing  and  other  frac¬ 
tions  of  petroleum,  such  as  kerosene  and  light  lubricating 
oil,  that  we  might  develop  into  some  chemical  production; 
and  I  indicated  that  I  had  some  advanced  ideas  for  the 
development  of  such  fractions,  particularly  for  improv¬ 
ing  lubricating  oils. 

Q77.  In  your  letter  of  January  25,  1932,  to  Mr.  Cow- 
den,  you  said  that  you  were  sending  to  him  a  quart  sam¬ 
ple  of  Paroil  or  chlorinated  paraffin  and  asked  him  to  tell 
you  what  he  learned  about  the  blend  of  this  material  with 
lubricating  oils;  had  you,  up  to  July  25,  1932,  received 
a  report  from  Mr.  Cowden  regarding  tests  on  the  blend 
of  Paroil  with  lubricating  oils?  A.  I  don’t  recall  if  we 
had  a  response  during  that  period,  and  that  would  be 
rather  normal,  because  Mr.  Cowden,  as  an  owner  and  part- 
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ner  with  his  brother  in  the  ownership  of  the  company,  was 
an  extremely  busy  man  and  would,  naturally,  be  slow  in 
getting  around  to  undertaking  such  tests  and  giving  con¬ 
sideration  to  them.  The  thoughts  which  are  suggested, — 
we  followed  them  up  subsequently  to  see  whether  we  could 
arouse  his  interest  finally  to  taking  an  active  participation 
in  such  development. 

Q78.  Do  you  mean  that  your  letter  of  July  25,  1932,  was 
what  you  call  a  “follow-up”  on  the  original  request  for 
tests  of  the  material?  A.  Yes;  all  of  my  correspondence 
with  Cowden  indicates  the  following  up  of  the  same 
2996  idea  which  I  had  disclosed  to  him  in  December  of 
1931. 

iQ79.  Now,  the  next.  A.  I  have  here  a  group  of  let¬ 
ters  or  correspondence  which  I  exchanged  with  the  Enter¬ 
prise  Oil  Company  of  Buffalo,  New  York,  offering  “Par- 
oil,”  our  chlorinated  paraffin,  for  use  in  lubricating  oils. 

BY  DR.  CALVERT:  These  papers  are  offer¬ 
ed  in  evidence  as  Cohen  Exhibit  4,  and  they  include  let¬ 
ters  or  copies  of  letters  of  the  following  dates : 

September  26,  1932, 

October  28,  1932, 

February  13,  1933, 

February  25,  1933, 

March  2,  1933, 

March  29,  1933, 

April  24,  1933, 

April  28,  1933, 

May  9,  1933, 

May  10,  1933. 

(Cohen  Exhibit  4  so  marked.) 

Q80.  It  is  noted,  in  connection  with  Exhibit  4,  that  the 
Enterprise  Oil  Company,  Inc.  states  on  its  letterhead, 
“Manufacturers  of  Automovtive  Lubricants”;  in  your  let- 
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ter  of  September  26,  1932, — the  first  sheet  of  Exhibit  4, — 
you  state  that  you  are  sending  to  Enterprise  Oil  Compa¬ 
ny  a  sample  of  “Paroil”;  for  what  purpose  was  this  ship- 
men  of  “ Paroil’ *  made ?  A.  Our  shipments  of  Paroil,  or 
samples,  to  the  oil  companies — and  there  were  a 

2997  great  many  of  them — were  all  made  for  the  purpose 
of  testing  the  extreme-pressure  lubricant  qualities 

and  endeavoring  to  persuade  the  manufacturer  or  distrib¬ 
utor  to  incorporate  it  in  his  product  and  buy  the  Paroil 
from  us. 

| 

Q81.  Did  you  ever  discuss  this  subject  with;  anyone  in 
the  Enterprise  Oil  Company  personally  f  A.  I  discussed 
it  at  considerable  length  with  Carl  Georgi, — their  chief 
chemist. 

Q82.  At  what  time  did  you  have  the  first  j  discussion 
with  him,  in  so  far  as  you  can  fix  the  date  from  your  mem¬ 
ory;  was  it  before  or  after  you  sent  to  him  the  sample 
referred  to  in  your  leter  of  September  26,  1932?  A.  1 
am  of  the  opinion  that  it  would  be  after,  because,  at  that 
time,  I  was  not  able  to  get  into  a  field  of  travel. 

Q83.  Was  that  because  you  were  short  of  funds  for 
traveling  expenses?  A.  Yes. 

Q84.  Take  up  the  next  one,  please.  A.  1  have  here 
my  correspondence  with  the  Quaker  State  Oil  Refining 
Corporation,  of  Emlenton,  Pennsylvania,  Mr.j  E.  E.  Eb- 
ner, — the  company  who  were  the  first  to  adopt  and  place 
in  commercial  use  “Paroil”  in  combination  with  their  lu¬ 
bricating  oils  for  extreme-pressure  lubricant.; 

°  i 

BY  DR.  CALVERT:  These  papers  are  offer¬ 
ed  in  evidence  as  Cohen  Exhibit  5.  (So  marked.)  The 
papers  include  letters  or  copies  of  letters  of  the 

2998  following  dates : 

August  22,  1932, 

August  26,  1932, 

September  16,  1932, 

September  22,  1932, 
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October  22,  1932, 

October  27,  1932, 

December  5,  1932, 

December  8,  1932, 

December  20,  1932, 

January  5,  1933, 

January  6,  1933, 

January  12,  1933, 

March  4,  1933, 

March  7,  1933, 

March  11,  1933, 

March  13,  1933. 

•  •  •  • 

2999  Q87.  Am  1  correct  in  understanding  from  Ex¬ 

hibit  5,  and  particularly  from  the  letters  dated 
March  7,  1933,  and  March  11,  1933,  that  by  that  time  you 
had  made  arrangements  with  the  Hooker  Company  so  that 
they  were  to  manufacture  the  material  to  fill  the  4,000- 
gallon  tank  car  order  from  Quaker!  A.  That’s  correct. 
The  date  of  my  contract  with  Hooker  was  February  11, 
1933. 

•  •  •  • 

Q88.  All  right,  Mr.  Cohen.  A.  I  have  here  a  letter 
addressed  to  the  Crane  Packing  Company,  March  4,  1932. 
It  refers  to  our  “Pa roil”  chlorinated  paraffin  and  sug¬ 
gests  we  would  like  to  ship  them  a  drum  of  this  material 
and  suggesting  that  we  would  like  to  hear  from  them 
whether  they  would  be  requiring  supplies  of  this  special 
product. 

BY  DR.  CALVERT:  This  letter  is  offered 
in  evidence  as  Cohen  Exhibit  6.  (So  marked.) 

Q89.  Were  you,  in  March,  1932,  negotiating,  corre¬ 
sponding,  or  discussing  with  the  Crane  Packing  Company 
the  use  of  Paroil?  A.  We  had  some  correspondence  with 
them  about  that  period  and  a  little  earlier  in  which  we 
offered  them  chlorinated  paraffin. 
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Q90.  Did  you  recommend  any  particular  use  of  the 
chlorinated  paraffin  to  them?  A.  I  would  have  to  refer 
to  my  correspondence  to  get  that  accurately,  be- 

3000  cause  they  did  not  until  later  become  one  of  our 
many  customers  of  Paroil. 

Q91.  For  what  purpose  did  you  offer  to  send  to  them 
a  drum  of  Paroil?  A.  Well,  the  origin  of  our  correspon¬ 
dence  with  them  was  a  result  of  some  circular  letters  we 
sent  out  offering  Paroil  for  extreme-pressure  lubrication. 

Q92.  All  right.  A.  I  have  here  a  letter  from  the  Stan¬ 
dard  Oil  Company  of  California,  dated  January  2,  1933, 
having  reference  to  our  offer  to  them  of  Paroil — our  chlo¬ 
rinated  paraffin  standard  oil  and  a  special  form  of  chlo¬ 
rinated  paraffin  called  “T-61.”  They  refer  to  request 
from  their  West  Coast  laboratories  for  samples  and  also 
request  samples  be  sent  to  their  Research  Department.  I 
have  here  a  copy  of  my  letter  in  response,  stating  that  we 
are  supplying  these  samples  in  quantities  of  one  gallon 
without  charge. 

BY  DR.  CALVERT:  These  two  letters  are 

submitted  in  evidence  as  Cohen  Exhibit  7.  (So  marked.) 

Q93.  All  right,  Mr.  Cohen.  A.  I  have  here  a  group 
of  letters  addressed  to  The  Pure  Oil  Company,  offering 
Paroil  for  extreme-pressure  lubricating  purposes  in  com¬ 
bination  with  mineral  oil  and  discussing  the  way  in  which 
we  believe  the  Paroil  contributed  extreme-pressure  lubri 
cation  characteristics  to  the  combinatipn. 

3001  BY  DR.  CALVERT:  These  sheets  are  offered 
in  evidence  as  Cohen  Exhibit  8.  They  include  copies 

of  letters  of  the  following  dates : 

May  18,  1933  (2  pages), 

June  5,  1933  (2  pages), 

June  16, 1933  (2  pages). 

I 

(Cohen  Exhibit  8  so  marked.) 


i 


i 

i 
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Q94.  Does  the  letter  of  May  18,  1933,  discussing  the 
use  of  Paroil  for  blending  with  a  mineral  oil  in  making  a 
material  of  lubricating  qualities  refer  to  a  suggestion  by 
you  to  The  Pure  Oil  Company?  A.  Yes;  that  is  clearly 
stated  above. 

*  •  •  • 

Q97.  All  right.  A.  I  have  here  a  group  of  letters  and 
correspondence  with  the  Tide  Water  Oil  Company,  of  Bay¬ 
onne,  New  Jersey,  Mr.  Collin,  Supervisor  of  Re- 
3002  search  Section,  which  has  reference  to  my  letter  of 
July  12,  1933,  on  the  subject  of  extreme-pressure 
lubricants,  and  requesting  a  gallon  sample,  which  we  sub¬ 
mitted,  and  further  correspondence  in  connection  there¬ 
with. 

i  BY  DR.  CALVERT:  These  letters  are  sub¬ 

mitted  in  evidence  as  Cohen  Exhibit  9.  They  include  orig¬ 
inals  or  copies  of  letters  dated  as  follows: 

August  2,  1933, 

August  4,  1933, 

October  16,  1933, 

December  7,  1933. 

(Cohen  Exhibit  9  so  marked.) 

Q98.  Does  the  letter  of  August  2,  1933,  signify  that 
you  had  disclosed  to  the  Tide  Water  Oil  Company  before 
August  2,  1933,  the  use  of  chlorhydrocarbons,  such  as  chlo¬ 
rinated  paraffin,  in  compositions  for  extreme-pressure  lu¬ 
bricants?  A.  Yes. 

Q99.  All  right.  A.  I  have  here  several  letters  nad 
correspondence  with  Continental  Oil  Company,  Ponca  City, 
Oklahoma,  the  first  letter  on  top,  January  3,  1933,  request¬ 
ing  me  to  submit  a  quart  sample  of  our  T-61 — that  is  one 
of  the  higher  chlorinated  paraffins;  and  referring  to  our 
earlier  correspondence  in  connection  with  this  item  for 
motor  lubricants  for  extreme-pressue  lubication. 
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BY  DR.  CALVERT:  These  sheets  are 

3003  offered  in  evidence  as  Cohen  Exhibit  10.  They  in¬ 
clude  originals  and  copies  of  letters  of  the  follow¬ 
ing  dates: 

January  3,  1933, 

July  17,  1933, 

July  26,  1933, — 2  pages, 

October  2,  1933, 

December  26,  1933.  (So  marked.) 

#  #  *  » 

0101.  Will  you  tell  us  whether  you  had  any  correspon¬ 
dence  or  discussion  with  Mr.  Bert  H.  Lincoln  before  the 
date  of  his  letter  to  you  of  January  3,  1933;  and,  if  so, 
the  nature  of  these  discussions  and  correspondence.  A.  I 
should  say  this  letter  appears  to  be  in  response  to  one  of 
our  circular  letters  sent  to  many  oil  companies  with  the 
purpose  of  interesting  them  in  the  use  of  our  chlorinated 
paraffin  Paroil  and  T-61,  both  for  extreme-pressure  lu¬ 
bricant  and  also  cutting  oils. 

Q102.  Had  you,  before  January  3,  1933,  addressed  such 
a  letter  to  the  Continental  Oil  Company!  A.  I  haven’t 
a  copy  of  such  a  letter  in  this  group  of  letters,  but,  from 
the  nature  of  the  reply,  Mr.  Lincoln  indicates  that 

3004  he  had  received  such  offerings  on  our  part  with 
the  suggestions  for  its  use  in  this  connection. 

Q103.  All  right;  go  ahead.  A.  I  have  here  corre¬ 
spondence  between  myself  and  the  U.  S.  Department  of 
Commerce,  Bureau  of  Standards,  Washington,  D.  C.,  with 
reference  to  my  request  for  an  extreme-pressure  lubricant 
testing  machine;  also,  whether  the  Bureau  would  make 
tests  for  me;  and,  further,  whether  the  highly  specialized 
testing  machine  under  development  by  the  Bureau  would 
be  made  available  generally  and,  if  so,  when. 
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BY  DR.  CALVERT :  These  sheets  are  offered 

in  evidence  as  Cohen  Exhibit  11.  The  sheets  include  copies 
of  originals  of  letters  of  the  following  dates : 

July  15,  1933, 

July  28,  1933  (2  pages)  , 

July  31,  1933,  and 
July  31,  1933. 

(Cohen  Exhibit  11  so  marked.) 

Q104.  Are  the  pencil  marks  on  certain  of  those  letters 
any  part  of  the  letters  as  received!  A.  These  are  pencil 
notations  in  my  handwriting  and  which  I  made  after  the 
letter  was  received  by  me  and  indicate  the  course  of  further 
correspondence  on  questions  which  I  would  take  up  with 
the  Bureau.  The  pencil  mark  on  this  letter  of  July  31st 
indicated  that  1  wanted  that  particular  letter  placed  with 
my  hie  on  research  development  on  chlorinated  hy- 
3005  drocarbons. 

Q105.  Go  ahead.  A.  Here  is  some  correspond¬ 
ence  with  the  Texas  Company.  The  uppermost  letter, 
dated  December  30,  1932,  has  reference  to  higher  lubricat¬ 
ing  with  Paroil,  obviously  in  response  to  our  offering  of 
chlorinated  paraffin  containing  35  per  cent,  chlorine.  Mr. 
Colling,  the  purchasing  agent,  who  addresses  this  letter 
to  me,  refers  to  my  letter  of  August  9,  1932,  and  he  re¬ 
quests  a  sample  of  a  quart  be  sent  to  their  experimental 
laboratory  at  Beacon,  New  York,  attention  Mr.  Ritchie. 
Also,  a  5-gallon  Paroil  order,  dated  January  27,  1933,  re¬ 
quired  evidently  for  their  testing  or  other  use  after  hav¬ 
ing  received  our  quart  sample. 

BY  DR.  CALVERT:  These  sheets  are  of¬ 
fered  in  evidence  as  Cohen  Exhibit  12,  and  include  origi¬ 
nals  or  copies  of  letters  dated  as  follows : 

December  30,  1932, 

January  26,  1933, 
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January  28,  1933, 

March  8,  1933, 

and  an  order  from  The  Texas  Company  dated  January  27, 
1933.  (Cohen  Exhibit  12  so  marked.) 

#  #  *  # 

3007  Q109.  All  right.  A.  This  is  a  letter  from  The 

Pure  Oil  Company,  Mr.  Chittick,  Chief  Chemist,  re¬ 
ferring  to  my  letter  of  March  20th,  offering  chlorinated 
petroleum  derivative,  and  in  which  he  requested  a  small 
sample  together  with  information  in  the  way  of  a  trade 
bulletin.  Also,  my  reply  to  that  letter,  dated  March  24, 
1933,  advising  that  we  were  mailing  such  sample,  and  giv¬ 
ing  the  characteristics  of  the  chlorinated  hydrocarbon 
which  we  were  sending  to  him ;  also  advising  that  we  had 
then  a  tonnage  production  of  Paroil. 

BY  DR.  CALVERT:  These  sheets  are  offered  in  evi¬ 
dence  as  Cohen  Exhibit  1.  (So  marked.) 

QUO.  All  right,  Mr.  Cohen.  A.  I  have  here  copy  of  a 
form  letter,  dated  August,  1932,  which  was  sent  to  the 
Texas  Refining  Company,  Gulf  Refining  Company,  and 
other  oil  companies,  offering  Paroil  chlorinated  paraffin 
as  an  addition  agent  to  oils  for  use  in  high-pressure  lubri¬ 
cation,  explaining  what  our  Paroil  composition  was. 

BY  DR.  CALVERT:  This  form  letter  is  offered  in 
evidence  as  Cohen  Exhibit  15.  (So  marked.) 

«<  «  #  « 

3009  Q117.  All  right;  let’s  take  up  the  next  one.  A. 

I  have  here  a  report  of  Almen  machine  test  and 
Floyd  machine  test  maed  with  our  standard  Paroil  with 
various  lubricant  oils  and  also  the  other  chlorinated  hydro¬ 
carbons. 

BY  DR.  CALVERT:  This  report  is  offered  in  evi¬ 
dence  as  Cohen  Exhibit  17. 
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BY  MR.  L1MBACH:  I  object  to  that  exhibit  as  being 
immaterial,  irrelevant,  and  not  sufficiently  proved. 

(Cohen  Exhibit  17  so  marked.) 

Q118.  From  whom  was  the  report  constituting  Exhibit 
17  received!  A.  The  Almen  machine  tests  were  tests  made 
by  Carl  Georgi  at  the  Enteprise  Oil  Company,  of  which  we 
have  considerable  records,  dating  from  early  1933.  The 
Floyd  machine  tests  here  referred  to,  I  think,  notations 
were  made  in  the  presence  of  R.  L.  Murray,  who  was  Chief 
Engineer  formerly  of  the  Hooker  Electrochemical  Com¬ 
pany  and  Chief  of  the  New  Chemicals  Development  De¬ 
partment  which  they  initiated  in  1933;  Dr.  W.  J.  Marsh, 
who  was  Chemical  Director  of  theHooker  Electrochemical 
Company;  and  Dr.  W.  B.  Scott,  a  research  chemist. 
3010  Q119.  Are  those  names  you  have  mentioned — 

A.  All  men  connected  with  the  Hooker  Company. 

Q120.  Did  you  receive  that  report  from  one  of  those 
gentlemen,  or  did  you  receive  data  which  you  tabulated  in 
the  form  of  the  report!  A.  These  tests  on  the  Floyd  ma¬ 
chine  were  made  by  Joe  Spina,  an  employee  of  the  Hooker 
Electrochemical  Company.  They  were  made  in  the  labora¬ 
tory  of  the  Hooker  Company,  and,  as  I  said  before,  in  the 
presence  of  these  men.  The  data  was  undoubtedly  in  the 
rough  form  taken  by  me  to  Rochester  and  later  typed  into 
this  report. 

Q121.  Do  the  tests  there  reported  refer  to  the  mixture 
of  chlorparaffin  with  lubricating  oil  of  the  kind  which  you 
refer  to  in  correspondence  with  the  Pennsylvania  Oil  Com¬ 
pany,  Enterprise  Oil  Company,  and  Quaker  during  the 
period  1932  to  1933 t  A.  That’s  correct.  We  used  a  stand¬ 
ard  type  of  mineral  oil,  similar  to  such  oils  as  we  were 
recommending  for  the  use  of  Paroil  chlorinated  paraffin. 

Q122.  Do  you  consider  the  results,  showing  the  pres¬ 
sure  obtained  varying  from  270  to  540  pounds,  to  show  that 
your  extreme-pressure  lubricating  composition  is  satis- 
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factory  ?  A.  Yes,  1  do.  There  is  a  report  of  one  test  here 
on  a  straight  mineral  oil  on  the  Floyd  machine  which  shows 
maximum  load  of  150  pounds  on  a  3-minute  test.  The  pin 
failed  at  that  point.  All  of  the  other  tests  were  satis¬ 
factory. 

«  •  •  * 

3012  Q130.  Mr.  Cohen,  will  you  proceed  submitting  the 
additional  records  and  papers  you  have  in  support  of 

3013  your  general  testimony.  A.  I  have  here  a 
letter  which  I  addressed  to  Mr.  Willard  Hooker, 

Vice-President  of  the  Hooker  Electrochemical  Company, 
January  2,  1934,  giving  him  a  complete  resume  of  my  ac¬ 
tivities  in  behalf  of  sales  development  of  Paroil  in  1933, 
listing  the  quantities  sold,  number  of  customers,  the  indi¬ 
vidual  customers,  the  number  of  circular  letters  and  di¬ 
rectly-addressed  letters,  samples  of  product  sent  out,  re¬ 
prints  and  other  sales  development  material,  listing  our 
carload  customers  under  contract  and  Paroil  customers 
not  under  contract,  and  also  listing  our  Paroil  prospects 
who  are  actively  interested  in  Paroil, — in  the  latter  cate¬ 
gory  there  being  fifty  such  companies,  including  The  Texas 
Company,  Continental  Oil  Company,  Ironsides  Company, 
the  Lubrigraph  Corporation,  Frank  Harris  Floyd,  Stand¬ 
ard  Oil  Company  of  Indiana,  and  many  others ;  there  are 
also  listed  some  forty-eight  other  companies  who  had  some  • 
interest  and  whom  we  considered  prospects  for  the  sale  of 
Paroil — for  the  purchase  of  Paroil,  rather;  and  a  list  of 
prospects  on  whom  I  had  called  personally.  There  is  also 
a  letter  of  acknowledgment  from  Mr.  Willard  Hooker. 

BY  DR.  CALVERT:  These  papers  are  of¬ 
fered  in  evidence  as  Cohen  Exhibit  18.  (So  marked.) 

•  •  *  • 

3014  Q134.  Will  you  proceed,  Mr.  Cohen.  A.  1  have 
here  a  photostatic  copy  of  a  sales  contract  which  1 
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negotiated  between  the  E.  F.  Houghton  Company  of  Phil¬ 
adelphia  and  the  Hooker  Company  for  the  sale  to  the 
Houghton  Company  of  a  minimum  of  250,000  gallons  of 
Paroil,  and  also,  at  the  same  time,  a  transfer  to  the  Hough¬ 
ton  Company  of  practically  all  my  selling  rights  as  under 
the  chlorinated  paraffins — the  manufacturing  agree- 
3015  inent  that  I  had  with  the  Hooker  Company;  also  a 
letter,  dated  April  9,  1934,  signed  by  Willard  Hook¬ 
er,  accepting  my  proposal  of  the  transfer  in  connection  with 
my  agency  agreement. 

i BY  DK.  CALVERT:  These  documents  are  offered  in 
evidence  as  Cohen  Exhibit  19,  including  a  total  of  four 
sheets.  (So  marked.) 

«  *  #  « 

3020  Q148.  Mr.  Cohen,  I  have  referred  previously  to 
Exhibit  11-A  for  Morrell  &  Knutson;  this  exhibit 

purports  to  show  tests  with  a  lubricating  composition  in¬ 
cluding  chlorinated  or  chlor  derivatives  of  the  following 
materals:  ‘‘Kerosene-like  hydrocarbons,”  ethylene,  ethane, 
butane,  acetylene  (acetylene  tetrachloride),  mixture  of 
propane  and  butane,  and  other  materials,  which 

3021  were  tested  subsequent  to  April  1,  1934.  Consider¬ 
ing  all  of  the  compounds,  except  the  “kerosene-like 

hydrocarbons,”  are  any  of  those  whose  names  I  have  read 
substantially  non-volatile?  A.  Not  any  of  those  you  have 
named  are  non-volatile. 

C>149.  Are  they  substantially  non-volatile?  A.  They 
are  ordinarily  gases — in  the  ordinary  terms. 

Q150.  Are  any  of  those  compounds  a  mineral  oil?  A. 
Hefinitelv  not. 

Q151.  Are  any  of  them  a  lubricating  oil?  A.  No. 

Q152.  Are  any  of  them  a  “complex  organic  material  of 
petroleum  origin  consisting  of  a  mixture  of  petroleum 
compounds?”  A.  No. 

Q153.  Will  you  tell  us  the  boiling  points  of  the  follow¬ 
ing  materials;  and  for  this  you  may  use  any  reference 


465 


book  you  may  wish  to  use:  ethane.  A.  I  have  here  the 
“Handbook  of  Chemistry  and  Physics,”  20th  edition, 
published  by  the  Chemical  Report  Publishing  Company  of 
Cleveland.  Under  the  “Table  of  Physical  Constants  of 
Organic  Compounds,”  ethane  is  described  as  a  colorless 
gas.— 

BY  DR.  CALVERT:  May  I  suggest  you  just  give  the 
boiling  point.  (Answer  continued): — Boiling  point:  -88.3 
Centigrade. 

Q154  Will  you  tell  us  the  boiling  point  of  ethylene 
from  the  same  book.  A.  The  boiling  point  of  ethy- 

3022  lene  is  given  as  -103.9  Centigrade. 

Q155.  Acetylene?  A.  Acetylene  is  given  a  boil¬ 
ing  point  of  -88.5  Centigrade. 

Q156.  Is  that  plus  or  minus  ?  A.  Minus  88.5. 

Q157.  For  all  of  the  materials  that  you  have  named,  the 
boiling  points  are  below  zero  Centigrade ;  is  that  correct  ? 
A.  That ’s  correct. 

Q158.  Does  kesosene  have  an  odor  at  the  ordinary 
temperature?  A.  Yes,  kerosene  has  an  odor. 

Q159.  Do  you  consider  kerosene  to  be  substantially 
non-volatile?  A.  No;  I  think  kerosene  is  a  volatile  hy¬ 
drocarbon. 

Q160.  Is  it  made  by  a  process  involving  distillation  ? 
A.  Yes. 

Q161.  What  is  the  effect  on  the  boiling  point  and  vola¬ 
tility  on  cracking  a  hydrocarbon  liquid?  A.  Cracking  a 
hydrocarbon  liquid  usually  results  in  a  light  boiling  ma¬ 
terial  and  a  heavier  boiling  fraction. 

Q162.  Do  you  lower  the  average  boiling  point  of  kero¬ 
sene  when  it  is  cracked  ?  A.  As  the  process  is  commer¬ 
cially  conducted  in  the  modern  practice,  you  obtain 

3023  principally  lighter  boiling  elements,  the  residuals 
finally  being  of  a  carbonaceous  character. 

(^163.  Do  you  know  of  any  cracking  process  applied  in 
the  laboratory  or  factory-scale  to  hydrocarbon  liquids 
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that  raises  the  average  boiling  point  of  the  cracked  ma¬ 
terial  as  compared  to  the  boiling  point  of  the  original 
hydrocarbon  liquid?  A.  No. 

Q164.  Is  cracked  kerosene  substantially  non-volatile? 
A.  No. 

Q165.  Is  cracked  kerosene  a  mineral  oil?  A.  No. 

Q16C.  Is  cracked  kerosene  a  lubricating  oil?  A.  No. 

•  •  •  • 

3025  Q176.  During  your  promotion  of  the  use  of  chlo¬ 
rinated  hydrocarbons  in  extreme-pressure  lubri- 

3026  cants  in  1932  and  1933,  particularly  from  January 
1932  to  July  1933,  did  you  ever  offer  to  the  trade  a 

chlorinated  mineral  oil  or  a  chlorinated  lubricating  oil  for 
use  in  an  extreme-pressure  lubricating  composition  includ¬ 
ing  lubricating  oil?  A.  We  tested  such  products  but  we 
did  not  offer  them  for  commercial  use. 

Q177.  Were  such  products  available  to  you  for  sale 
or  commercial  use  ?  A.  In  the  latter  part  of  1932  or 
thereafter,  they  were. 

Q178.  Why  did  you  continue  to  offer  the  chlorinated 
paraffin  in  preference  to  the  chlorinated  mineral  oil  and 
chlorinated  lubricating  oil  for  use  in  extreme-pressure  lu¬ 
bricants?  A.  The  instability  of  that  type  of  product  is 
so  great  that  it  just  wouldn’t  be  a  commercial  product. 
A  drum  of  such  basic  material,  after  standing  a  short  time, 
even  though  well  finished  in  the  plant,  -would  give  off  hy¬ 
drochloric  acid  fumes.  The  customer  would  be  pretty 
badly  frightened  if  he  opened  a  drum  and  found  that  con¬ 
dition. 

Q179.  Do  you  mean  that  the  chlorinated  mineral  oil 
or  chlorinated  lubricating  oil  would  be  so  unstable  that 
they  would  not  be  satisfactory  in  lubricants  as  the  chlo¬ 
rinated  paraffin?  A.  That’s  correct. 

Q180.  Did  your  original  concept  and  disclosure  to  Mrs. 
Maurer,  which  you  say  occurred  in  December,  1931, 

3027  include  chlorinated  liquid  hydrocarbons,  such  as 
chlorinated  lubricating  oil  and  chlorinated  mineral 
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oil,  or  were  the  concept  and  the  disclosure  limited  to  the 
use  of  chlorinated  paraffin  in  extreme-pressure  lubricants! 
A.  Well,  the  disclosure  and  our  test  was  definitely  based 
on  chlorinated  paraffin,  and  the  principle  thereof  was, 
of  course,  the  non-volatile  oily  body  which  chlorinated 
paraffin  is. 

Q181.  Was  your  concept,  then,  of  a  chlorinated  oily 
material  derived  from  a  high-boiling  petroleum  product! 
A.  That’s  the  basic  idea  of  having  a  chlorinated  hydro¬ 
carbon  which  wouldn’t  boil  off. 

•  •  *  * 

3030  RDQ192.  Mr.  Cohen,  do  you  know  of  any  other 

use  to  which  Paroil  might  have  been  put  in  1931, 
1932,  and  1933  by  Enterprise,  Quaker,  Penn,  Continental, 
Pure,  Texas,  Tide  Water,  or  the  other  oil  companies  re¬ 
ferred  to  in  your  testimony  and  exhibits,  except  in  a  lu¬ 
bricating  composition.  A.  I  don’t  know  of  any. 

•  •  •  # 

3032  K.  G.  MAURER— DIRECT 

Q8.  Did  Mr.  Cohen  ever  disclose  to  you  a  com¬ 
position  for  use  as  an  extreme-pressure  lubricant  !  A.  He 
did. 

Q9.  At  what  time  did  he  first  make  this  disclosure  to 
you?  A.  That  was  in  1931. 

Q10.  Can  you  fix  the  time  more  definitely  in  1931?  A. 
I  believe  it  was  in  December,  1931. 

Qll.  You  don’t  recall  the  approximate  day  of  the 
month  ?  A.  Around  the  19th. 

Q12.  How  do  you  fix  that  date  in  your  mind?  A.  At 
that  time,  Mr.  Cohen  was  reading  a  News  Edition  of  the 
‘‘Industrial  and  Engineering  Chemistry,”  and  he  had  read 
this  article  on  “Parafiow”  as  a  pour-point  depressor,  and 
he  disclosed  to  me  the  fact  that  he  thought  our  Paroil 
would  work  well  as  pour-point  depressor.  lie  went  to 
the  Rochester  Public  Library  to  delve  into  the  matter  fur- 
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ther  and  there  came  across  several  copies  of  the  “Na¬ 
tional  Petroleum  News,”  in  which  he  found  several  ar¬ 
ticles  which  led  him  to  believe  our  Paroil  would  work  as 
an  extreme-pressure  lubricant,  and  he  disclosed  that  to 
me  at  the  time  that  he  came  back. 

Q13.  Do  you  know  whether  those  issues  of  the  “Petro¬ 
leum  News”  were  the  current  issues  at  that  time? 

3033  A.  They  were. 

Q14.  How  do  you  know  that  Mr.  Cohen  came 
to  see  you  promptly  after  he  read  these  articles  in  the 
“Petroleum  News”?  A.  He  brought  the  magazines  back 
with  him  and  exhibited  the  articles  to  me  and  explained 
the  matter  to  me  at  that  time. 

Q15.  Does  the  Rochester  Public  Library,  so  far  as  you 
know,  have  any  rules  against  one  withdrawing  current 
magazines  and  keeping  them  for  a  long  time?  A.  I  don’t 
know. 

Q16.  But  he  had  the  magazines  with  him  when  he  came 
to  see  you?  A.  That’s  right. 

Q17.  What  did  he  say,  in  more  detail,  would  be  the 
composition  of  his  lubricating  materials?  A.  Well,  as  a 
matter  of  fact,  he  requested  me  to  get  off  the  chemical 
shelf  a  sample  bottle  of  Paroil  which  I  had  there  and 
bring  it  in  to  him,  which  I  did,  and  he  incorporated  that 
Paroil  with  a  sample  of  lubricating  oil  and  then  exhibited 
that  sample  to  me. 

Q18.  Do  you  know  which  one  of  those  two  mate¬ 
rials, — the  Paroil  or  the  lubricating  oil, — he  used  in  the 
major  proportion  in  making  the  sample  to  show  to  you? 
A.  He  used  several  proportions,  as  I  recall,  and  would 
let  the  sample  stand;  he  had  several  specimen  bottles  and 
let  them  stand  to  see  whether  the  Paroil  would  separate 
from  the  lubricating  oil.  The  exact  proportions  I  do 
not  recall. 

3034  Q19.  Do  you  recall  which  component  was  pres¬ 
ent  in  the  larger  amount, — the  lubricating  oil  or 

the  Paroil?  A.  1  believe  it  was  the  lubricating  oil. 


469 


Q20.  Wliat  is  “Paroil”?  A.  “Paroil”  is  chlorinated 
paraffin,  otherwise  known  as  “chlorcosane.” 

Q21.  Where  did  Mr.  Cohen  obtain  the  sample  of  what 
you  have  called  “chlorcosane”?  A.  It  wasn’t  a  sample; 
it  was  stock  that  I  had  on  hand,  and  it  was  obtained  from 
the  Monsanto  Chemical  Company. 

Q22.  You  had  purchased  that  material?  A.  That’s 
right. 

Q23.  Was  Mr.  Cohen  or  his  company  at  that  time  in 
a  position  to  manufacture  large  amounts  of  Paroil  ?  A.  No. 

Q24.  Did  Mr.  Cohen  disclose  to  you  any  similar  ma¬ 
terials  that  might  be  used  in  place  of  chlorinated  paraffin 
in  making  extreme-pressure  lubricants?  A.  Yes,  he  did. 

Q25.  Wliat  other  materials  did  he  disclose  for  that  pur¬ 
pose?  A.  Well,  he  disclosed  chlorinated  kerosene,  chlo¬ 
rinated  fuel  oil,  and  some  other  materials  of  that  type. 

Q26.  What  did  Mr.  Cohen  do  after  he  discussed  with 
you  this  lubricating  oil  composition?  A.  Well,  he  imme¬ 
diately,  as  1  recall,  contacted — 

Q27.  Mrs.  Maurer,  will  you  omit  what  you  re- 
3035  call  and  tell  us  only  what  you  know  ?  A.  I’m  sorry. 

He  contacted  a  firm  and  asked  them  to  make  a  test 
for  him  for  this  particular  purpose. 

Q28.  What  firm  was  that  ?  A.  That  was  the  Pennsyl¬ 
vania  Oil  Products  Refining  Co. 

Q29.  When  did  he  contact  them  ?  A.  That  was  in  ear¬ 
ly  1932. 

Q30.  How  early?  A.  I  believe  that  was  in  January. 

Q31.  In  what  way  did  he  make  that  contact  with  that 
concern  ?  A.  That  was  by  letter. 

Q32.  Who  wrote  the  letter?  Mr.  Cohen  dictated  the 
letter  and  I  typed  it. 

Q33.  What  did  he  ask  this  concern  to  do?  A.  He 
asked  them  to  make  a  test  of  this  material. 

Q34.  For  what  purpose  ?  A.  An  extreme-pressure  lu¬ 
bricant. 
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iQ35.  Was  there  more  correspondence  with  that  con¬ 
cern  than  one  letter?  A.  Yes;  there  were  several. 

Q36.  Extending  over  what  period?  A.  Extending  over 
several  months. 

Q37.  Ending  about  when?  A.  In  June,  I  believe. 

Q38.  Of  what  year?  A.  That  would  be  1932. 
3036.  Q39.  Did  they  ever  put  through,  so  far  as  you 

know,  a  test  of  this  material  in  extreme-pressure 
lubrication?  A.  That  I  don’t  recall. 

Q40.  After  June,  1932,  what  did  Mr.  Cohen  then  do? 
A.  Well,  Mr.  Cohen  realized  that  we  weren’t  in  a  posi¬ 
tion  to  make  this  material  in  large  quantities,  and,  know¬ 
ing  that  for  such  a  use  large  quantities  would  be  required, 
began  to  look  for  a  manufacturer  to  make  up  this  mate¬ 
rial  for  him,  and  also,  at  the  same  time,  sent  out  a  num¬ 
ber  of  letters,  offering  our  product  for  extreme-pressure 
lubricating  use. 

Q41.  Whom  did  Mr.  Cohen  contact  in  the  effort  to 
obtain  a  manufacturer  of  the  Paroil?  A.  That  was  the 
Hooker  Electrochemical  Company. 

Q42.  How  long  did  the  negotiations  and  the  correspon¬ 
dence  with  regard  to  this  subject  last  ?  A.  It  was  over  a 
period  of  six  to  eight  months. 

Q43.  Beginning  about  when,  would  you  say?  A.  About 
the  middle  of  1932. 

Q44.  Was  a  contract  entered  into  with  Hooker  cover¬ 
ing  that  subject  ?  A.  Yes,  sir. 

Q45.  Did  the  negotiations  and  correspondence  with 
Hooker  continue  actively  from  the  time  when  they  were 
lirst  undertaken  up  to  and  including  the  time  of  negotiat¬ 
ing  the  contract  with  Hooker?  A.  There  was  a 
3037  period  of  several  months,  a  lull,  there,  where  we 
weren’t  in  contact  with  the  Hooker  Company. 

Q46.  About  when  was  that?  A.  That  would  have  been 
during  the  period  of  July  and  August  and  September — 
through  there — 1932. 
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Q47.  For  what  reason  were  you  not  in  contact  with 
them,  then,  during  that  period?  A.  Well,  we  were  await¬ 
ing  results  of  the  tests  with  the  Pennsylvania  Oil  Prod¬ 
ucts  Company,  and  also  we  were  in  contact  with  another 
company  who  had  indicated  an  interest  in  our  material 
and  was  testing  the  product. 

Q48.  Yes.  Was  there  ever  a  time  between  January 

« 

1932  and  July  1933  when  you  were  not  actively  negotiat¬ 
ing  for  someone  to  manufacture  the  Paroil  or  endeavor¬ 
ing  to  obtain  tests  on  Paroil  in  extreme-pressure  lubricants 
or  to  sell  Paroil  for  use  in  extreme-pressure  lubricants’ 
A.  Well,  in  February  of  1933,  we  actually  contracted  with 
the  Hooker  Company  to  manufacture  this  material  for  us, 
and,  during  that  time,  prior  to  and  after  the  signing  of 
the  contract,  we  were  actively  pushing  this  material  for 
use  in  extreme-pressure  lubricant  use. 

Q49.  What  about  the  period  before  February,  1933? 
A.  We  were  endeavoring,  by  sales  correspondence  with 
various  companies,  to  sell  our  Paroil  for  extreme-pressure 
lubricant  use. 

Q50.  Continuously  endeavoring?  A.  That’s 

3038  right. 

«>  *  *  » 

Q51.  Mrs.  Maurer,  will  you  please  examine  each  sheet 
of  each  of  these  exhibits  and,  when  you  are  through, 
state  whether  each  letter  or  copy  of  letter  addressed  to 
Mr.  Cohen  or  to  your  company  was  received  by  you  as 
secretary  to  Mr.  Cohen  within  a  few  days  of  the  date 
typed  at  the  top  of  the  letter,  and  whether  each  letter 
bearing  the  name  “S.  J.  Cohen”  at  the  bottom  was  writ¬ 
ten  by  Mr.  Cohen  to  the  addressee  on  or  about  the  date 
typed  on  the  letter.  If  there  are  any  exceptions,  you  are 
requested  also  to  note  them  for  separate  discussion.  In 
case  you  are  in  doubt  as  to  any  item,  I  suggest  you 

3039  put  that  aside  for  further  consideration  after  you 
have  completed  the  examination  of  the  rest  of  the 
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exhibits.  A.  Exhibit  2,  addressed  to  Mr.  Cohen  from 
the  Rochester  Public  Library:  I  recall  Mr.  Cohen  receiv¬ 
ing  this  letter. 

Q52.  At  about  what  date?  A.  At  about  February 
3rd.  It  would  be  the  day  after  this  was  written. 

Q53.  Of  what  year?  A.  1935. 

i  Q54.  May  I  suggest  that,  in  considering  the  other  ex¬ 
hibits,  you  run  through  them  all  and  discuss  them  all  col¬ 
lectively  at  the  end,  unless  there  are  some  exceptions.  A. 
(Witness  examine  exhibits.) 
i  Q55.  Have  you  finished,  Mrs.  Maurer?  A.  Yes. 

Q56.  May  we  have  the  question  read  again  and  then 
your  answer?  (Q51  read  by  reporter.)  A.  I  have  ex¬ 
amined  Exhibits  2  through  20  and,  in  the  instance  of  let¬ 
ters  addressed  to  Mr.  Cohen  or  his  company,  recall  his 
receiving  those  letters  within  several  days  of  the  dates 
listed  in  the  upper  righthand  corner  of  the  letters.  Those 
exhibits  showing  Mr.  Cohen’s  name  at  the  bottom  of  the 
letter:  I  recall  his  dictating  same  and  my  typing  them 
and  the  dates  indicated  in  the  upper  righthand  corner 
of  each.  I  have  one  exception,  which  is  the  sales  contract 
between  the  Hooker  Electrochemical  Company  and  Hough¬ 
ton.  I  recall  Mr.  Cohen  receiving  a  photostat  copy 
3040  of  that  contract  within  several  days  of  April  9, 
1934. 

q)57.  There  is  one  exhibit  which  was  not  included  in 
my  question  proposed  at  the  time  1  handed  to  you  the  file 
of  exhibits.  This  Exhibit  16.  Here  there  is  no  date  typed 
at  the  top  but,  instead  “1933  SJC”  in  manuscript.  Do 
you  know  the  meaning  of  that  inscription;  in  the  first 
place,  is  it  in  your  handwriting?  A.  No,  it  is  not. 

Q58.  Do  you  have  any  recollection  of  having  received 
that  letter?  A.  Yes,  I  have. 

Q59.  Do  you  recall  approximately  the  time  of  receipt 
of  the  letter?  A.  It  was  in  1933,  but  I  don’t  recall  the 
month. 
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QGO.  Where  have  the  various  letters,  copies  of  letters, 
and  documents  constituting  Exhibits  2  to  20  been  kept 
since  their  receipt  or  their  sending  out  by  you  ?  A.  They 
have  been  in  my  files  at  Rochester  under  my  personal 
supervision. 

(^61.  Have  you  had  occasion  to  examine  these  files  fre¬ 
quently  ?  A.  Yes. 

Q62.  Have  you  examined  the  files  sufficiently  frequent¬ 
ly  to  become  quite  familiar  with  the  subject-matter  of  all 
these  letters  and  to  keep  such  subject-matter  in  gen- 
3041  eral  in  your  mind?  A.  Yes. 

Q63.  When  were  these  letters  and  documents 
removed  from  your  files?  A.  When  Mr.  Cohen  and  I  re¬ 
cently  removed  them  as  evidence  supporting  this  inter¬ 
ference. 

Q64.  What  is  the  meaning  of  “SJC”  and  “KGM” 
at  the  bottom  of  carbon  copies  of  letters  bearing  Mr.  Co¬ 
hen’s  name  at  the  bottom?  A.  That  means  that  Mr.  Co¬ 
hen  dictated  the  letter  to  me  and  I  typed  it. 

Q65.  Do  you  do  all  the  secretarial  work  and  typing  for 
Mr.  Cohen  ?  A.  I  do. 

Q6G.  I  hand  you  again  this  collection  of  exhibits  and 
ask  you  to  run  through  the  collection  and  announce  the 
date  and  the  addressee  of  all  the  letters  which  you  typed 
and  sent  out  on  or  about  the  date  indicated  in  the  let¬ 
ter.  A.  December  28,  1931;  M.  F.  Cowden. 

January  2 5,  1932;  Pennsylvania  Oil  Products  Refin¬ 
ing  Co. 

July  25,  1932;  M.  F.  Cowden. 

August  8,  1932;  The  Pennsylvania  Oil  Products  Relin¬ 
ing  Co.  | 

August  30,  1932;  Pennsylvania  Oil  Products  Refin¬ 
ing  Co. 


474 


September  2,  1932;  Pennsylvania  Oil  Products. 
3042  September  7,  1932;  Pennsylvania  Oil  Products  Re¬ 
fining  Co. 

October  7,  1932;  Pennsylvania  Oil  Products  Refining 
Co. 

September  26,  1932;  Enterprise  Oil  Co.,  Inc. 

February  13,  1933;  Enterprise  Oil  Co.,  Inc. 

March  2,  1933;  Enterprise  Oil  Co. 

March  29,  1933;  Enterprise  Oil  Co. 

April  24, 1933 ;  Enterprise  Oil  Co. 

May  9,  1933;  Enterprise  Oil  Co.,  Inc. 

August  26,  1932 ;  Quaker  State  Oil  Refining  Corp. 
September  16,  1932;  Quaker  State  Oil  Refining  Corp. 
October  27,  1932 ;  Quaker  State  Oil  Refining  Corp. 
December  5,  1932;  Quaker  State  Oil  Refining  Corp. 
December  20,  1932;  Quaker  State  Oil  Refining  Corp. 
January  6,  1933;  Quaker  State  Oil  Refining  Corp. 

March  7,  1933;  Quaker  State  Oil  Refining  Corp. 

March  13,  1933;  Quaker  State  Oil  Refining  Corp. 
March  4. 1932;  Crane  Packing  Co. 

January  4,  1934;  Standard  Oil  Co.  of  California. 

May  18,  1933;  The  Pure  Oil  Co. 

June  5,  1933:  The  Pure  Oil  Co. 

June  16.  1933;  The  Pure  Oil  Co.  The  first  sheet  of  that 
is  dated  June  16th  and  the  second  sheet  is  dated  June  17th. 
August  4,  1933;  Tide  Water  Oil  Co. 
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December  7, 1933;  Tide  Water  Oil  Co. 

3043  July  20,  1933;  Continental  Oil  Co. 

July  15,  1933;  U.  S.  Department  of  Commerce. 

July  31, 1933;  U.  S.  Department  of  Commerce. 

January  20,  1933;  Mr.  A.  B.  Ritchie. 

January  28,  1933;  The  Texas  Company. 

March  8,  1933;  The  Texas  Co. 

March  24,  1933;  The  Pure  Oil  Co. 

August,  1932;  a  form  letter  to  Tide  Water  Oil  Co.  and 
others. 

January  2,  1934;  Hooker  Electrochemical  Co. 

January  16,  1932;  Mr.  H.  M.  Willard. 

February  3,  1932;  Mr.  H.  M.  Hooker. 

December  15,  1932;  Hooker  Electrochemical  Co. 

December  9,  1932;  Hooker  Electrochemical  Co. 

December  19,  1932;  Hooker  Electrochemical  Co. 

April  9,  1934;  Hooker  Electrochemical  Company. 

Q67.  What  is  your  custom  in  your  ollice  as  to  dating- 
letters;  are  they  dated  as  of  about  the  time  of  mailing, 
or  may  letters  be  dated  when  typed  and  then  kept  in  the 
office  for  several  days  or  weeks  without  being  redated 
when  the  letter  is  tinally  mailed  /  A.  Each  letter  is  dated 
the  day  it  is  typed  and  mailed. 

Q68.  1  show  you  an  original  order  from  The  Texas 
Company,  dated  January  27,  1933,  for  5  gallons  of 

3044  Paroil ;  do  you  recall  receiving  that  order  from  The 
Texas  Company  at  about  the  date  indicated  ?  A.  I  do. 

Q69.  You  have  testified  before  as  to  a  contract  being 
concluded  with  the  Hooker  Electrochemical  Company.  1 
show  you  Cohen  Exhibit  19,  including  a  cop^  of  contract 
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with  Hooker  Electrochemical  Company  dated  April  9, 1944 ; 
is  that  the  contract  to  which  you  referred  before?  A. 
This  is  not  the  contract  to  manufacture  Paroil  for  us. 

Q70.  Was  the  contract  to  manufacture  Paroil  sepa¬ 
rate  from  the  contract  which  you  have  in  your  hand?  A. 
That’s  right. 

Q71.  Can  you  tell  me  whether  the  sheet  constituting 
Exhibit  15,  addressed  to  the  Tide  Water  Oil  Co.,  Swan- 
Finch  Oil  Corp.,  and  others,  which  I  hand  to  you,  is  your 
typing?  A.  It  is. 

Q72.  Ho  you  know  why  it  is  not  dated  in  typing?  A. 
No,  I  don’t. 

Q73.  I  hand  you  Cohen  Exhibit  13,  consisting  of  a 
memorandum,  dated  “6-1-34,”  and  entitled,  “Dr.  Prutton’s 
Theory”;  do  you  recall  whether  you  typed  that  memo¬ 
randum  ?  A.  I  did. 

Q74.  What  were  the  circumstances  of  which  you  may 
be  aware  that  prompted  the  writing  of  that  memoran¬ 
dum?  A.  Mr.  Cohen  had  been  in  touch  with  Dr.  Prut- 
ton  several  times,  trying  to  interest  him  in  our  ma- 
3045  terial  for  this  particular  use,  and  it  was  after  one 
of  Mr.  Cohen’s  discussion  with  Dr.  Prutton  that  he 
indicated  this  memorandum  and  I  typed  it  for  him. 

Knutson  et  al.  Exhibit  No.  No.  114  Interference  No.  69703 
Paper  No.  36  Nov.  30,  1935 

2211  GALLS  WORTHY’S  MOTION  TO  AMEND  UN¬ 
DER  RULE  109 

Now  comes  the  party  Gallsworthy  and  moves  to  amend 
the  above  entitled  interference  by  adding  the  following 
counts : 

A.  A  lubricant  comprising  a  lubricating  oil  mixed  with 
a  neutral  non-volatile  lialogenated  aliphatic  hydrocarbon 
having  ten  or  more  carbon  atoms. 


477 


B.  In  the  art  oi'  the  class  described,  the  combination  of 
a  lubricant  and  a  base  consisting  primarily  of  a  chlorinated 
oil. 

The  above  counts  can  be  made  by  all  the  parties.  Count 
A  is  claim  10  of  Cohen.  Count  B  is  claim  16  of  Werder. 

C.  A  lubricant  suitable  for  use  between  surfaces  work¬ 
ing  under  high  pressures  comprising  a  chlorinated  petrol¬ 
eum  hydrocarbon  lubricating  oil. 

1).  A  lubricating  composition  having  as  a  primary  lu¬ 
bricating  constituent  the  combination  of  unchlorinated  min¬ 
eral  lubricating  oil  and  a  minor  proportion  of  chlorinated 
mineral  lubricating  oil. 

The  above  counts  C  and  1)  can  be  made  by  the  parties 
YVerder,  Churchill  et  al,  Cohen  and  Merrill.  Henriksen 

et  al  and  Valentine  can  not  make  this  count  because 
2212  they  do  not  show  a  chlorinated  lubricating  oil.  Count 
C  is  claim  1  of  Galls  worthy.  Count  1)  is  identical 
with  Merrill’s  proposed  Count  A  submitted  in  his  Motion 
to  Amend. 

E.  An  extreme  pressure  lubricant  comprising  as  a  pri¬ 
mary  lubricating  constituent  the  combination  of  unchlori¬ 
nated  mineral  lubricating  oil  and  a  minor  proportion  of 
chlorinated  lubricating  oil,  the  lubricant  being  free  from 
added  sulphur. 

The  parties  Churchill  et  al,  Cohen  and  Merrill  can  make 
this  count.  Welder  can  not  make  the  count  because  he  does 
not  show  such  a  lubricant  free  from  added  sulphur.  The 
parties  Henriksen  et  al  and  Valentine  can  not  make  this 
count  because  they  do  not  show  a  chlorinated  lubricating 
oil.  Count  E  is  identical  with  proposed  Count  B  of  Mer¬ 
rill’s  Motion  to  Amend. 

E.  A  lubricating  oil  comprising  in  combination  a  hydro¬ 
carbon  oil  and  a  small  quantity  of  halogenated  hydrocarbon 
wax. 
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G.  A  high  pressure  lubricant  comprising  a  petroleum 
hydrocarbon  oil  and  chlorinated  paraffin  wax. 

The  above  counts  can  be  made  by  the  parties  Cohen  and 
Valentine.  The  parties  Werder,  Churchill  et  al,  Henriksen 
et  al  and  -Merrill  can  not  make  these  counts  because  they 
do  not  disclose  a  halogenated  or  clilorinatd  hydrocarbon 
wax.  Count  E  is  claim  1  of  Valentine.  Count  G  is  claim 
4  of  Gallsworthy. 


#  #  •  & 


Summarizing,  it  is  thought  that  the  present  interference 
should  be  amended  by  the  addition  of  Counts  A  and  JB ; 


That  a  new  interference  should  be  set  up  on 
2213  Counts  C  and  1)  between  the  parties  Gallsworthy, 
Werder,  Churchill  et  al,  Cohen  and  Merrill; 


That  a  new  interference  should  be  set  up  on  Count  E  be¬ 
tween  the  parties  Gallsworthy,  Churchill  et  al,  Cohen  and 
Merrill;  and 

That  a  new  interference  should  be  set  up  on  Counts  E 
and  G  between  the  parties  Gallsworthy,  Cohen  and  Valen¬ 
tine. 


The  above  counts  are  thought  patentable  and  to  distingu¬ 
ish  from  the  references  of  record  in  the  various  applica¬ 
tions  involved  for  the  following  reasons: 

Count  A.  None  of  tiie  references  shows  the  mixture  of  a 
lubricating  oil  with  a  neutral  non-volatile  halogenated  ali¬ 
phatic  hydrocarbon  having  ten  or  more  carbon  atoms. 
McQuaid  1,492,391  does  not  disclose  a  lubricating  oil  but 
merely  shows  a  petroleum  ether  or  other  light  distillate. 
The  only  halogenated  aliphatic  hydrocarbon  shown  in  the 
Maag  article  is  chlorex,  or  dichlor  ethyl  ether,  which  does 
not  have  ten  or  more  carbon  atoms.  This  latter  is  true  of 
carbon  tetrachloride  and  the  other  halogenated  aliphatic 
hvdrocarbons  shown  in  other  references. 
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Count  B.  None  of  the  references  shows  the  combination 
of  a  lubricant  with  a  base  consisting  primarily  of  chlori¬ 
nated  oil.  McQuaid  does  not  show  a  lubricant  as  the  term 
is  understood  in  the  art  and  used  in  the  claim.  The  other 
references  do  not  show  a  base  consisting  primarily  of  a 
chlorinated  oil. 

Count  C.  None  of  the  references  shows  a  chlorinated 
lubricating  oil  as  an  extreme  pressure  lubricant. 
2214  Count  D.  None  of  the  references  shows  the  com¬ 
bination  of  unclilorinated  mineral  lubricating  oil  and 
a  minor  proportion  of  chlorinated  mineral  lubricating  oil. 

Count  10.  The  remarks  made  above  with  reference  to 
Count  D  apply  here. 

Counts  F  and  (J.  None  of  the  references  discloses  the 
combination  of  a  lubricant  with  a  halogenated  hydrocarbon 
wax  or  a  chlorinated  paraffin  wax. 


All  amendment  of  even  date  herewith  is  subhiitted  in  the 
(iallsworthy  application  incorporating  the  counts  A,  B,  1), 
10  and  F. 

It  is  certified  that  this  motion  is  not  interposed  for  pur¬ 
pose  of  delay  and  is  believed  to  be  well  founded  in  law  and 
fact. 

Respectfully  submitted,  j 

Dax  jel,  Strykeh 

Associate  Attorney  for  (iallsivorthv. 


Paper  No.  47,  June  (5,  193(5 

2218  (iALLSWORTHY’S  SUBSTITUTE  AJiOTlON  TO 

AMEND  UNDER  RULE  .109 

Now  comes  the  party  (iallsworthy  and  moves  that  the 
present  Substitute  Motion  be  substituted  in  this  inter  for- 
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ence  for  the  Motion  previously  filed  by  him,  in  view  of  the 
reforming  of  the  interference  and  the  addition  of  the  party 
Prutton  thereto. 

In  accordance  with  tills  Substitute  Motion,  the  party 
Gallsworthy  moves  to  amend  the  above  entitled  interfer¬ 
ence  by  adding  the  following  counts : 

A.  A  lubricant  comprising  a  lubricating  oil  mixed  with 
a  neutral  non-volatile  halogenated  aliphatic  hydrocarbon 
having  ten  or  more  carbon  atoms. 

B.  In  the  art  of  the  class  described,  the  combination  of 
a  lubricant  and  a  base  consisting  primarily  of  a  chlorinated 
oil 

The  above  counts  can  be  made  by  all  the  parties.  Count 
A  is  claim  10  of  Cohen.  Count  B  is  claim  16  of  Werder. 

C.  A  lubricating  composition  having  as  a  primary  lubri¬ 
cating  constituent  the  combination  of  unchlorinated  min¬ 
eral  lubricating  oil  and  a  minor  proportion  of  chlorinated 

mineral  lubricating  oil. 

2210  The  above  count  can  be  made  by  the  parties  Wer¬ 
der,  Churchill  et  ah,  Cohen,  Merrill  and  Prutton. 
Henriksen  et  al.  and  Valentine  cannot  make  this  count  be¬ 
cause  they  do  not  show  a  chlorinated  lubricating  oil.  Count 
C  is  identical  with  Merrill’s  proposed  Count  A  submitted 
in  his  Motion  to  Amend. 

I).  An  extreme  pressure  lubricant  comprising  as  a  pri¬ 
mary  lubricating  constituent  the  combination  of  unchlori¬ 
nated  mineral  lubricating  oil  and  a  minor  proportion  of 
chlorinated  lubricating  oil,  the  lubricant  being  free  from 
added  sulphur. 

The  parties  Churchill  et  al.,  Cohen,  Merrill,  and  Prutton 
can  make  this  count.  Werder  cannot  make  this  count  be¬ 
cause  he  does  not  show  a  lubricant  free  from  added  sulphur. 
The  parties  Henriksen  et  al.  and  Valentine  cannot  make 
this  count  because  they  do  not  show  a  chlorinated  lubricat- 
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ing  oil.  Count  D  is  identical  with  proposed  count  B  of 
Merrill's  Motion  to  Amend. 

E.  A  lubricating  oil  comprising  in  combination  a  hydro¬ 
carbon  oil  and  a  small  quantity  of  halogenated  hydrocarbon 
wax. 

E.  A  high  pressure  lubricant  comprising  a  petroleum 
hydrocarbon  oil  and  chlorinated  paraffin  wax. 

The  above  counts  can  be  made  by  the  parties  Cohen,  Val¬ 
entine  and  Prutton.  The  parties  Werder,  Churchill  et  al., 
Henriksen  et  al.  and  Merrill  cannot  make  these  counts  be¬ 
cause  they  do  not  disclose  a  halogenated  or  chlorinated 
hydrocarbon  wax.  Count  E  is  claim  1  of  Valentine.  Count 
F  is  claim  4  of  Gallsworthy. 

*  *  *  # 

Summarizing,  it  is  thought  that  the  present  interference 
should  be  amended  by  the  addition  of  counts  A  and  B ; 

That  a  new  interference  should  be  set  up  on  count  C  be¬ 
tween  the  parties  Gallsworthy,  Werder,  Churchill  et  al., 
Cohen,  Merrill  and  Prutton; 

2220  That  a  new  interference  should  be  set  up  on  count 
D  between  the  parties  Galls'vvorthy,  Churchill  et  al., 
Cohen,  Merrill  and  Prutton ;  and 

That  a  new  interference  should  be  set  up  on  the  counts 
E  and  F  between  the  parties  Gallsworthy,  Cohen,  Valen¬ 
tine  and  Prutton. 

The  above  counts  are  thought  patentable  and  to  disting¬ 
uish  from  the  references  of  record  in  the  various  applica¬ 
tions  involved  for  the  following  reasons : 

Count  A.  None  of  the  references  shows  the  mixture  of 
a  lubricating  oil  with  a  neutral  non-volatile  halogenated 
aliphatic  hydrocarbon  having  ten  or  more  carbon  atoms. 
McQuaid  1,492,391  does  not  disclose  a  lubricating  oil,  but 
merely  shows  a  petroleum  ether  or  other  light  distillate. 


Tlie  halogenated  aliphatic  hydrocarbon  specified  in  the 
Nlaag  article  is  chlorex,  or  dichlorethyl  ether,  which  does 
not  have  ten  or  more  carbon  atoms.  This  latter  is  true  of 
carbon  tetrachloride  and  the  other  halogenated  aliphatic 
hydrocarbons  shown  in  other  references.  The  Examiner 
has  held  in  the  companion  interferences  70,409  that  the 
[lirig  patent  1,768,9.10  does  not  disclose  the  same  invention 
as  covered  by  the  counts  of  that  mentioned  interference, 
which  counts  are  broader  in  certain  respects  than  proposed 
Count  A.  Apparently  it  is  the  Examiner’s  interpretation 
of  the  llirig  patent  that  the  latter  discloses  chlorinated  oil, 
but  not  a  mixture  of  a  lubricating  oil  with  such  chlorinated 
oil.  The  Burton  patent  1,857,235  cited  in  said  interference 
70,409  shows  tetra  chiorethane  which  does  not  have  ten  or 
more  carbon  atoms.  The  carbon  tetrachloride  and  dichlor¬ 
ethyl  ether  of  the  Mougey  publication  cited  in  Inter- 
2221  ference  70,409  also  fail  to  satisfy  the  language  of  the 
proposed  count  for  the  reason  that  these  compounds 
do  not  have  ten  or  more  carbon  atoms. 

Count  B.  None  of  the  references  shows  the  combination 
of  a  lubricant  and  a  base  consisting  primarily  of  a  chlori¬ 
nated  oil.  McQuaid  does  not  show  a  lubricant  as  the  term 
is  understood  in  the  art  and  used  in  the  claim.  The  other 
references  do  not  show  the  addition  to  a  lubricant  of  a  base 
consisting  primarily  ol  a  chlorinated  oil. 

Count  C.  None  of  the  references  shows  the  combination 
of  unchlorinated  mineral  lubricating  oil  and  a  minor  pro¬ 
portion  of  chlorinated  lubricating  oil. 

Count  1).  The  remarks  made  above  with  reference  to 
count  C  apply  here. 

Counts  E  and  E.  None  of  the  references  discloses  the 
combination  of  a  lubricant  with  a  halogenated  hydrocar¬ 
bon  wax  or  a  chlorinated  paraffin  wax. 
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An  amendment  tiled.  November  30,  1935  in  the  Galls¬ 
worthy  application  added  claims  15-19  corresponding  to  the 
above  proposed  counts  A,  13,  C,  D  and  E  respectively. 
Count  F  is  claim  4  ol  the  Galls  worthy  application. 

It  is  certiiied  that  this  motion  is  not  interposed  for  the 
purpose  of  delay  and  is  believed  to  be  well  founded"  in  law 
and  fact. 

Respectfully  submitted, 

Daniel  Stryker 

Associate  Attorney  for  Gallsworthy 
*  #  *  * 


Paper  No.  58,  Sept.  4,  1930 

2239  DECISION  OF  PRIMARY  EXAMINER 


Party  Prutton  moves  to  amend  the  interference 
by  adding  proposed  counts. 

Party  Merrill  moves  to  dissolve  the  interference  in  view 
of  references. 

Party  Merrill  moves  to  dissolve  the  interference  as  to 
party  Valentine. 

Party  Merrill  moves  to  add  proposed  counts  to  the  inter¬ 
ference. 

party  iienriksen  moves  to  dissolve  the  interference  as  to 
party  Werder. 

Party  Gallsworthy  moves  to  amend  the  interference  by 
adding  proposed  counts. 

The  invention  is  a  lubricant  for  extreme  pressures  con: 
prising  mineral  oil  and  a  small  percentage  of  a  chlorine 
containing  substance.  Extreme  pressure  refers  to  the  high 
pressures  between  teeth  of  recently  designed  automobile 
gears,  which  are  so  great  that  ordinary  oils  will  undergo 
breakage  of  the  oil  film  thus  permitting  seizure  of  teeth  and 
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destruction  of  the  vital  parts  of  the  automobile.  It  has 
been  found  that  chlorine  acts  on  the  bearing  surfaces  ap¬ 
parently  forming  a  resistant  film  of  iron  chloride  which  is 
capable  of  sustaining  considerably  higher  loads. 

2240  The  correllation  of  proposed  counts,  is  as  follows : 


Prutton’s 

Merrill’s 

Gallsworthy’s 

Count  3 

Count  A 

Count  C 

Count  4 

Count  B 

Count  D 

Count  7 

Count  C 

Count  I) 
Count  E 

Count  1 

Count  F 
Count  G 
Count  H 
Count  I 

Count  J 

Count  K 
Count  L 
Count  M 

Count  B 

Count  5 

Count  N 
Count  0 
Count  P 
Count  R 

Count  E 

Count  G 

Count  F 

Count  A 

Count  S 

Count  T 

Count  U 

(Count  2 
withdrawn) 

t  is  believed  the  foregoing  may  be  relied  on  as  contain- 

fewer  errors  than  the  briefs. 

The  following  are  representative  counts: 


A.  A  lubricating  composition  having  as  a  primary  lubri¬ 
cating  constituent  the  combination  of  unchlorinated  min¬ 
eral  lubricating  oil  and  a  minor  proportion  of  chlorinated 
mineral  lubricating  oil. 

C.  As  a  composition  of  matter,  a  lubricating  composi¬ 
tion  having  as  a  primary  constituent  the  combination  of 
mineral  oil  and  a  minor  proportion,  based  on  the  amount  of 
said  mineral  oil,  of  an  organic  halogen  bearing  open  chain 
compound  having  a  boiling  point  over  140°  C. 

E.  In  a  lubricating  compound,  a  stable  form  of  base  con¬ 
sisting  primarily  of  an  unsaturated  oil  and  chlorine. 

E.  A  lubricant  comprising  a  combination  of  a  stable 
form  of  base  and  a  lubricating  oil  or  grease,  said  base  con¬ 
sisting  primarily  of  oil  and  chlorine  and  the  oil  having  a 
sulphur  content. 

L.  A  lubricating  composition  having  as  a  primary  lubri¬ 
cating  constituent  the  combination  of  mineral  oil  and  a 
minor  proportion  of  an  organic  halogen-bearing  compound 
free  from  added  sulfur-bearing  material  and  having  a  boil¬ 
ing  point  above  140°  C. 

M.  In  the  art  of  the  class  described,  the  combination  of 
a  lubricant  and  a  base  consisting  primarily  of  a  chlorinated 
oil. 

X.  As  a  composition  of  matter,  a  lubricating  composi¬ 
tion  having  as  a  primary  lubricating  constituent  the  com¬ 
bination  of  mineral  oil  and  a  minor  proportion  less  than 
20%,  based  on  such  mineral  oil,  of  a  halogenated 
2241  carbon  ring  compound. 

S.  As  a  composition  of  matter  a  lubricating  compo¬ 
sition  which  includes  as  an  essential  constituent  a  chlori¬ 
nated  complex  organic  material  consisting  of  a  mixture 
of  organic  compounds. 

U.  A  method  for  the  production  of  a  lubricant  compris¬ 
ing  chlorinating  a  petroleum  fraction  containing  aliphatic 
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compounds  by  treating  such  fraction  with  chlorine,  treat¬ 
ing  said  chlorinated  materials  with  an  alkali  to  remove  un¬ 
duly  reactive  and  unstable  constituents  and  to  leave  rela¬ 
tively  stable  chlorinated  derivatives,  and  blending  such 
relatively  stable  chlorinated  derivatives  with  a  lubricating 
medium. 

A.  A  lubricant  comprising  a  lubricating  oil  mixed  with 
a  neutral  non-volatile  halogenated  aliphatic  hydrocarbon 
having  ten  or  more  carbon  atoms. 

10.  An  extreme  pressure  lubricant  comprising  as  a  pri¬ 
mary  lubricating  constituent  the  combination  of  unchlori¬ 
nated  mineral  lubricating  oil  and  a  minor  proportion  of 
chlorinated  lubricating  oil,  the  lubricant  being  free  from 
added  sulphur. 

The  following  references  are  mentioned : 

Sommer,  461,513  Oct.  20,  1891 
McQuaid,  1,492,391  Apr.  29,  1924 
Ih  rig,  1,768,910  July  1,  1930 
Burton,  1,857,235  Dec.  23,  1929 
Lincoln  et  al,  1,945,615  Feb.  6,  1934 
Prutton,  1,986,645  Jan.  1,  1935 
Prutton,  1,986,651  Jan.  1,  1935 
German  pat.  297,771  of  1917 
German  pat.,  301,774  of  1919 

Mougey  et  al.,  Nat.  Petr.  News,  Nov.  11,  1931,  pages  47- 
53. 

Maag,  Nat.  Petr.  News,  Nov.  16,  1932,  pages  53-61. 

Certain  counts  are  copied  from  patents  not  involved  in 
this  interference.  Counts  N,  O,  P,  R  of  Merrill  are  said 
to  be  copied  from  patents  1,986,651  and  1,986,645.  These 
claims  are  not  patentable  to  Merrill  over  Mougey  supra. 

Certain  counts  are  from  other  interferences.  Counts  C 
and  1)  of  Merrill  are  said  to  be  Churchill’s  claims  7  and  8 
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which  have  been  introduced  into  Interference  No.  70409. 
ihe  aforementioned  publication,  Mougey,  is  a  statutory 
bar  against  Merrill  and  an  anticipation  of  all  the  other 
parties  which  Merrill  suggests  could  make  the  counts.  Fur¬ 
thermore,  said  interference  has  been  dissolved. 

The  following  relates  to  the  proposed  counts  involving 
only  parties  to  this  interference. 

Merrill  has  filed  counts  E,  F,  G,  H,  J,  K  which  he 
2242  states  read  on  himself  and  Welder.  Our  attention 
has  not  been  directed  to  any  basis  in  Merrill’s  disclosure 
for  unsaturated  oils  other  than  certain  extracts  which  is 
insufficient  to  afford  a  proper  basis  for  all  unsaturated  oils 
of  whatever  origin. 

Count  E  of  Merrill  is  count  7  of  Prutton.  We  agree  with 
Henriksen  that  this  count  is  indefinite  and  points  out  no  in¬ 
vention  and  is  not  patentable  over  Ilirig,  Burton,  Mougey 
and  Maag. 

Counts  F,  G,  11,  J  of  Merrill  is  undoubtedly  unpatentable 
over  Sommer  461,513. 

Counts  F  to  K  are  not  supportable  by  Merrill’s  disclo¬ 
sure  in  the  presence  of  sulfur. 

Counts  S,  T  and  U  of  Merrill  are  said  to  be  readable  on 
Prutton.  Counts  S  and  T  cannot  be  made  by  Merrill  under 
in  re  Dosselman.  The  counts  are  indefinite  and  incomplete. 

Count  C  is  not  a  proper  method  claim  in  that  the  chlori¬ 
nating  step  has  no  cooperative  relation  to  the  addition  step. 
In  this  connection  we  regard  the  contention  of  Henriksen 
germane  and  tenable. 

Count  3  of  Prutton  which  is  A  of  Merrill  and  C  of  Galls- 
worthy  is  stated  by  Merrill  to  be  patentable  to  Churchill, 
Cohen,  Gallsworthy  and  Welder.  Gallsworthv  in  addition 
considers  it  patentable  to  Prutton.  This  count  differs  from 
the  original  count  primarily  in  omission  of  “non-volatile” 
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ais  limiting  the  oil  which  is  chlorinated.  This  limitation  is 
the  only  material  distinction  which  prevents  the  count  from 
reading  on  such  references  as  have  been  cited  by  Merrill 
ahd/or  stand  of  record  in  the  Churchill  file.  It  is  to  be 
noted  that  the  aforesaid  proposed  count  A  (of  Merrill)  is 
indistinguishable  from  the  subject  matter  which  constituted 
claim  1  of  Churchill  as  initially  filed.  This  claim  was  re¬ 
jected  and  allowed  only  after  the  limitation  “non- 
2243  volatile’’  was  written  in.  Count  A  (of  M.)  which  is 
3  (of  P.)  and  C  (of  G.)  is  clearly  unpatentable  for 
reasons  which  are  of  record  in  the  Churchill  file.  Obviously 
the  same  holds  for  count  B  (of  M)  which  is  4  (P)  and  D 
(G). 

Count  L  (M)  can  be  made  by  all  parties  Merrill  con¬ 
tends.  We  agree  with  Gallsworthy  that  this  count  is  un¬ 
patentable  to  Merrill  over  Maag  and  Mougey. 

Counts  M(M).  1(P),  B(G)  is  an  unentered  claim  of 
Werder  (No.  16)  submitted  he  states:  “for  the  purpose  of 
amplifying  the  issue  of  Interference  No.  67,468”.  It  is  be¬ 
lieved  not  necesary  to  amplify  the  present  interference  and 
moreover  is  unpatentable  for  reasons  given  supra  -with 
respect  to  counts  3(P)  A(M)  C(G)  and  4(P)  B(M)  D(G). 

Counts  E(G)  5(P)  and  F(G)  6(P)  recite  “halogenated 
hydrocarbon  wax”  and  “chlorinated  paraffin  wax”  respec¬ 
tively.  These  are  obviously  unpatentable  over  Lincoln  et 
al  patent  1,945,6.15,  which  shows  1%  chlorinated  hydrocar¬ 
bon  wax  added  to  lubricating  oil. 

Count  A(G)  recites  as  an  agent  a  “neutral  non-volatile 
halogenated  aliphatic  hydrocarbon  having  ten  or  more  car¬ 
bon  atoms.”  We  believe  this  is  shown  by  Prutton  patent 
2,051,744  which  antedates  Cohen,  Valentine,  Prutton  and 
Merrill,  and  by  Lincoln  patent  1,945,615  which  antedate  all 
parties,  and  that  this  count  is  not  patentable  to  all  parties. 

Count  2  (P)  has  been  withdrawn. 


This  concludes  consideration  of  motions  to  add  counts. 
The  following  concerns  motions  to  dissolve. 

Merrill  moves  to  dissolve  on  the  ground  that  the  count 
is  unpatentable  over  McQuaid,  German  301,774  and  Ger¬ 
man  297,771.  The  German  patents  do  not  disclose  the  com¬ 
bination  of  mineral  oil  and  chlorine  compound.  McQuaid 
does  not  show  non-volatile  materials  which  are  chlorinated. 
This  reference  was  considered  in  the  Churchill  ex  parte 
prosecution  and  the  count  allowed  thereover.  The 
2244  count  is  patentable. 

.  Merrill  further  moves  to  dissolve  as  to  Valentine 
on  ground  of  no  right  to  make  the  claims.  It  is  Merrill ’s 
contention  that  there  is  no  reference  in  Valentine  to  any 
type  of  oil  or  lubricating  oil  and  no  statement  that  would 
indicate  that  Valentine  ever  intended  to  extend  his  inven¬ 
tion  to  oils.  We  do  not  quite  agree.  Valentine  in  his  speci- 
lication  page  5  discloses  also  “petrolatum-like  material’ ’. 
This  can  be  interpreted  only  as  a  material  like  petrolatum 
which  is,  as  is  well  known,  “Vaseline”.  In  this  connection 
it  is  interesting  to  read  the  description  given  by  the  inven¬ 
tor  of  ‘  ‘  Vaseline  ’  ’.  He  says : 

“Vaseline  is  a  thick,  oily,  pasty  substance;  is  semi-solid 
in  appearance,  unobjectionable  in  odor,  becomes  fluid  at 
temperatures  varying  from  85°  to  110°  Fahrenheit.” 
(Cliesebrougli,  127,508).  Judging  from  this  description 
petrolatum  at  recent  temperatures  would  be  an  oily  fluid, 
to  all  intents  and  purposes  an  oil,  and  any  material  like  it 
would  also  be  an  oily  fluid  or  oil.  Since  the  exact  boundary 
where  a  substance  ceases  to  be  petrolatum-like  and  be¬ 
comes  an  oil  is  practically  imperceptible,  and  since  our  at¬ 
tention  has  been  directed  to  no  important  distinction  in  this 
connection  which  would  seem  to  establish  a  patentable,  not 
to  say  material,  difference,  to  exclude  Valentine  would  be 
unjustified. 

iienriksen  moves  to  dissolve  as  to  Werder.  This  is  based 
on  the  ground  that  Werder  discloses  only  chlorinated  lubri- 
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cant  oil,  not  the  combination  of  chlorinated  mineral  oil  and 
lubricating  oil.  However,  Henriksen  concedes  that  Werder 
discloses  adding  chlorinated  cottonseed  oil  to  a  “plain  oil” 
(steam  relined  cylinder  stock).  Can  it  properly  be  held 
that  a  disclosure  ol'  a  chlorinated  vegetable  oil  added  to 
mineral  oil,  wherein  chlorinated  mineral  oil  is  speci- 
2245  lied  as  an  equivalent  to  vegetable  oil  is  to  be  regard¬ 
ed  as  not  a  basis  for  chlorinated  mineral  oil  added 
to  mineral  oil.  If  equivalency  means  anything  it  means 
that  one  substance  may  be  substituted  for  another.  When 
Werder  says  the  invention  may  be  applied  to  various  forms 
of  oils  including  animal,  vegetable,  marine,  as  well  as  min¬ 
eral  the  suggestion  to  use  one  in  place  of  the  other  is  mani¬ 
fest.  Applying  this  to  the  foregoing  question  the  answer  is 
obvious. 

An  adjoining  ground  seems  to  be  that  Werder  is  limited 
to  sulphur  and  chlorine,  and  cannot  make  chlorinated  oil 
per  se.  A  reading  of  the  pages  1  and  2  of  Werder  dispells 
any  doubt.  Werder  contemplated  and  clearly  stated  his 
object  to  be  producing  a  combination  of  chlorine  and  lubri¬ 
cating  oil.  “For  instance,  an  unsaturated  oil  absorbs 
chlorine  more  readily  than  a  saturated  oil.  Also  the  affi¬ 
nity  of  chlorine  to  surpliur  may  be  utilized.”  The  primary 
emphasis  is  on  the  oil,  the  subordinate  delineation,  sulphur. 
Werder  can  make  the  count.  This  position  is  substantiated 
by  the  statement  of  the  Examiner  of  Interferences  quoted 
by  Werder.  We  believe  the  arguments  of  Werder  in  this 
respect  well  taken. 

Summarizing : 

.Motion  to  amend  by  Prutton,  denied. 

Motion  to  dissolve  by  Merrill,  denied. 

Motion  to  add  counts  by  Merrill,  denied. 

Motion  to  dissolve  by  Henriksen,  denied. 

Motion  to  add  counts  by  Gallsworthy,  denied. 


491 


Limit  of  appeal  from  denial  of  motions  to  amend  by  add 
ing  counts,  Sept.  30, 1936. 

i\  M.  Nash 

Examiner,  Div,  64,  Room  4708. 

*  #  #  * 


Paper  No.  68,  May  4,  1937. 

2246  BEFORE  THE  BOARD  OF  APPEALS 


Prutton  v.  Merrill  v.  Valentine  v.  Colien  v.  Henriksen 
et  al  v.  Churchill  et  al  v.  Werder  v.  Gallsworthy 

DECISION 

*  *  *  * 

This  is  an  appeal  by  the  party  Merrill  from  a  decision 
of  the  Primary  Examiner  denying  his  motion  to  add  cer¬ 
tain  counts. 

2247  The  proposed  counts  and  a  discussion  of  the  ques¬ 
tions  before  us  are  to  be  found  in  the  party  Mer¬ 
rill  ’s  appeal  brief. 

Proposed  counts  A  and  B  are  not  anticipated  by  the 
cited  art  and  are  so  similar  to  the  original  count  that  we 
do  not  feel  justified  in  questioning  the  patentability  of  their 
subject  matter. 

As  to  proposed  counts  C  and  D,  we  agree  with  the  ex¬ 
aminer  that  there  would  be  no  invention  in  adding  the 
compound  disclosed  in  Mougey  to  a  lubricating  oil,  partic¬ 
ularly  in  view  of  the  general  teachings  of  that  article. 

Proposed  counts  F,  G,  J  and  K  have  been  held  by  the 
examiner  not  to  be  properly  supported  by  the  party  Mer¬ 
rill’s  disclosure  as  his  application  contains  no  reference 
to  sulphur.  However,  the  authorities  indicate  that  the 
Edeleanu  extract  removes  sulphur  from  petroleum  and  we 
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believe  that  all  the  known  sources  of  petroleum  contain 
sulphur.  It  is  our  opinion,  therefore,  that  there  is  suf¬ 
ficient  basis  in  the  Merrill  application  as  filed  to  sup¬ 
port  his  right  to  make  these  claims,  or  at  least  that  there 
is  justification  for  including  proposed  count  K  in  the  in¬ 
terference.  Proposed  counts  F,  G  and  J,  however,  have 
been  rejected  on  the  patent  to  Sommer,  461,513,  and  while 
appellant  has  pointed  out  alleged  differences  between  the 
disclosure  of  his  application  and  that  of  the  patent,  it  is 
our  opinion  that  these  claims  do  not  clearly  define  any 
patentable  distinction. 

With  the  inclusion  of  the  original  count  and  proposed 
counts  A  and  B  in  the  interference,  we  do  not  be- 
2248  lieve  that  it  is  necessary  to  add  proposed  count  M. 

Proposed  counts  N,  0,  P  and  R  have  been  rejected 
on  the  Mougey  article.  Appellant  points  out  that  this 
publication  shows  open  chain  carbon  compounds  rather 
than  the  carbon  ring  type  claimed.  We  agree  with  the  ap¬ 
pellant  that  these  claims  are  not  anticipated  by  this  refer¬ 
ence. 

As  to  proposed  counts  S  and  T,  we  agree  with  the  ex¬ 
aminer  that  count  S  is  so  broad  that  it  does  not  properly 
define  appellant’s  invention,  We  believe,  however,  that  it 
is  better  to  include  proposed  count  T  in  the  interference. 
We  shall  therefore  hold  that  the  party  Merrill  is  entitled 
to  make  this  count. 

While  the  examiner  is  of  the  opinion  that  proposed  count 
U  is  not  drawn  to  a  proper  method,  there  is  no  holding  that 
this  claim  is  unpatentable  over  the  art  or  that  it  does  not 
read  upon  the  Merrill  disclosure.  We  are  not  convinced 
that  the  claim  does  not  define  a  patentable  invention. 

The  appeal  is  dismissed  as  to  proposed  counts  E,  H  and 
L  as  the  party  Merrill  has  withdrawn  his  appeal  as  to 
these  claims,  either  in  his  brief  or  orally  at  the  hearing. 
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The  decision  of  the  Primary  Examiner  is  reversed  in 
denying  the  party  Merrill’s  motion  to  add  proposed  counts 
A,  B,  K,  N,  0,  P,  R,  T  and  U.  It  is  affirmed,  for  reasons 
above  stated,  as  to  proposed  counts  C,  D,  F,  G,  J,  M  and  S. 

Henry  Van  Arsdale 

Assistant  Commissioner 

W.  L.  Thurber 

Examiner-in-Chief 

B.  Pierce 

Examiner-in-Chief 

BOARD  OF  APPEALS 
*  #  *  * 

Paper  No.  91.  June  6,  1938. 

2255  To  the  Examiner  of  Interference, 

Sir: 

Pursuant  to  the  decision  of  May  4,  1937,  the  following 
count,  inadvertently  omitted,  is  added  to  the  above  entitled 
interference  under  the  provisions  of  Rule  109. 

4.  A  lubricating  composition  which  includes  as  an  es¬ 
sential  constituent  a  chlorinated,  complex  organic  material 
of  petroleum  origin  consisting  of  a  mixture  of  petroleum 
compounds. 

The  relation  of  the  added  count  to  the  claims  of  the  re¬ 
spective  parties  is  as  follows: 

Count  Churchill  Cohen  Gallsworthy  Henriksen  et  al  Merrill 
et  al 

4  16  40  21  13  33 

Prutton  Valentine  Werder 
29  8  31 

Count  Compared. 

P.  M.  Nash 

Examiner,  Division  64. 
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Paper  No.  118  Interference  No. 

2259  MAILED  NOV  21,  1938 

DECISION  OF  PRIMARY  EXAMINER  ON 
MOTION  TO  ADD 

i  The  party  Prutton  in  memorandum  filed  November  4, 
1938  maintains  that  the  interference  counts  are  patentable 
over  the  German  patent,  cited  by  the  Primary  Examiner 
under  Rule  128. 

The  party  Prutton  moves  to  amend  the  issue  of  the 
interference  by  adding  certain  counts. 

The  party  Gallsworthy  joins  Prutton  in  maintaining  that 
the  interference  counts  and  proposed  counts  are  patent- 
able. 

The  invention  relates  to  lubrication  of  mechanisms 
operating  under  high  load,  such  as  hypoid  gears.  For  such 
mechanisms  an  improvement  agent  which  will  impart  to  the 
oil  high  load  bearing  capacity  is  imperative.  Chlorinated 
mineral  oil  is  suitable  for  this  purpose,  and  when  added  to 
a  mineral  oil  which  is  unchlorinated,  even  in  minor  per¬ 
centages,  will  notably  increase  the  extreme  pressure  qual¬ 
ities  of  the  latter. 

Reference : 

German  patent  39,946  of  1887. 

PRESENT  COUNTS  OF  INTERFERENCE 

1.  A  lubricant  suitable  for  lubrication  under  extreme 
pressures  comprising  essentially  mineral  oil  and  a  small 
percentage  of  chlorine  in  chemical  combination  with  non¬ 
volatile  mineral  oil,  the  compounds  formed  being  also  non¬ 
volatile. 

*  *  #  * 


2260  2.  A  lubricating  composition  having  as  a  pri¬ 

mary  lubricating  constituent  the  combination  of  un- 
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chlorinated  mineral  lubricating  oil  and  a  minor  proportion 
of  chlorinated  mineral  lubricating  oil. 

3.  An  extreme  pressure  lubricant  comprising  as  a  pri¬ 
mary  lubricating  constituent  the  combination  of  unchlor- 
inated  mineral  lubricating  oil  and  a  minor  proportion  of 
chlorinated  lubricating  oil,  the  lubricant  being  free  from 
added  sulphur. 

4.  A  lubricating  composition  which  includes  as  an  es¬ 
sential  constituent  a  chlorinated,  complex  organic  material 
of  petroleum  origin  consisting  of  a  mixture  of  petroleum 
compounds. 

PROPOSED  COUNTS  OF  INTERFERENCE. 

A.  An  extreme  pressure  lubricant  for  use  between  rela¬ 
tively  moving  metallic  surfaces,  comprising  a  body  of  re¬ 
fined  mineral  lubricating  oil,  the  ability  of  which  to  prevent 
seizure  and  scoring  between  relatively  moving  metallic  sur¬ 
faces  operating  under  conditions  of  extreme  pressure,  has 
been  substantially  increased  by  the  addition  thereto  of  a 
minor  amount  of  chlorinated  mineral  oil. 

B.  The  method  of  improving  a  body  of  refined  mineral 
lubricating  oil  to  very  substantially  increase  its  ability  to 
prevent  seizure  and  scoring  when  used  as  a  lubricant  be¬ 
tween  relatively  moving  metallic  surfaces  operating  under 
conditions  of  extreme  pressure,  which  comprises  dissolving- 
in  said  body  a  small  amount  of  chlorinated  mineral  oil. 

C.  The  method  of  reducing  the  friction  between  rela¬ 
tively  moving  metallic  surfaces  which  comprises  maintain¬ 
ing  therebetween  a  film  of  lubricating  oil  and  at  the  same 
time  chemically  acting  upon  such  surfaces  by  means  of 
chlorine  present  in  said  oil  film  in  the  form  of  a  minor 
amount  of  chlorinated  mineral  oil. 
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PRUTTON ’S  MEMORANDUM 
RE  GERMAN  PATENT  NO.  39,946 

The  party  Prutton  maintains  that  the  German  patent 
is  not  a  tenable  reference,  for  the  reason  that  it  does  not 
disclose  a  lubricant  for  metal  surfaces  or  a  true  lubricant 
in  any  sense.  Concededly  it  is  not  an  extreme  pressure  lu¬ 
bricant.  The  reference,  Prutton  contends,  is  non- 
2261  analogous  art,  and  does  not  disclose  the  composi¬ 
tion.  In  1886  the  date  of  the  patent,  organic  chem¬ 
istry  had  not  proceded  to  its  present  advanced  state.  Prut¬ 
ton  argues  that  the  German  patentee  was  mistaken  in  some 
of  his  assumptions,  the  table  in  the  patent  not  showing 
what  the  composition  actually  was.  Even  if  the  composi¬ 
tion  is  old,  Prutton  avers,  the  newr  use  of  the  old  material 
should  be  patentable. 

REASONS  FOR  REJECTION 

The  counts  of  the  interference  are  unpatentable  on  the 
ground  of  lack  of  novelty.  The  Statute  (R.S.4886)  directs 
that  an  applicant  claiming  a  NEW  composition  of  matter 
may  obtain  a  patent  therefor,  and  it  follow’s  that  an  appli¬ 
cant  claiming  an  old  composition  cannot  obtain  a  patent 
therefor.  The  German  reference  is  cited  as  evidence  of  lack 
of  novelty  in  the  subject  matter  of  the  claims. 

The  German  reference,  together  with  a  translation  is 
attached.  It  will  be  noted  that  the  reference  has  been  ap¬ 
plied  in  detail  to  the  counts  in  paper  No.  112.  Therein 
the  Primary  Examiner  pointed  out  that  the  patent  dis¬ 
closes  a  treatment  of  a  mixture  of  hydrocarbons,  oleic  acid 
and  lime,  with  chlorine.  The  steps  were  followed  through 
to  the  production  of  a  mixture  of  chlorinated  hydrocarbon, 
and  unchlorinated  mineral  oil.  The  Examiner  relied  on  the 
table  on  page  2  of  the  patent  wherein  there  is  showm  a 
mixture  containing  pure  hydrocarbon  and  chlorinated  hy- 
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drocarbon.  The  patentee  discloses  wide  variation  in  the 
amount  of  chlorine  used.  To  reach  the  limit  of  so-called 
“complete”  chlorination  the  patentee  discloses  54  or  55% 
chlorine  as  being  necessary,  but  the  preferred  example  en¬ 
tails  chlorine  only  in  minor  amount,  specifically  8  parts  by 
weight.  Counts  1  to  3  are  drawn  to  a  composition 
2202  comprising  mineral  oil  and  a  small  percentage  of 
chlorine  in  chemical  combination  with  non-volatile 
mineral  oil.  Count  4  recites  simply  a  chlorinated  complex 
organic  material  of  petroleum  origin  consisting  of  a  mix¬ 
ture  of  petroleum  compounds.  Manifestly  the  composition 
is  completely  anticipated  by  the  patent. 

Counts  2  and  4  recite  in  the  preamble  “a  lubricating 
composition”.  The  German  patent  terms  the  compositions 
produced,  “wool  oils”,  and  refers  to  the  oiling  of  wool  by 
such  agents,  in  order  to  facilitate  combing  and  spinning, 
operations  which  involve  lubrication.  The  term  “wool 
oil”  is  common  in  the  art  of  lubrication  and  denotes  oils 
used  by  manufacturers  to  lubricate  wool  before  and  dur¬ 
ing  spinning.  “Wool  oils”  come  under  the  heading  of  “sol¬ 
uble  oils”  which  include  other  species  of  lubricants,  notably 
cutting  oils  and  boring  oils.  The  status  of  “-\yool  oil”  as  a 
lubricant  is  unquestionable. 

The  German  patent  then  is  directed  to  a  species  of  lub¬ 
ricant,  and  counts  2  and  4  are  completely  met  thereby. 

The  question  remains  whether  the  recitations  in  counts 
1  and  3  of  “extreme  pressure  lubricant”  and  “suitable  for 
lubrication  under  extreme  pressures”  constitute  patent- 
able  limitations.  It  is  believed  that  applicants  cannot  se¬ 
cure  claims  drawn  to  a  composition  of  matter  old  in  the 
art  on  the  sole  ground  of  alleged  distinction  in  this  recital 
of  intended  use. 

The  party  Prutton  contends  that  the  German  patent  does 
not  disclose  a  composition  which  is  “essentially  mineral 
oil”  and  which  contains  a  small  percentage  of  chlorine  in 
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i  chemical  combination  with  non-volatile  mineral  oil. 

2263  Prutton  asserts  that  in  the  case  where  the  patentee 
chlorinates  to  completion,  i.e.,  by  the  employment 

of  54  to  55%  chlorine,  such  drastic  chlorination  would  result 
in  a  chlorination  of  a  major  amount  of  the  mineral  oil. 
However  between  the  lower  limit  at  which  only  the  oleic 
acid  is  chlorinated  and  the  upper  limit  at  which  practically 
the  whole  is  chlorinated  there  necessarily  exists  an  inter¬ 
mediate  zone  where  a  minor  percentage  of  mineral  oil  is 
chlorinated  and  only  a  minor  percentage  of  chlorinated 
mineral  oil  is  present  in  the  composition. 

We  are  aware  of  the  doctrine  that  holds  that  a  par¬ 
ticular  percentage,  magnitude  or  proportion,  may  be  pa¬ 
tentable  over  art  disclosing  a  range  broadly  inclusive  of  the 
percentage,  but  there  are  restrictions  on  this  doctrine.  The 
particular  percentage  should  be  critical.  Here  “minor  pro¬ 
portions’  ’  is  not  critical.  The  extreme-pressure  properties 
do  not  cease  at  the  higher  percentages.  The  larger  per¬ 
centage  present  in  the  patent  composition  would  be  un¬ 
necessary,  uneconomical,  and  possibly  corrosive,  but  the 
composition  would  still  inherently  possess  extreme  pres¬ 
sure  characteristics. 

Likewise  the  particular  percentage  should  be  one  which 
would  not  occur  in  the  normal  practice  of  the  patent  in¬ 
vention  in  order  that  the  alleged  distinction  may  inure 
to  benefit  of  applicant.  In  the  case  of  the  German  pat¬ 
ent,  normal  practice  of  the  invention  in  accordance  with 
the  teachings  of  the  patentee  would  be  more  likely  to  pro¬ 
duce  a  minor  percentage  than  otherwise. 

With  respect  to  counts  1  and  4  there  can  be  no  doubt. 
These  counts  do  not  call  for  a  minor  percentage,  and  there¬ 
fore,  there  is  no  actual  limitation  as  respects  percentage 
upon  which  Pruton  can  rely. 

2264  With  respect  to  counts  2  and  3  the  minor  per¬ 
centage  is  deemed  not  a  distinction  for  reasons  stat¬ 
ed  above. 
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The  specific  example  set  forth  by  the  patentee  contem¬ 
plates  mineral  oil  65  parts,  oleic  acid  35  parts,  solution  of 
lime  3  parts,  chlorine  8  parts.  Or  “The  chlorination  may 
he  continued  until  the  mixture  has  absorbed  54  to  55% 

chlorine - Let  us  take  the  latter  example.  Of  the 

54  or  55%  chlorine  used  some  will  be  taken  up  by  the  oleic 
acid.  Oleic  acid  has  one  double  bond.  This  will  take  up 
two  atoms  of  chlorine.  That  is,  one  molecule  of  oleic  acid, 
having  a  molecular  weight  of  282,  will  take  up  two  atoms 
of  chlorine,  weight  71,  or  approximately  25%  chlorine 
based  on  the  oleic  acid.  Therefore  35  parts  of  oleic  acid 
will  take  up  25%  of  35  or  8.8  parts  chlorine.  Otherwise 
stated,  8.8  parts  of  the  54  to  55  parts  chlorine  will  be  lost 
to  the  mineral  oil,  leaving  only  45  or  40  parts  available 
thereto. 

The  patentee  sets  forth  the  empirical  formula  for  min¬ 
eral  oil,  C13Ho0,  and  the  amount  of  chlorine  absorbed,  4 
atoms.  Thus  170  parts  by  weight  will  take  up  142  parts 
by  weight  of  chlorine,  65  parts  mineral  oil  will  call  for 
54  parts  chlorine.  Since  the  highest  percentage  that  will 
be  available  is  45  or  46  parts  as  we  have  explained,  it  is 
clear  that  the  resultant  will  be  a  mixture  of  chlorinated 
and  unchlorinated  mineral  oil  precisely  as  patentee  dis¬ 
closes  in  the  table,  or  analysis  of  his  composition.  There¬ 
fore  it  is  believed  this  disclosure  is  reliable. 

Accordingly,  the  subject  matter  of  the  present  counts 
is  not  new.  Applicants  are  charged  with  constructive 
notice.  That  claimants  are  the  first  to  bring  this  compo¬ 
sition  to  the  attention  of  the  art,  is  a  proposition  that 
no  one  of  the  present  parties  to  this  interference  is  in  a 
position  to  maintain.  The  present  counts  are  unpatent¬ 
able  over  the  art. 

2265  PRUTTON’S  MOTION  TO  ADJ)  COUNTS 

Proposed  count  A  is  merely  a  repetition  of  the 
present  counts  plus  some  phrases  descriptive  of  the  use  of 
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the  composition.  These  phrases  “do  not  make  a  good  claim 
bad  nor  a  bad  claim  good.”  A  claim  is  not  allowable 
until  it  contains  structural  limitations.  Applicants  can¬ 
not  secure  claims  drawn  to  a  composition  old  in  the  art 
on  the  sole  ground  of  alleged  distinctions  in  the  recitals 
of  functions  or  uses. 

Proposed  count  B  is  a  form  of  claim  which  recites  no 
more  than  mixing  ingredients.  It  purports  to  be  a  meth¬ 
od.  As  a  method  it  is  manifestly  not  new.  This  type  of 
claim  is  inadequate  to  point  out  the  invention,  in  accord¬ 
ance  with  R.S.  4888,  and  is  indefinite. 

Proposed  count  C  is  believed  to  define  the  invention. 
While  this  form  of  claim  might  find  objection,  could  the 
invention  be  otherwise  defined,  in  the  present  case,  where 
allowable  claims  to  the  composition  cannot  be  drawn,  it 
is  believed  the  claim  may  be  allowed.  Count  C  distin¬ 
guishes  from  the  German  reference. 


SUMMARY 


The  present  counts  of  the  interference  are  held  unpat¬ 
entable  over  the  reference. 


The  motion  to  add  counts  is  denied  as  to  proposed  counts 
A  and  B,  granted  as  to  proposed  count  C. 

Time  limit  to  file  appeal  from  this  decision  and/or  copy 
count  C:  December  31,  1938. 


P.  M.  Nash, 
Examiner,  Div.  64. 


Paper  No.  129.  June  24,  1939 

2272  BEFORE  THE  BOARD  OF  APPEALS 

Prutton  v.  Merrill  v.  Valentine  v.  Cohen  v.  Iiendricksen  et 
al  v.  Churchill  et  al  v.  Werder  v.  Gallsworthy 


DECISION 
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*  *  *  * 

This  is  an  appeal  by  the  party  Prutton  from  a  holding 
by  the  Primary  Examiner  that  counts  1  to  4  and  proposed 
counts  A  and  B  are  not  patentable  over  the  German  pat¬ 
ent  to  Fayollet  No.  39,946.  It  may  be  noted  that 
2273  the  Examiner  has  found  one  claim,  a  proposed  count 
C,  allowable. 

Counts  1,  4  and  proposed  count  A  are  illustrative. 

1.  A  lubricant  suitable  for  lubrication  under  extreme 
pressure  comprising  essentially  mineral  oil  and  a  small 
percentage  of  chlorine  in  chemical  combination  with  non¬ 
volatile  mineral  oil,  the  compounds  formed  being  also 
non-volatile. 

4.  A  lubricating  composition  which  includes  as  an  es¬ 
sential  constituent  a  chlorinated,  complex  organic  mate¬ 
rial  of  petroleum  origin  consisting  of  a  mixture  of  petro¬ 
leum  compounds. 

A.  An  extreme  pressure  lubricant  for  use  between  rel¬ 
atively  moving  metallic  surfaces,  comprising  a  body  of 
refined  mineral  lubricating  oil,  the  ability  of  which  to  pre¬ 
vent  seizure  and  scoring  between  relatively  moving  me¬ 
tallic  surfaces  operating  under  conditions  of  extreme  pres¬ 
sure,  has  been  substantially  increased  by  the  addition 
thereto  of  a  minor  amount  of  chlorinated  mineral  oil. 

The  party  Gallsworthy  joins  Prutton  in  the  contention 
that  counts  1,  3  and  proposed  counts  A  and  B  should  be 
allowed,  but  urges  that  counts  2  and  4  do  not  properly  de¬ 
fine  the  common  invention  and  are  not  allowable  over  the 
German  patent. 

The  claims  on  appeal  relate  to  lubricating  compositions. 
All  the  claims,  except  counts  2  and  4,  in  one  expression 
or  another,  refer  to  extreme  pressure  lubricants.  Extreme 
pressure  lubricants  are  a  recent  development  for  use  in 
bearings  and  gears  where  excessively  high  pressures  are 
exerted  between  the  bearing  surfaces  generally  for  short  in- 
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tervals  only  but  which  would  be  sufficient  to  cause  seiz¬ 
ing  and  abrasion  by  the  metallic  surfaces  where  ordinary 
lubricants  are  employed,  but  which  is  prevented  by 
2274  the  extreme  pressure  lubricants  which  have  the  prop¬ 
erty  of  in  some  way  preventing  this  contact  and 
abrasion  of  the  surfaces.  Various  theories  have  been  ad¬ 
vanced  to  explain  the  phenomenon.  It  has  been  assumed 
that  on  the  occurrence  of  the  extreme  or  intense  pressure 
some  of  the  chlorine  may  be  liberated  from  the  compound 
and  in  some  way  serve  to  form  a  protecting  film  with  the 
metal  or  in  some  way  causing  intense  adherence  of  the 
lubricant. 


The  German  patent  relates  to  preparing  a  composition 
for  use  in  spinning  of  wool.  During  spinning  of  wool  it 
is  conventional  to  treat  it  with  a  very  slight  amount  of 
oleaginous  materials  probably  having  the  function  of  some¬ 
what  softening  the  substances  of  the  wool  fibers  and  pos¬ 
sibly  facilitating  drawing  of  the  semi-finished  yarn  through 
guiding  means  and  perhaps  regulate  the  degree  of  slip¬ 
page  between  the  individual  fibers  in  the  act  of  drawing. 
It  is  explained  in  the  German  patent  that  oily  materials 
that  could  be  easily  dispersed  in  alkaline  or  soapy  water 
were  used  so  that  the  material  might  be  easily  washed 
out  of  the  woolen  yarn  or  cloth  after  being  finished.  It  is 
further  pointed  out  that  petroleum  oils  were  not  consid¬ 
ered  suitable  for  the  reason  that  they  were  not  easily  dis¬ 
persed  and  washed  out  when  it  was  desired  to  remove 
the  same.  A  rather  specific  procedure  is  set  forth  in  the 
German  patent  whereby  petroleum  oils  up  to  an  extent 
of  about  6514  of  the  oily  mixture  might  be  employed  and 
with  the  possibility  of  easy  removable.  This  is  brought 
about  by  treating  a  mixture  of  65  parts  of  heavy  min¬ 
eral  oil,  35  parts  of  oleic  acid  and  3  parts  of  an  aqueous 
solution  of  lime  or  soda  and  treatment  of  the  same 
2275  with  free  chlorine.  It  is  said  that  the  chlorine  may 
be  regarded  as  combining  in  progressive  stages  in 
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the  mixture.  It  is  stated  that  the  chlorine  will  first  act 
on  the  lime  and  that  the  result  will  be  the  formation  of 
free  oxygen.  It  is  assumed  that  the  oxygen  combines  di¬ 
rectly  with  the  oleic  acid  to  form  an  oxidized  oleic  acid. 
This  is  said  to  be  one  complete  species  of  the  process  and 
in  such  case  the  oxidized  oleic  acid  would  appear  to  act 
as  a  dispersing  agent  like  soap  in  aiding  in  removing  of 
the  petroleum  oil  by  water  when  desired.  It  is  stated, 
however,  that  if  chlorination  is  carried  to  a  further  ex¬ 
tent  the  oxidized  oleic  acid  may  be  completely  chlorinated 
as  well  as  the  petroleum  oil. 

After  careful  consideration,  it  is  our  conclusion  that 
present  counts  1,  2,  3  and  proposed  counts  A  and  B  are 
allowable  over  the  disclosure  of  the  German  patent.  We 
regard  the  reference  in  each  of  these  claims  except  num¬ 
ber  2,  to  a  lubricant  suitable  for  a  lubrication  under  ex¬ 
treme  pressures  together  with  the  definite  limitations  in 
the  claims  sufficient  to  define  invention  over  the  disclosure 
of  the  German  patent.  We  do  not  believe  that  one  skill¬ 
ed  in  the  art  would  conclude  that  the  disclosure  in  the 
German  patent  would  be  suitable  as  an  extreme  pressure 
lubricant.  The  German  patent  gives  no  indication  of  what 
might  be  the  relative  proportions  of  unchlorinated  and 
chlorinated  mineral  oil.  So  far  as  disclosed,  either  none 
of  it  or  all  of  it  would  be  chlorinated,  respectively.  Fur¬ 
ther,  the  40%  or  more  of  remaining  constituents  includ¬ 
ing  some  water  would  be  of  doubtful  if  any  utility  as  a  lu¬ 
bricant  for  machinery. 

2276  Count  2  makes  no  reference  to  the  extreme  pres¬ 
sure  lubricating  art  but  we  believe  it  differentiates 
from  the  German  patent  merely  in  its  terms  in  requiring 
that  the  main  portion  of  the  lubricating  compound  be  com¬ 
posed  of  unchlorinated  mineral  lubricating  oil  and  a  minor 
proportion  of  chlorinated  mineral  lubricating  oil.  As  above 
noted,  the  German  patent  gives  no  indication  as  to  what 
relative  proportions,  if  any,  short  of  complete  chlorination 
might  be  true  of  the  mineral  oil. 
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We  find  count  4  to  be  in  such  broad  and  indefinite  scope 
as  to  read  upon  the  German  patent  both  as  to  possible 
use  and  in  mere  terms  of  composition. 

The  decision  of  the  examiner  is  affirmed  with  respect 
to  the  rejection  of  count  4,  but  is  reversed  with  respect  to 
the  rejection  of  counts  1,  2,  3  and  proposed  counts  A 
and  B. 

It  appears  that  all  parties  can  make  proposed  counts 
A  and  B  and  any  of  the  parties  desiring  to  contest  pri¬ 
ority  as  to  proposed  counts  A  and  B  as  well  as  proposed 
count  C,  allowed  by  the  examiner,  will  be  given  until  July 
8,  1939. 

W.  L.  Redrow, 
Examiner-in-Chief, 

P.  Edenburg, 
Examiner-in-Chief, 

C.  H.  Shaffer, 

i  1 

Examiner-in-Chief, 

Board  of  Appeals. 

June  24,  1939. 

#  •  «  • 


Paper  No.  137,  March  4,  1940. 

2288  MOTION  UNDER  RULE  109  BY  THE  PARTY 

MORELL  AND  KNUTSON 

,  Now  comes  the  parties  Morell  and  Knutson  in  the  above- 
identified  interference  by  their  attorneys,  and  in  accordance 
\yith  the  provisions  of  Rule  109,  moves  to  amend  the  issue 
of  this  interference  by  the  addition  of  the  following  propos¬ 
ed  counts :- 

4.  A  composition  of  matter  comprising  a  mineral  lub¬ 
ricating  oil  and  relatively  small  proportion  of  a  substantial¬ 
ly  non-volatile  chlorinated  paraffin  hydrocarbon  as  essen¬ 
tial  ingredients. 
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5.  A  composition  of  matter  comprising  a  mineral  lub¬ 
ricating  oil  and  a  small  percentage  of  chlorine  in  chemical 
combination  with  a  fluid  fraction  of  petroleum,  the  com¬ 
pounds  formed  being  substantially  non-volatile. 

MEMORANDUM  RE  THE  FOREGOING  MOTION 

This  motion  is  being  filed  under  the  provisions  of  Rule 
109  in  order  to  fully  preserve  the  rights  of  the  party  Moreli 
and  Knutson  to  the  subject  matter  of  the  counts  contained 
in  the  motion  as  to  the  several  parties  involved  in  this  inter¬ 
ference.  The  proposed  counts  4  and  5  are  respective- 
2289  ly  counts  3  and  4  of  Interference  No.  75,209  in  which 
the  moving  party  herein  is  involved  with  Cohen,  who 
is  also  a  party  to  the  present  interference.  The  basis  for  the 
proposed  counts  in  the  application  of  the  moving  party  has, 
therefore,  already  been  established,  and  the  Patent  Office 
has  held  that  the  Cohen  application  involved  in  this  inter¬ 
ference,  which  is  the  same  application  involved  in  said  in¬ 
terference  No.  75,209,  likewise  supports  the  proposed 
counts.  The  proposed  counts  can  also  be  made  by  the  par¬ 
ties  Prutton,  Henriksen  et  al,  and  Galsworthy  in  this  in¬ 
terference. 

The  situation  here  presented  with  respect  to  whether  the 
applications  of  the  named  parties  can  support  the  proposed 
counts  is  similar  to  that  which  was  presented  in  interference 
No.  75,209,  where,  in  considering  the  right  of  the  moving 
party  herein  to  make  such  counts,  it  was  stated  on  behalf 
of  such  party  as  follows: 

“It  is  first  desired  to  point  out  that  Moreli  et  al., 
throughout  their  application,  have  referred  to  the  agent 
which  they  add  to  mineral  lubricating  oil  in  preparing  a 
metal  cutting  composition  as  a  chlorinated  saturated  ali¬ 
phatic  hydrocarbon :  whereas,  Cohen,  in  his  application,  has 
referred  to  this  same  type  of  agent  as  a  chlorinated  para¬ 
ffin  hydrocarbon.  The  term  ‘saturated  aliphatic  hvdrocar- 


bon’  employed  by  Aiorell  et  al.  and  the  term  “paraffin  hy¬ 
drocarbon’  employed  by  Cohen  are  known  to  carry  the  same 
meaning.  In  substantiation  of  this  fact,  attention  is  direct¬ 
ed  to  pages  69  -  70  of  Schmidt’s  Organic  Chemistry,  pub¬ 
lished  in  1926  by  Van  Ostrand  Company,  Inc.,  where,  un¬ 
der  the  captions  ‘The  Aliphatic  or  Fatty  Compounds — (I) 
Saturated  Hydrocarbons  or  Paraffins’,  the  following  com¬ 
ments  are  found: 

‘The  homologous  series  of  hydrocarbons  possessing  the 
general  formula  CnH2n  +2  is  termed  ‘saturated’,  in  con¬ 
tradistinction  to  the  ethylene  series  which  exhibits  addi¬ 
tive  properties.  Not  only  are  these  compounds  incapable  of 
uniting  directly  with  hydrogen,  for  example,  but  they  are 
also  extraordinarily  resistant  to  attack  by  the  majority 
of  reagents  such  as  strong  bases  and  acids,  a  peculiarity 
which  has  led  to  them  being  known  as  the  paraffin  series 
(parum  af finis:  little  affinity)’.  “Further  substan- 
2290  tiation  of  the  fact  that  the  terms  ‘  saturated  alipha¬ 
tic  hydrocarbon’  and  ‘paraffin  hydrocarbon’  carry 
the  same  meaning  is  to  be  found  on  page  531,  of  Haekh’s 
Chemical  Dictionary,  published  by  P.  Blakiston’s  Son  & 
Company  in  1929,  wherein  the  term  ‘paraffins’  is  defined 
as,  ‘A  group  name  for  the  saturated  aliphatic  hydrocar¬ 
bons  of  the  methane  series  CnH2n+2’.  On  page  365  of  this 
same  Dictionary,  under  the  caption  Hydrocarbon  Series’, 
is  found  the  definition  ‘CnH2n+2  -  alkanes,  paraffins  or 
methane  series’.  In  view  of  the  fact  that  the  terms  ‘saturat¬ 
ed  aliphatic  hydrocarbon’  and  ‘paraffine  hydrocarbon’ 
used  in  the  respective  applications  carry  identical  mean¬ 
ings,  it  is  apparent  that  the  term  ‘chlorinated  saturated  ali¬ 
phatic  hydrocarbon’,  which  is  employed  in  the  Morell  et  al 
application,  carries  exactly  the  same  meaning  as  the  ex¬ 
pression  ‘chlorinated  paraffin  hydrocarbon’,  employed  in 
the  Cohen  application.” 

The  same  basis  afforded  in  the  application  of  the  moving 
party  herein  for  the  proposed  counts  will  be  found  in  the 


applications  for  the  other  named  parties,  whose  applica¬ 
tions  have  been  indicated  as  affording  a  support  for  such 
proposed  counts.  The  proposed  counts  are  each  patentable 
over  the  prior  art  as  has  been  held  in  said  interference  No. 
75,209. 

Each  of  the  proposed  counts  is  patentably  distinct  over 
the  present  counts  of  this  interference  in  accordance  with 
the  following  particulars : 

Proposed  count  4  is  broader  than  any  of  the  present 
counts  in  two  particulars,  first  in  defining  the  material  as 
“a  composition  of  matter”,  and  second  in  the  identification 
of  the  addition  agent. 

Proposed  count  5  is  patentably  distinct  over  each  of  the 
present  counts  of  this  interference  in  two  particulars,  first 
in  the  identification  of  the  material  as  “a  composition  of 
matter”,  and  second  in  the  identification  of  the  addition 
agent. 

In  view  of  the  foregoing,  it  is  respectfully  submitted 
that  it  is  necessary  that  the  proposed  counts  be  added  to 
the  present  interference  in  order  that  there  may  be  a  full 
determination  of  the  question  of  priority,  as  to  the  subject 
matter  of  the  proposed  counts,  between  the  moving  party 
and  the  remaining  parties  in  this  interference. 

2291  The  attorneys  for  the  moving  party  hereby  certify 
that  this  motion  is  well  founded  in  law  and  in  fact, 
and  is  not  interposed  for  purposes  of  delay. 

Respectfully  submitted, 

Griswold  &  Burdick  , 

Attorneys  for  the  party  Morell 
and  Knutson. 


Paper  No.  140.  Mar.  23,  1940. 

2292  MOTION  TO  AMEND  THE  MOTION  UNDER 

RULE  109 

Now  comes  the  party  Morell  and  Knutson  by  their  at¬ 
torneys  undersigned  and  moves  to  amend  their  Motion  un¬ 
der  Rule  109  by  applying  the  proposed  counts  to  other  ap¬ 
plications  involved  in  the  interference,  as  follows 

BASIS  FOR  THE  PROPOSED  COUNTS  IN  THE 
VARIOUS  APPLICATIONS 

Basis  for  the  proposed  counts  will  be  found  in  certain 
of  the  applications  involved  in  accordance  with  the  follow¬ 
ing  particulars. 


IN  THE  PRUTTON  CASE 

Basis  for  the  proposed  counts  will  be  found  in  the  speci¬ 
fication  of  Prutton  application,  Serial  No.  46,776  on  page 
2  in  the  paragraph  beginning  with  line  22 ;  in  the  paragraph 
beginning  with  Line  30 ;  and  further  basis  is  found  for  the 
proposed  counts  in  various  other  places  throughout  the  re¬ 
mainder  of  the  specification  which  are  sufficiently  numer¬ 
ous  so  they  need  not  be  specifically  pointed  out. 

IN  THE  APPLICATION  OF  MORELL 

i  Basis  is  found  for  the  proposed  counts  in  the  Morell  ap¬ 
plication,  Serial  No.  733452  on  page  2  in  the  para- 
2293  graph  beginning  -with  line  19 ;  and  in  the  paragraph 
on  page  3  beginning  with  line  5 ;  as  well  as  numerous 
places  elsewhere  in  the  specification. 

IN  THE  HENRIKSEN  ET  AL.  APPLICATION 

Basis  for  the  proposed  counts  is  found  in  the  Henriksen 
et  al.  application,  Serial  No.  673,020  on  page  2  in  the  para¬ 
graph  beginning  with  line  28 ;  on  page  4  in  the  first  princi¬ 
pal  paragraph  on  the  page ;  also  particularly  the  last  prin- 
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cipal  paragraph  on  said  page;  and  at  numerous  other 
places  elsewhere  in  the  specification. 

IN  THE  GALSWORTHY  APLICATION 

Basis  for  the  proposed  counts  is  found  in  the  application 
of  Galsworthy,  Serial  No.  646,491  in  the  paragraph  begin¬ 
ning  at  line  4  on  page  1 ;  in  the  paragraph  beginning  at  line 
15  on  page  1 ;  in  the  paragraph  begining  at  line  4  on  page 
2 ;  in  the  paragraph  beginning  at  line  21  on  page  2 ;  on  page 
2 ;  on  page  3 ;  on  page  4 ;  and  on  page  5. 

AS  TO  WERDER 

No  basis  is  found  in  the  Werder  application  for  the  pro¬ 
posed  counts. 

CHURCHILL  ET  AL. 

Basis  is  found  in  Churchill  application,  Serial  No.  653,- 
664  for  the  counts  at  places  such  as  page  2,  first  and  second 
paragraphs ;  page  3,  both  paragraphs ;  page  4,  both  para¬ 
graphs  ;  and  elsewhere  in  the  specification. 

AS  TO  COHEN 

The  Patent  Office  has  already  held  that  there  presum¬ 
ably  is  a  basis  for  these  proposed  counts  in  the  Cohen  ap¬ 
plication  since,  as  above  indicated,  they  are  included  in 
Interference  No.  75,209  in  which  said  Cohen  application 
is  involved. 

2294  AS  TO  MERRILL 

Basis  is  found  for  the  proposed  counts  in  the  Mer¬ 
rill  application  at  page  1,  last  paragraph ;  page  2,  first  prin¬ 
cipal  paragraph;  page  3,  first  and  second  principal  para¬ 
graphs  ;  and  elsewhere  in  the  specification. 

It  is  believed  that  this  Motion  is  brought  properly  and 
timely :  It  is  brought  for  the  purpose  of  supplying  an  inad- 


vertent  deficiency  in  the  original  Motion,  which  deficiency 
was  indicated  to  be  one  of  the  grounds  for  dismissing  the 
original  Motion  in  the  decision  of  the  Examiner  of  Interfer¬ 
ences  which  was  handed  down  on  March  9,  1940.  Since  the 
present  Motion  is  brought  promptly  after  being  informed 
of  such  deficiency  by  the  Office,  it  is  believed  that  the 
present  Motion  is  timely  and  that  it  amplifies  the  original 
Motion  so  that  the  Motion  may  be  set  for  hearing. 

The  attorneys  for  the  moving  party  hereby  certify  that 
this  Motion  is  well  founded  in  law  and  fact,  and  is  not  in¬ 
terposed  for  purpose  of  delay. 

i  Respectfully  submitted, 

Griswold  &  Burdick 

1  Attorneys  for  Morell  et  al. 

Midland,  Michigan 

March  2, 1940 


Interference  No.  09,703  Paper  No.  142,  March  25,  1940 

2297  PETITION  TO  THE  COMMISSIONER  OF 

PATENTS 

Hon.  Commissioner  of  Patents 
Washington,  D.  C. 

Sir: 

Your  petitioners,  LeGrand  Morell  and  Amos  T.  Knut¬ 
son,  whose  application  Serial  No.  733,452,  filed  July  2, 1934 
for  ‘Cutting  Oil”  is  involved  in  the  above-entitled  inter¬ 
ference,  by  their  attorneys  respectfully  represent : 

That  they  were  not  a  party  to  the  interference  at  the 
time  when  it  originally  was  declared. 

That  the  counts  now  in  the  interference  do  not  define 
their  invention  as  broadly  as  is  possible,  but  instead  are 
restricted  to  only  certain  features  of  the  invention. 
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That  they  are  involved  in  another  interference,  i.  e.  In¬ 
terference  No.  75,209,  between  themselves  and  the  party 
Cohen,  who  also  is  a  party  to  the  present  interference. 

That  counts  3  and  4  of  said  other  Interference  No.  75,- 
209  between  Morell  et  al.  and  Cohen  define  their  invention 
more  broadly  than  do  the  counts  of  the  present  interference. 

That  the  parties,  Prutton,  Henriksen  et  at.,  Gals- 
2298  worthy,  Churchill  et  al.,  Cohen,  Merrill,  and  Morell 
et  al.,  to  the  present  interference  are  each  believed 
to  have  in  their  respective  applications  ample  basis  to  sup¬ 
port  the  subject  matter  of  said  broader  Counts  3  and  4  of 
said  other  Interference  No.  75,209  between  Morell  et  al.  and 
Cohen. 


That  promptly  after  being  added  as  a  party  to  this  inter¬ 
ference,  they  moved  that  the  interference  be  amended  under 
Buie  109  so  as  to  set  up  a  new  interference  between  the 
parties  Prutton,  Henriksen  et  al.,  Galsworthy,  Churchill 
et  al.,  Cohen,  Merrill,  and  Morell  et  al.  on  the  subject  matter 
defined  by  Counts  3  and  4  of  said  Interference  No.  75,- 
209  between  Morell  et  al.  and  Cohen,  which  counts,  as  here¬ 
inbefore  stated,  define  their  invention  more  broadlv  than 
*  » 

do  the  counts  now  in  the  present  interference. 

That  this  Motion  under  Rule  109  was  dismissed  by  the 
Interference  Examiner  upon  the  ground  that  the  parties 
other  than  Morell  et  al.  to  the  interference  had  already  been 
given  opportunity  to  bring  Motion  to  add  subject  matter  of 
the  proposed  counts  to  the  interference,  but  that  they  had 
failed  to  do  this. 


Your  petitioners  further  aver  that  the  Interference  Ex¬ 
aminer  erred  in  dismissing  the  Motion  under  Rule  109  on 
the  ground  just  given,  since  such  refusal  to  permit  your 
petitioners  to  contest  priority  with  the  other  parties  on  tlu* 
subject  matter  of  the  counts  proposed  in  their  Motion  might 
result  in  their  thereafter  being  estopped  from  claiming 
this  subject  matter,  particularly,  since  the  proposed  counts 


define  the  invention  more  broadly  than  do  the  counts  in 
the  present  interference  and  they  might  possibly  fail  to 
prevail  as  regards  the  subject  matter  defined  by  the  rela¬ 
tively  narrow  counts  of  this  interference  and,  nevertheless, 
be  in  position  to  prevail  in  a  priority  contest  on 
2299  the  subject  matter  defined  bythe  broader  proposed 
counts. 

In  view  of  the  foregoing  facts,  it  is  urgently  submitted 
that  the  Motion  under  Rule  109  of  the  party  Morell  et  al. 
dated  March  1, 1940,  which  was  dismissed  by  the  Examiner 
of  Interferences  in  his  letter  dated  March  9, 1940,  should  be 
considered  and  granted.  A  refusal  on  the  part  of  the  Office 
to  grant  a  hearing  on  the  Motion  may  well  result  in  estop¬ 
ping  your  petitioners  from  claiming  the  subject  matter  of 
the  counts  proposed  in  the  Motion,  even  though  they  might 
otherwise  be  in  position  to  prevail  as  regards  the  subject 
matter  of  said  counts  in  an  interference  on  such  subject 
matter  with  other  parties  of  the  present  interference. 

Repectfully 

Griswold  &  Burdick 

Attorneys  for  Morell  et  al. 

#  *  #  * 

2064  PETITION 

Paper  No.  145 

April  19,  1940. 

In  re  Interference  No.  69,703,  Prutton  v.  Merrill  v.  Morell 
and  Knutson  v.  Valentine  v.  Cohen  v.  Henriksen  et  al 
v.  Churchill  et  al  v.  Werder  v.  Gallsworthy,  Lubricants. 

Recorded  Vol  165  P.  4 

Morell  et  al  have  filed  a  petition  requesting  that  the  ex¬ 
aminer  of  interferences  be  directed  to  set  for  hearing  their 
motion,  filed  March  2, 1940,  which  seeks  to  amend  the  issue 
of  this  interference  by  the  addition  of  two  counts. 


The  examiner  of  interferences  held  that  the  motion  was 
unnecessary,  since  all  parties  except  Morell  et  al  had  had 
ample  opportunity  to  present  these  claims  prior  to  the  in¬ 
clusion  of  Morell  et  al  in  the  interference. 

The  petitioners  point  out,  however,  that,  prior  to  the  ad¬ 
dition  of  their  application  in  this  interference,  they  have 
had  no  opportunity  to  seek  a  contest  on  the  proposed  claims 
with  any  party  other  than  Cohen.  They  further  point  out 
that  the  proposed  counts  differ  in  scope  from  the  present 
one  and  that  they  might  be  able  to  prove  priority  as  to  the 
subject  matter  of  the  former,  but  not  of  the  latter. 

These  contentions  are  thought  to  be  sound.  Morell  et  al 
have  requested  an  interference  with  the  opposing  parties 
on  the  proposed  counts  as  soon  as  they  had  the  opportunity 
of  doing  so  and  they  should  not  be  deprived  of  their  rights 
under  Rule  109  merely  because  the  other  parties  did  not 
present  the  claims  in  question  prior  to  the  inclusion  of 
Morell  et  al  in  the  interference. 

Inasmuch  as  this  interference  has  been  pending  for  five 
years  and  is  not  yet  in  condition  for  the  taking  of  testi¬ 
mony,  the  consideration  of  this  motion  and  all  subsequent 
proceedings  in  this  interference  should  be  expedited  as 
much  as  is  possible  without  prejudicing  the  rights  of  the 
parties. 

The  petition  is  granted. 

Justice  W.  Macklin 
First  Assistant  Commissioner 

Oberlin,  Limbach  &  Day  (for  Prutton,  Merrill,  Valentine, 
909  Leader  Bldg.,  Henriksen  et  al) 

Cleveland,  Ohio. 
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Paper  No.  150.  May  18,  1940. 

2313  The  party  Morell  et  al  have  brought  a  motion  to 
add  two  counts  under  Rule  109. 

The  invention  relates  to  lubricants.  The  present  counts 
and  the  proposed  counts  are  directed  to  compositions  of 
matter  suitable  for  lubrication  purposes,  comprising  es¬ 
sentially  mineral  lubrication  oil  containing  chlorinated  sub¬ 
stances  of  petroleum  origin.  One  specific  embodiment  is 
a  mixture  of  non-chlorinated  mineral  oil  and  chlorinated 
mineral  oil.  The  lubricants  are  used  for  extreme  pressure 
conditions. 

The  counts  are  as  follows : 

Count  1.  A  lubricant  suitable  for  lubrication  under  ex¬ 
treme  pressures  comprising  essentially  mineral  oil  and  a 
small  percentage  of  chlorine  in  chemical  combination  with 
non-volatile  mineral  oil,  the  compounds  formed  being  also 
non-volatile. 

Count  2.  A  lubricating  composition  having  as  a  primary 
lubricating  constituent  the  combination  of  unchlorinated 
mineral  lubricating  oil  and  a  minor  proportion  of  chlor¬ 
inated  mineral  lubricating  oil. 

Count  3.  An  extreme  pressure  lubricant  comprising  as 
a  primary  lubricating  constituent  the  combination  of  un¬ 
chlorinated  mineral  lubricating  oil  and  a  minor  proportion 
of  chlorinated  lubricating  oil,  the  lubricant  being  free  from 
added  sulphur. 

The  proposed  counts  are : 

2314  Proposed  count  4.  A  composition  of  matter  com¬ 
prising  a  mineral  lubricating  oil  and  a  relatively  small 
proportion  of  a  substantially  non-volatile  chlorinated  para¬ 
ffin  hydrocarbon  as  essential  ingredients. 

Proposed  count  5.  A  composition  of  matter  comprising 
a  mineral  lubricating  oil  and  a  small  percentage  of  chlorine 
in  chemical  combination  with  a  fluid  fraction  of  petroleum, 
the  compounds  formed  being  substantially  non-volatile. 
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No  opposition  to  the  motion  has  been  filed. 

The  moving  party  contends  that  the  proposed  counts  4 
and  5  can  be  made  by  Prutton,  Merrill,  Cohen,  Henriksen, 
Churchill,  and  Gallsworthy,  but  not  by  Werder. 

The  Primary  Examiner  is  of  the  opinion  that  Werder 
can  make  count  5.  Note  page  1,  paragraph  4,  and  page  1, 
paragraph  6;  these  disclosures  support  the  limitation  to 

‘ *  fluid  fractions”  of  petroleum. 

The  Primary  Examiner  is  of  the  opinion  that  the  party 
Valentine  can  make  proposed  count  4;  but  not  proposed 
count  5.  Valentine  is  limited  to  non-fluid  fractions  such 
as  paraffin  wax. 

The  motion  is  granted  as  to  Prutton,  Merrill,  Morell, 
Cohen,  Henriksen,  Churchill,  and  Gallsworthy,  |  The  motion 
is  granted  as  to  Valentine  on  count  4;  but  denied  on  count 
5.  The  motion  is  granted  as  to  Werder  on  count  5;  but  de¬ 
nied  on  count  4.  i 

The  limit  of  appeal  is  set  to  expire  June  17,  1940. 

Should  the  parties  entitled  to  make  the  claims  as  above 
set  forth  desire  to  contest  priority  they  should  iassert  same 
by  suitable  amendment  to  their  respective  applications  on 
or  before  June  17, 1940.  Failure  to  do  so  will  be  construed 
as  a  disclaimer  of  the  subject  matter  thereof. 

j 

P.  M.  Nash  j 
Examiner,  Div.  64 

j 

Rm.  4708. 

| 

i 


i 

i 


i 

i 
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Paper  No.  1S6 

2411  Feb  26,  1943 
Final  Hearing 

June  17,  1942 

IN  THE  UNITED  STATES  PATENT  OFFICE 

Patent  Interference  No.  69,703 

Morell  and  Knutson  v.  Cohen  v.  Henriksen,  Steiner  and 

Lincoln  v.  Gallsworthy 

•  •  •  • 

The  subject  matter  of  this  interference  relates  to  extreme 
pressure  lubricants  comprising  a  mineral  oil  having  admix¬ 
ed  therewith  a  small  percentage  of  a  chlorinated  mineral 
oil. 

The  three  counts  involved  read  as  follows: 

1.  A  lubricant  suitable  for  lubrication  under  extreme 
pfessures  comprising  essentially  mineral  oil  and  a  small 
percentage  of  chlorine  in  chemical  combination  with  non¬ 
volatile  mineral  oil,  the  compounds  formed  being  also  non¬ 
volatile. 

2412  2.  A  lubricating  composition  having  as  a  primary 
lubricating  constituent  the  combination  of  unchlorin¬ 
ated  mineral  lubricating  oil  and  a  minor  proportion  chlorin¬ 
ated  mineral  lubricating  oil. 

3.  An  extreme  pressure  lubricant  comprising  as  a  pri¬ 
mary  lubricating  constituent  the  combination  of  unchlor¬ 
inated  mineral  lubricating  oil  and  a  minor  proportion  of 
chlorinated  lubricating  oil,  the  lubricant  being  free  from 
added  sulphur. 

The  interference  as  originally  instituted  included  eight 
parties  not  including  the  parties  Prutton  and  Morell  et  al., 
but  including  the  party  Linford.  The  latter  party  was  ad¬ 
judged  not  to  be  the  first  inventor  having  failed  to  show 
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cause  why  judgment  on  the  record  should  not  be  entered 
against  him.  Subsequently  the  parties  Prutton  and  Morell 
et  al.  were  added. 

The  application  and  filing  dates  of  the  parties  involved 
are  as  follows: 

Prutton,  46,776  Oct.  25,  1935 
-Merrill,  745,169  Sept.  22,  1934 
Morell  et  al.,  733,452  July  2,  1934 
Valentine,  711,912  Feb.  19,  1934 
Cohen,  682,634  July  28,  1933  j 

Henriksen  et  al.,  673,020  May  26, 1933 
Churchill  et  al.,  653,664  Jan.  26, 1933 
Werder,  652,199  Jan.  17,  1933 
Gallswortliy,  646,491  Dec.  9, 1932 

The  parties  Prutton,  Merrill,  Valentine,  Churchill  et  al. 
and  IVerder  did  not  take  testimony.  Since  they  are  junior 
parties,  they  were  adjudged  not  to  be  the  first  inventors 
of  the  subject  matter  here  involved. 

Of  the  remaining  parties  all  but  the  senior  party  Galls- 
worthy  took  testimony. 

The  alleged  dates  for  conception  and  reduction  to  prac¬ 
tice  of  these  parties  are  as  follows : 

-  -  '  REDUCTION  TO 

CONCEPTION  PRACTICE 


Morell,  et  al. 
Cohen 
Henriksen 
Gallsworthy 


Aug.  29,  1931 
Dec.  21,  1931 
Aug.  1931 
Feb.  13,  1932 


Aug.  £9,  1931 
Dec.  21,  1931 
Apr.  iS,  1932 
March  7,  1932 


2413  The  Morell  et  al.  record  includes  the  depositions  of 
seven  witnesses  including  that  of  Amos  T.  Knutson, 
a  co-inventor  with  Morell,  the  latter  being  deceased.  All 
the  witnesses  are  or  were  connected  with  the  Dow  Chemical 
Co.  of  Midland,  Mich.,  the  assignee  of  the  party  Morell  et 


at. 


! 
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Kunton  testified  at  great  length  and  identified  a  large 
number  of  exhibits  relating  to  a  program  of  experimenta¬ 
tion  on  halogenated  compounds  for  use  in  lubricants.  Much 
of  this  alleged  work  was  apparently  done  on  chlorinated, 
ethane,  ethylene,  propane  and  butane,  none  of  which  fulfill 
the  limitations  to  the  chlorinated  compounds  of  the  counts. 
The  counts  specifically  call  for — 

“chlorine  in  chemical  combination  with  non-volatile  min¬ 
eral  oil” 

“chlorinated  mineral  lubricating  oil” 

“chlorinated  lubricating  oil”. 

In  all  these  counts  the  compound  to  be  chlorinated  is  de¬ 
fined  as  an  oil  which  obviously  cannot  be  met  by  the  gas¬ 
eous  hydrocarbons  enumerated  above.  In  count  1  the  oil 
is  specifically  described  as  “non-volatile”  and  in  counts  2 
and  3  it  must  be  a  “mineral  lubricating  oil”  and  a  “lub¬ 
ricating  oil  respectively”.  These  latter  limitations  indicate 
that  the  compounds  must  be  of  reasonably  large  molecular 
weight  thus  still  further  removing  them  from  the  gaseous 
compounds  concerning  which  much  of  Knutson’s  testimony 
deals. 

Knutson  testified  that  he  tested  a  chlorinated  “kerosene  - 
like  heavy  oil”  (Q.  78)  which  apparently  resulted  from  the 
cracking  of  kerosene.  This  chlorinated  oil  was  ap- 
2414  parently  mixed  with  a  lubricating  oil  base  and  test¬ 
ed  in  a  Floyd  testing  machine.  This  is  allegedly 
shown  in  exhibit  9  (d,  e,  j  and  k)  which  are  dated  in  August. 
1931. 

Of  the  other  witnesses  Stoesser,  Graves  and  Boundy  also 
refer  to  this  chlorinated  kerosene  fraction  which  Knutson 
allegedly  tested  in  August,  1931  and  upon  which  Morell  et 
al.  is  apparently  relying  for  an  actual  reduction  to  practice. 
In  connection  with  this  chlorinated  fraction,  Sylvia  Stoesser 
states  (Q  .10,  p.  139)  that  she,  “apparently”  carried  out 


the  distillation  of  this  kerosene  and  that  it  was  later  chlori¬ 
nated  (Q.  24,  p.  140)  for  use  in  lubricants.  She  evidently 
knew  nothing  of  the  tests  carried  out  by  Knutson. 

Graves  testified  at  greater  length  and  concerning  the 
work  done  by  Knutson  he  states : 

Q54.  Would  you  say  you  were  familiar  with  all  of  the 
compounds  Mr.  Knutson  tried  on  his  problem  after  you 
came  with  the  company  ?  A.  75%  of  them  1  would  be  fam¬ 
iliar  with. 

Q55.  Were  you  familiar  with  those  entries  and  the  work 
done  recorded  in  the  entries  where  the  addition  agent  was 
chlorinated  kerosene?  A.  Only  through  the  records. 

Graves’  admission  that  he  knew  of  the  chlorinated  kero¬ 
sene  only  through  the  records  obviously  eliminates  him  as 
a  corroborating  witness  as  far  as  this  subject  matter  is 
concerned. 

Boundy,  another  witness,  refers  to  this  same  portion  of 
Knutson’s  work  as  follows: 

Q14.  l)o  you  know  what  were  some  of  the  materials 
which  Dr.  Morell  explored  in  the  early  stages  of  this  pro¬ 
gram.  A.  The  ones  which  I  have  knowledge  of 
2415  were  chlorinated  derivatives  of  the  unsaturated 
compound  made  from  dehydrogenating  of  kerosene. 


Q25.  When  did  your  laboratory  furnish  Dr.  Morell  and 
Mr.  Knutson  with  these  materials  which  we  have  been  dis¬ 
cussing  ?  A.  Sometime  early  in  the  summer  of  1931. 

Q26.  And  do  you  know  what  Dr.  Morell  and  Mr.  Knutson 
did  with  them?  A.  Well,  I  know  that  they  requested 
them  for  the  purpose  of  testing  them  as  addition  agents  to 
lubricants  and  although  I  didn’t  observe  the  test  personally, 
we  delivered  them  for  that  purpose. 


This  testimony  immediately  places  Boundy  in  the  same 
position  as  Graves  as  far  as  corroboration  is  concerned. 
Neither  of  these  witnesses  had  seen  the  test  in  question  and 
did  not  know  of  their  own  knowledge  whether  or  not  the 
tests  were  carried  out  or  what  the  results  were.  It  follow  s 
that  the  alleged  tests  of  chlorinated  kerosene  fractions  re¬ 
main  uncorroborated. 

In  addition  to  the  chlorinated  kerosene  fractions,  the 
Morell  et  al.  record  also  contains  references  to  chlorinated 
gasoline,  fuel  oil  and  lubricating  oil.  The  gasoline  and 
fuel  oil  as  well  as  the  kerosene  fractions  probably  meet  the 
limitations  to  a“ non-volatile  mineral  oil”  (count  1)  al¬ 
though  they  are  clearly  not  “lubricating  oil”  (counts  2  and 

3). 

With  respect  to  chlorinated  gasoline  and  fuel  oil,  refer¬ 
ences  to  these  substances  is  found  in  the  testimony  of 
Graves  and  Dosser  as  well  as  the  coinventor  Knutson.  All 
the  work  on  these  oils  was  apparently  carried  out  in  April, 
May  and  June  1934,  however,  which  date  is  subsequent  to 
the  senior  party’s  filing  date  in  December,  1932. 
2410  In  addition  to  this,  corroboration  with  respect  to 
tests  on  these  chlorinated  oils  is  believed  to  be  in¬ 
adequate.  Graves  mentions  and  identifies  exhibits  72  and 
92  which  relate  to  these  oils,  but  it  does  not  appear  that  he 
had  any  direct  information  concerning  the  tests.  Exhibits 
72  and  92  apparently  refer  to  chlorinated  fuel  oil,  the  tests 
on  which  were  performed  by  Dosser  and  the  entries  of  which 
were  similarly  made  by  him. 

,  Concerning  the  tests  Graves  states  inter  alia : 

Q398.  When  was  that  work  done?  A.  April  23,  1934. 

Q399.  By  Whom?  A.  R.  C.  Dosser. 

Q400.  How  do  you  know  that?  A.  By  his  handwrit¬ 
ing. 

Q401.  Were  you  familiar  with  the  work  at  the  time  it 
was  performed?  A.  Not  too  familiar. 
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Chlorinated  gasoline,  fuel  oils  and  lubricating  oils  are 
also  mentioned  in  exhibit  76  which  Graves  identified  as  a 
summary  of  cutting  fluid  experiments.  He  states  that  he 
was  familiar  with  the  work  as  actually  performed,  that  the 
reports  accurately  represented  the  results  and  were  self- 
explanatory.  He  said  nothing  specifically  about  the  results, 
however,  and  since  the  report  was  dated  June  14,  1934, 
about  one  and  one-half  years  subsequent  to  the  senior 
party’s  filing  date,  it  is  not  believed  to  be  especially  pert¬ 
inent  in  the  present  instance. 

The  reference,  by  Graves,  to  chlorinated  lubricat- 
2417  ing  oils  appears  in  Q.  406,  p.  118  and  following.  These 
tests  were  allegedly  carried  out  in  June,  1932,  but 
since  they  were  only  corrosion  tests,  they  are  not  conclu¬ 
sive  with  respect  to  the  lubricating  properties  of  the  oil. 

Dosser’s  testimony  also  includes  reference  to  chlorinated 
fuel  oil  (Q19,  p.  123)  which  was  subjected  to  laboratory 
tests  by  himself  in  June,  1934  (Q25,  p.  123).  He  identi¬ 
fied  exhibit  72  as  referring  to  work  on  chlorinated  fuel  oil 
and  gasoline.  These  tests  were  carried  out  in  May  1934, 
however,  and  exhibit  72  apparently  gives  no  evaluation  of 
results. 

The  remaining  witnesses,  Griswold,  Fayerweather,  Cole¬ 
man,  Hess  and  Veazey,  apparently  had  no  direct  informa¬ 
tion  concerning  tests  on  these  chlorinated  compounds  and 
testified  generally  concerning  their  research  problem.  Some 
of  their  testimony  concerned  compounds  that  do  not  meet 
the  present  counts  and  concerning  work  which  was  carried 
out  subsequent  to  the  senior  party’s  filing  date. 

A  summary  of  this  analysis  of  the  Morel!  et  al.  record 
indicates  that  it  fails  to  establish  an  actual  reduction  to 
practice  of  the  counts  due  principally  to  a  lack  of  corro¬ 
boration  of  adequate  testing,  as  well  as  to  the  fact  that 
many  of  the  chlorinated  compounds  mentioned!  in  the  Morel! 

et  al.  record  fail  to  meet  the  limitations  of  the  counts. 

! 

! 
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Even  if  that  portion  of  the  Morell  et  al.  record  relating 
to  chlorinated  kerosene  fractions  or  fuel  oil  be  assumed  to 
form  the  basis  for  a  conception  of  count  1  prior  to  the  sen¬ 
ior  party’s  filing  date,  it  is  not  believed  to  be  decisive  in 
this  case  since  no  record  of  diligence  has  been  shown  from 
December,  1932  when  the  senior  party  Gallsworthy  entered 
the  field  and  up  Morell ’s  filing  date  in  July  1934. 
2418  It  follows  that  the  question  of  conception  becomes 
of  little  importance. 

!  Finally,  all  of  the  counts  in  issue  are  limited  to  a  lubri¬ 
cant  or  extreme  pressure  lubricant  and  it  is  not  believed 
that  tests  on  a  testing  machine  alone  are  adequate  to  estab¬ 
lish  their  utility  in  this  capacity.  Although  a  testing  mach¬ 
ine  may  be  helpful  in  determining  some  properties  of  an 
oil  such  as  film  strength  and  ability  of  an  oil  to  withstand 
high  pressures  and  prevent  seizure  of  the  bearing  surfaces, 
this  is  but  one  of  many  qualities  necessary  in  a  lubricant. 

In  the  present  instance,  the  problem  of  corrosion  under 
actual  service  is  admittedly  important  as  is  the  behavior 
of  the  lubricant  under  the  heat  and  moisture  prevailing 
under  operating  conditions.  To  establish  this  property  of 
the  oil  is  believed  to  require  tests  that  simulate  operating 
conditions  more  closely  than  obtain  in  a  testing  machine. 

The  decision  in  Chittick  v.  Lyons  et  al. ;  104  F  (2d)  818; 
26  C.  C.  P.  A.  1382 ;  509  0.  G.  785 ;  1939  C.  D.  768,  is  be¬ 
lieved  to  substantiate  this  position.  In  that  case  as  here, 
the  issue  involved  the  adequacy  of  machine  tests  to  estab¬ 
lish  a  reduction  to  practice  of  counts  drawn  to  lubricants. 

i  Speaking  of  laboratory  tests  as  a  basis  for  a  reduction 
to  practice  the  court  said : 

“Such  tests,  however,  must  simulate  actual  service  con¬ 
ditions  with  sufficient  clearness  to  render  it  reasonably  cer¬ 
tain  that  the  subject  matter  will  perform  its  intended  func¬ 
tion  in  actual  service.” 
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In  the  case  of  the  machine  tests  here  referred  to, 

2419  the  court  found  them  inadequate,  basing  their  de¬ 
cision  in  part  on  the  opinions  of  witnesses  to  the 

effect  that  a  lubricant  that  tested  satisfactory  on  the  mach¬ 
ine  might  not  prove  satisfactory  in  actual  service.  These 
conditions  are  believed  to  be  essentially  identical  in  the 
present  case  and  the  holding  in  Chittick  v.  Lyons  et  al.  is 
believed  to  be  controlling. 

The  Cohen  record  includes  the  testimony  of  himself  and 
his  secretary,  Mrs.  Maurer.  They  both  testified  that  in 
December,  1931  Cohen  mixed  chlorinated  paraffin  in  lubri¬ 
cating  oil  for  the  purpose  of  making  a  high  pressure  lub¬ 
ricant  and  that  he  began  correspondence  with  the  Pennsyl¬ 
vania  Oil  Co.  for  the  purpose  of  having  the  lubricant  tested. 

Several  series  of  letters  which  represent  correspondence 
with  various  oil  companies  are  in  evidence.  Through  these 
letters  Cohen  -was  apparently  attempting  to  induce  these 
companies  to  try  his  chlorinated  paraffin  in  their  lubricat¬ 
ing  oils  to  give  the  oils  extreme  pressure  properties.  It 
appears  also  that  small  samples  of  chlorinated  paraffin  was 
sent  to  various  companies  during  1932  for  purposes  of  such 
tests. 

Cohen  stated  that  in  1933  he  entered  into  a  contract  with 
the  Hooker  Electrochemical  Co.  of  Buffalo,  N.  Y.  to  pro¬ 
duce  the  chlorinated  paraffin  in  large  quantities.  At  about 
the  same  time  he  was  also  apparently  able  to  get  some  tests 
made  of  these  lubricants  by  a  Mr.  Georgi  of  the  Enterprise 
Oil  Co.  Later,  more  tests  were  allegedly  performed  by  a 
Joe  Spina  of  the  Hooker  Electrochemical  Co. 

2420  Mrs.  Maurer,  Cohen’s  secretary,  identified  exhibits 
2  through  20  and  testified  that  she  recalled  that  the 

letters  addressed  to  Cohen  were  received  and  that  the  let¬ 
ters  signed  by  him  had  been  typed  by  herself  on  the  dates 
appearing  thereon,  apparently  with  only  one  or  two  ex- 
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ceptions.  She  also  testified  to  the  contract  with  the  Hooker 
Electrochemical  Co.  in  February,  1933. 

It  would  appear  from  this  testimony  that  the  concept  of 
using  chlorinated  paraffin  in  lubricating  oil  was  established 
by  Cohen  in  December,  1931  and  that  considerable  effort 
\Vas  made  throughout  1932  to  induce  the  trade  to  use  it  for 
this  purpose,  it  does  not  appear  to  be  established,  however, 
that  any  successful  tests  were  ever  made  on  the  composi¬ 
tion,  since  Cohen  alone  testified  to  the  alleged  tests  by 
(Jeorgi  and  Spina  and  these  same  tests  were  apparently 
made  on  laboratory  testing  machines  only. 

Sales  of  the  compound  were  allegedly  made  from  time 
to  time,  although  this  does  not  appear  to  be  adequately  cor¬ 
roborated  since  the  only  evidence  is  the  orders  or  letters 
and  Cohen ’s  own  testimony.  Also,  it  has  not  been  estab¬ 
lished  that  the  chlorinated  paraffin,  if  purchased,  was  actu¬ 
ally  used  in  lubricating  oil.  Admittedly  Cohen  had  sold 
such  chlorinated  paraffin  for  other  purposes  and  there  is  no 
corroborated  evidence  that  any  of  the  purchases  or  samples 
were  used  as  lubricants. 

In  evaluating  the  Cohen  testimony  it  becomes  at  once 
evident  that  the  paraffin  wax  which  was  used  by  Cohen  fails 
to  fulfill  the  limitation  to  either  a  “mineral  oil” 
2421  (count  1)  or  a  “lubricating  oil”  (counts  2  and  3)  in¬ 
dicated  in  the  counts. 

It  will  be  noted  too,  that  although  Mrs.  Maurer  refers  to 
chlorinated  kerosene  and  fuel  oil  (Q.  25),  Cohen  is  silent 
on  this  matter  and  the  entire  record  contains  no  further 
mention  thereof. 

Moreover,  it  has  already  been  found  that  Cohen  has  failed 
to  establish  a  reduction  to  practice  either  through  proper 
tests  or  a  sale  of  the  composition  for  the  purposes  indicated 
in  the  counts  prior  to  the  filing  date  of  the  senior  party 
QallsTi  ortli\ .  — Iho,  in  view  of  the  fact  that  Cohen  disclosed 


525 


the  use  of  chlorinated  paraffin  wax  only,  there  is  no  con¬ 
ception  of  the  subject  matter  of  the  counts. 

The  Henrikson  et  al.  record  includes  the  testimony  of 
seven  witnesses  including  that  of  the  coinventors  Lincoln 
and  Steiner.  Henriksen,  the  other  coinventer  was  deceased 
prior  to  the  taking  of  the  present  testimony.  All  of  the  wit¬ 
nesses  testifying  for  Henriksen  et  al.  were  employees  or 
officers  of  the  Continental  Oil  Co. 


Lincoln’s  testimony  relates  generally  to  an  extensive  pro¬ 
gram  of  experimentation  on  extreme  pressure  lubricants. 
Much  of  this  work  apparently  was  concerned  with  chlor¬ 
inated  compounds  outside  the  scope  of  the  present  counts, 
however.  Of  these,  Lincoln  mentioned  chlorinated  lactones 
and  petroleum  acids  (exhibits  2d  and  e).  Mixtures,  includ¬ 
ing  chlorinated  stearic  acid,  (exhibit  2j)  and  finally  chlor¬ 
inated  hydrocarbons  such  as  ethane  (exhibit  2m,  n,  o,  p) 
ethylene  (exhibit  3)  and  butane  (exhibit  2f)  which  are 
normally  gaseous  prior  to  chlorination,  i 
2422  In  addition  to  these  compositions  Lincoln  men¬ 
tioned  a  series  of  compounds  designated  as  Paraflow, 
chlorinated  Paraflow  and  Paraflow  together;  with  S2  Cl2 
(exhibits  2g,  i,  j,  and  k).  The  term  Paraflow  \vas  later  de¬ 
fined  as  a  condensation  product  of  napthalene  and  chlor- 
wax  apparently  with  some  mineral  oil  added  (Q.  79)  and 
when  chlorinated,  the  chlorine  allegedly  entered  the  mineral 
oil  portion,  according  to  Lincoln  (Q85,  p.  56). 


None  of  this  work  is  believed  to  come  within  the  limita¬ 
tions  of  the  counts  here  in  issue.  The  chlorinated  gaseous 
hydrocarbons  for  instance  fail  to  meet  the  limitation  to  a 
“mineral  oil”  or  “lubricating  oil”  and  in  the  case  of  chlor¬ 
inated  Paraflow,  it  has  not  been  established  that  the  chlor¬ 
ine  is  substituted  in  the  lubricating  oil  portion  of  the  mix¬ 
ture. 

Perhaps  the  most  pertinent  portion  of  Lincoln’s  testi¬ 
mony  as  far  as  the  .present  counts  are  concerned  was  his 
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reference  to  the  chlorinating  of  “D”  stock  and  the  testing 
of  this  in  a  lubricating  oil  (exhibit  2b). 

Donald  Best,  an  occupational  engineer  for  the  Contin¬ 
ental  Oil  Co.,  described  in  considerable  detail  the  Timken 
machine  tests  that  were  run  on  lubricating  oil  samples.  He 
also  indicated  the  method  whereby  samples  were  tagged  and 
identified  on  reaching  the  testing  laboratory.  It  does  not 
appear  that  he  had  any  direct  knowledge  of  these  tests 
however. 

Benbow,  an  assistant  to  Best  in  the  mechanical  labora¬ 
tory,  identified  exhibits  2a  to  2r,  inclusive,  and  testified 
that  the  tests  indicated  were  run  on  the  dates  appear- 
2423  ing  thereon  and  that  he  personally  entered  the  re¬ 
sults.  He  also  stated  that  the  samples  were  identi¬ 
fied  by  tags  appearing  on  the  cans  when  they  arrived  at 
the  testing  laboratory. 

Nelson  and  Steiner  were  research  chemists  for  the  Con¬ 
tinental  Oil  Co.  Nelson  testified  that  he  chlorinated  min¬ 
eral  oil  under  the  direction  of  Henriksen,  early  in  1932. 
This  was  allegedly  tested  by  Henriksen,  who  reported  to 
Nelson  that  the  addition  of  the  chlorinated  mineral  oil  to 
lubricating  oil  increased  the  film  strength.  These  tests  are 
obviously  not  corroborated,  however. 

Steiner  identified  an  entire  series  of  exhibits  (5a  to  x) 
and  testified  that  the  entries  were  made  by  him  on  the  dates 
indicated,  and  on  which  the  work  was  completed.  These 
exhibits  mention  various  types  of  chlorinated  products  such 
as  Paraflow  black  oil,  stearic  acid,  wax,  as  well  as  ethylene, 
ethane  and  butane.  Steiner’s  testimony  contains  little  de¬ 
tail  and  many  of  the  exhibits  identified  by  him  are  disposed 
of  by  stating  that  they  are  self-explanatory. 

An  inspection  of  these  same  exhibits  discloses  that  most 
of  them  are  brief  laboratory  entries  and  are  not  believed 
to  be  either  self-explanatory  or  conclusive.  From  the  point 
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of  view  of  evidence,  such  exhibits  and  incomplete  testimony 
regarding  them  can  be  given  little  weight.  Moreover,  most 
of  the  chlorinated  substances  referred  to  in  Steiner’s  testi¬ 
mony  do  not  meet  the  limitations  of  the  counts  here  in  issue. 
Thus  the  ethylene,  ethane  and  butane  are  lower  gaseous  hy¬ 
drocarbons  and  have  already  been  considered  as  has 
2424  the  chlor  wax  of  exhibits  5p  and  q.  The  latter  evi¬ 
dently  refers  to  chlorinated  paraffin  wax.  Chlorin¬ 
ated  Paraflow,  mentioned  in  several  of  the  exhibits  is  ap¬ 
parently  a  mixture,  the  composition  of  which  has  been  dis¬ 
cussed  previously.  Although  Lincoln  alleged  that  the  chlor¬ 
ine  entered  the  mineral  oil  portion  of  the  Paraflow.  Steiner 
does  not  appear  to  be  so  positive : 

Q10.  To  what  constituent  or  component  of  the  Paraflow 
did  the  chlorine  attach  or  combine  f  A.  it  would  most 
probably  have  combined  primarily  with  the  mineral  oil  por¬ 
tion  of  the  Paraflow. 

Qll.  And  the  basis  for  that  statement  ?  A.  And  the 
basis  for  that  statement  is  the  mineral  oil  was  apparently 
the  most  important  component  with  respect  to  percentage, 
and  I  also  knew  that  chlorine  will  combine  with  mineral  oil. 

This  portion  of  the  Steiner  testimony  would  seem  to  in¬ 
dicate  that  the  allegation  that  chlorination  took  place  in  the 
mineral  oil  portion  of  the  Paraflow  was  based  on  opinion 
only. 

Since  it  has  not  been  shown  that  chlorination  takes  place 
in  the  mineral  oil  portion  as  alleged,  plus  the  fact  that  it  is 
doubtful  whether  or  not  the  complex  mixture  known  as 
Paraflow  would  otherwise  meet  the  limitations  of  the  counts 
the  activity  in  connection  with  Paraflow  cannot  serve  as  a 
basis  for  a  conception  or  reduction  to  practice  of  any  of  the 
counts. 

Of  the  Henriksen  record  so  far  considered,  apparently 
the  only  portion  relating  to  subject  matter  that  meets  the 
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limitation  of  the  counts  is  the  chlorinated  “D”  stock  testi¬ 
fied  to  by  Lincoln  and  perhaps  the  “black  oil”  treated  with 
with  Sa  Cla  referred  to  in  exhibits  2 g  and  5h.  Only 

2425  Lincoln  specifically  mentions  this  “black  oil”,  al¬ 
though  Steiner  identified  exhibit  5H  which  allegedly 

refers  thereto. 

Since  only  the  testimony  of  the  coinventors  clearly  refers 
to  this  material  and  since  no  evaluation  of  test  results  are 
given  by  any  witnesses,  it  is  not  believed  that  the  prepara¬ 
tion  and  successful  testing  of  this  compound  has  been  es¬ 
tablished. 

The  chlorinated  “JD”  stock  mentioned  by  Lincoln  is  bet¬ 
ter  identified  (H.  record  ,  p.  49)  and  he  later  indicates  that 
its  use  in  a  lubricant  increased  the  load  carrying  capacity. 
(Pp.  48  and  55)  Lincoln  did  not  perform  these  tests  him¬ 
self,  however,  and  he  apparently  relies  entirely  on  the  re¬ 
spective  exhibits  for  his  information  (Q.  39,  p  48). 

Lest,  who  was  head  of  the  mechanical  laboratory,  refers 
to  parts  a  and  b  of  exhibit  2,  but  does  not  refer  to  the  ori¬ 
ginal  laboratory  notes.  Exhibit  2  appears  to  be  a  summary 
of  the  laboratory  notes  and  Best  does  not  state  whether  or 
not  he  actually  saw  this  portion  of  the  work  performed. 

Benbow,  who  actually  carried  out  the  tests,  does  not  spe¬ 
cifically  identify  any  tests  and  merely  states  that  he  enter¬ 
ed  the  results  as  the  samples  were  run  and  his  identity  of 
the  samples  was  apparently  made  from  the  tags  appearing 
on  the  cans. 

Aside  from  the  fact  that  machine  tests  are  believed  in¬ 
adequate  to  establish  the  utility  of  these  lubricating  com¬ 
positions,  it  is  not  believed  that  the  testimony  of  Best  and 
Benbow  establishes  that  the  chlorinated  “D”  stock  actual¬ 
ly  was  successful. 

2426  Best  testified  as  follows  concerning  this  test: 

Q49.  At  the  time  these  tests  were  run  did  you 

consider  that  the  information  derived  from  these  tests  was 
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sufficient  to  indicate  the  suitability  of  these  compositions 
for  commercial  extreme  pressure  lubricants?  A.  Not 
necessarily. 

Q50.  Will  you  explain  that  last  answer,  please?  A. 
For  example,  in  the  first  two  oils  marked  A  and  B  the  first 
one  carried  a  load  of  16.2  and  the  second  one,  being  the 
same  oil  plus  chlorinated  D  stock  carried  only  19.7  pounds. 
It  was  an  increase  shown  of  about  3  pounds,  which  prob¬ 
ably  is  not  a  sufficient  increase  in  load  carrying  capacity 
to  base  any  large  commercial  use  on,  but  which  is  a  very 
good  indication  that  the  preliminary  work  as  shown  may 
lead  to  much  greater  load  carrying  abilities,  and  those  do 
show  a  very  practical  reason  for  going  along  in  the  same 
line  of  development  in  an  effort  to  provide  a  much  better 
result  in  a  lubricant  which  would  be  a  great  deal  more  suit¬ 
able  for  practical  applications  than  the  result  of  these  two 
preliminary  tests. 

This  testimony  is  not  favorable  and  indicates  that  Best 
was  not  impressed  with  the  lubricating  properties  of  the 
composition.  In  view  of  this  initial  testimony,  the  fact 
that  he  later,  in  answer  to  a  leading  question  (Q51,  p.  73) 
admitted  that  it  did  possess  extreme  pressure  character¬ 
istics  is  not  convincing. 

The  witnesses  Cannon  and  Miller  testified  generally  as 
to  the  program  proposed  and  carried  out  for  the  improve¬ 
ment  in  high  properties  of  lubricants.  These  witnesses 
were  respectively  general  control  chemist  and  vice  presi¬ 
dent  in  charge  of  refining  of  the  Continental  Oil  Co.  It 
does  not  appear  that  either  witness  had  any  direct  infor¬ 
mation  on  any  particular  tests  or  runs  that  were  carried 
out. 

A  summary  of  the  analysis  made  otj  the  records 
2427  of  the  respective  parties  indicates  that  in  all  cases 
the  parties  have  failed  to  establish  an  actual  reduc¬ 
tion  to  practice  of  the  counts  of  the  interference  prior  to 
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their  filing  dates.  Moreover,  neither  party  has  shown  con¬ 
ception  coupled  with  reasonable  diligence  from  a  time  just 
prior  to  the  senior  party  Gallsworthy ’s  filing  date.  Prior¬ 
ity  must  accordingly  be  awarded  to  the  senior  party. 

Priority  of  invention  with  respect  to  counts  1,  2  and  3  is 
hereby  awarded  to  Benjamin  Gallsworthy,  the  senior 
party. 

Limit  of  appeal:  March  29,  1943. 

P.  I.  Hyman 

Examiner  of  Interferences,  Room  213. 

February  26, 1943 

#  #  #  # 

Paper  No.  203.  Feb.  29,  1944 

2542  BEFORE  THE  BOARD  OF  APPEALS 

i  Morell  et  al  vs.  Henriksen  et  al  vs.  Gallsworthy 

Interference  No.  69703 

*  #  #  # 

The  junior  parties  Morell  et  al  and  Henriksen  et  al  have 
appealed  from  the  decision  of  the  Examiner  of  Interfer¬ 
ences  awarding  priority  of  invention  of  the  subject  matter 
in  issue  to  the  senior  party  Gallsworthy. 

The  interference  counts  read  as  follows: 

1.  A  lubricant  suitable  for  lubrication  under  extreme 
pressures  comprising  essentially  mineral  oil  and  a  small 
percentage  of  chlorine  in  chemical  combination  with  non¬ 
volatile  mineral  oil,  the  compounds  formed  being  al- 

2543  so  non-volatile. 

2.  A  lubricating  composition  having  as  a  primary 
lubricating  constituent  the  combination  of  unchlorinated 
mineral  lubricating  oil  and  a  minor  proportion  of  chlori¬ 
nated  mineral  lubricating  oil. 

3.  An  extreme  pressure  lubricant  comprising  as  a  pri¬ 
mary  lubricating  constituent  the  combination  of  unchlori- 
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nated  mineral  lubricating  oil  and  a  minor  proportion  of 
chlorinated  lubricating  oil,  the  lubricant  being  free  from 
added  sulphur. 

The  decision  of  the  examiner  is  based  on  holdings  to  the 
effect  that  the  junior  parties  have  failed  to  establish  an 
actual  reduction  to  practice  of  the  subject  matter  in  issue* 
prior  to  their  filing  dates  and  that  neither  junior  party  has 
shown  conception  coupled  with  reasonable  diligence  from 
a  time  just  prior  to  the  senior  party’s  filing  date. 

The  Examiner  of  Interferences  on  pages  3  to  8  of  his  de¬ 
cision  has  considered  the  case  for  Morell  et  al  in  detail, 
Morell  et  al  do  not  deny  that  the  situation  is  as  stated  by 
the  Examiner  of  Interferences  and  we  do  not  see  on  the 
facts  as  stated  by  the  Examiner  of  Interferences  how  he 
could  have  concluded  otherwise  than  that  Morell  et  al  have 
not  proved  an  actual  reduction  to  practice  of  the  subject 
matter  in  issue  and  that  even  if  the  facts  relating  to  chlori¬ 
nated  kerosene  be  taken  as  a  “basis  for  a  conception  of 
count  1”  prior  to  the  senior  party’s  filing  date,  it  is  not  be¬ 
lieved  to  be  decisive  of  this  case  since  no  record  of  dili¬ 
gence  has  been  shown  from  December,  1932  when  the  senior 
party  entered  the  field. 

The  record  certainly  does  not  warrant  any  conclusion 
that  Stoesser  corroborates  Knutson  as  to  reduction  to  prac¬ 
tice  and  even  as  to  conception  by  Knutson,  the  actual  ma¬ 
terials  with  which  Stoesser  was  working  could  not  on  the 
record  be  identified  as  non-volatile  mineral  oils  or 
2544  mineral  lubricating  oils  or  lubricating  oil.  It  is  also 
clear  that  Graves  had  no  personal  knowledge  of  the 
test  by  Knutson. 

Boundy’s  testimony  shows  that  he  also  had  no  personal 
knowledge  of  the  test  and  Hess  does  not  corroborate  Knut 
son  as  to  the  specific  things  in  issue  especially  prior  to  the 
tiling  date  of  the  senior  party. 

Knutson’s  alleged  tests  were  on  a  Floyd  testing  machine1 
but  this  machine  could  give  no  convincing  information  as 
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to  the  lubricating  value  of  the  mixture  in  actual  use  under 
commercial  service  conditions. 

We  believe  the  Examiner  of  Interferences  was  correct  in 
holding  that  the  facts  in  the  case  of  Chittick  vs.  Lyons  et  al, 
104  Fed.  (2d),  818;  26  C.  C.  P.  A.,  1382;  1939  C.  D.,  768  are 
so  similar  to  those  of  the  case  of  Morell  and  Knutson  that 
no  holding  is  possible  except  that  this  party  did  not  reduce 
the  invention  to  practice  on  August  31,  1931  as  alleged  i; 
the  brief. 

Morell  et  al  also  note  that  they  won  the  decision  on  pri¬ 
ority  over  Gallswortliy  on  the  broad  issue  in  Interference 
No.  78,460  and  they  were  continuously  active  in  testing 
various  species  over  the  entire  time  up  to  the  time  of  filing 
their  application.  They  contend,  therefore,  that  they  were 
diligent  as  far  back  as  the  reduction  to  practice  of  the 
genus,  i.  e.,  the  issue  of  Interference  Xo.  78,460,  on  Aug¬ 
ust  4,  1932. 

We  do  not  see  wherein  the  proofs  in  Interference  No. 
78,460  have  any  bearing  on  the  issues  in  this  appeal  since 
the  proofs  must  of  necessity  conform  to  different 
2b4")  counts.  The  contentions  of  Morell  et  al  in  this  re¬ 
spect,  however,  emphasize  their  position  to  be  that 
a  junior  party  need  not  prove  his  case  by  more  than  a  pre¬ 
ponderance  of  the  evidence. 

The  senior  party  lias  presented  only  one  fact  in  evidence, 
that  is,  his  alowable  application  which  is,  by  operation  of 
law,  an  absolute  proof  of  reduction  to  practice.  The  party 
Morell  et  al,  on  the  other  hand,  has  presented  a  great  num¬ 
ber  of  facts,  none  of  which  can  be  said  to  be  persuasive  as 
to  reduction  to  practice  by  them  of  the  subject  matter  here 
in  issue. 

It  is  not  clear  how  this  Board  can  make  a  holding  on  such 
a  factual  record  that  Morell  et  al  is  the  first  inventor  of  the 
subject  matter  in  issue. 
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The  case  for  Henriksen  et  al  may  be  summed  up  as  ques¬ 
tioning  the  holdings  made  by  the  Examiner  of  Interfer¬ 
ences  relative  to  the  “D”  stock  and  its  test  on  April  29, 
1932  as  corroborated  by  Best.  The  Examiner  of  Inter¬ 
ferences  held  that  Best  had  no  direct  knowledge  of  the  tests 
and  that  he  indicated  by  his  answer  (page  16  of  the  deci¬ 
sion  of  the  Examiner  of  Interferences)  that  the  increase  in 
3  pounds  in  load  carrying  capacity  of  the  lubricant  con¬ 
taining  chlorinated  D  stock  is  probably  not  a  sufficient  in¬ 
crease  to  base  any  large  commercial  use  on,  but  that  the 
test  did  indicate  a  strong  reason  for  proceeding  along  this 
line  of  investigation  in  an  effort  to  provide  a  better  result 
in  a  lubricant  which  would  be  a  great  deal  more  suitable 
for  practical  applications. 

IVe  are  inclined  to  agree  with  the  Examiner  of  Inter¬ 
ferences  that  tliis  testing  of  Best  warrants  the  con- 
2546  elusion  that  he  was  not  impressed  witli  the  lubricat¬ 
ing  properties  of  the  composition  under  extreme 
pressure  conditions.  As  we  understand  Best’s  answer,  it 
means  that  the  test  on  the  D  stock  shows  that  it  is  not  com¬ 
mercially  operable  as  an  extreme  pressure  lubricant. 

The  Examiner  of  Interferences  was  further  of  the  opin¬ 
ion  that  the  machine  test  was  inadequate  to  establish  the 
utility  of  these  lubricating  compositions.  This  holding  was 
apparently  based  on  the  case  of  Chittick  vs.  Lyons  et  al, 
heretofore  mentioned  in  connection  with  the  case  of  Morell 

i 

et  al.  i 

I 

it  is  quite  clear  from  this  decision  that  we  could  not  con¬ 
sistently  award  priority  here  to  either  Morell  et  al  or 
Henriksen  et  al  in  view  of  the  findings  made  by  the  Court 
as  to  the  reliability  of  machines  for  testing  the  high  pres¬ 
sure  quality  of  extreme  pressure  lubricants. 

Apart  from  this  matter,  it  is  to  be  noted  that  the  records 
of  both  junior  parties  are  so  defective  as  to  the  corrobora- 

I 
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tive  effect  of  the  witnesses  testifying  relative  to  reduction 
to  practice  that  even  if  results  obtained  from  testing  ma¬ 
chines  could  be  considered  reliable,  the  corroboration  is  so 
doubtful  that  neither  junior  party  can  be  said  to  have  prov¬ 
ed  his  case  and  certainly  not  by  the  preponderance  of  the 
evidence. 

Henriksen  et  al  also  argue  that  even  if  their  reduction  to 
practice  is  constructive  on  their  filing  date,  nevertheless 
they  were  diligent  continuously  back  to  a  date  prior  to  the 
entry  of  any  other  party  into  the  field. 

it  is  clear  from  the  appendix  C  of  Henriksen  et  al’s  brief 
that  nothing  was  done  in  December  of  1932  that  is 
2547  relative  to  the  chlorinated  oil  as  stated  in  the  counts. 

Therefore,  Henriksen  et  al  were  not  diligent  when 
Galsworthy  entered  the  field  and  continuously  thereafter. 

The  decision  of  the  Examiner  of  Interferences  award¬ 
ing  priority  of  invention  of  the  subject  matter  in  issue  to 
the  senior  party,  Benjamin  Gallsworthy,  is  affirmed. 

W.  L.  Redlow 

Examiner-in-Chief 

C.  H.  Shatter 

.Examiner-in-Chief 

F.  J.  Porter 

Examiner-in-Chief 

BOARD  OF  APPEALS 
February  29,  1944 

#  #  *  m 
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Knutson  et  al.  Exhibit  No.  115 

1605  faper  No.  36 
Final  Hearing  June  17,  1942 

IN  THE  UNITED  STATES  PATENT  OFFICE 
BEFORE  THE  BOARD  OF  INTERFERENCE 

EXAMINERS  I 

i 

Patent  Interference  No.  78,460 

Morell  and  Knutson  v.  Cohen  v.  Henriksen, 

Steiner  and  Lincoln  v.  Gallsworthy 

U.  S.  Patent  Office,  Feb.  26,  1943,  Mailed 
Lubricants 

I 

#  #  #  # 

This  interference  relates  to  lubricating  oils  containing  a 
small  proportion  of  chlorinated  hydrocarbon,  j 

The  two  counts  read  as  follows: 

1.  A  composition  of  matter  comprising  a  mineral  lubri¬ 
cating  oil  and  a  relatively  small  proportion  of  a  substan¬ 
tially  non-volatile  chlorinated  paraffin  hydrocarbon  as  es¬ 
sential  ingredients. 

1606  2.  A  composition  of  matter  comprising  a  mineral 
lubricating  oil  and  a  small  percentage  of  chlorine  in 

chemical  combination  with  a  fluid  fraction  of  petroleum,  the 
compounds  formed  being  substantially  non-volatile. 

The  filing  dates  of  the  respective  parties  are  as  follows: 

Prutton,  46,776  Oct.  25,  1935 

Merrill,  745,169  Sept.  22,  1934 

Morell  et  al.,  733,452  July  2,  1934  ! 

Cohen,  682,634  July  28,  1933  j 

Henriksen  et  al.,  673,020  May  26, 1933 
Churchill  et  al.,  653,664  Jan.  26,  1933  | 

Gallsworthy,  646,491  Dee.  9,  1932 
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Of  the  seven  parties  originally  involved,  Prutton,  Mer¬ 
rill,  Churchill  ct  al.  and  Gallsworthy  took  no  testimony. 
Prutton,  Merrill  and  Churchill  et  al.  being  junior  parties 
were  accordingly  adjudged  not  to  be  the  first  inventors  of 
the  subject  matter  involved  (Paper  26). 

Of  the  remaining  parties,  not  including  the  senior  party 
Gallsworthy,  the  alleged  dates  of  conception  and  reduction 
to  practice  in  the  preliminary  statements  are  as  follows: 


PARTY 

Morell  et  al. 
Cohen 

Henriksen  et  al. 


CONCEPTION 

Aug.  29,  1931 
Dec.  21,  1931 
Aug.  1931 


REDUCTION  TO 
PRACTICE 

Aug.  29,  1931 
Dec.  21,  1931 
Apr.  18,  1932 


The  counts  of  this  interference  originally  arose  as  counts 
3  and  4  in  interference  75,209  and  were  added  on  motion  by 
the  party  Morell  et  al.  Interference  No.  75,209  then  involv¬ 
ed  only  Morell  et  al.  and  Cohen.  Subsequently  the  present 
interference  was  declared,  which  included  the  additional 
parties  here  appearing  and  the  beforementioned  counts  3 
and  4  as  the  sole  interference  issue. 

These  counts  are  drawn  respectively  to 
1607  “ — non-volatile  chlorinated  paraffin  hydrocarbon — ” 
and 

“ — chlorine  in  combination  with  a  fluid  fraction  of  petro¬ 
leum — ”. 


The  former  of  these  limitations  is  believed  to  include 
any  chlorinated  paraffin  hydrocarbon  which  is  non-volatile 
after  chlorination.  In  the  case  of  count  2,  on  the  other 
hand,  it  is  clearly  specified  that  the  fraction  of  petroleum 
to  be  chlorinated,  shall  be  fluid  prior  to  such  chlorination 
step. 

The  Morell  et  al.  record  includes  the  depositions  of 
seven  witnesses  including  that  of  Amos  T.  Knutson,  a  co¬ 
inventor  with  Morell,  the  latter  being  deceased.  All  the 
witnesses  are  or  were  connected  with  the  Dow  Chemical 
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Co.  of  Midland,  Mich.,  the  assignee  of  the  party  Morell 
et  al. 

Much  of  the  record  of  the  party  Morell  et  al.  relates 
to  compounds  that  would  meet  the  limitations  of  count  1, 
for  any  chlorinated  paraffin  hydrocarbon  whatever  its 
molecular  weight  would  meet  the  limitations  of  this  count 
provided  that  the  compound  was  non-volatile  after  chlori¬ 
nation. 

On  this  basis,  a  polychlorinated  gaseous  hydrocarbon 
such  as  propane  would  come  within  the  scope  of  count  1 
since  it  appears  from  the  record  that  it  is  non-volatile 
after  chlorination  (Q419,  p.  83;  and  Q.  176,  p.  97).  Such 
chlorinated  propane  together  with  chlorinated  cocoanut 
oil  in  a  lubricating  oil  base  was  allegedly  tested  by  Graves 
August  4,  1932  as  well  as  on  several  subsequent  dates  in 
August  and  September  of  1932.  The  tests  were  carried 
out  in  automobiles  and  trucks  under  actual  service 
1608  conditions  as  well  as  on  laboratory  testing  machines 
(Q164,  p.  96 ;  Q186-7,  p.  98  and  Q204,  p.  99).  Graves 
stated  that  the  test  of  August  4,  1932  was  successful 
(Q177,  p.  97)  and  that  the  oil  did  not  deteriorate  (Q182, 
p.  98).  The  tests  must  accordingly  be  considered  to  have 
been  established  as  successful. 

Because  count  1  is  drawn  in  the  form  “composition  of 
matter  comprising”  it  is  not  believed  to  be  necessarily 
restricted  to  the  mineral  oil  and  chlorinated  paraffin  hydro¬ 
carbon  subsequently  enumerated.  Other  ingredients  or 
components  may  also  be  present.  For  this  reason  it  is 
believed  that  the  mixture  of  mineral  oil,  chlorinated  pro¬ 
pane  and  chlorinated  cocoanut  oil  tested  by  Graves  also 
fulfills  the  limitations  of  count  1. 

In  view  of  the  apparently  successful  tests  already  con¬ 
sidered  this  is  believed  to  constitute  an  actual  reduction 
to  practice  of  the  count  as  of  August  4,  1932. 
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With  respect  to  count  2,  it  does  not  appear  from  the 
Alorell  et  al-  record  that  any  actual  service  tests  were 
carried  out  on  a  chlorinated  fluid  fraction  of  petroleum.” 

Knutson  testified  that  he  tested  a  chlorinated  “kerosene 
like  heavy  oil”  (Q78)  which  apparently  resulted  from  the 
cracking  of  kerosene.  This  chlorinated  oil  was  apparently 
mixed  with  a  lubricating  oil  base  and  tested  on  a  Floyd 
testing  machine.  This  is  allegedly  shown  in  exhibit  9 
(D,  E,  J  and  K)  which  are  dated  in  August,  1931. 

Of  the  other  witnesses,  Stoesser,  Graves  and  Boundy 
also  refer  to  this  chlorinated  kerosene  fraction  which 
Knutson  allegedly  tested  in  August,  1931  and  upon  which 
Morell  et  al.  is  apparently  relying  for  an  actual  re- 
1609  duction  to  practice. 

In  connection  with  this  chlorinated  fraction, 
Sylvia  Stoesser  states  (Q16,  p.  139)  that  she,  “apparently” 
carried  out  the  distillation  of  this  kerosene  and  that  it  was 
later  chlorinated  (Q24,  p.  140)  for  use  in  lubricants.  She 
evidently  knew  nothing  of  the  tests  carried  out  by  Knutson. 

Graves  testified  at  greater  length  and  concerning  the 
work  done  by  Knutson  he  states: 

iQ54.  Would  you  say  you  were  familiar  with  all  of  the 
compounds  Air.  Knutson  tried  on  this  problem  after  you 
came  with  the  company?  A.  75%  of  them  I  would  be 
familiar  with. 

Q55.  Were  you  familiar  with  those  entries  and  the 
work  done  recorded  in  the  entries  where  the  addition 
agent  was  chlorinated  kerosene?  A.  Only  through  records. 

Graves’  admission  that  he  knew  of  the  chlorinated  kero¬ 
sene  only  through  the  records  obviously  eliminates  him  as 
a  corroborating  witness  as  far  as  this  subject  matter  is 
concerned. 

Boundy.  another  witness,  refers  to  this  same  portion  of 
Knutson's  work  as  follows: 
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Q14.  Do  you  know  wliat  were  some  oi'  the  materials 
which  Dr.  Mordl  explored  in  the  early  stages  of  this  pro¬ 
gram?  A.  The  ones  which  I  have  knowledge  of  were 
chlorinated  derivatives  of  the  unsatuvated  compounds 
made  from  dehydrogenating  of  kerosene. 


(t>25.  When  did  your  laboratory  furnish  Dr.  Morell  and 
Mr.  Knutson  with  these  materials  which  we  have  been 
discussing?  A.  Sometime  early  in  the  summer  of  1931. 

Q2G.  And  do  you  know  what  Dr.  Morell  and  Mr. 
1(510  Knutson  did  with  them?  A.  Well,  I  know  that  thev 
requested  them  for  the  purpose  of  testing  them  as 
addition  agents  to  lubricants  and  although  I  didn’t  ob¬ 
serve  the  test  personally,  we  delivered  them  for  that 
purpose. 

This  testimony  immediately  places  Boundy  in  the  same 
position  as  Graves  as  far  as  corroboration  is  concerned. 
Neither  of  these  witnesses  had  seen  the  tests  in  question 
and  did  not  know  of  their  own  knowledge  whether  or  not 
the  tests  were  carried  out  or  what  the  results  were.  It 
follows  that  the  alleged  tests  on  chlorinated  kerosene  frac¬ 
tions  remains  uncorroborated. 

In  addition  to  the  chlorinated  kerosene  fractions,  the 
Morell  et  al.  record  also  contains  references  to  chlorinated 
gasoline,  fuel  oil  and  lubricating  oil.  With  respect  to 
chlorinated  gasoline  and  fuel  oil,  references  to  these  sub¬ 
stances  is  found  in  the  testimony  of  Graves  and  Dosser  as 
well  as  the  coinventor  Knutson.  All  the  work  on  these  oils 
was  apparently  carried  out  in  April,  May  and  June  1934, 
however,  which  date  is  subsequent  to  the  senior  party’s 
filing  date  in  December,  1932. 

In  addition  to  this,  corroboration  with  respect  to  tests 
on  these  chlorinated  oils  is  believed  to  be  inadequate. 
Graves  mentions  and  identifies  exhibits  72  and  92  which 
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relate  to  these  oils,  but  it  does  not  appear  that  he  had  any 
direct  information  concerning  the  tests. 

Concerning  the  tests  Graves  states  inter  alia: 

Q398.  When  was  that  work  done?  A.  April  23,  1934. 

Q399.  By  whom?  A.  R.  C.  Dosser. 

1611  Q400.  How  do  you  know  that?  A.  By  his  hand¬ 
writing. 

Q401.  Were  you  familiar  with  the  work  at  the  time  it  was 
performed?  A.  Not  too  familiar. 

Chlorinated  gasoline,  fuel  oils  and  lubricating  oils  are 
also  mentioned  in  exhibit  76  which  Graves  identified  as  a 
summary  of  cutting  fluid  experiments.  He  states  that  he 
was  familiar  with  the  work  as  actually  performed,  that  the 
reports  accurately  represented  the  results  and  were  self- 
ekplanatory.  He  said  nothing  specifically  about  the  re¬ 
sults,  however,  and  since  the  report  was  dated  June  14, 
1934,  about  one  and  one-half  years  subsequent  to  the  senior 
party’s  filing  date,  it  is  not  believed  to  be  especially 
pertinent  in  the  present  instance. 

The  reference,  by  Graves,  to  chlorinated  lubricating  oils 
appears  in  (*).  406,  p.  118  and  following.  These  tests  were 
allegedly  carried  out  in  June,  1932,  but  since  they  were 
only  corrosion  tests,  they  are  not  conclusive  with  respect 
to  the  lubricating  properties  of  the  oil. 

Dosser's  testimony  also  includes  reference  to  chlorinated 
fuel  oil  (Q19,  p.  123)  which  was  subjected  to  laboratory 
tests  by  himself  in  June,  1934  (Q25,  p.  123).  He  identified 
exhibit  72  as  referring  to  work  on  chlorinated  fuel  oil  and 
gasoline.  These  tests  were  carried  out  in  May,  1934,  how¬ 
ever,  and  exhibit  72  apparently  gives  no  evaluation  of  the 
results. 

The  remaining  witnesses,  Griswold,  Fayerweather, 
Coleman,  Hess  and  Veazey,  apparently  had  no  direct 

1612  information  concerning  tests  on  these  chlorinated 
compounds  and  testified  generally  concerning  their 


research  problem.  Some  of  their  testimony  concerned 
compounds  that  do  not  meet  th  present  counts  and  con¬ 
cerning  work  which  was  carried  out  subsequent  to  the 
senior  party’s  liling  date. 


A  summary  ot  this  analysis  of  the  Morell  et  al.  record 
indicates  that  it  fails  to  establish  an  actual  reduction  to 
practice  of  count  2  due  principally  to  a  lack  of  corrobora¬ 
tion  of  adequate  testing,  as  well  as  to  the  fact  that  many 
of  the  chlorinated  compounds  mentioned  in  the  .Morell 
et  al.  record  fail  to  meet  the  limitations  of  the  count. 

Even  if  that  portion  of  the  Morell  et  al.  record  relating 
to  chlorinated  kerosene  fractions  or  lubricating  oil  be 
assumed  to  form  the  basis  for  a  conception  of  count  2 
prior  to  the  senior  party’s  liling  date,  it  is  not  believed 
to  be  decisive  in  this  case  since  no  record  of  diligence  has 
been  established  from  December,  1932  when  the  senior 
party  Gallsworthy  entered  the  field  and  up  Mo  roll’s  filing 
date  in  July,  1934.  It  follows  that  the  question  of  con¬ 
ception  becomes  of  little  importance. 


Finally  both  counts  in  issue  are  limited  to  a  lubricating 
composition  comprising  a  lubircating  oil  plus  a  chlorinated 
hvdrocarbon  and  it  is  not  believed  that  tests  I  on  a  testing 
machine  alone  are  adequate  to  establish  th^ir  utility  in 
this  capacity .  Although  a  testing  machine  may  be  helpful 
in  determining  some  properties  of  an  oil  such  as  film 
strength  and  ability  of  an  oil  to  withstand  high  pressures 
and  prevent  seizure  of  the  bearing  surfaces;  this  is  but 
one  of  many  qualities  necessary  in  a  lubricant. 

1613  In  the  present  instance,  the  problem  of  corrosion 
under  actual  service  is  admittedly  important  as  is 
the  behavior  of  the  lubricant  under  the  heat  and  moisture 
prevailing  under  operating  conditions.  To  establish  this 
property  of  the  oil  is  believed  to  require  tests  that  simulate 
operating  conditions  more  closely  than  obtain  in  a  testing 
machine. 
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i  The  decision  in  Cbittick  v.  Lyons  et  al.,  42  U.  S.  P.  Q. ; 
104  F  (2d)  818;  26  C.  C.  P.  A.  1382;  509  D.  G.  785;  1939 
C.  D.  768,  is  believed  to  substantiate  this  position.  In 
that  case  as  here,  the  issue  involved  the  adequacy  of 
machine  tests  to  establish  a  reduction  to  practice  of  counts 
drawn  to  lubricants. 

Speaking  of  laboratory  tests  as  a  basis  for  a  reduction 
to  practice  the  court  said : 

“Such  tests,  however,  must  simulate  actual  service  con¬ 
ditions  with  sufficient  clearness  to  render  it  reasonably  cer¬ 
tain  that  the  subject  matter  will  perform  its  intended 
function  in  actual  service.  ’  ’ 

In  the  case  of  the  machine  tests  here  referred  to,  the 
court  found  them  inadequate,  basing  their  decision  in  part 
on  the  opinions  of  witnesses  to  the  effect  that  a  lubricant 
that  tested  satisfactory  on  the  machine  might  not  prove 
satisfactory  in  actual  service.  •These  conditions  are  be¬ 
lieved  to  be  essentially  identical  in  the  preent  case  and 
the  holding  in  Chittick  v.  Lyons  et  al.  is  believed  to  be 
controlling. 

The  Cohen  record  includes  the  testimony  of  himself  and 
his  secretary,  Mrs.  Maurer.  They  both  testified  that  in 
December,  1931  Cohen  mixed  chlorinated  paraffin  in 
1614  lubricating  oil  for  the  purpose  of  making  a  high 
pressure  lubricant  and  that  he  began  correspondence 
with  the  Pennsylvania  Oil  Co.  for  the  purpose  of  having 
the  lubricant  tested. 

Several  series  of  letters  which  represent  correspondence 
with  various  oil  companies  are  in  evidence.  Through  these 
letters  Cohen  was  apparently  attempting  to  induce  these 
companies  to  try  his  chlorinated  paraffin  in  their  lubricat¬ 
ing  oils  to  give  the  oils  extreme  pressure  properties.  It 
appears  also  that  small  samples  of  chlorinated  paraffin 
were  sent  to  various  companies  during  1932  for  purposes 
of  such  tests. 
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Coiien  stated  farther  that  in  1933  lie  entered  into  a 
contract  with  the  Hooker  Chemical  Co.  of  Buffalo,  X.  Y. 
to  produce  the  chlorinated  paraffin  in  large  quantities.  At 
about  the  same  time  lie  was  also  apparently  able  to  get 
some  tests  made  of  these  lubricants  by  a  Mr.  Georgi  of  the 
Enterprise  Oil  Co.  Later,  more  tests  were  allegedly  per¬ 
formed  by  a  Joe  Spina  of  the  Hooker  Electrochemical  Co. 

Mrs.  Maurer,  Cohen’s  secretary,  identified  exhibits  2 
through  20  and  testified  that  she  recalled  that  the  letters 
addressed  to  Cohen  were  received  and  that  the  letters 
signed  by  him  had  been  typed  by  herself  on  the  dates 
appearing  thereon,  apparently  with  only  one  or  two  ex¬ 
ceptions.  She  also  testified  to  the  contract  with  the  Hooker 
Electrochemical  Co.  in  February,  1933. 

It  would  appear  from  this  testimony  that  the  concept  of 
using  chlorinated  paraffin  in  lubricating  oil  was  established 
by  Cohen  in  December,  1931  and  that  considerable 
1G15  effort  was  made  throughout  1932  to  induce  the  trade 
to  use  it  for  this  purpose.  It  does  not  appear  to  be 
established,  however,  that  any  successful  tests  were  ever 
made  on  the  composition,  since  Cohen  alone  testified  to  the 
alleged  tests  by  Georgi  and  Spina  and  these  same  tests 
were  apparently  made  on  laboratory  testing  machines 
only. 

Sales  of  the  compound  were  allegedly  made  from  time 
to  time,  although  this  dies  not  appear  to  be  adequately 
corroborated  since  the  only  evidence  is  the  orders  or 
letters  and  Cohen’s  own  testimony.  Also,  it  is  not  be¬ 
lieved  to  have  been  established  that  the  chlorinated  par¬ 
affin,  if  purchased,  was  actually  used  in  lubricating  oil. 
Admittedly  Cohen  had  sold  such  chlorinated  j  paraffin  for 
other  purposes  and  there  is  no  corroborated  evidence  that 
any  of  the  purchases  were  used  as  lubricants,  j 

In  evaluating  the  Cohen  testimony  it  would  appear  that 
the  paraffin  wax  which  was  used  by  Cohen  is  a  f  chlorinated 
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paraffin  hydrocarbon”  as  required  by  count  1  and  being-  an 
oily  substance,  (XQ,  185,  p.  60)  it  is  clearly  “non-volatile”. 
The  same  paraffin  wax  is  not  a  fluid  fraction  of  petroleum, 
hence  it  fails  to  meet  these  limitations  of  count  2.  As 
already  indicated,  however,  even  though  the  limitations  of 
count  1  are  met  by  the  chlorinated  paraffin,  the  Cohen 
record  fails  to  establish  an  actual  reduction  to  practice  of 
count  1  because  of  a  failure  to  show  the  necessary  tests  of 
these  lubricating  compositions. 

Even  if  it  be  conceded  that  Cohen  has  established  a 
conception  of  the  subject  matter  of  count  1  prior  to  the 
senior  party’s  filing  date  or  prior  to  the  date 
1616  accorded  Morell  et  al.  for  actual  reduction  to  practice 
of  count  1,  the  necessary  diligence  on  the  part  of 
Cohen  is  lacking.  Cohen’s  efforts  were  largely  expanded 
in  attempting  to  commercialize  his  product  and  there  is  no 
adequate  evidence  of  the  necessary  attempts  to  reduce  the 
invention  to  practice.  (Hurd  v.  Smith,  496  0.  G.  571, 
1938  C.  L>.  551,  25  C.  C.  P.  A.  1137,  97  F.  (2d)  147). 

The  Henriksen  et  al.  record  includes  the  testimony  of 
seven  witnesses  including  that  of  the  coinventors  Lincoln 
and  Steiner.  Henriksen,  the  other  coinventor  was  de¬ 
ceased  prior  to  the  taking  of  the  present  testimony.  All 
of  the  witnesses  testifying  for  Henriksen  et  al.  were  em¬ 
ployees  or  officers  of  the  Continental  Oil  Co. 

Lincoln’s  testimony  relates  generally  to  an  extensive 
program  of  experimentation  on  extreme  pressure  lubri¬ 
cants.  Much  of  this  work  apparently  was  concerned  with 
chlorinated  compounds  outside  the  scope  of  the  present 
counts,  however.  Of  these,  Lincoln  mentioned  chlorinated 
lactones  and  petroleum  acids  (exhibits  2d  and  e).  Mix¬ 
tures,  including  chlorinated  stearic  acid,  (exhibit  2j)  and 
finally  chlorinated  hydrocarbons  such  as  ethane  (exhibit 
2m,  n,  o,  and  p)  ethylene  (exhibit  3)  and  butane  (exhibit 
2f).  The  latter  are  normally  gaseous  prior  to  chlorination 
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and  therefore  would  not  meet  the  limitations  of  count  2. 
These  same  compounds  are  apparently  in  liquid  form  after 
chlorination,  however,  and  therefore  when  mixed  with 
lubricating;  oil  are  believed  to  meet  all  the  limitations  of 
count  1. 

As  far  as  these  substances  are  concerned,  an  in- 
1617  spection  of  the  Henriksen  et  al  record  fails  to  dis¬ 
close  any  corroborated  successful  tests  thereon. 
Aside  from  the  testimony  of  the  coinventor  Lincoln  and 
Steiner,  only  the  wtiness  Best  appears  to  specifically  men¬ 
tion  any  of  the  substances  and  he  apparently  read  from  the 
laboratory  record  (Q32,  p.  70).  He  also  says  nothing  about 
the  results  of  the  test.  Benbow,  who  apparently  performed 
the  tests,  likewise  makes  no  mention  of  the  results.  He 
merely  states  that  he  ran  the  tests  and  made  the  entries  in 
exhibits  2A  to  2P  on  the  days  indicated.  This  leaves  the 
exhibits  virtually  standing  alone  as  far  as  an  evaluation  of 
the  results  are  concerned,  and  the  results  are  accordingly 
dependent  on  whatever  conclusions  may  be  drawn  from  the 
contents  of  the  exhibits  themselves;  This  type  of  evidence 
is  not  believed  to  be  adequate  to  establish  the  successful 
testing  of  the  compositions  involved. 

Finally,  whatever  conclusions  may  be  made  in  connection 
with  these  tests,  they  are  not  believed  to  be  important  in 
view  of  the  dates  appearing  on  the  exhibits.  Of  the  chlori¬ 
nated  hydrocarbons  such  as  ethane,  ethylene  and  butane, 
only  the  test  on  the  chlorinated  butane  (exhibit  2  b)  ap¬ 
pears  to  be  dated  prior  to  the  senior  party’s  filing  date  in 
December,  1932,  and  all  the  alleged  tests  are  dated  subse¬ 
quent  to  August  4,  1932  which  date  has  already  been  ac¬ 
corded  Morell  et  al.  for  actual  reduction  to  .practice  of 
count  1.  ; 

For  this  reason,  even  if  these  laboratory  tests  are  con¬ 
sidered  adequate  and  established,  neither  of  w)iich  is  here 


i 
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conceded,  they  occurred  too  late  to  form  a  basis  for 
16.18  an  award  of  priority  in  connection  with  count  1. 

In  addition  to  these  compositions  Lincoln  men¬ 
tioned  a  series  of  compounds  designated  as  Paraflow,  chlor¬ 
inated  Paraflow  and  Paraflow  together  with  S2  Cl2  (exhib¬ 
its  2g,  i,  j,  and  k).  The  term  Paraflow  was  later  defined  as 
a  condensation  product  of'  naphthalene  and  chlorwax  ap¬ 
parently  with  some  mineral  oil  added  (Q79).  Although 
Lincoln  alleged  that  the  chlorine  entered  the  mineral  oil 
portion  of  the  Paraflow  (Q85,  p.  86)  the  other  coinventor, 
Steiner,  does  not  appear  to  be  so  positive : 

Q10.  To  what  constituent  or  component  of  the  Paraflow 
did  the  chlorine  attach  or  combine?  A.  It  would  most 
probably  have  combined  primarily  with  the  mineral  oil  por¬ 
tion  of  the  Paraflow. 

Qll.  And  the  basis  for  that  statement?  A.  And  the 
basis  for  that  statement  is  the  mineral  oil  was  apparently 
the  most  important  component  with  respect  to  percentage, 
and  1  also  knew  that  chlorine  will  combine  with  mineral  oil. 

i  This  portion  of  the  Steiner  testimony  would  seem  to  in¬ 
dicate  that  the  allegation  that  chlorination  took  place  in  the 
mineral  oil  portion  of  the  Paraflow  was  based  on  opinion 
only. 

Since  it  has  not  been  shown  that  chlorination  takes  place 
in  the  mineral  oil  portion  as  alleged,  plus  the  fact  it  is 
doubtful  whether  or  not  the  complex  mixture  known  as 
Paraflow  would  otherwise  meet  the  limitations  of  the  counts 
the  activity  in  connection  with  Paraflow  cannot  serve  as  a 
basis  for  a  conception  or  reduction  to  practice  of  the 
counts. 

1619  Of  the  remaining  Henriksen  record  apparently  the 
only  portion  relating  to  subject  matter  that  meets  the  lim¬ 
itations  of  the  counts  is  the  chlorinated  “D”  stock  testified 
to  by  Lincoln  and  perhaps  the  “black  oil’’  treated  with 
S2  Cl2  referred  to  in  exhibits  2g  and  5h.  Only  Lincoln 


specifically  mentions  this  “black  oil,”  although  Steiner 
identified  exhibit  5H  which  allegedly  refers  thereto. 

Since  only  the  testimony  of  the  coinventors  clearly  refers 
to  this  material  and  since  no  evaluation  of  test  results  are 
given  by  any  witnesses,  it  is  not  believed  that  the  prepara¬ 
tion  and  successful  testing  of  this  compound  has  been  es¬ 
tablished. 

The  chlorinated  “D”  stock  mentioned  by  Lincoln  is  bet¬ 
ter  identified  (H.  record,  p.  49),  and  he  later  indicates  that 
its  use  in  a  lubricant  increased  the  load  carrying  capacity, 
(pp.  48  and  55)  Lincoln  did  not  perform  these  tests  him¬ 
self,  however,  and  he  apparently  relies  entirely  on  the  re¬ 
spective  exhibits  for  his  information  (Q39,  p.  48). 

The  witness  Benbow,  who  performed  the  tests,  does  not 
specifically  identify  any  tests  and  merely  states  that  he 
entered  the  results  as  the  samples  were  run.  His  identity 
of  the  samples  was  apparently  made  from  the  tags  appear¬ 
ing  on  the  containers. 

Nelson,  a  research  chemist  for  the  Continental  Oil  Co., 
also  testified  that  he  chlorinated  mineral  oil  (“!)”  stock  or 
300  red  oil)  under  the  direction  of  Henriksen,  early  in  1932. 
This  was  allegedly  tested  by  Henriksen,  who  reported  to 
Nelson  that  the  addition  of  this  chlorinated  mineral  oil  to 
lubricating  oil  increased  the  film  strength.  These  tests  are 
obviously  not  corroborated,  however. 

1G20  Aside  from  the  fact  that  laboratory  machine  tests 
are  believed  inadequate  to  establish  the  utility  of  any  of 
these  lubricating  compositions,  it  is  not  believed  that  the 
testimony  of  Best  and  Benbow  establishes  that  the  machine 
test  on  the  chlorinated  “D”  stock  actually  was  successful. 

Best  testified  as  follows  concerning  this  test : 

Q49.  At  the  time  these  tests  were  run  did  you  consider 
that  the  information  derived  from  these  tests  was  sufficient 
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to  indicate  the  suitability  of  these  compositions  for  com¬ 
mercial  extreme  pressure  lubricants?  A.  Not  necessarily. 

Q50.  Will  you  explain  that  last  answer,  please?  A.  For 
example,  in  the  first  two  oils  marked  A  and  B  the  first  one 
carried  a  load  of  16.2  and  the  second  one,  being  the  same  oil 
plus  chlorinated  D  stock  carried  only  19.7  pounds.  It  was 
an  increase  shown  of  about  3  pounds,  which  probably  is  not 
a  sufficient  increase  in  load  carrying  capacity  to  base  any 
large  eommerciel  use  on,  but  which  is  a  very  good  indica¬ 
tion  that  the  preliminary  work  as  shown  may  lead  to  much 
greater  load  carrying  abilities,  and  those  do  show  a  very 
practical  reason  for  going  along  in  the  same  line  of  develop¬ 
ment  in  an  effort  to  provide  a  much  better  result  in  a  lubri¬ 
cant  which  would  be  a  great  deal  more  suitable  for  prac¬ 
tical  applications  than  the  result  of  these  two  preliminary 
tests. 

This  testimony  is  not  favorable  and  indicates  that  Best 
’sVas  not  impressed  with  the  lubricating  properties  of  the 
composition.  In  view  of  this  initial  testimony,  the  fact  that 
he  later,  in  answer  to  a  leading  question  (Q51,  p.  73)  ad¬ 
mitted  that  it  did  possess  extreme  pressure  characteristics 
is  not  convincing. 

The  witnesses  Cannon  and  Miller  testified  generally  as 
to  the  program  proposed  and  carried  out  for  the  improve¬ 
ment  in  high  pressure  properties  of  lubricants.  These 
witnesses  were  respectively  general  control  chemist 
io2l  and  vice  president  in  charge  of  Refining  of  the  Con¬ 
tinental  Oil  Co.  It  does  not  appear  that  either  witness 
had  any  direct  information  on  any  particular  tests  or  runs 
that  were  carried  out.  Rather  it  would  appear  that  Miller, 
at  least,  acted  in  a  general  supervisory  capacity  and  that  his 
information  concerning  these  products  were  reported  to 
him.  It  follows  that  he  cannot  corroborate  any  of  the  work 
done.  (Collins  v.  Olsen,  503  O.G.  326,  C.C.P.A.  1017,  102  F 
(2d)  828.  1939  C.  D.  405). 
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A  summary  of  the  Henriksen  et  al.  record  indicates  that 
no  actual  service  tests  were  performed  on  any  of  the  sub¬ 
stances  mentioned  in  the  record  and  that  none  of  the  labora¬ 
tory  tests  allegedly  carried  out  have  been  adequately  cor¬ 


roborated  and  shown  to  have  been  successful.  It  must  be 
held  therefore  that  Henriksen  et  al.  have  failed  to  establish 
an  actual  reduction  to  practice  of  the  subject  matter  of  the 


counts. 


This  conclusion  leaves  Henriksen  likewise  dependent  on 
his  filing  date  for  a  constructive  reduction  to  practice.  As 
in  the  case  of  the  other  parties,  Henriksen  et  al.  cannot  pre¬ 
vail  on  the  basis  of  earlier  conception,  for  the  record  is  not 
believed  to  show  the  necessary  diligence  from  December, 
1932  when  the  senior  party  entered  the  field  or  t’rorn  August 
4,  1932,  the  date  accorded  Morell  et  al.  for  an  actual  reduc¬ 
tion  to  practice  of  count  1  and  up  to  his  own  filing  date  in 
May,  1933. 


Morell  et  al.  having  established  an  actual  reduction  to 
practice  of  count  1  in  August,  1932  prior  to  the  filing  date 
of  the  senior  party  Galls  worthy  in  December,  1932,  must 
prevail  with  respect  to  count  1.  Cohen  and  Henrik- 
1022  sen,  the  remaining  parties  are  limited  to  their  filing 
dates  for  constructive  reduction  to  practice  and  have 
not  established  early  conception  coupled  with  the  required 
diligence. 

In  the  case  of  count  2,  however,  each  party  has  failed  to 
establish  an  actual  reduction  to  practice  anc^  are  depen¬ 
dent  on  their  filing  dates  for  constructive  reduction  to  prac¬ 
tice.  Also  none  of  the  parties  have  established  early  con¬ 
ception  coupled  with  the  necessary  diligence,  priority  with 
respect  to  count  2,  therefore,  goes  to  the  senior  party  Galls- 
worthy. 


Priority  of  invention  with  respect  to  count  1|  is  awarded 
to  Le  Grand  Morell  and  Amos  T.  Knutson. 
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Priority  with  respect  to  count  2  is  awarded  to  Benjamin 
Gallsworthy,  the  senior  party. 

P.  I.  Hyman 

Examiner  of  Interferences 
A.  Y.  Casanova,  Jr. 

■  Examiner  of  Interferences 

Louis  F.  Kreek 
Examiner  of  Interferences 

BOARD  OF  INTERFERENCE  EXAMINERS 

February  26,  1943 

«.  #  #  # 

Knutson  et  al,  Exhibit  No.  116. 

Interpretation  No.  77416.  Paper  No.  61. 

1924  BEFORE  THE  BOARD  OF  APPEALS 

Morell  et  al  vs.  Henriksen  et  al  vs.  Gallsworthy 
*  #  *  * 

The  junior  parties  Morell  et  al  and  Henriksen  et  al  have 
appealed  from  the  decision  of  the  Examiner  of  Interferences 
awarding  priority  of  invention  of  the  subject  matter  in  is¬ 
sue  to  the  senior  party  Gallsworthy. 

The  interference  counts  read  as  follows: 

1.  An  extreme  pressure  lubricant  for  use  between  rela¬ 
tively  moving  metallic  surfaces,  comprising  a  body  of  re¬ 
fined  mineral  lubricating  oil,  the  ability  of  which  to  prevent 

seizure  and  scoring  between  relatively  moving  me- 

1925  tallic  surfaces  operating  under  conditions  of  ex¬ 
treme  pressure,  has  been  substantially  increased  by 

the  addition  thereto  of  a  minor  amount  of  chlorinated  min¬ 
eral  oil. 

2.  The  method  of  improving  a  body  of  refined  mineral 
lubricating  oil  to  very  substantially  increase  its  ability  to 
prevent  seizure  and  scoring  when  used  as  a  lubricant  be- 


tween  relatively  moving  metallic  surfaces  operating  under 
conditions  of  extreme  pressure,  which  comprises  dissolving 
in  said  body  a  small  amount  of  chlorinated  mineral  oil. 

3.  The  method  of  reducing  the  friction  between  rela¬ 
tively  moving  metallic  surfaces  which  comprises  maintain¬ 
ing  therebetween  a  film  of  lubricating  oil  and  at  the  same 
time  chemically  acting  upon  such  surfaces  by  means  of 
chlorine  present  in  said  oil  film  in  the  form  of  a  minor 
amount  of  chlorinated  mineral  oil. 


The  Examiner  of  Interferences  holds  that  neither  appel¬ 
lant  has  a  record  which  establishes  an  actual  reduction  to 
practice  of  the  counts  for  reasons  advanced  in  his  decision 
in  Interferences  Xo.  69,703. 


He  also  holds  that  neither  appellant  has  established  con¬ 
ception  coupled  with  the  required  diligence  from  a  time  just 
preceding  the  senior  party’s  entry  into  the  held  and  up  to 
their  own  filing  date.  , 


Both  appellants  have  filed  the  same  briefs  for  both  inter¬ 
ferences,  Nos.  69,703  and  77,  416.  The  decision  in  this  case 
necessarily  must  be  in  accordance  with  that  in  Interfer¬ 
ence  Xo.  69,703. 


The  decision  of  the  Examiner  of  Interferences  awarding 


priority  of  invention  of  the  subject  matter  in  issue  to  tin* 
senior  party,  Benjamin  Gallsworthv,  is  affirmed. 

A.  M.  Redrow 
Examiner-in-Chief 


C.  H.  Shaffer 
Examiner-in-Chief 


F.  J.  Porter 
Examiner-in-Chief 


BOARD  OF  APPEALS 


Knutson  et  al.  Exhibit  No.  117,  Interference  No.  75,209. 

823  BEFOBE  THE  BOAKD  OF  APPEALS 

I  Morell  et  al  vs.  Cohen 

#  #  #  * 

The  junior  party  Morell  et  al  has  appealed  from  the  deci¬ 
sion  of  the  Examiner  of  Interferences  awarding  priority  of 
invention  of  the  subject  matter  in  issue  to  the  senior  party 
Cohen. 

The  issue  counts  read  as  follows: 

1.  A  metal  cutting  composition  comprising  a  mineral 
lubricating  oil  and  a  relatively  small  proportion  of  chlori¬ 
nated  kerosene  as  essential  ingredients. 

2.  A  metal  cutting  composition  comprising  a  mineral 
lubricating  oil  and  a  relatively  small  proportion  of  a  sub¬ 
stantially  non-volatile  chlorinated  paraffin  hydrocarbon  as 
essential  ingredients. 

5.  A  metal  cutting  composition  comprising  min- 

824  oral  lubricating  oil  and  a  small  percentage  of  chlorine 
in  chemical  combination  with  a  fluid  fraction  of  per- 

rolernn,  the  compounds  formed  being  substantially  non¬ 
volatile. 

Counts  3  and  4  were  transferred  to  Interference  No. 
78,460  as  being  identical  with  counts  1  and  2  of  that  Inter¬ 
ference. 

!  Appellants  are  apparently  forced  to  rely  on  the  uncor¬ 
roborated  testimony  of  Graves  relative  to  Exhibit  49  in 
Qs.  265  to  276  on  pages  105  and  106  of  the  Morell  et  al  rec¬ 
ord. 

We  do  not  regard  the  tests  indicated  in  Exhibit  49  as 
self-explanatory  and  Graves’  explanatory  remarks  on  this 
exhibit  were  made  nearly  eight  years  after  the  events  hap¬ 
pened  and  are  totally  uncorroborated.  Knutson,  one  of  the 
inventors,  does  not  testify  as  to  Exhibit  49  but  his  Exhibit 
41  is  indicated  in  the  brief  as  relevant. 
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This  Exhibit  41  has  no  direct  bearing  on  the  counts  and 
is  not  corroborated.  The  record  shows  no  connection  be¬ 
tween  the  “Stuart’s  Thred-Cut  Oil”  of  Exiliibit  41  and 
the  Sun  Oil  emulsion  to  which  Graves  refers.  Further¬ 
more,  the  Sun  Oil  emulsion  contains  water  as  the  essential 
ingredient  and  does  not  correspond  to  the  counts. 

Exhibits  11c  and  lid  are  mere  lists  prepared  for  con¬ 
venience  and  do  not  of  themselves  prove  anything. 

Appellants  argue  that  since  they  were  awarded  prior¬ 
ity  in  Interference  Xo.  78,400,  they  are  entitled  to  count 
2  of  the  present  interference.  This  is  equivalent  to  con¬ 
tending  that  the  composition  of  count  2  is  not  necessarily 
a  metal  cutting  composition. 

Appellants  contend  that  they  were  exploring  the  entire 
held  of  chlorinated  hydrocarbons  for  use  as  cutting 
82b  oil  addition  agents  prior  to  Cohen  and  that  this 
shows  diligence  on  their  part  which  can  be  properly 
related  to  their  alleged  reduction  to  practice  of  liexachlor 
ethane  with  a  cutting  fluid  in  the  drilling  tests  of  Exhibit 
49.  We  believe  the  Examiner  of  Interferences  properly 
ruled  that  the  record  of  Morell  et  al  does  not  establish  dili¬ 
gence. 

Appellants’  contention  with  respect  to  count  1  is  totally 
without  force. 

The  decision  of  the  Examiner  of  Interferences  award¬ 
ing  priority  of  invention  of  the  subject  matter  in  issue  to 
the  senior  party,  Samuel  J.  Cohen,  is  affirmed. 

X".  S.  Redrow 

Examiner-in-Cliief 
C.  H.  Shaffer  ! 

Examiner-in-Chief 
F.  J.  Porter  j 
Examiner-in-Chief 
BOARD  OF  APPEALS 

February  29,  1944 
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RECORD  OE  COHEN. 


The  case  for  this  party  is  dependent  solely  upon 
certain  alleged  activities  relating  to  the  use  of  chlorinated 
paraffin  wax  as  an  additive  for  lubricating  oils.  The  ap¬ 
plicant  discloses  other  materials  in  his  application,  in¬ 
cluding  chlorinated  kerosene,  chlorinated  fuel  oil  and 
chlorinated  lubricating  oil,  in  addition  to  chlorinated  par¬ 
affin  wax,  and  there  lias  always  been  an  adequate  basis 
therein,  it  is  believed,  for  the  counts  of  these  interfer¬ 
ences  However,  there  is  no  evidence  of  any  activity 
whatever  with  respect  to  materials  other  than  chlorinated 
paraffin  wax. 

i  The  counts  of  these  interferences  do  not  admit  of  a  con¬ 
struction  such  as  to  be  satisfied  by  chlorinated  paraffin  wax 
as  the  additive  material.  The  counts  of  Interference  No. 
69,703  call  for  a  chlorinated  non-volatile  mineral  oil  and 
chlorinated  lubricating  oil.  The  counts  of  Interference 
No.  77,416  also  call  for  chlorinated  mineral  oil.  Paraffin 
Wax  is  neither  a  mineral  oil  nor  a  lubricating  oil.  In  In¬ 
terference  No.  78,460  count  1  calls  for  a  chlorinated  par¬ 
affin  hydrocarbon.  While  this,  in  terms,  may  be  satisfied 
by  chlorinated  paraffin  wax,  it  will  be  pointed  out  below 
why  this  count  must  receive  a  more  restricted  interpreta¬ 
tion.  Count  2  of  that  interference  calls  for  a  chlorinated 
fluid  fraction  of  petroleum,  and  paraffin  wax,  being  a  solid, 
cannot  at  the  same  time  be  considered  a  fluid  fraction  of 
petroleum.  Thus  it  may  be  seen  that  all  of  the  counts  of 
these  interferences,  with  the  possible  exception  of  count 
1  of  interference  No.  78,460,  exclude  by  their  terms  chlor¬ 
inated  paraffin  wax  as  the  additive  material. 

The  party  Cohen  had  at  least  one  initial  claim  (claim 
11)  directed  to  a  lubricant  comprising  lubricating  oil  mix¬ 
ed  with  chlorinated  paraffin  wax.  In  Interference  No. 
69,703  the  party  Gallsworthy,  in  his  Motion  to  Amend 
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under  Rule  109,  moved  to  set  up  another  interfer- 
2377  ence  with  the  parties  Cohen  and  Valentine  on  pro¬ 
posed  counts  F  and  G,  calling  respectively  for  lub¬ 
ricating  oil  containing  lialogenated  hydrocarbon  wax  and 
chlorinated  paraffin  wax.  Subsequently  the  party  Prutton 
was  added  to  the  interference  and  by  the  Office  Letter  of 
May  8,  1936  a  new  motion  period  was  set.  The  party 
Gallsworthy  then  filed  a  substitute  Motion  to  Amend  in 
which  he  again  proposed  the  same  counts,  Counts  E  and 
F,  for  a  separate  interference  with  Cohen,  Valentine  and 
Prutton.  This  motion,  together  with  motions  by  Henrik- 
sen,  et  al.,  Prutton  and  Merrill,  were  set  for  hearing  before 
the  Primary  Examiner  and  hearing  was  had  in  due  course. 
The  party  Cohen  filed  no  brief.  The  Examiner  in  his  de¬ 
cision  dated  September  4,  1936  denied  Gallsworthy’s  3 no¬ 
tion,  stating  with  respect  to  the  proposed  counts  E  and  F : 

“These  are  obviously  unpatentable  over  Lincoln,  et  al. 
patent  No.  1,945,615,  which  shows  1%  chlorinated  hydro¬ 
carbon  wax  added  to  lubricating  oil.” 

The  Primary  Examiner  also  denied  Merrill’s  Motion  to 
Dissolve  and  to  Add  Counts,  and  that  party  took  an  ap¬ 
peal  to  the  Board  of  Appeals.  No  appeal  was  taken  by 
any  other  party  and  all  acquiesced  in  the  decision  of  the 
Primary  Examiner  with  reference  to  Gallsworthy’s  pro¬ 
posed  counts  E  and  F.  By  reference  to  the  Lincoln,  et  al. 
patent,  having  a  filing  date  of  July  14,  1932,  it  will  be  ob¬ 
served  that  the  Examiner  was  entirely  correct,  inasmuch 
as  the  patentees  clearly  disclosed  hydrocarbon  lubricating 
oil  plus  1%  chlorinated  wax,  and  the  wax  referred  to  in 
the  specification  was  described  as  a  hydrocarbon  wax  with 
a  melting  point  of  about  130°F.,  which  of  course  is  a  para¬ 
ffin  wax. 

By  his  conduct  in  failing  to  appeal  from  the  Examiner’s 
decision  holding  Gallsworthy’s  proposed  counts  E  and  F  to 
be  unpatentable  over  the  Lincoln,  et  al.  patent,  the  party 
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Cohen  is  forever  estopped  from  asserting  that  the 
2378  subject  matter  of  those  counts  is  patentable,  and 
i  by  the  same  token  he  is  estopped  to  rely  upon  any 
activity  relating  to  the  use  of  chlorinated  paraffin  wax  as 
an  additive  in  establishing  priority  of  invention  in  these 
interferences. 

!  Reverting  now  to  count  1  of  Interference  No.  78,460,  it 
will  be  observed  that  it  is  necessary  to  give  that  count  such 
construction  that  it  will  not  read  on  the  lubricant  contain¬ 
ing  chlorinated  wax  disclosed  by  the  Lincoln,  et  al.  patent. 
When  the  count  is  given  such  construction,  the  record 
shows  no  activity  on  the  part  of  Cohen  which  satisfies  any 
of  the  counts  of  these  interferences. 

Even  if  there  were  no  estoppel  against  Cohen,  he  has 
failed  completely  in  establishing  facts  which  would  serve 
to  overcome  the  effective  date  of  the  Lincoln,  et  al.  pat¬ 
ent,  July  14,  1932.  Cohen  claims  in  his  brief  (p.  4)  that 
the  concept  of  the  counts  in  issue  was  disclosed  to  his  sec¬ 
retary  in  Deeeber,  1931.  A  careful  scrutiny  of  Cohen’s 
testimony  fails  to  show  anything  more  than  a  disclosure  of 
the  concept  of  using  chlorinated  paraffin.  After  stating 
that  he  obtained  some  of  “the  chlorinated  paraffin”  from 
his  chemical  stock  room  (C.  Rec.  p.  4)  this  testimony  fol¬ 
lows  (C.  Rec.  p.  5) : 

“Qll.  To  whom  did  you  first  declare  your  concept  of 
the  composition  for  lubrication  including  the  chlorinated 
hydrocarbon?  A.  That  was  first  disclosed  to  my  secre¬ 
tary;  and,  in  fact,  she  obtained  the  sample  from  the  stock- 
room  for  me  at  my  direction.” 

(C.  Rec.  p.  8) 

“Q24.  After  discussing  this  with  Mrs.  Maurer,  what  did 
you  do  next?  A.  1  considered  how  we  might  obtain 
tests  to  verify  my  conception  of  the  usefulness  of  this 
product  or  combination;  and  I  recall  writing  to  some  very 
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good  friends  in  the  Pennsylvania  Oil  Company — Mr.  Cow- 
den  particularly — with  whom  we  had  had  some  business 
relations  #  *  V’  (Emphasis  our.) 

*  #  #  # 

2510  1.  At  the  same  time  the  Board  held  that  this  ex¬ 

perimental  work  could  not  constitute  a  reduction 
to  practice  of  the  narrower  Count  2,  calling  for  a  chlor- 
inted  fluid  fraction  of  petroleum.  Also  at  the  same  time 
the  Examiner  of  Interferences  (who  sat  as  a  member  of 
the  Board  in  Interference  No.  78,460)  decided  in  Interfer¬ 
ences  Nos.  69,703  and  77,416  that  the  above-mentioned  ex¬ 
perimentation  with  polckloropropane  could  not  consti¬ 
tute  a  reduction  to  practice  of  the  still  narrower  counts 
of  these  two  interferences. 

The  propriety  of  the  award  of  Count  1  of  Interference 
No.  78,460  to  Morell  et  al.  by  the  Board  is  now  in  issue  in 
an  R.  S.  4915  suit. 

The  fact  that  the  Board  awarded  priority  to  Morell,  el 
al.  of  that  single  broad  count  has  no  bearing  whatever  on 
the  issues  of  Interferences  Nos.  69,703  and  77,416  here  on 
appeal,  unless  this  tribunal  is  prepared  to  hold  that  pro¬ 
pane  is  a  mineral  oil  or  a  lubricating  oil.  It  is  submitted 
that  such  a  hold  would  be  unwarranted  in  view  of  the  ac¬ 
cepted  meaning  of  these  terms. 

While  the  two  present  interferences  now  involve  the 
same  parties,  others  were  previously  involved  but  failed 
to  take  testimony  and  were  eliminated  for  failure  to  show 
cause  why  judgment  on  the  record  should  not  be  entered 
against  them  by  the  order  of  the  Examiner  of  Interfer¬ 
ences  dated  April  8,  1942.  The  parties  thus  eliminated 
were  Prutton,  Merrill,  Valentine,  Churchill  et  al  and 
Werder.  In  addition,  the  party  Cohen  has  be^n  eliminated 
for  failure  to  appeal  from  the  decisions  of  the  Examiner 
of  Interferences  dated  February  26,  1943.  Tljese  decisions 


awarded  priority  of  invention  with  respect  to  all  counts 
to  the  senior  pary  Benjamin  Gallsworthy. 

The  Serial  Numbers  and  filing  dates  of  the  parties  in¬ 
volved  in  these  interferences  are  as  follows: 

2511  Morell  et  al.,  733,452  July  2,  1934 

Henriksen  et  al.,  673,020  May  26,  1933 

Gallsworthy,  646,491  Dec.  9,  1932 

Each  of  the  junior  parties  took  testimony  but  the  senior 
party  Gallsworthy  took  none  and  relies  on  his  filing  date 
for  constructive  reduction  to  practice. 

in  his  decisions  of  February  26,  1943,  the  Examiner  of 
Interferences  found  that  both  Henriksen  et  al  and  Morell 
et  al.  had  failed  to  establish  an  actual  reduction  to  prac¬ 
tice  of  the  counts  prior  to  their  filing  dates,  and  that  neith¬ 
er  of  these  parties  had  shown  conception,  coupled  with  rea¬ 
sonable  diligence,  from  a  time  just  prior  to  the  filing  date 
of  the  senior  party  Gallsworthy.  It  is  upon  these  findings, 
therefore,  that  these  appeals  are  based. 

RECORD  OF  HENRIKSEN,  ET  AL. 

The  earliest  activity  on  the  part  of  Henriksen  et  al.  ap¬ 
pears  to  have  been  in  the  early  part  of  1932  when  Nelson,  a 
research  worker  at  the  Continental  Oil  Company’s  labor¬ 
atory,  claims  to  have  been  instructed  by  Mr.  Henriksen, 
chief  chemist,  to  prepare  samples  of  chlorinated  mineral 
oils.  He  claims  to  have  chlorinated  “D”  stock  and  300  red 
oil  to  the  extent  of  15-20%  of  chlorine  content  (H.  Rec.  pp. 
76-77).  These  materials  were  then  blended  in  an  amount  of 
about  1%  in  S.  R.  stock  and  “the  sample  was  then  turned 
over  to  Mr.  Henriksen.” 

This  work,  however,  is  not  supported  by  any  documen¬ 
tary  evidence  showing  the  method  of  preparing  the  chlor¬ 
inated  materials,  or  the  extent  of  chlorination,  or  the  mode 
of  purification  or  blending  of  the  chlorinated  products. 
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Such  evidence,  uncorroborated  and  given  over  nine  years 
after  the  alleged  work,  is  entitled  to  little,  if  any, 
2512  weight. 

The  records  of  the  Mechanical  Laboratory  indi¬ 
cate  that  an  oil  designated  “Cont.  Steam  R.  F.  D.  Stock” 
with  1  /c  cliloi  mated  D  stock  ^as  tested  on  Apiil  29, 
1932  (H.  Ex.  2-B).  The  “Seizure  Pt.”  value  of  19.7 
pounds  is  given  for  this  test  on  the  summary  sheet  H.  Ex. 
2,  prepared  by  the  witness  Best  at  the  time  of  taking  testi¬ 
mony  (H.  Rec.  p.  69).  This  value  does  not  appear  on  the 
Mechanical  Laboratory  record  H.  Ex.  2-B,  but  must  be 
derived  by  interpretation  therefrom  by  the  method  des¬ 
cribed  by  Best  (H.  Rec.  p.  67).  Moreover,  the  information 
given  on  H.  Ex  2-B  is  inadequate  for  interpreting  the  test 
according  to  the  formula  specified  by  Best  (H.  Rec.  p.  67). 

Now,  in  their  brief  (pp.  9-10),  Henrikseii  et  al.  refer 
specifically  to  this  test  under  the  heading  “Reduction  to 
Practice,”  but  there  is  no  explanation  as  to  why  it  might 
be  so  regarded.  In  the  testimony  an  attempt  is  made  to 
compare  the  result  of  the  above-mentioned  l|est  with  the 
“Seizure  Pt.”  result  of  16.2  pounds  shown  in  the  table 
H.  Ex.  2  for  another  oil  containing  no  additive.  Referring 
to  Ex.  2,  Lincoln  testiiied  (H.  Rec.  p.  55) : 

“Items  A  and  B  show  that  Continental  S.l  R.  stock,  or 
steam  relined  stock,  has  a  film  strength  or  lpad  carrying 
capacity  of  only  16.2  pounds,  whereas  the  load  carrying 
capacity  of  that  same  stock  is  increased  to  19:7  pounds  by 
the  incorporation  of  1  per  cent  chlorinated  ‘TP  stock.” 

I 

There  is  nothing  in  the  record  to  justify  the  witness’ 
conclusion  that  the  two  stock  oils  are  the  same.  In  fact, 
the  records  indicate  that  they  are  not  the  same.  Benbow, 
the  man  who  ran  the  Timken  tests,  stated  (H|  Rec.  p.  74) 
that  he  carefully  copied  the  designations  of  the  oil  sam¬ 
ples  received  from  the  laboratory  from  the  tags  on  the 
samples  to  his  log  sheets,  in  this  case  represented  by  H. 


i 
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Exs.  2-A  and  2-B.  Ex.  2-A  refers  to  a  test  on  “100-110 
at  210  S.  R.  Stk,”  while  Ex.  2-B  records  the  test  of  “Cont. 
Steam  R.  F.  D.  stock’ 7  with  1%  chlorinated  “D”  stock. 

Gallsworthy  Exhibit  2 A 

2  REQUESTS  BY  THE  TEXAS  COMPANY  AND 

BENJAMIN  GALLSWORTHY,  PARTIES  TO 
THE  ABOVE  ACTIONS,  FOR  ADMISSIONS  OF 
FACT  AND  GENUINENESS  OF  DOCUMENTS 

Pursuant  to  Rule  36(a)  of  the  Rules  of  Civil  Procedure 
for  the  District  Courts  of  the  United  States,  and  for  the 
purpose  of  the  above-entitled  actions  only,  and  subject 
to  all  pertinent  objections  to  admissibility  which  may  be 
interposed  at  the  trial,  The  Texas  Company  and  Benjamin 
Gallsworthy,  parties  to  the  above-entitled  actions,  call 
upon  The  Dow  Chemical  Company,  also  a  party  thereto, 
within  fifteen  (15)  days  of  the  service  hereof,  to  admit  the 
following : 

1.  That  the  attached  photostat,  marked  “Exhibit  A,” 
which  was  introduced  as  Morrell  and  Knutson  Exhibit  34 
before  the  Patent  Office,  is  a  true  copy  of  pages  218  and 
219  of  a  diary  or  note  book  of  Eldon  T.  Graves,  except 
for  the  notarial  entries  appearing  thereupon. 

2.  That  the  entries  other  than  the  notarial  entries  ap¬ 
pearing  thereon  made  on  said  diary  or  note  book  pages 
218  and  219  presented  in  “Exhibit  A”  were  made  by  Eldon 
T.  Graves  and  are  true  and  correct  entries. 

3.  That  the  attached  photostat,  marked  “Exhibit  B,” 
which  is  part  of  Morrell  and  Knutson  Exhibit  32  before 
the  Patent  Office,  is  a  true  copy  of  page  289  of  a  diary  or 

note  book  of  LeGrand  Morrell. 

3  4.  That  the  entries  appearing  on  said  page  289 
of  said  Morrell’s  note  book  or  diary  presented  in 

“Exhibit  B”  were  made  by  said  Morrell  on  the  dates  ap¬ 
pearing  in  connection  therewith  and  were  true  and  correct 
entries. 
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5.  That  the  said  LeGrand  .Morrell  referred  to  in  .Re¬ 
quests  Nos.  3  and  4  is  the  same  person  who  was  one  of 
the  joint  applicants  for  patent  application!  Serial  No. 
733,452,  filed  July  2,  1934,  involved  in  this  action. 

6.  That  the  experiment  or  test  referred  to  under  the 
heading  “MTO”  in  “Exhibit  A”  was  the  same  as  that 
employing  the  “#29  Tudor”  car  referred  to  in  “Exhibit 
B.” 

7.  That  in  the  experiment  or  test  referred  to  under 
the  heading  “MTO”  in  “Exhibit  A”  and  also  referred 
to  in  “Exhibit  B”  the  car  in  which  the  test  was  made 
showed  no  apparent  difference  in  operation  when  using  the 
oil  containing  additives,  from  its  operation  I  when  using 
mineral  lubricating  oil  not  containing  additives. 

8.  That  in  each  of  the  tests  referred  to  in  “Exhibit  B,” 
no  examination  was  made  of  the  interior  operating  parts 
of  the  engine  in  the  car  used,  following  the  removal  of  the 
oil  mixture  being  tested  and  before  the  use  of  other  oil. 

9.  That  in  each  of  the  tests  referred  to  in  “Exhibit  B,” 
no  observations  or  tests  were  made  to  determine  the  pres¬ 
ence  and  extent  of  corrosion  of  the  interior  operating  parts 
of  the  engine  in  the  car  used,  resulting  from  the  use  of 

the  oil  mixture  being  tested.  j 

4  10.  That  in  each  of  the  tests  referred  to  in  “Ex¬ 

hibit  “A”  in  which  data  is  given  on  acidity  of  the 
oil  being  tested,  the  proportion  of  acidic  constituents  in  the 
oil  being  tested  was  reduced  as  a  result  of  the  use  of  the 
oil  in  the  car  being  tested. 

Benjamin  B.  Schneider 

Cleo  B.  Jensen 

Attorneys  for  Benjamin 

i 

Gallsworthy  and  The 
Texas  Company 


i 
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Gallswortliy  Exiiibit  2B 

ANSWER  BY  THE  DOW  CHEMICAL  COMPANY 
TO  THE  REQUESTS  BY  THE  TEXAS  COM- 
i  PANY  AND  BENJAMIN  GALLSWORTHY  FOR 
ADMISSIONS  OP  FACT  AND  OF  GENUINENESS 
OF  DOCUMENTS 

THE  DOW  CHEMICAL  COMPANY  hereby  submits  as 

its  answers  to  the  requests  above  identified,  the  accompany¬ 
ing  affidavit  of  its  employee,  Eldon  F.  Graves,  he  being 
the  individual  whose  handwriting  appears  in  “Exhibit  A”. 
“Exhibit  B”  attached  to  said  request  is  in  the  handwrting 
of  LeGrand  Morell,  who  is  deceased.  It  is  planned  to  call 
said  Eldon  F.  Graves  as  a  witness  during  the  trial  of 
these  causes. 

The  Dow  Chemical  Company 

By  Griswold  &  Burdick 
Attorneys 

Midland,  Michigan 
December  21,  1945 

A  copy  of  the  foregoing  Answer  along  with  a  copy  of 
the  attached  affidavit  of  ELDON  F.  GRAVES  was  sent 
by  first  class  mail  from  Midland,  Michigan  on  December 
21,  1945  to  Benjamin  F.  Schneider,  105  W.  Adams  Street. 
Chicago  3,  Illinois,  and  Lee  B.  Kemon,  1331  G.  Street, 
N.W.  Washington,  1).  C.  Attorneys  for  Benjamin  Galls- 
worthy  and  THE  TEXAS  COMPANY  and  also  a  copy  to 
each  of  the  attorneys  for  the  other  parties. 

Griswold  &  Burdick 


AFFIDAVIT  OF  ELDON  F.  GRAVES 

I 

State  of  Michigan 
County  of  Midland,  ss 

ELDON  F.  GRAVES,  being  first  duly  swoiin,  deposes 
nd  says  says  that  he  has  read  the  REQUESTS  BY  THE 
TEXAS  COMPANY  AND  BENJAMIN  G ALLSjW ORTH Y 
FOR  ADMISSIONS  OF  FACT  AND  GENUINENESS 
OF  DOCUMENTS  filed  in  the  Civil  Actions  Nos.  19  801, 
20  052,  20  053,  23  S73  and  23  874,  District  Court  of  the 
United  States  for  the  District  of  Columbia,  and  that  lie  is 
the  ELDON  F.  GRAVES  who  prepared  the  record  attached 
to  said  request  and  marked  “Exhibit  A”;  and  that  with 
respect  to  the  statements  contained  in  the  numbered  para¬ 
graphs  of  said  requests,  says  as  follows : 

1.  The  statement  made  in  Paragraph  1  is  true. 

2.  The  statement  made  in  Paragraph  2  is  true. 

3.  The  statement  made  in  Paragraph  3  is  true. 

j 

4.  The  statement  made  in  Paragraph  4  is  true. 

5.  The  statement  made  in  Paragraph  5  is  true. 

(5.  The  statement  made  in  Paragraph  G  is  time. 

7.  With  regard  to  Paragraph  7,  it  is  understood  that 
such  paragraph  refers  to  the  following  statement  in  “Ex¬ 
hibit  B”  “he  stated  that  there  was  no  apparent  difference 
in  the  operation  of  the  car.”  This  is  a  written  record, 
which  is  believed  to  be  authentic  and  the  truth  of  which 
is  not  denied. 

| 

8.  The  statement  made  in  Paragraph  8  is  true. 

9.  With  regard  to  Paragraph  9,  there  were  observations 
and  tests  made  on  the  oil  mixture  being  tested  which  indi¬ 
cated  the  absence  of  corrosion  of  the  interior!  operating- 
parts  of  the  engine  of  the  car  used. 
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10.  With  regard  to  Paragraph  10,  it  is  true  that  the 
acidity  factor  of  the  oil  under  test  as  determined  by  the 
ASTM  test  for  acid  number  was  higher  in  the  start  than 
at  the  end  of  the  test. 

Eldon  F.  Graves 


Sworn  to  and  subscribed  before  me  this  20  day  of  De¬ 
cember,  1945. 


Geneva  Smith 
Notary  Public 
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Knutson  et  al.  Exhibit  No.  115  Interference  No.  78460 

Paper  No.  17 

Address  only  ‘‘The  Commissioner  of  Patents,  Washington, 
D.  C.,”  and  not  any  official  by  name 

All  communications  respecting  this  application  should  give 
the  serial  number,  date  of  filing,  title  of  invention, 
and  name  of  the  applicant 

Please  find  below  a  communication  from  the  EXAMINER 
OF  INTERFERENCE  in  this  case. 

Conway  P.  Coe 

Commissioner  of  Patents 

Mailed  Oct.  27,  1941 

Interference  No.  78,460 
Prutton  v. 

Merrill  v. 

Morell  and  Knutson  v. 

Cohen  v. 

Henriksen,  Steiner  and  Lincoln  v. 
Churchill,  Schott  and  Waugh  v. 
Gallsworthv. 


Tlie  times  for  taking  rebuttal  testimony  apd  for  final 
hearing  are  set  as  follows : 

Rebuttas  testimony  of  Churchill,  Schott  ancl  Waugh  to 
begin  November  12,  1941,  and  to  close  November  27,  1941. 

Rebuttal  testimony  of  Henriksen,  Steiner  and  Lincoln 
to  close  of  December  12,  1941. 

Rebuttal  testimony  of  Cohen  to  close  December  27,  1941. 

Rebuttal  testimony  of  Morell  and  Knutson  to  begin  Jan¬ 
uary  12,  1942,  and  to  cloe  January  27,  1942. 

j 

Rebuttal  testimony  of  Merrill  to  close  February  11,  1942. 

Rebuttal  testimony  of  Prutton  to  close  February  26, 
1942. 

Final  hearing  May  15,  1942,  at  11  a.  in.,  in  room  3098. 

j 

P.  I.  Heyjmax 

i 

Examiner  of  Interferences, 
Room  3718. 


Paper  No.  43.  March  25,  1943 

1652  RESPONSE  TO  THE  PETITIONS  FOR 

RECONSIDERATION 

The  party  Morell  et  al.  has  petitioned  for  reconsidera¬ 
tion  on  the  alleged  ground  that  polychlorinated  propane 
which  formed  the  basis  for  awarding  priority |of  count  1 
to  Morell  et  al.,  likewise  meets  all  the  limitations  of  count 
2  and  that  therefore  the  latter  count  also  shoulj  have  been 
awarded  to  them.  The  principal  issue  therefore  appears 
to  be  whether  or  not  propane  is  in  fact  a  “fluid  fraction 
of  petroleum”  as  required  by  count  2. 


Iii  arguing  for  the  affirmative  of  this  question,  Morell 
et  al.  has  emphasized  that  propane  is  a  ‘ 4 fluid”  and  that 
accordingly  it  would  meet  the  limitations  indicated.  It  is 
emphasized,  however,  that  fluidity  is  but  one  of  the  limi¬ 
tations  appearing  in  the  count  and  that  the  substance  in 
addition  to  being  a  “fluid  fraction”  must  also  be  a  “frac¬ 
tion  of  petroleum.” 

1653  The  term  “petroleum  fraction”  is  defined  in 
Hackh,  Chemical  dictionary  as: 

“The  products  obtained  by  the  fractional  distillation  of 
petroleum.” 

It  would  appear  therefore  that  in  order  to  satisfy  the 
limitations  of  the  count  the  substance  in  question  must 
correspond  to  one  of  the  “fractions”  of  “cuts”  resulting 
from  such  distillation  process  and  it  is  difficult  to  see  how 
propane  could  fulfill  these  limitations. 

In  the  first  place,  when  subjected  to  distillation,  petro¬ 
leum  would  very  probably  contain  little,  if  any,  propane. 
The  latter  is  a  gas,  and  even  if  it  occurred  together  with 
liquid  petroleum  in  the  earth,  it  would  very  probably  es¬ 
cape  or  be  removed  before  petroleum  is  subjected  to  frac¬ 
tional  distillation. 

Moreover,  even  if  it  be  assumed  arguendo,  that  propane 
were  present  in  the  petroleum,  it  is  not  believed  that  it  can 
properly  be  termed  a  “fluid  fraction  of  petroleum.” 

As  stated  before,  the  term  “fraction”  when  used  in  con¬ 
nection  with  petroleum  implies  a  mixture  of  hydrocarbons 
boiling  within  a  certain  temperature  range,  which  frac¬ 
tion  is  isolated  or  removed  by  distillation.  It  is  extremely 
doubtful  that  a  single  member  of  the  hydrocarbon  series, 
let  alone  a  single  gaseous  member  such  as  propane,  would 
normally  be  removed  by  this  means. 

For  these  reasons  it  is  not  believed  that  propane  can 
properly  be  called  a  “fluid  fraction  of  petroleum”  since 
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it  violates  the  normally  accepted  meaning  of  these  terms. 
No  error  is  accordingly  seen  in  the  holding  made  that  the 
chlorinated  propane  of  Morell  et  al  fails  to  meet  the  limita¬ 
tions  of  Count  2. 

The  party  Gallsworthy  has  petitioned  for  reconsidera¬ 
tion  on  the  alleged  ground  that  Morell  et  al  have  not  es¬ 
tablished  an  actual  reduction  to  practice  of  Cqunt  1  and 
that  accordingly,  priority  was  not  properly  awarded 
1054  to  them.  In  his  argument  which  is  based  bn  Triplett 
v.  Steinmayer  129  F  (2d)  869,  29  C.C.P.A.;  54  U.S. 
P.Q.  409  Gallsworthy  states : 

“-there  is  no  testimony  or  evidence  in  the  record  to  show 
that  the  polychloropropane  contributed  in  any  wav  to  the 
successful  operation  of  the  lubricating  composition  em¬ 
ployed.” 

This  allegation  is  believed  to  be  incorrect,  since  the  Mo¬ 
rell  et  al  record  contains  definite  evidence  of  the  extreme 
pressure  properties  of  polychloro  propane.  Moreover,  the 
facts  involved  in  the  decision  cited  are  believed  to  be  es¬ 
sentially  different  from  the  situation  which  obtains  in  the 
present  case. 

A  consideration  of  the  decision  cited  by  Gallsworthy  in¬ 
dicates  that  the  subject  matter  there  in  issue  related  to  a 
fuse  device  including  a  metallic  link  under  tension  which 
was  surrounded  by  an  inorganic  filler  material.  When  the 
current  carrying  capacity  of  the  fuse  was  exceeded,  the  link 
would  melt  and  the  spring  tension  would  automatically 
separate  the  parts.  Simultaneously,  the  inorganic  material 
would  extinguish  the  arc. 

The  fuse  was  tested  essentially  as  indicated  above,  bur 
the  court  held  that  the  tests  were  inadequate  to  establish 
an  actual  reduction  to  practice  on  the  ground  that  it  had 
not  been  shown  that  the  inorganic  filler,  which  constituted 
the  invention  had  successfully  functioned  in  th^*  test. 
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By  analogous  reasoning,  Gallswortky  alleges  that  in  the 
instant  case  Morell  et  al  have  not  established  that  the  im¬ 
proved  lubricating  qualities  of  the  composition  tested  by 
Graves  was  in  fact  due  to  the  polychloropropane  rather 
than  the  chlorinated  cocoanut  oil  with  which  it  was  as¬ 
sociated. 

1  In  considering  this  argument  it  will  be  convenient  to 
summarize  again  the  essential  facts  established  by  the 
Morell  et  al  record  and  the  testimony  of  Graves  who  was  a 
disinterested  witness  will  be  relied  upon  in  this  analysis. 

Graves  testified  that  the  work  recorded  in  exhibit 
1655  86  was  carried  out  and  the  results  entered  by  him¬ 
self  in  June,  1932  (Morell  et  al  record,  P.  89-90). 
This  exhibit  shows  the  results  of  machine  tests  on  5%  mix¬ 
tures  of  polychlorinated  propane  in  S.A.E.  30  oil.  All  of 
these  mixtures  when  tested  sustained  20  weights  which 
was  the  maximum  capacity  of  the  testing  machine  (Q.  104, 
P.  92). 

Subsequently  in  July  and  August  1932,  5%  mixtures  of 
chlorinated  cocoanut  oil  and  polychloropropane  in  equal 
amounts  (Dow  9  F)  in  lubricating  oil  were  road  tested  in 
actual  service  and  found  to  be  successful.  (Morell  et  al 
record,  P.  96-98  and  exhibit  33).  After  this  service  test 
which  was  completed  on  August  4, 1943  (Q.  165,  P.  96)  the 
oil  was  drained  and  subjected  to  a  machine  test  to  deter¬ 
mine  whether  or  not  its  high  pressure  properties  were  still 
present.  At  that  time  the  oil  sustained  19  weights  which 
was  nearly  the  limit  of  the  machine  and  far  above  the 
properties  of  the  S.A.E.  30  Polarine  lubricating  oil  which 
was  used  as  a  base  (Exhibit  69r).  Moreover,  it  appears 
from  the  testimony  and  Exhibit  33  that  the  acidity  and 
abrasion  tests  were  satisfactory.  Concerning  the  abrasion 
test,  Groves  states  that  it  was  “very  good”  (Exhibit  33). 
Corrosion  tests  on  Dow  9  F  were  also  made  in  June  1932 
(exhibit  106  and  P.  119,  Morell  et  al  record)  at  which  time 
no  evidence  of  corrosion  appeared.  On  the  basis  of  these 
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tests  it  was  held  that  Morell  et  al  had  established  an  actual 
reduction  to  practice  of  count  1. 

There  does  not  appear  to  be  any  real  question  as  to 
whether  or  not  the  oil  composition  tested  by  (graves  meets 
the  limitations  of  count  1.  The  real  issue  rather  appears 
to  be  whether  or  not  this  work  constitutes  an  actual  re¬ 
duction  to  practice  in  the  sense  that  the  test^  established 
the  usefulness  of  the  chlorinated  paraffin  hydrocarbon 
present  in  the  oil. 

1656  In  evaluating  the  tests  made  by  Graves,  it  is  em¬ 
phasized  that  tests  on  lubricating  compositions  such 
as  are  here  in  issue  are  believed  quite  different  from  the 
type  of  tests  recorded  in  Triplett  v.  Steinmayer  supra. 

i 

In  the  present  instance,  it  has  been  held  that  laboratory 
tests  on  testing  machines  were  not  adequate  to  establish 
a  reduction  to  practice  of  the  substance  in  question.  This 
holding  was  based  on  the  decision  in  Chittick  v.  Lyons, 
42  U.S.P.Q.;  104  F  (2d)  818;  26  C.C.P.A.  1382,  509*O.G. 
785;  1939  C.D.  768,  which  decision  suggested  that  all  the 
properties  of  a  satisfactory  lubricant  would  not  become 
evident  in  machine  tests:  In  the  present  instance  there¬ 
fore  actual  service  tests  were  also  believed  necessary  as 
a  supplement  to,  rather  than  a  substitute  for  the  machine 
tests.  In  other  words,  while  machine  tests  might  establish 
the  extreme  pressure  properties  of  an  oil,  road;  tests  were 
believed  necessary  to  determine  other  essential  i  properties 
such  as  chemical  stability  abrasive  properties  and  so  on. 

To  illustrate  the  necessity  of  both  type  of  tests,  it  need 
only  be  suggested  that  ordinary  motor  oil  without  any  ad¬ 
ditives  would  undoubtedly  operate  satisfactorily  in  many 
actual  road  tests,  whereas  on  a  testing  machiije,  the  ab¬ 
sence  of  high  pressure  properties  would  at  once  become 
apparent.  Conversely,  stability  of  an  oil  under  conditions 
of  heat  and  moisture  could  scarcely  be  determined  on  an 
ordinary  testing  machine  but  would  become  evident  under 
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actual  service  tests.  Each  type  of  test  therefore  serves  to 
establish  the  different  desirable  properties  of  the  oil  com¬ 
position. 

1657  This  leads  to  the  obvious  conclusion  that  the  de¬ 
sirable  properties  of  the  polychloropropane  in  the 
oil  composition  tested  by  Graves  need  not  be  established 
by  both  type  of  tests. 

The  Graves  machine  tests  clearly  established  that  the 
polychloropropane  contributed  extreme  pressure  proper¬ 
ties  to  the  lubricating  composition  tested.  This  was  evident 
from  the  two  series  of  tests  where  the  polychloropropane 
was  tested  alone  and  together  with  cocoanut  oil  in  a  lubri¬ 
cating  oil  base.  In  each  case  the  load  bearing  properties 
were  greatly  increased. 

It  having  been  shown  that  machine  tests  are  ordinarily 
more  useful  than  road  tests  in  determining  extreme  pres¬ 
sure  properties,  it  would  seem  unnecessary  to  repeat  the 
demonstration  of  the  presence  of  these  properties  by  road 
tests  as  is  apparently  implied  by  Gallsworthy  when  he 
states : 

“Assuming  that  polychloropropane  was  known  to  have 
extreme  pressure  properties  as  a  result  of  laboratory  tests, 
that  fact  did  not  relieve  Morell  et  al  from  establishing 
that  the  polychloropropane  successfully  functioned  as  an 
essential  ingredient  of  the  composition  in  the  service  tests 
relied  on  to  establish  in  actual  reduction  to  practice.” 

The  error  in  this  reasoning  is  in  assuming  that  the  serv¬ 
ice  tests  alone  were  the  basis  for  the  reduction  to  practice 
accorded  to  Morell  et  al.  The  fact  that  machine  tests  alone 
were  not  considered  sufficient  does  not  imply  that  they 
had  no  value  and  were  not  given  any  weight.  On  the  con¬ 
trary  both  types  of  tests  were  considered,  and  when  taken 
together  are  believed  to  establish  an  actual  reduction  to 
practice  by  a  preponderance  of  the  evidence.  They  are 
believed  to  establish  that  the  polychloropropane  present 
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contributed  desirable  properties  to  the  composition  and 
that  the  composition  was  a  satisfactory  lubricant  in  actual 
road  tests.  Under  these  circumstances  the  polychloropro- 
pane  present  was  clearly  an  “ essential  ingredient’’  as 
specified  in  count  1.  ! 

1658  No  error  is  accordingly  seen  in  the  holdings  al¬ 
ready  made.  Reconsideration  by  both  parties  is 
granted  but  the  holdings  of  February  26,  1943  ^re  adhered 
to  as  amplified  herein. 

i 

W.  E.  Waite 

! 

Examiner  of  Interferences 

i 

P.  1.  Heyman 

Examiner  of  Interferences 

Louis  F.  Kreek 

Examiner  of  Interferences 

Board  of  Interference  Examiners 
*  *  *  # 

Paper  No.  49,  April  19,  1943. 

! 

1673  RESPONSE  TO  THE  PETITION  FOR 

RECONSIDERATION 

The  party  Cohen  lias  requested  reconsideration  of  that 
part  of  the  decision  by  the  Board  of  Interference  Examin¬ 
ers  wherein  priority  of  invention  with  respect  to  count  1 
was  awarded  to  Morell  et  al.  I 

In  this  decision  it  was  held  that  although  Cohen  was  be¬ 
lieved  to  have  produced  a  composition  according  to  the 
limitations  of  count  1  in  December,  1931  he  failed  to  es¬ 
tablish  reduction  to  practice  of  the  invention  of  the  count 
because  of  a  failure  to  show  the  necessary  testis  of  these 
compositions. 

Cohen  now  alleges  that  such  tests  were  unnecessary  in 
view  of  the  decision  in  Kyrides  v.  Bruson  (506  0.  0.  6: 
26  C.  C.  P.  A.  986;  102  F  (2d)  416;  1939  C.  D.  375)  wherein 
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the  court  held  that  the  production  of  the  compound  without 
any  tests  for  utility  constituted  actual  reduction  to  prac¬ 
tice  because  the  ester  produced  was  of  that  character  of 
compound  whose  utility  was  known. 

1674  There  is  believed  to  be  an  essential  difference, 
however,  between  the  situation  here  and  that  which 
obtained  in  Kyrides  v.  Bruson.  In  the  latter  case,  the  pro¬ 
duct  was  a  compound  produced  by  a  chemical  reaction 
which  necessarily  required  a  certain  proportion  of  react¬ 
ants  as  well  as  certain  reaction  conditions  for  successful 
results.  According  to  the  court,  the  problem  there  was 
one  of  producing  the  compound,  the  properties  of  which 
were  known  once  its  production  was  complete. 

In  the  instant  case,  the  product  is  apparently  only  a 
mixture  of  the  oil  and  the  chlorinated  paraffin,  there  being 
no  evidence  of  any  chemical  interaction  between  these  two 
components.  The  method  of  preparation  was  therefore 
merely  a  matter  of  mixing  the  two.  It  can  scarcely  be  said 
here,  as  was  said  in  Kyrides  v.  Bruson  that  the  problem 
was  in  producing  it.  Similarly,  it  is  not  believed  that  it 
can  be  stated  that  its  properties  were  known  when  the 
mixture  was  composed  since  there  is  no  evidence  that  this 
mixture  belonged  to  a  special  class  or  group,  the  properties 
of  which  were  known. 

The  situation  here  is  accordingly  believed  to  be  suffi¬ 
ciently  different  from  that  in  Kyrides  v.  Bruson  so  that 
the  principle  set  forth  in  that  decision  does  not  necessarily 
apply. 

Moreover,  in  connection  with  this  allegation  by  Cohen 
that  he  knew  that  his  mixture  of  oil  and  chlorinated  paraffin 
had  utility  as  a  lubricant,  it  is  believed  to  be  essential  to 
keep  in  mind  that  any  mixture  consisting  principally  of 
lubricating  oil  would  be  expected  to  have  some  lubricating 
properties.  Even  if  the  admixed  substance  were  wholly 
inert,  one  would  expect  such  a  mixture  to  possess 
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i 

1675  lubricating  properties  on  the  basis  of  the  lubricat¬ 
ing  oil  alone.  This  is  not  believed  to  be  the  type  of 

utility  of  which  the  court  spoke  in  Kyrides  v.  Bruson,  be¬ 
cause  there  the  compound  did  not  necessarily  possess  any 
of  the  characteristics  of  the  constituents  which  produced  it. 

If  Cohen’s  alleged  knowledge  of  the  properties  of  his 
mixture  were  to  fall  in  the  same  class  spoken  otL  in  Kyrides 
v.  Bruson  it  is  believed  necessary  that  Cohen  kliould  have 
known  that  the  lubricating  mixture  made  by  him  possessed 
lubricating  properties  above  and  beyond  that  of  the  lubri¬ 
cating  oil  from  which  it  was  largely  composed.  In  other 
words,  it  must  have  been  necessary  for  Cohen  to  know 
that  the  mixture  possessed  extreme  pressure  properties  not 
possessed  by  the  oil  alone.  This  information  Cplien  clearly 
did  not  have  as  will  become  evident  from  an  analysis  of  his 
own  record. 

i 

In  urging  that  the  present  case  is  analagous  to  that  in 
Kyrides  v.  Bruson,  Cohen  states: 

i 

“The  composition  of  Cohen  was  new.  Its  utility  was 
known  to  Cohen  probably  even  better  than  tlie  utility  of 
the  ester  as  a  plasticizer  or  resin  was  known  to  Bruson” 
and  further : 

“That  he  knew  the  material  was  a  lubricant  of  merit 
is  clearly  shown  by  the  flood  of  letters  which  he  began 
promptly  to  send  out.” 

These  allegations  by  Cohen  that  lie  knew  tlie  utility  of 
the  mixture  he  had  made  before  conducting  any  tests 
thereon  is  believed  to  be  contrary  to  the  evidence  of  the 
Cohen  record.  Rather  it  would  appear  that  iCohen  may 
have  suspected  and  hoped  that  the  mixture  would  have 
extreme  pressure  properties  but  he  evidently  did  not 

1676  know  it.  This  is  evidenced  by  the  fact  that  his  first 
concern  after  having  made  the  mixture  was  to  have 

it  tested  in  an  effort  to  determine  whether  or  not  this 
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was  so.  (Q.  24,  F.  8;  Q.  25,  P.  9;  Q.  76  and  77,  F.  26  and 
27;  Q.  95,  P.  33;  Q.  103;  P.  36).  This  conclusion  must  also 
be  reached  from  an  examination  of  the  correspondence 
which  Cohen  conducted  with  the  various  oil  companies, 
the  Bureau  of  Standards  and  others  wherein  he  was  con¬ 
stantly  attempting  to  get  the  product  tested  and  thereby 
have  its  lubricating  properties  established.  These  attempts 
on  Cohen’s  part  to  induce  others  to  test  his  product  do  not 
appear  to  be  consistent  with  his  allegations  that  he  already 
knew  what  its  properties  were. 

!  Finally,  Cohen  urges  that  even  if  his  preparation  of  the 
mixture  did  not  constitute  a  reduction  to  practice,  he  was 
diligent  from  this  period  in  1931  and  up  to  his  filing  date. 
Cohen  implies  here  that  his  attempts  to  promote  his  pro¬ 
duct  constituted  diligence.  This  is  not  believed  to  be  in 
conformity  with  the  law  on  this  subject  and  Cohen  is  not 
believed  to  have  demonstrated  the  necessary  diligence  ac¬ 
cordingly.  (Hurd  v.  Smith,  496  0.  G.  571;  25  C.C.P.A. 
1137;  97  F  (2d)  147,  1938  C.  D.  551),  (Preston  et  al.  v. 
White  496  0.  G.  1108;  25  C.C.P.A.  1219,  97  F  (2d)  160; 
1938  C.  D.  633). 

i  No  error  is  accordingly  seen  in  the  holding  already  made. 
Reconsideration  is  granted  but  the  holding  of  February 
26,  1943  is  adhered  to  nevertheless. 

P.  I.  Heyman 

Examiner  of  Interferences 

R.  Y.  Casanova,  Jk. 

Examiner  of  Interfreences 

Louis  F.  Kbeek 

Examiner  of  Interferences 

Board  of  Interference  Examiners 

*  #  •  • 


April  19, 1943 
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Knutson  et  al.  Exhibit  No.  116. 

! 

1900  Final  Hearing  | 

June  17,  1942  PlH/CTH/mit 

IN  THE  UNITED  STATES  PATENT  OFFICE 

Consolidated  Patent  Interference  No.  77,416 
Morell  and  Knutson  v.  Cohen  v.  Henriksen, 

Steiner  and  Lincoln  v.  Gallsworthv  i 
Lubricants  i 

Application  of  Le  Grand  Morell  and  Amos  T.  Knutson 
filed  July  2,  1934,  No.  733,452. 

Application  of  Samuel  J.  Cohen  filed  July  28,  1933,  No. 
682,634. 

i 

Application  of  Alfred  Henriksen,  Waldo  L.  Steiner,  and 
Bert  H.  Lincoln  filed  May  26, 1933,  No.  673,020. 

Application  of  Benjamin  Gallsworthy  filed  December  9, 
1932,  No.  646,491. 

j 

Messrs.  Griswold  &  Burdick  and  Messrs.  Obprlin,  Lim- 
bach  &  Day  for  Morell  and  Knutson. 

Mr.  Robert  Calvert  for  Cohen. 

Messrs.  Oberlin,  Limbach  &  Day  for  Henriksen,  Steiner 
and  Lincoln. 

Mr.  R.  J.  Dearborn  and  Mr.  Daniel  Stryker  for  Galls¬ 
worthy. 

The  subject  matter  of  this  interference  relates  to  lubri¬ 
cants  containing  chlorinated  mineral  oil. 

i 

The  count  read  as  follows : 

1.  An  extreme  pressure  lubricant  for  use  between  rela¬ 
tively  moving  metallic  surfaces,  comprising  a  body  of  re¬ 
fined  mineral  lubricating  oil,  the  ability  of  which  Ito  prevent 


i 
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seizure  aud  scoring  between  relatively  moving  metallic 
surfaces  operating  under  conditions  of  extreme 
1901  pressure,  has  been  substantially  increased  by  the 
addition  thereto  of  a  minor  amount  of  chlorinated 
mineral  oil. 


2.  The  method  of  improving  a  body  of  relined  mineral 

lubricating  oil  to  very  substantially  increase  its  ability 
to  prevent  seizure  and  scoring  when  used  as  a  lubricant 
between  relatively  moving  metallic  surfaces  operating  un¬ 
der  conditions  of  extreme  pressure,  which  comprises  dis¬ 
solving  in  said  body  a  small  amount  of  chlorinated  mineral 
oil.  i  _ 

3.  The  method  of  reducing  the  friction  between  rela¬ 
tively  moving  metallic  surfaces  which  comprises  maintain¬ 
ing  therebetween  a  film  of  lubricating  oil  and  at  the  same 
time  chemically  acting  upon  such  surfaces  by  means  of 
chlorine  present  in  said  oil  film  in  the  form  of  a  minor 
amount  of  chlorinated  mineral  oil. 


When  declared,  interference  77,416  included  seven  par¬ 
ties,  whereas  interference  77,417  which  has  been  consoli¬ 
dated  therewith,  included  the  same  seven  parties  plus 
the  party  Churchill  et  al. 

The  filing  dates  of  the  respective  parties  are  as  follows : 


Prutton 
Merrill 
Morell  et  al. 
Valentine 
Cohen 

Henriksen  et  al. 
Churchill  et  al. 
Gallsworthy 


46,776 

October 

25, 

1935 

745,169 

September 

22, 

1934 

733,452 

July 

2, 

1934 

711,912 

February 

19, 

1934 

682,634 

July 

28, 

1933 

673,020 

May 

26, 

1933 

653,664 

January 

26, 

1933 

646,491 

December 

9, 

1932 

The  party  Valentine  failed  to  file  a  preliminary  state¬ 
ment  in  both  interferences  and  Churchill  et  al.  failed  to 
file  a  preliminary  statement  in  interference  77,417.  Sub- 
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sequently,  the  parties  Prutton  and  Merrill  failed  to  take 
testimony.  Since  all  these  parties  were  junior  parties  in 
in  each  case  they  were  adjudged  not  to  be  the  first  inven¬ 
tors  of  the  subject  matter  involved. 

The  elimination  of  these  various  parties  made  the  re¬ 
maining  parties  the  same  in  both  the  original  inter- 
1902  ferences  and  they  w-ere  consolidated  accordingly. 

The  alleged  dates  for  conception  apd  reduction 
to  practice  are  as  follows :  i 

Conception  Reduction  to  Practice 
Morell  et  al.  August  29, 1931  August  29, 1931 

Cohen  December  21, 1931  December  21, 1931 

Henriksen  August  1931  April  18, 1932 

Gallsworthy  February  13, 1932  April  20, 1932  (77,416) 

May  23, 1932  (77,417) 

Morell  et  al.,  Cohen  and  Henriksen  et  al.  all  took  testi¬ 
mony  in  an  effort  to  establish  their  alleged  dates,  whereas, 
Gallsworthy  is  relying  on  his  filing  date. 

An  inspection  of  the  counts  discloses  that  the  essential 
limitation  in  each  case  is  a  lubricating  oil  together  with  a 
small  amount  of  chlorinated  mineral  oil.  One  of  the  counts 
is  drawn  to  an  extreme  pressure  lubricant,  whereas  the 
other  two  counts  are  drawn  to  a  method  of  improving  the 
body  of  an  oil  and  a  method  of  reducing  friction  respec¬ 
tively.  ! 

Count  2,  although  in  the  form  of  a  method  claim,  also 
includes  a  limitation  to  “operating  under  conditions  of 
extreme  pressures.”  Count  3  of  interference  77,416,  orig¬ 
inally  count  1  of  interference  77,417,  contains  ho  such  ref¬ 
erence  to  extreme  pressure,  but  it  is  not  believed  that  the 
scope  of  the  count  is  essentially  altered  by  this  omission. 
All  the  counts  include  the  use  of  lubricating  oil  plus  a  small 
amount  of  chlorinated  mineral  oil,  the  purpose  of  which 
is  to  improve  the  film  strength  of  the  lubricating  oil.  It 
follows  that  tests  of  this  oil  must  demonstrate  that  such 
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increased  Him  strength  results  under  actual  operating  con¬ 
ditions. 

which  automatically  excludes  the  lighter  gaseous 
1903  hydrocarbons  such  as  ethane,  propane  and  butane 
I  All  the  counts  are  limited  to  a  chlorinated  mineral  oil 
as  well  as  the  paraffin  wax  which  is  a  solid  in  its 
unchlorinated  state. 

In  considering  the  records  in  this  interference  reference 
is  again  made  to  the  decision  in  companion  interference 
69,703  which  decision  is  open  to  all  parties.  In  interfer¬ 
ence  69,703  the  counts  included  limitations  to  “non  volatile 
mineral  oil”  “mineral  lubricating  oil”  and  “lubricating” 
oil.  As  a  result  a  complete  analysis  of  the  several  records 
was  made  on  this  basis.  Since  the  present  counts  also 
include  limitations  to  “mineral  oil”  it  follows  that  the 
same  analysis  is  applicable  here. 

!  it  will  appear  that  the  Morell  et  al.  record  fails  to  es¬ 
tablish  an  actual  reduction  to  practice  of  all  counts  of  the 
present  interference  for  the  same  reason  found  in  the  de¬ 
cision  in  interference  69,703.  Many  of  the  lubricating  com¬ 
positions  discussed  fail  to  meet  the  limitations  of  the 
counts  and  there  is  inadequate  corroboration  of  the  neces¬ 
sary  tests. 

i  Cohen’s  record  again  fails  to  disclose  any  activity  on 
chlorinated  compounds  that  meet  the  limitations  of  the 
counts.  The  chlorinated  paraffin  wax  with  which  Cohen 
worked  is  obviously  not  a  chlorinated  mineral  oil  hence 
none  of  this  activity  is  adequate  to  establish  either  con¬ 
ception  or  reduction  to  practice  of  the  three  counts. 

The  Henriksen  record  similarly  fails  to  establish  an  ac¬ 
tual  reduction  to  practice  of  the  counts  for  the  same  rea¬ 
sons  mentions  in  connection  with  the  Morell  et  al.  record. 

Moreover,  neither  party  has  established  conception  cou¬ 
pled  with  the  required  diligence  from  a  time  just 
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1904  preceding  the  senior  party ’s  entry  into  the  field  and 
up  to  their  own  filing  date. 

It  follows  that  since  all  parties  are  limited  tp  their  filing- 
dates  for  a  constructive  reduction  to  practice,  priority  must 
he  awarded  to  the  senior  party. 

Priority  with  respect  to  the  three  counts  of  the  consoli¬ 
dated  interference  is  hereby  awarded  to  Benjamin  Galls- 
worthy,  the  senior  party. 

Limit  of  appeal:  March  29,  1943. 

P.  I.  Heyman 
Examiner  of  Interferences 

Boom  213 


February  26,  1943. 
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IHiuteb  States  Court  of  ^ 

District  of  Columbia  *»». 

*  FEB  5  - 1947 


No.  9422,  Amos  T.  Knutson,  et  al.  v.  Jimmiebel  Gallsworthy,  as 
Executrix  of  the  estate  of  the  deceased,  Benjamin  Galls¬ 
worthy,  et  al.,  appellees. 


No.  9423,  Amos  T.  Knutson,  et  al.,  appellants,  v.  John  W.  Wolfe, 
Administrator  de  bonis  non  of  Alfred  Henriksen,  et  al., 
appell",.  (0  y6 

No.  9424,  Amos  T.  Knutson,  et  al.,  appellants,  v.  CA»yes.  Wr  Ooms, 
Commissioner  ofJPatents,  et  al.,  appellees.  ^  j  r 


No.  9425,  Amos  T.  KNirrsbj^etP^^  Casw^W^Ooms, 

Cmmissioner  of  Patents,  et  al.,  appellees. 


No.  9426,  Amos  T.  Knutson,  et  al.,  appellants,  v.  John  W.  Wolfe, 
Administrator  de  bonis  non  of  Alfred  Hepriksen,  et  al., 
appellees. 


•ea  JtienrHcsen, 

C  - 


No.  9427,  Amos  T.  Knutson,  et  al.,  appellants,  v.  Casphr'W^Goms, 
Commissioner  of  Patents,  et  al.,  appellees. 


No.  9428,  Samuel  J.  Cohen,  Appellant,  v.  Jimmiebel  Gallsworthy,  as 
Executrix  of  the  estate  of  the  deceased,  Benjamin  Galls¬ 
worthy,  et  al.,  appellees. 

No.  9429,  Samuel  J.  Cohen,  Appellant,  v.  John  W.  Wolfe,  Adminis¬ 
trator  de  bonis  non  of  Alfred  Henriksen,  et  al.,  appellees. 


No.  9430,  Samuel  J.  Cohen,  Appellant,  v.  Amos  T.  Knutson,  et  al., 
appellees. 


Appeals  from  the  District  Court  of  the  United  States 
for  the  District  of  Columbia 
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fete  fec’l 


_ia9fiL„ 

1=22=32 


S%»J _ 

fete _ 2=10=32. 


Object  -  To  aid  the  cutting  properties  of  cutting 
fluids  by  addition  of  ohlor  solvents. 

Apparatus  -  Marines  and  tools:-  Fosdick  Drill 
Press  with  Hercules  3 /A*  Hl-Speed  Drills  and  Landis  Pipe  Threading 
Machine  with  Lendls  Hl-Speed  Chasers. 

4enperatures  -  Obtained  by  weans  of  a  therso— 
on s tan tine)  and  ohlorlweter  designed  as  follows: 


KOTS»*r  fW«.*C 
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Chlor  Solvents , in  Cutting  Compounds 
Heport  Ho.  1128  -  Problem  go.  239 

-3- 

Conclusions  -  Tetrachlorethylene  is  not  worthy 
of  further  consideration,  while  Halowax  and  polychlorpropane 
should  be  looked  into  further.  The  latter  is  especially  pleasing, 
^hile  it  is  not  at  all  unlikely  that  more  chlor  compounds  of  value 
could  be  found.  At  least  the  information  gained  so  far  should 
warrant  a  continuation  of  this  research. 
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X-ray  tad  Spectroacapy 
Department 

\  ^  .0^  Tke  Dow  Chemical  Company 

«  cl*  V* 

tSK  V\^N*  Report 

Department  Files  By  A,  T.  Knutson 

Subject  Polychlor  Propane  In  Cutting  Oil _ 


Kepert  No._H3X _ 

Problem 


IN  THE  ?.  PATENT  OFFICE 
T'et'ore  th.-  tx»m»ncr*o1  l:i:crtetcxuJ3 
intcrfcn  v«a 
No.<- 

v  ..  n.v*» 


Charge  _ _ 

Date  RecM  _ 


y±k - - ! 

/  Nor<vrY  PcrtUC 

si,«d _ _ ^  | 

n>».  2-21-33  ! 


Norx^v  PU'HLIC 
‘f  —  t  ■  V«v  13.  l^-'- 


The  presence  of  polychlor  propane  in  cutting  fluids 
is  desirable.  It  produces  a  pronounced  saving  as  indicated 
in  the  table  below: 


[nches 

of 

Bore  _ 


l937.5 


1070 


Av.  Kw 

nthout:' 


2.5* 


2.>»3 


2.43 


Power 

3avlnt 

6.1* 


Av.  Ten 
Lthouty 


23.5°c; 


24.1  ®G. 


*  Forced  to  stop 

Addition  agent  • 
Drill  size  3 AB 

,*v>'v!"  'A  •  p  •  AS •  ••••»■ 

,  Feed  - - - 


1  MM  13  W  1 


- l.l  < 

Hi -speed  I  u.  a  a»atsnt  omr% 

-  332  »- - “ 

- -  .do  in.  per  rew. 


The  drill  was  in  good  shape  when  stopped  at  1070  in. 
of  bore.  A  chlorine  analysis  of  the  cutting  solution  at  this 
point  indicated  that  *3.2  per  cent  of  chlorine  was  present.  The 
temperature  indloated  are  not  in  favor  of  P.C.P.,  but  this  is 
quitely  likely  due  to  the  fact  that  the  supply  of  fluid  was 
constantly  diminishing  due  to  the  removal  of  samples  of  the 
same. 
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Object  of  work,  operating  data,  materials 
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Experimental  Results: 
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18 
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16 
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20 
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15 
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X-ray  and  Spectroscopy 
Department 

The  Dow  Chemical  Company 
Be  (tort 


Report  No._ 
Problem  No. 


-1311 

154 


To _ ^|^I»rJa«LtLJ!llfia -  By...A^T*..Xnutaoa.A..R,F-^.iSr**os - 

sub  i  e  e  t... *L.T.e.s.tln£..Hl  gh  jRcfijasnra^Olls - . - 

Charge  No . . — SSZ. - — .  Signed . . — • — . 

Date  Rec'd _ StS&S&Jr. _ _ Date - - - 1Z-HL-Z2 . . 

OBJECT  OF  WOBK:  To  obtain  a  lubricant  of  high  film  strength  to  be 

used  under  conditions  of  severe  strain. 

Testing  Machine:  Frank  Harris  Oil  Testing  Machine. 

Tests  Used: 

(a)  acidity  (acid.):  In  mg.  KOH/g.  of  oil;  A.S.T.M.  Method. 

(b)  Corrosion  (Cor.):  Cu  strip  -  A.S.T.M.  Method. 

(c)  Film  break-down:  One  lb.  wt.  added  each  10  sec.  until  film 
rupture  occurs  or  limit  of  machine  (SO  wts.)  Is  reached. 

(d)  Evaporation:  Samplp  heated  9  200°  F.  for  Intervals  of  10,  20 
30  and  40  hours  at  which  times  the  break-down  Is  run. 

(e)  Abrasion  (abr.):  8  wts.  are  added,  one  per  min.,  then  let  run 
for  30  min.  longer.  The  condition  of  the  pin  or  Journal  being 
the  point  considered. 

(f)  Amount  (Amt.):  The  percents  Indicated  are  by  vol. 

Materials  Tested: 


Ho.  of  compounds . •••••  291 

Ho.  of  By-Products .  25 

Ho.  of  Min.  Oils .  29 

Ho.  of  7eg.&  animal  oils...  17 
Ho.  of  waxes  &  gums  10 

Ho.'  of  Chlorinated  oils  ...  15 

Total  Tested  ••  387 


The  results  of  the  tests  are  shown  on  the 
following  data  sheets  in  a  condensed  form. 
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- ;.5* 


<j  ro- 
iizer 


Fluplro  Methyl-  Ben-. - 

sene _ Lab*  4.6^ _ 


•  A  - - 


:  52  _ 
.  197 


72.3 

231 


K. 

9&°r 


.4 

2 

1 

1. 

3 


10  - i — 

A5e\  _L_ 


8 


—4. 


.  4 - 4  — 

i 

i  _ 


14 

Ave.1 
■  18  • 


J _ fl.. 


208  .  3 


1? 


ve. 


Glycerine - 

Glydopon  ' _ 


4- 


_1QCL 


£ _ 


Graihltfi^pQHdec. _ 1  *  5.  K 

Glycine 


- - Ave. - 

101-3  3  in 

Fail.  Aye.’ - | 

l-*tr  290-  .  4  ...  .18 - - 

.....  S_M*\ . _ . . I _ 

2  3 


_ _ 2?.. 


Haldwax 


Haldwax (distilled)  Dow _ 1%  _ gpS?  Tin* _ 

HalQwax  w _ Dow  3 % _ Palr_ _ _ _ 1 


DS214 


(Crude) 


1  20  13 

..jIsTl-L  2Q_, 

Are.. 


_ Q.  r-Q_:-.Q_i05 

20  0  11  IS  14 


17  i 17  20 


me  ; 


Lab 


Hexichlor  Benftane 


248- 
J0Qr-„£Q. 

_ 326 


JA 


.^2.&_ 


a 

•r* 


.  .  2_15-20__  5  _.  _0 _ 0  j  0 


iehloi* 

• 

Phenol  Lab.  2  z 

19  ! 

Ichloi 

Propane  Lab.  5jC 

_  ,216- 

PoOP;  50  1  20  20  18  :  «  CP 15 

mm 

mmma _ _ 

*  '  *  **•*  . v-»vl  :..c:tcreqce» 

j  ;  iiilnfrw..  , 

talfaie  1  2  k 

j  ■'  j  T^3.“  f"  ■”  .  1 

1  4  ?v*  ?  i 

- - ! - - ; - 

!  !  fV* ;  .  ! 

.-w,.  £4,  ' 


Heralln 


f- 


jg_: 


160  1  D 


>»• : 


-9- 


Report  Ho.  1311 
Prob.  Ho*  154 


Ho.  Wts.  -  Break-Down 
No.  Rm. 


Hydrazine  Sul 
Lanolin | Anhy 
Lead  Oxide 
Magnesi|un  Ox: 


drous 

de 


R 

a 


Halle  A:ld 
M-Dlphe 


Mereaptw 


fate 


Prod., Amt. Acid  Cor.  Abr.BP  C.TestsTemp.  10  20 

'  I  !  1  I  I  1  !  .  ! 


2  g 


nzenp 
i*ell  i 


1 

l 

I 

* 

«  i 

i  • 

1  4  ; 

i 

I 

.5  g 

1 

i 

« 

1 

j  s 

4  i  5  ;  ; 

1  , 

L.O  g 

' 

i 

i 

i  1 

f  i 

4.5. 

i 

l  - 

1 

i 

_ 

P-  g; 

l*  s\ 

J 

| 

f 

1  ; 
i 

M.P. 
jlQO  j 

1 !  Ave:  ; 

2.4.  • 

L. 

j 

.5  g  j 

j 

i 

;  i 

j 

1 ;  5  .  ; 

Dow 

5*  : 

j 

i 

j 

i  ‘iz  : 

1 

3 


4 

5 


Report  Ho.  1511 
Problem  Ho.  154 


£>rod .Amt. Acid. Cor .Abr.  BP  CTestsTemp.  10  .  20  30 

r  j  '  p  *  r 

Lab.  L  2  1 _ _ 1.1.  .i .2..  _ I 


1  phenol  Lab  5%  ! 

i 

°r | P-Cy<-  ■—  ( 
Phenol  1  Lab.  5$£  ! 


puenone 


2  Ha 


SI 


3^.6.  Bl 


M-Buto.^<rChior  Jerjoip- _ _ i 

ioi|ate_  j _ l_Labi.5^J 

M-Bu 


Benzene 

i 

Benzene 


Ph.-^  , 

0-Brem  Phenol 


Labil.35g  ...j_ 


_  JL_. 

L  .6  .  j 

1 

i  :  & 


0cta< 

0-D1 

» 


Lab 


zene..i.Doiri_ljC 


5 


1  !  17 


* 


598 


Report  No.  1311 
Prob.  No*  154. 


-18- 


No.  Wts  -  Breakdown 


No.  Ron. 

Brod.^mt.  .Acid. Cor. Abr.  BP  C.TestsTemp.  10  20 


30  40 


Phenyl  ijEthyli  Alcphol 

H 

Phenyl ij Hydrazine . 
Phenyl  ;;Methyl  Pyr 
r*z oloq  •-  ; 

4  Phenfl.  Phenyl  . 
etate 
1  Phenyl 
Atfetat^ 

Phosphorous i-  Red 
P-Hydj 
Phtha] 

Phthalic  Anhydride 
Picric -Add.  .  . 

»■  I  ! 

Poly  Chlor  Blphepyl 

S  .  . 

r  wb 

Phenyl, 
glycine 

P-P 1 Dljrom  Diphenyl 

P-PTDi|hlar  .Diphenyl 
P-Fhenyl  Benzene.  Sul-: 

‘onic  .Acid. 
P-Phenrl. Phenol  . 

Propyltne_Bromlde 

Propyl#ne_Dichloride 

Propyl|ne_iilyool. 
P-Tert|  Butyl  Phenol 
P-Toluilene  Sulfonic 
Add  1 1 


P-Tolu  .dine  [ 
P-Trip  tene 

■•Phenol 


-*•  — 


i  * 


Dow. 

5*  j . 

4  m 

i 

;  212 

Dow. 

5$  .  ... 

•  - 

..  . 

;  243 

..  . 

.  .. 

• 

.  .  . 

:  n.p 

Dow. 

2  g 

• 

*  127 

Lab. 

2  g 

. 

• 

f  . 

Lab.. 

2  g 

Z 

m 

•  • 

.  •  • 

1  g  . 

• 

.  . 

M.P 

Dow 

2  g 

• 

•  i?l 

Dow 

2  g 

• 

§?? 

Dow. 

2  g 

- 

..  56 

1  g 

.Exp. 

Lab. 

Lab. 

Lab. 

Lab. 


Dow 

Dow 

Dow 

Lab. 


Lab. 
•Dow  2  g 


5*  . 
5*-. 

2  g. 

2  g. 

2  g 

1  g. 
5-2. g 

5* 

5* 

5* 

5* 

2.2 

2  g 

1  g 


Falr^ 


to 


)5  to 


125 


140-4 

96.8 


1 

1 


12 

2 


1 

2 

1 

1 

1 

3 


1 

1 


3 

4-5 
.4 
•  4 
5 

Ave. 

18 

12 

20 

5 

5 


2  8-15 

2  .  4-5 
4.4 
1 . 10 


,  192,.. 


1. 

1 


3 

4 


« 

4  —  *  -  —  — 


i - 


1 


TT  TTTF  0  >. 

2  X0“48;c  l^c  t*an#ir.cr>  ot  Intervened 
'  .Inurferclicet  ’*  *” 

No.  69V03  . 

.  .  No.  75ICJ - - 

No.  7‘  ■* ;  ?  t 

■  Nr  i 


r 


MOURFLl  &  k.\;  sin 

*n.p.  — 

.  92  . 

M.P.  /NOTARY  PL-BL.C 

-  -  - 103- _ 1.  _  k.*p"€{  No*.  13)  1941 

283  2  4-5  . 


183..  1 _ 6  i_. 


- - L 


578 


t*— 


600 


_14_  No.  Wts.  -  Break  Down. 

No.  Rm. 

Prod. Amt. Acid  Cor.  Abr.BP°C.TestsTemp.  10  20  30 


40 


Tetra  Bhom  Ethylene 

Lab.  2  g. ; 

I 

i 

!  !  1 
•  *  *  r 

12 

1-2-4-5.  Tetra  Chlor 

•  4  .  __  ...... 

• 

Benzene 

.Lab.  2  gt. 

• 

243-6  1 

.  12 

1-2-3-4' Tetra  Chlor 

.  •  . 

Butana 

.Lab.  2  g. 

• 

10_ Min. 0-10  * 
irwts.  20"  3 

Ave. 

.  16 

Tetra  Chlor  Ethylene 

.  Dow  .  558  . 

.118  .  6 

Ave. 

•  11 

Tetra  Chlor  Hydra- 
qulnone 

.Lab..  2  gt. 

H.P. 

.232  .  1 

8 

Tetra  CJilor  Naph- 

tfralene 

.Lab.  2  g. 

J.415"6  1 

6 

2-4-5-6.  Tetra  Chlor 

Phenol. 

Tetra  Cfclor  Propane 

. Lab*  2  g. 
Lab.  558 

•  • 

Palled 

12  min.  .  1 

179  to 
200  .  1 

.  1 

.  19 

.  20 

.  .6 

Thlo  CarbanlUde  . 

.2  g._ 

.2  g. 

5j8 

2  g. 

5J8 

2-4-6  Brom  AnilineLab.  1  g 


Thlo  P-Cresol 
Thio  Phenol  . 

Thlo  Urea 

•i 

Toluene;  . . 


Trl  Bred  Phenol  . 

Tri  Bran  Phenol  Bis- 

i' 

nruth  . 

Trl  ChlipE  JLcptic  .Acid 
1-2-4  il  .Chlor 


Dow  .  1  g 

*  1  g 
Dow.  1  g 


Tri 

-  - 
ti 

Chlior  Ethane . 

Chiior.  Jhenol .  . 

1 

Cresvl  Phos¬ 

.Lab.  558  . 

.  Dow  558 

.Fair.  213. 

114 

2 

1 

Ave. 

.  12'. 

20 

Trl 

.  Dow  .1  g  . 

.  244  . 

1 

.  13  . 

Trl 

phate  (ortho) 

2  g. 

1 

10 

Trl 

Crosyl  Phosphate 

•  •  \  , 

ij(Para) 

.5JC 

1 

13 

Trl 

Etljylene.  Glycol 

.558  . 
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Solubilities  it  Chlorinated  Naphthalene  Ukr,^,,  /  .•  ‘  N 

Various  Solvents  at  Room  Temperature. 


C.C.  of  Chlor"'  r*mn\;cn  LX]>ito  Nov.  13»  1942 

Solvent  Solvent  Naph.  G/C.C. 


1.  Acetylene  Tetra  Bromide 

5 

3.25 

.65 

2.  Acetylene  Tetra  Chloride 

5 

4.5 

.9 

3.  Alph  Brom  Naphthalene 

5 

5.0 

1.0 

4.  Alph  Chlor  Naphthalene 

5 

8.5 

1.7 

5.  Amyl  Acetate 

5 

1.0 

.2 

6.  Amyl  Salicylate 

5 

3.25 

.65 

7.  Benzyl  Acetate 

5 

1.5 

.3 

8.  Benzyl  Benzoate 

5 

4.25 

.8 

9.  Benzyl  Chloride  (Tech.) 

5 

5.25 

1.05 

10.  Benzyl  Sulphate 

5 

1.0 

.2 

11  .  Brom  Benzene 

5 

9.0 

1.8 

12.  Bromoform 

5 

6.5 

1.3 

13.  Butyl  Acetate 

5 

1.0 

.2 

14.  Butyl  Chlor  n-Butyrate 

5 

1.0 

.2 

15.  Chlor  Benzene 

5 

7.35 

1.47 

16.  Chlor  Cyclo  Hexyl  Benzene 

5 

2.0 

.57 

17.  Chlor  Ethyl  Acetate 

5 

1.0 

.2 

18.  Chlorinated  Butane  (79^  Cl) 

5 

4.0 

.8 

19.  Chlor  Toluene 

5 

9.25 

1.85 

20.  Cyclo  Hexane 

5 

2.0 

V.  SI 

21.  Cyclo  Hexanone 

5 

2.0 

.4 

22.  Cyclo  Hexene 

5 

3.0 

.6 

23.  Di-Brom  Di -Chlor  Ethane 

5 

4.0 

.8 

24 .  Diethyl  Aniline 

5 

4.5 

.9 

25.  Diphenyl  Oxide 

5 

4.75 

.95 

26.  Diphenyl  Sulphide 

4 

3.0 

.75 

27.  Ethylene  Bromide 

5 

3.0 

.6 

28.  Ethylene  Chlor  Bromide 

5 

3.5 

.7 

29.  Ethylene  Dichloride 

5 

2.25 

.45 

30.  Ethylene  Glycol  (HtTd.  &  cooled) 

10 

insol. 

31.  Bthylene  Glycol  Dlacetate 

5 

Insol. 

32.  Ethyl  Chlor. Propionate 

3 

V.  SI.  Sol. 

33.  Ethyl  Salicylate 

5 

5.0 

1.0 

34 •  Ethyl  Sulphate 

5 

V.  SI.  Sol. 

35.  Glycerine  (heated) 

5 

V*.  SI  .Sol. 

36.  Hexa  Chlor  Benzene  (Ht'd.) 

5 

g.  solid  mass 

37.  Hexalene 

5 

Prac. Insol 

• 

38.  Hepta  Chlor*  Propane 

5 

4.75 

.95 

39.  Methyl  Anthranllate 

5 

5.0 

1.0 

40.  Methyl  Salicylate 

5 

6.75 

1.35 

41.  N-Butyl  Chlor  Propionate 

5 

.5 

.1 

42.  Nltro  Benzene 

5 

;  5.0 

1.0 

43.  0-Di chlor  Benzene 

5 

1  7.0 

1.4 

44.'  F -Chlor  Acetophenone 

5 

|  3.0 

1.0 

45.  P-Dichlor  Benzene  (Ht’d.) 

5 

g.  !  3.43, 

solid 

46.  Penta  Chlor  ethane 

5 

|  4.75 

|  587 
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"E-P*  CONCENTRATES  TESTED' 


‘  o  .  ? 

•.  \ '  .  :0 

MORRKLL^K^^ON^  j  ^ 

My  Co*im:jj.un  Sov.  13,  1941 


The  Halowax-cklor  coconut  oil  combination  was 
a  good  "E-P"  addition  agent,  but  it  could  not  be  handled 
In  the  concentrated  form  due  to  the  crystallizing  out  of 
the  Halowax. 


Various  solvents  were  added  to  try  and  eliminate 
this  trouble  as  shown  below: 


Halowax  -  (sp.  g.  1.65)  . 

Coconut  011  (9.7*  Cl.)  . 

plus  following: 

No.  1  -  O-Dichlor  Benzene  . 

No.  2  -  Chlor  Benzene  . 

No.  3  -  Brom  Benzene  . 

plus  S.A.E.-60  motor  oil 
No.  4  -  1-2-4  Tri chlor  Benzene  .. 
plus  S.A.E.-60  motor  oil 

No.  5  -  Methyl  Salicylate  . 

No.  6  -  Bromoform . . . 

No.  7  -  P-Chlor  Aceto-Phenone  ... 

No.  8  -  Diphenyl  Oxide  . 

No.  9  -  Chlor  Toluene  (crude)  ... 


WJT.. 

or  Cryst. 

Vol.  Temp.  °F. 

6  g. 

15  c . c . 


7.5 

c.c. 

26 

8.5 

c.c. 

RM.T. 

7.5 

c.c. 

58° 

5.0 

c.c. 

Rm.  T 

7.5 

c.c. 

28° 

5.0 

c.c. 

10° 

6.5 

c.c. 

28° 

9.0 

c.c. 

48° 

8.0 

c.c. 

28° 

8.5 

c.c. 

44° 

7.0 

c.c. 

Rm.  T 

From  here  on  the  total  contents  of  the  mixture  are 
Indicated  after  each  number.  Mixtures  unless  otherwise  stated, 
to  be  used  5*  by  vol. 


No.  10  —  Coconut  oil  (9.7*  Cl)  .........  7.5  c.c. 

P-Chlor  Aceto-Phenone  .  4.0  c.c. 


No.  11  -  Poly  chlor  Propane .  7.5  c.c. 

Linseed  oil  (12.1*  Cl.)  .......  7.5  c.c. 

No.  12  -  Halowax . - .  3  g. 

Coconut  oil  (0.8*  Cl.)  ........  7.5  c.c. 

Poly  Chlor  Propane .  5.0  c.c. 
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Wt. 

or  Cryst . 

Vol.  Temp.  °  F. 

No.  13  -  Halowax .  4  g. 

Paraffin  .  1  g. 

Coconut  oil  (8. 8%  Cl •••••«  7.3  c.c. 

1-2-4  Trichlor  Benzene .  3.75  c.c. 


No.  14  -  Halowax .  10  g. 

Carbon  Tetrachloride  .  10  c.c. 

1-2-4  Trichlor  Benzene .  6  c.c. 

Crlsco .  2  g. 

Wax .  1  g. 

Methyl  Salicylate  .  1  c.c. 

(17  c.c.  used/150  c.c.  sple.) 

No.  15  -  Halowax .  10  g. 

Crlsco .  1  g. 

Coconut  oil .  10  g. 

1-2-4  Trichlor  Benzene  .  5g. 

Carbon  Tetrachloride  .  5  g. 


None  9  42°  F. 


o 

76  F. 


No.  16 


No.  17 


No.  18 


Halowax . . . 

Poly  Chlor  Propane  . 

Coconut  oil  . . . 

plus  1-2-4  Trichlor  benzene  .. 
plus  Carnauba  wax  . 


Halowax  . 

Carbon  Tetrachloride  .. 
1-2-4  Tri  Chlor  Benzene 

Coconut  oil  . 

Methyl  Salicylate  . 

Linseed  (12.1%  Cl.)  ... 
1-2-4  Trichlor  Benzene 
Poly  chlor  propane  .... 
Methyl  Salicylate . . 


3.25  g. 

3.  c.c. 

15  c.c.  62°  F. 

1.  c.c.  48°  F. 

.2  g.  cloudy  100°  F. 


r  it  u6§  pJ:Vr  O;  :  \ 

ixivrc  (he  Exam.r.cr-.  ot  lntcftcccuccs 


No.  19  -  Halowax  . 

Poly  chlor  propane  .... 

Coconut  oil  . 

Ceresln  wax  . 

1-2-4  Trichlor  benzene 


3 . 25  g • 

3.0  c.c. 

15 .0  c.c. 

.2  g.  cloudy  -  70°  F. 

1  c.c.  White  solid  52°  F. 


No.  20  -  Poly  Chlor  Propane  . 

Coconut  oil  (9.756  Cl.)  . 


7.5  c.c. 

7.5  c.c.  slight  opalescence 
at  14  deg.  F. 
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No .  SI  - 

No.  82  - 

No  .23  - 

No.  24  - 
Nq.  25  - 
No.  26  - 

No.  27  - 

No.  28  - 

No.  29  - 

No.  SO  - 
No.  31  - 

No.  32  - 

No.  33  - 

♦Quantity 
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WT.  or  Cryst. 
Vol.  Temp.°F. 


Coconut  Oil  (9.756  Cl.)  . 10  c.c. 

1-2-4  Trichlor  Benzene .  5  c.c. 

Polychlor  propane  .  5  c.c. 

P-chlor  aceto-phenone . . . 5  c.c. 


Coconut  oil  (9.07J6  Cl.)  .  5056  ) 

Poly  chlor  Propane  .  25#  )by  Volume 

P-chlor  Aceto-Phenone  .  25#  ) 


Coconut  Oil  (9.0/6  Cl.)  .  5056  ) 

Poly  chlor  propane  .  25/6  )by  Volume 

Methyl  Salicylate .  2556  ) 

Cont*g.  62  g.  Halowax/c.c. 

Coconut  Oil  (9.0J6  Cl.)  .  20  c.c.  0 

1-2-3-4  Tetra  Chlor  Butane .  10  g .  72  F. 


Halowax  . 

1-2-4  Trichlor  Benzene 


5  ijr  *  y.  S.  V  \  I  ...*.  i  »  i  •  ^ 

_  _  «  :hc  o!  imcik^iiccs 

10  C.C. 

•  No.  . 


Linseed  Oil  (12.1*  Cl.) 

Htfd.  approx.  50  hours  to  drive  off 
HC1  and  Cl2. 

Halowax  . 

Kerosene  . 

Coconut  oil  (9.0*  Cl.)  . 

(6.6  cc/150  c.c.  SAE-30  Oil). 


MC*Rcl  ■- 

^TThit 


6  c.c: 


L7.  :  .  ON 


lOTAPy  “'.JPMC 

•V </»o  i},  !°42 


Halowax .  1  g. 

Kerosene  .  8  c.c. 

(QS*for  150  c.c.  SAE-30  Oil). 

Kerosene .  5056)  by  Vol. 

Coconut  oil  (9.056' Cl.)  . .  5056) 

Halowax  . .  5  g. 

Chlor  Benzene . .  10  c.c. 

Halowax .  j  lg. 

Cracked  Kerosene  (chlorinated)  ..  j  8  c.c. 

(added  to  150  c.c.  SAE-30  Oil). 

i 

Polychlor  Propane  .  5056) By  Vol. 

Poly  chlor  Diphenyl . • . ...  |  5056) 

Poly  chlor  Diphenyl .  j  5  c.c. 

Halowax  ;  2  g. 

(Q.Sf  for  150  c.c.  SAE-30  Oil)  ! 


I 


sufficient 


591 


I 


i 

! 


612 


-25- 


Wt.  or 
Vol. 


Crvst.  Temp.  °F. 


Ho.  34  -  Poly  Chlor  Diphenyl . 2.5  c:c. 

Coconut  011  (9.056  Cl.)  . .  5.0  c.c. 

(Q.S.  for  150  C.C.  SAE-30  Oil). 

No.  35  -  Poly  chlor  Diphenyl .  25?)by  Vol.) 

'  Ethyl  Salicylate  .  25^ 

Poly  chlor  propane .  50# 


..S’  !  .r.  u  s  •  '  • 

the  Exm”*v*  :*  ■« 

Inf?-  ••  - 


No.  36  -  Cracked  Kerosene  (treated  "with 

A1  Clg)  ••••••.•••.... .  5  c.c 

Halowax . 

Poly  chlor  Diphenyl  . 

No.  37  -  Poly  Chlor  Diphenyl  . 

Methyl  Salicylate  . 

P-Chlor  Aceto-Phenone  . 

Poly  Chlor  Propane  . 

No.  38  -  Poly  Chlor  Diphenyl  . 

0 -Chlor  Phenol  . 

P-Chlor  Acetophenone  . 

No.  39  -  Poly  chlor  Propane  (RecTd.  7-29-32) 

50^)  by  Vol. 

Coconut  oil  (9.7#  Cl.)  . 50j6) 


Poly  Chlor  Butane  . 

Coconut  Oil  (9.7£  Cl.)  . 505 


by  Vol. 


No.  40 

No.  41  -  Coconut  Oil  (9.756  Cl.)  . 50#)  by  Vol. 


Poly  Chlor  Propane 
Poly  Chlor  Butane 


25< 

2S* 


No.  42  -  No.  20  Heated  -  12  hours . 

No.  43  -  Poly  Chlor  Propane  .  5056)  by  Vol. 


Lard  Oil 


5056) 


No.  44  -  No.  20  . 7.5  c.c. 

Aniline  Oil . 2  c.c. 

(Q.S.  for  150  c.c.  SAE-30  Oil) 


No.  45 
No.  46 


Sulfur  Deriv.  of  Chloranll  ...  2  g. 

(heated  to  100°C.  -  didnTt  all  dissolve). 


Olive  Oil . . 

Poly  chlor  propane 


5056) 

5056) 


by  Vol. 
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No.  47 

No.  48 

No.  49 

No.  50 

No.  51 
No.  52 
No.  53 

No.  54 

No.  55 

No.  56 

No.  57 

No.  58 


-26- 

WT.  or  Cryst. 

Vol.  Temp.  °F. 

1-2-4  Trichlor  Benzene  . 

Poly  chlor  propane  . 

Coconut  Oil  (9.756  Cl.)  . 

Coconut  011  (9.756  Cl.)  . 

Poly  Chlor  Propane  -  treated  with 
NH3  &  NE4  Cl.  removed  - 
(StrosacKer)  . 

Coconut  Oil  (9.756  Cl.)  . 

Poly  chlor  propane  -  treated  with 
caustic  wash  to  remove  EC1  ..... 

Poly  chlor  Propane  -  (caustic 
washed  sp.  g.  1.645)  . . 

No.  20  with  trace  of  chlorophyl 
dye  to  color  green. 

Polychlor  Propane  (caustic  washed) 

Coconut  oil  . 

Poly  chlor  propane  (caustic  washed)  15  c.c. 


Coconut  oil  (9.756  Cl.)  .  15  c.c. 

Amyl  Acetate  .  1  c.c. 

Methyl  Salicylate  .  1  c.c. 

Poly  Chlor  Propane  (C.W.)* .  15  c.c. 

Coconut  Oil  (9.756  Cl.)  .  15  c.c. 

Amyl  Acetate . 5  c.c. 

Uethyl  Salicylate  . 5  c.c. 

Poly  Chlor  Propane  (C.W.)* .  10  c.c. 

Coconut  oil  (9.7#  Cl.)  . 10  c.c. 

Amyl  Acetate  (plus  small  mat. 

trichlor  acetic  acid)  .  2  c.c. 

Poly  Chlor  Propane  (C.W*  -  RecTd. 

8-8-32)  . 10  c.c. 

Coconut  oil  (9.756  cl.)  .  10  c.c. 

Poly  chlor  propane  (C.W.)* .  10  c.c. 

Coconut  oil .  10  c.c. 

P-chlor  acetophenone . 5  c. 


Same  as  No.  57  -  hut  colored  red 
with  a  trace  of  Sudan  III  . 


25#) 

25#) by  Vol. 
50#) 

50#) 

by  Vol. 

50#) 


50#) 


♦Caustic  Washed 
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-27- 


Wt.  or  Cryst.Q 
Yol.  Temp.  F. 


Poly  Chlor  Propane  (C.W.)  . 10  c.c. 


Coconut  oil  (9.7*  Cl.)  . 10  c.c. 

P-chlor  acetophenone . 2  c.c. 

Methyl  Salicylate  . 2  c.c. 


No.  60  -  Poly  Chlor  Propane  (C.W.)  .  10  c.c. 

Coconut  oil  (9.7*  Cl.)  . 10  c.c. 

Cl/5)  P-Chlor  Acetophenone . 2  c.c. 


No.  61 

No.  62 

No.  63 

No.  64 


Poly  Chlor  Propane  (C.W.)  . 

Coconut  oil  (9.755  Cl.)  . 

(1*)  Methyl  Salicylate  . . 

Dow  9-F. 

Poly  Chlor  Propane  (C.W.)  . 

Coconut  oil  (9.7$  Cl.)  . 

Phenyl  Ethyl  Alcohol  ( . 555)  . 


10  c.c. 
10  c.c. 
.2  c.c. 


TN  Till;  C.  S'.  PATpNT  *  :i  .f!i 
RcV#<  the  Lxammcr.  o(  liiic.MKtiW* 
.  .  lnterten->-t:  > 

10  C.C.  No.^  . 

10  C.C.  '  •" 

.1  C.C. 


No.  20  -  Heated  6  days  at  200°  P 
In  clean  Iron  dish. 

Hepta  Chlor  Propane . . 

Halowax  ...'. . . . 


••  1 

MPERT.  .  ..  .  ;:\-n 

M'-.TA*"  Pi 

»*  5  C.C •  .  1,  iv4i 

► .  4 . 75  ^ . 


No.  65  -  Hexa  Chlor  Benzene . 5  g. 

Halowax . 3  g. 


No.  66  -  Dow  10-F. 

Lard  Oil  (16. 9*  Cl.)  . 10*) 

Coconut  oil  (sp.  g.  -..97)  .  89*)by  Yol. 

Phenyl  Ethyl  Alcohol  .  1*  ) 

No.  67  -  La*d  011  (16.9*  Cl.)  .  10*) 

Coconut  oil  (9.7*  Ci.)  . . .  89*)  by  Vol. 

Poly  Chlor  Propane . .  1*  ) 

No.  68  -  Lard  011  (16.9*  Cl.)  . 20*) by  Vol. 

Coconut  oil  (9.7*  Cl.)  . 80*) 

No.  69  -  Lard  011  (16.9*  Cl.)  . 50*) by  Vol.. 

Coconut  Oil  (9.7*  Cl.)  . 50*) 


No.  70  -  Methyl  Salicylate . 7.5  c.c. 

o-chlor  phenol .  1.5  c.c. 

Nitrobenzene . 1.5  c.c. 


(Q.S.  for  150  c.c..  SAE-30  Oil) 
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Wt.  or  Cryst. 

'  Vol.  Temp.  °F. 

No.  71  -  Lard  oil  (16.9#  Cl.)  10* 

Coconut  oil  (sp.  g.  .97)  90#) 

No.  72  Soja  Bean  Oil  saturated 
with  red  phosphorous. 

No.  73  Soja  bean  oil  saturated  with 
sulphur 


No.  74  Bromoform .  7.5  c.c. 

Turpentine .  1.5  c.c. 


No.  75  Sulfur  ....'. . 

Poly  chlor  Diphenyl 


3.4  g*  ' 

30  c.c. 

•  N  THE  U.  S. T-ATENT 
Extote  the  Exa«*i»c»  cf  Intcrfex*^ 

Interfeftn.-et 

No.  #‘‘■•■■3 
N  J 
>■  .  * 


VORrEM  &.  •  -V.-ON 
EXHIBIT  Ny- 


Not.«vp  r*  ;J  ^ 


y,\  r  4AjW** 
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Results  of  Tests  on  "E.P1*  Concentrates 


Ho.  Wts.  -  Break  Down 
o  Ho.  Ra.  ~ 

Prod.  Amt .Acid  Cor.Abr.  BP  C.TestsTemp.10  20  30  40  Hr 


1! 

;  .Lab.,  9.3# 

.Fair. 

.  1  . 

ft  ! 

6  .  •  5  1 

3. 

Lab. 10. 3# 

■Fair ; 

1 

16  .  ;  •  .  j 

4; 

Lab..  5.1* 

V.Good 

.•  1  . 

20  .  0  .  -  ;  -  j 

0 

4. 

Lab. 10. 3* 

Pair; 

1 

18  ,  17  15  :  18 i 

0 

5. 

Lab..  8.3* 

Poor . 

.  1  . 

19  .  .  .  j-  I 

6 

Lab.  9.1* 

Poor . 

1 

20 

•  •  •  • 

* 

7. 

Lab..  4.1* 

Fair 

.  1  . 

is.  0  :  -  !  -  } 

0 

7. 

Lab.  8.3* 

Fair 

.  1  . 

20  20  .  is  .  is : 

2 

8. 

Lab..  9.0* 

Poor . 

.  1  . 

20  ..: 

10 

Lab.  7.6* 

Exc.. 

.  1 

16  4  .  2  :  0 

1 

11 

(abr.at  Lab*  5 •*’ 

. 

•  1  • 

20-20  •  20 

20 

11  40  Hrs.  Lab.  10% 

Exc.  . 

.  1  • 

20  20  18  -  -  i 

20 

* 

exc .; 

1 

•  •  •  • 

12 

Lab.  9.6* 

Good 

1 

20  20  18  .  - 

17 

13 

Lab.9.7* 

Good  _ 

.  1 

20  19  .20  .  ! 

2*0 

14 

Lab..  5* 

Fair 

.  .  ,  • 

17 

/  v  *  Lab. 11. 3* 
(abr.at 

Fair 

. 

— 

18 

40  Hrs. Lab.  5* 

Fair . 

i 

*  •  . 

18 

• )  r  , 

Lab.  7.5* 

V.good 

.  1 

.  20  .  20  .  20  ; 

20 

18 

Lab.  10*. 

.  Exc. 

l  * 

•  •  •  • 

20 

Lab.  1* 

Fair 

1 

.  .  .  1 

20 

Lab.  2* 

Good . 

1 

. 

20 

Lab .  3* 

Good . 

• 

20 

(abr.at 

40  Hrs. Lab..  5* 

Good 

20  .  17  .  17  . 

20. 

fair) . 

■ 

1 

•  *  ! 

20 

Lab.  7.5* 

Good 

»  •  • 

20 

Lab.  10* 

Good 

20  20  .  20  . 

18 

21 

Lab.  5* 

Poor 

21 

Lab.  10* 

Poor 

IN  ;  • 

3»fon’  tr 

J  WP  S*  •  rr 

c  *’l  i.*u  «*»«»•  •  < 

22 

Lab.  5* 

Fair 

Lntcrfcr-  !•»■*» 

Nr  r.-Tv  3 

23 

Lab.  5* 

Fair 

%  • 

24 

Lab.  5* 

Fair 

V.OK.V 

•  I :  O  \ 

25 

Lab.. 5*  . 

Poor  ^ 

ZrrtuJiv 

NOT *  PUBLIC 

w 

26 

Lab.  5*  •  : 

596Falr 

So*-  1 3*  19*.*  , 

6J7 


Prod.Amt.Acid  Cor.ABR.BP°C.  TestsTemp.  10  20  30 


lab.  ;  1%  . 

Lab.  .  2% 

Lab.  .  yf> 

Lab.  .  4#  . 

Lab.  .  5%  : 

. Lab .12. 5# 

.Lab  .,12. 5$ 

.  Lab .  156  .  .285 
Lab.  yf,  . 

Lab.,  5%  . 


failed 
.7  Wts. 

Fair 
2min. 
at  8  irts, 

▼.good 
exc.  & 
▼.good 


'  7;  ; 

*  /  •  ••  • 

‘  V, 

>  / . 

•  /  ./.*•»  J 

■/  //.$ 


,  Ave. 

4  .12  . 

2  15-14.  i  j 

3  .  20'.  |  j 

1  .  20  .  ; 

1  .  17  .  j 

IK  THE  U.  S.  PATENT  CFF’.CE 
Bttore  the'  Exaimnow  of  liuoiterenc 
Interference* 

•  •  No.  G9*o  -  » 

•  n<-  »:•  f  i 

•  ••S.f:'.;  I  - 

,  ,v«.  7  *•  v«  ; 

MORRFET.  s. 

Nc»  ^LAJl.\  ■  * 


^  /  NOTAftV  PUBLIC 

**V  C  *,tw»  NoU  13# 


Up* 
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X-ray  and  Spcctramfy 


Tbt  Dow  Cfcmical  Cwpwy 
Report 


To _ Department  Files . .  By _ A.T.  Knutson  - _ 

l 

Subject  Cutting  Oil  from  Mineral  Oil  Base. _  R.C.  Dosser. 

Cbarye  No. _ JL2QQ . .  S*m* _ _ 

Date  Rec’tL  - - JL_16«34 _ _  Drta - _ 

PURPOSE:  To  definitely  establish  whether  the  known  valuble  addition 
agents  to  mineral  oil  were  superior  to  carbon  tetrachloride  in  pro¬ 
ducing  a  cutting  fluid.  The  Patent  Department  believed  this  infor¬ 
mation  necessary  before  proceeding  with  the  patent  application. 

MINERAL  OIL  USED:  Sun  Golden  #93,  a  cheap  oil  available  in  car  load 
lots  at  slightly  less  than  ten  cents  per  gallon. 

PROCEDURE:  This  was  the  same  as  previously  used  (see  report  No.  1187) 
except  that  a  twelve  gallon  reservoir  was  used,  in  place  of  the  original 
six  gallon  size.  The  concentration  of  the  addition  agents  are  given 
in  table  No.  1. 


COMMENT:  The  carbon  tetrachloride  worked  very  well  as  long  as-  enough 
of  it  was  in  the  oil,  but  it  evaporated  rapidly  as  shown  by  the  chlorin 
analysis  (table  No.  1).  As  soon  as  the  carbon  tetrachloride  became 
low  as  the  metal  would  commence  to  load  up  on  the  lands  of  the  drill, 
causing  it  to  pull  so  hard  that  the  test  would  have  to  be  stopped  for 
fear  of  breaking  the  drill.  At  the  same  time  a  rough  Job  would  be 
produced  by  the  roughened  lands. 


To  further  prove  the  effect  of  evaporation,  more  carb&n  tetrachloride 
was  added  at  this  point,  at  which  time  the. drill  operated  with  its 
original  smoothness.  % 

CONCLUSION:  A  cutting  oil  has  bp^r  produced  Xrom  a  cheap  mineral  ^oil, 
which  in  its  original  state  is ^s^^Lesse  a§ra  cutting  fluid.  Hexa  chlor 
ethane  and  poly  chlor  propapt^-^ve  b^i  shofwtipto  be  very  much  superior 
to  carbon  tetrachloride  in  produqA^g  a  cutting  fluid  froi 
mineral  oil.  \  x 
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TABLE  1 

Mineral  Oil  Base 


Poly  Chlor  Propane 


Hexa  Chlor  Ethane 


Carbon  Tetrachloride 


Inches  of  Bore 

Chlorine  Analvsis 

Amt.  of  Add. 

1st. 

2nd. 

1st.  2nd. 

Agent  per 

Run.  __ 

Run. 

Run  Run 

6  Gal. of  Oil* 

3467.25 

Start  1.28# 

Stop  .71# 

250  G. 

3307.5 

Start  1.06# 

Stop  .63# 

250  G. 

1604.25 

965.25 

Start  1.15#  Start  1 

.23 

Stop  .16#  Stop 

.31  250  G. 

*  Sp.  g.  of  Sun  Golden  Oil  #93  =  .924  %  room  temperature. 
Wt.  of  6  Gal.  Oil  =  20,985  G. 


#  by  wt.  of  add.  agent  in  oil  -  1.17# 
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1st*  Run 


62? 

-3- 

TABLE  2 

Mineral  Oil  Base 
Average  Kw.* 

2nd.  Run 


In.  of  Bore  K.W.  In .  of  Bore  K.W. 


22.5 

180 

360 

540 

720 

900 

1080 

1260 

1440 

1604.25 


1.600 

1.667 

1.705 

1.735 

1.755 

1.777 

1.809 

1.841 

1.866 

1.900 


965.25 


1.780 

1.765 

1.787 

1.802 

1.816 

1.828 

1.842 


Report  No.  1301 
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In.  of 
Bore  K.W. 


%  Increase  In 
Tool  Life  Over 

1st.  Run  with 
C.T.C'. 


1620 

1800 

1980 

2160 

2340 

2520 

2700 

2880 

3060 

3240 


1 

1 

1 

1 

1 

1 

1 

1 

1 

1 

1 

1 

1 

1 

1 

1 

1 

1 

1 


LEGEND 


.76 

.815 

.827 

.837 

.841 

.853 

.860 

.867 

.873 

.878 

.879 

.882 

.884 

.886 

.886 

.884 

.882 

.877 

.877 

.876 


P.C.P. 

In.  of 

Bore _ K.W. 


3420 

3467.25 


116.152 


1.600 

1.645 

1.665 

1.685 

1.696 

1.707 

1.715 

1.722 

1.727 

1.732 

1.739 

1.749 

1.759 

1.769 

1.779 

1.788 

1.795 

1.802 

1.807 

1.813 

1.815 


^-Average  difference  between  operating  and  idling  of  drill  press. 
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Addition  *CTnt«  for  Putting  nm«. 


Dow  product*  tested  since  Jtebruary  22,  1933  -  - -  19 

Valuable  compounds  - 

1.  P-ohlor  acetophenone - - - b.p.  232*0. 

2.  Hexachlor  ethane  ---------  -  m.p.  157*0. 

3.  Poly  chi  or  propane  - b.p.  200*0. 

# 

Compound*  tested  -------------------  Table  1 

Procedure - —  -  --  --  --  --  --  --  --  --  •  2 

Drilling  tests-  -  --  --  --  --  --  --  --  --  --  -  ■  k 
Power  consumption  -  --  --  --  --  --  --  --  --  --  rigate  1 

Threaded  stock - - ■  2 

Drills -  •  3 
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Interference* 
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No.  7 
No.  ••  . 


Subject .  Addltlon.Afaata.forCu.til*f 
fluid*. 

Charge  No. _ 


morrel:  •  .  •. 

EXf^X  ..1r'7/ff 

S.  T.  Oi^Pti  'NOTARY  Pvt'.ic 

■M-  '.  --.ai,w  ,\W  13  1942 


Date  Rec’d.  _ _ .2-22-531. 


Signed - - 

Datc_ . . _ 


IlMtHB  D*v  products  ban  boot  tastti  la  reopoct  t* 
their  nlat  m*  addition  agrata  to  mttiag  fluid* ,  *ine*  rtbmrj 
22,  1955*  They  *n  listed  in  Table  1,  readies  froa  top  to  bottoa  la 
order  of  their  rated  walae*,  the  ooapouade  whieh  appeared  to  pro¬ 
duce  beuf ioial  reeulte  vex*  reoheeked  using  new  drills.  These  aero 

also  tested  ea  a  pipe  threading  aaohiae,  _ 

The  first  three  are  ooasidered  as  haViBgctfffia&e  ^  I 


One  other ,  aoetyleae  tetrachloride,  appeared  teMAKvUti^i, 


bat  dee  to  its  high  toxioitf  its 


- *•  4 


▼toafcldgcN. 


brea  aaphthaleae  looked  proalslag  la  predaelag  longer  tool  life* 
a* lag  the  Kaataaa  Kodak  product,  bat  the  Sea  prodtet  did  act 
this  oat.  feeeral  of  the  rest  acre  central  aad  easy  actually 
iapaired  the  fluid. 


The  trials  aero 


r  eoaditiea* 


be  duplicated  froa  test  to  test.  The  operator  an*  ^^o  Hkm 


loald 

j--  ^ 


✓ 


41(fl 


teste  to  proceed  at  a  naif  ora  rate.  ^ 

bjr  pttlai  ylf. 

1411m  u4  Ifmtlii  tailUM  (f  ttl  4  rill 
ooaparlag  this  with  that  obtained  by  asiag  ao  addition 


ill 


f  C79 


625 


Report  1187 
Pxob.  239 


Compound*  Tested 
(81aoe  2-22-ri_) 


-2- 

Xebl£j, 

TOTAL  I  I  C  HI  I 

~  threaded 

fncreaae 

,  _  firlj IM  of  SooH 

—  let  trjaTgnd  Trial  let  Trial  Life 


1 

P-chlor  eoeto-phenone 

1225. 

1615. 

205.*  21.150 

2 

Bexe  ohlor  ethane 

1170. 

11*0. 

196.9  15.*6 

3 

Poly  ohlor  propane 

U72.5 

1J5 

\ 

ioetylene  tetra  chloride 

1165. 

* 

5 

'-^Bron  naphthalene 

U5Q. 

<25. 

169.9 

6 

Sulphnr  chloride  treated  oil 

968. 

8*0. 

7 

O-Ohlor  phenol 

525. 

<25. 

8 

X-Chlor  O-phenyl  phenol 

925. 

IK  1  i '  •*  \J.  S.  W  A. 

Before  lire  fcxanunc  o.  lnrer.erciu.. 

Interference* 

9 

Trl  ohlor  benxol 

925. 

So.  ft**?*.'? 
tic  7V.'> 

s... '  •> 

10 

Chlorinated  Baphthalene 

*37.5 

11 

Chlorinated  lard  oil 

710. 

A 

MORP. v--  7  ■  *:ON  JL/t/A 

12 

Acetylene  tetra  bronlde 

707.5 

1  *^"1* /  "no1a/v  r.-iit’C 

M:  iv  1  ’• 

13  Penta  ohlor  ethane 

1%  2-*  Dlohlor  O-phenyl  phenol 

13  Penta  ohlor  diphenyl  oxide 

16  Tetra  ohlor  benxol 

17  Dlohlor  ethyl  ether 

18  <=><J3hlor  naphthalene 

19  Methyl  Salicylate 
Standard  Catting  Oil 


625, 

562.5 
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MO  h 
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4  laereut 
In 

Tool  U*« 

Legend; 

H.C.f.  ■ 
P.C.P.  • 
P.C1.A.« 
<*B.l.  ■ 


tmt- 

♦ 

4 

♦ 

4 

♦ 

4 

♦ 

-  4 

•d 

B.CJ. 

bL 

pi*. 

P.Cl.A. 

.  oi*- 

pi*. 

.«72 

.8*8 

♦3.** 

.858 

♦1.60 

.867 

Am* 

♦0.57 

.871 

♦0.0 

.«7 

.861 

♦8.93 

.878 

♦1.69 

.876 

♦1.8* 

.876 

♦1.8* 

.«98 

.871 

♦8.35 

.887 

♦0.5 

.888 

♦1.18 

.885 

♦0.78 

.897 

.888 

♦1.67 

.898 

-o.n 

.890 

♦0.73 

.898 

-o.u 

.903 

.891 

♦1.33 

.91 

-0.77 

.895 

♦0.88 

.909 

-0.66 

.91* 

.897 

♦1.86 

.98 

-0.65 

.899 

♦1.6* 

.98 

-0.65 

.987 

.908 

♦8.60 

.985 

♦0.80 

.903 

♦8.59 

.988 

♦0.10 

.933 

.905 

♦3.00 

.988 

♦0.53 

.918 

♦8.10 

.938 

-0.53 

1.01 

.908 

♦8.58 

.989 

♦8.00 

.916 

♦9.05 

.9** 

♦6.53 

.913 

.938 

.98 

.919 

.936 

.98* 
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.98* 

• 
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* 

31.94 


Hex*  chlor  ethaaa 
Poly  ohlor  propen# 
P-chlor  aoetophOBOBO 
o<r  Bros  Bapht&alene 


.987 

•930, 

.933 

.93* 

.93* 

1004 


•  t 
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As  observed  la  table  1,  oelj  tee  ooapouads  appeared 
to  advantage  on  the  thread  cuttlnf  aaohlaee#  They  are  naaely 
p-ohlor  acetophenone  and  hexct  ohlor  ethaa  .  Due  to  the  condition 
of  this  aaehiae  it  la  act  satisfactory  for  experimental  work. 

Apparatus  and  operating  data  are  given  In  table  2. 

Table  3,  gives  the  average  X.W.  and  per  oeat  I.f, 
difference  at  any  point  in  the  test,  also  the  per  oeat  iaoreaee 
in  tool  life  for  the  drilling  testa.  The  graph  la  Fig.  1  van 
prepared  fron  the  data  la  table  3. 

Figure  2  illustrates  the  average  results  on  worked 
pipe  stoek  for  addition  agents  which  are  advantageous,  a  being 
with  untreated  and  B  treated  outtlag  fluid. 


Figure  3  illustrates  the  difference  between  drills 
before  sad  after  use.  This  drill  being  the  one  used  on  untrea^l 
outtlag  fluid.  The  objeet  being  to  aateh  the  condition,  cf  &  a 


tool  before  stopping  a  teat. 

sma&s&ls* 

Five  eeopouade  have  been  found  to  iapre 
fluids  by  addition  in  snail  savants.  They  are  at 


ttlng 


1.  P-ohler  aoetophea 


sly: 
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2.  Bara  ohlor  et; 

3*  Polyohlorp 

*.  Acetylene  tet: 

5.  <=<Breu  aaphthaleae 
Of  which  Bo.  K  would  mot  bo  advisable  because  of  its 
high  toxicity.  Is.  5  appoar^eth  very  well  and  neutral,  so  it  is 
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Included  in  thin  lint 


Only  the  first  two  coapoondn  appeared  to  tdvaatt|9 
in  thread  cutting. 
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Our  Invention  relate*  to  high  quality  lubricat¬ 
ing  ofla  and  spocUVadly  comprises  such  products 
as  new  oomposltlous  af  matter. 

Present  day  mechanical  devices  require  lubri- 
»  eating  oils  of  high  film  strength,  it  Us  been 
found  that  the  highest  quality  straight  hydro¬ 
carbon  lubricants  have  a  flim  strength  Insuffi¬ 
cient  for  efficient  use  In  present  day  mechanical 
devices.  With  these  high  quality  hydro- 

10  carbon  lubricants  when  being  used  under  condi¬ 
tions  of  high  pressure,  slow  speeds  and/or  high 
temperatures, -that  the  lubricant  has  a  tendency 
to  break  down  due  to  Its  low  strength 
the  above  conditions.  With  high  pressures  on 
M  the  rubbing  surfaces  the  body  of  lubricant  Is 
squeeaed  out  and  there  is  only  a  ***»  «■»  be¬ 
tween  the  rubbing  surfaces.  It  Is  readily  seen 
that  with  a  low  film  strength  lubricant  there 
would  be  a  tendency  far  the  lubricant  to  break 
*0  down,  decompose,  and  allow  the  rubbing  surfaces 
to  come  Into  contact  and  cause  setiure. 

The  object  of  our  Invention  Is  to  improve  the 
film  strength  of  hydrocarbon  *"*»*»*»"«■  so  they 
may  be  used  with  safety  under  conditions  which 
zs  would  cause  a  breaking  down  of  the  straight 
lubricant.  By  practicing  our  invention  the  film 
strength  at  the  lubricant  may  be  economically  Im¬ 
proved. 

m  outline,  our  Invention  comprises  the  hak>- 
30  genation  at  high  honiny  hyewmawM  waxes, 
and  the  like,  then  condoning  or  two 

or  more  of  these  halngenated  into  one 

molecule.  The  product  of  this  combination  Is 
added  to  hydrocarbon  lubricants  In  varying  quan- 
»  titles  to  Improve  the  film  strength,  the  exact 
quantity  used  depending  on  the  quality  and  |"M«| 
film  strength  of  the  original  hydrocarbon  lubri¬ 
cant. 

To  prove  the  efficiency  of  our  Invention  we 
40  rupture  the  film  of  the  lubricant  under  conditions 
simulating  operating  condition  but  with  large 
scale  laboratory  equipment  doidgned  to  keep  op¬ 
erating  conditions  constant  and  to  measure  the 
pressure  at  which  the  lubricant  breaks  down. 
40  The  equipment  employed  Is  known  as  the  "Tim¬ 
ken”  testing  machine  and  was  developed  by  the 
Timken  Roller  Bearing  Company  and  is  known 
to  the  art.  This  appears  to  be  the  best  equip¬ 
ment  now  available  for  making  tbeae  tests.  With 
SO  several  sets  of  Identical  rubbing  surfaces  It  Is 
possfids  to  test  under  Identical  con¬ 

ditions  and  the  relative  film  strength  of  each 
determined.  These  relative  film'  strengths  are 
converted  In  pounds  per  square  inch  on  the 
H  rubbing  surfacaa  for  film  rupture. 


(CL  n—9) 

The  following  example  of  our  Invention  Is  given 
to  show  one  embodiment  of  our  Invention  but  It 
Is  to  be  understood  that  our  Invention  is  not 
limited  thereto,  except  issafar  as  pointed  out  In 
our  claims.  SO 

Hydrocarbon  wax  with  a  melting  point  of  about 
130*  7.  was  chlorinated  by  direct  chlorination  and 
substitution  to  a  melting  point  of  about  00*  7. 
Tbe  thus  prepared  chlorinated  wax  was  freed 
of  all  excess  chlorine  and/or  hydrogen  chloride.  45 
To  the  resulting  product  sodium  ethoxlde  In  ex¬ 
cess  alcohol  was  added  as  a  condensing  agent 
The  excess  alcohol  was  removed  from  the  product 
and  then  the  product  thoroughly  washed  to  remove 
any  water  soluble  Inorganic  salts  present  Small  to 
amounts  of  the  original  halogenated  wax  and 

Of  th*  wu1«ini,H>in  PTOdUCt  WtTC  to  a 

hydrocarbon  lubricant  and  tested  on  the  Timken 
machine  far  film  strength.  The  original  hydro¬ 
carbon  lubricant  was  also  tested.  The  following  Ti 
results  were  obtained: 


By  the  addition  of  1%  of  the  product  of  con¬ 
densation  the  pressure  at  which  the  lubricant 
broke  down  was  raised  from  10,500  pounds  per  go 
square  Inch  to  13,800  pounds  per  square  Inch. 
With  poorer  quality  original  lubricants  larger 
quantities  may  be  obtained  to  obtain  the  same 
improvement.  If  a  lubricant  with  a  film 
strength  of  higher  than  13,800  pounds  per  square  go 
inch  is  required  larger  quantities  of  the  conden¬ 
sation  product  should  be  used.  As  much  at  5% 
or  more  of  the  product  may  be  required. 

The  degree^  of  halogenation  may  be  varied 
over  wide  limits  In  the  above  example  the  wax  100 
was  halogens  ted  to  a  40*  7.  melting  point.  More 
or  less  halogenation  msy  be  employed.  -The  de¬ 
gree  of  halogenation  Influences  the  amount  of 
product  to  be  used  In  the  final  lubricant. 

Many  methods  of  halogenation  are  known,  any  ioo 
of  which  may  be  employed  in  this  invention.  It 
should  be  understood  that  this  Invention  does  not 
contemplate  covering  any  halogenation  process. 

Any  of  the  halogens  may  be  employed  or  a  wax 
may  be  halogenated  with  two  or  mote  halogens,  114 
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or  a  blend  of  waxes  halogenated  with  the  various 
halogens. 

Removing  free  halogens  and/or  halogen  adds 
from  the  halogenated  wax  may  be  accomplished 
<  byany  of  the  wen  known  means,  such  as  heating, 
heating  under  vacuum,  or  by  the  use  of  solvents, 
etc. 

In  the  above  example  sodium  cthoxlde  Is  used 
as  the  condensing  agent.  It  will  be  readily  seen 
10  that  any  of  the  alkali  agents  may  be 

employed  such  as  Inorganic  alkalies.  Inorganic 
alkalies  in  organic  solvents,  condensing  agents  of 
the  mixed  acganlc-lporganie  type  snch  as  sod- 
amide,  etc.  The  condensing  reaction  may  be  ac- 
15  compllshert  straight  or  In  solution  with  various 
solvents,  provided  the  solvent  Is  removed  before 
use. 

We  are  not  positive  of  the  composition  of  the 
product  of  our  Invention.  It,  no  doubt,  is  a  mix- 
20  ture  of  a  number  of  compounds,  incinriing  un¬ 
changed  halogenated  wax,  combined  molecules 
resulting  from  the  removal  of  two  atoms  of  halo¬ 
gen  from  two  molecules  and  the  subsequent  com¬ 
bination  of  the  two  molecules  at  the  point  the  hal- 
20  ogen  was  removed,  molecules  resulting  from  the 
addition  of  OCiH*  to  the  wax  molecule  by  remov¬ 
ing  a  halogen  atom  with  the  metallic  atom  of  the 
condensing  agent  etc.  The  finished  product  con¬ 
tains  halogen  In  organic  w— Xn  *****  ex- 
00  ample  given  a  small  amount  of  halogen  In  organic 
,  combination  was  present  In  the  <  product. 

'  Our  Invention  Is  not  to  be  limited  on  the  above 


theory  of  chemistry  which  we  think  Is  Involved  - 
In  our  invention,  but  rests  an  the  anobvtous  and 
unexpected  results  obtained- 
Any  of  *bo  waxes  «to**f  natural  poem  it»g  or 
synthetic,  or  any  of  the  high  boding  hydrocar-  80 
bans  may  be  employed  In  our  Invention.  By  the 
term  waxes,  we  Include  solid  and  liquid  waxes 
from  animal,  vegetable,  and  petroleum  origin. 

The  product  of  our  Invention  may  be  efficiently 
added  to  any  of  the  hydrocarbon  lubricants  of  80 

r  -i— ♦Qcatinn  inchyttny  tK»  high 

viscosity  lubricants,  blends  of  the  two,  greases, 
etc. 

Having  thus  described  our  Invention,  what  we 
claim  Is:  go 

1.  A  lubricating  oil  of  Improved  strength 
comprising  in  combination  a  hydrocarbon  oil  a»d 
a  small  quantity  of  a  condensation  product  ob¬ 
tained  by  condensing  with  an  alkali  condensing 
agent,  a  halogenated  wax  with  a  halogenated  95 

wax,  said  condensation  prodOCt  containing  «  «m.n 

amount  of  halogen  In  organic  combination. 

2.  A  lubricating  oil  of  improved  strength 
comprising  in  m»nKin««(w  a  hydrocarbon  oil  fnj 

ft  small  quantity  of.  a  condensation  product  ob-  100 
talned  by  condensing  with  an  alkali  condamring 
agent  a  chlorinated  wax  with  a  chlorinated  wax. 
said  condensation  product  containing  a  small 
amount  of  chlorine  In  organic  combination 
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Date  of 
Teat 

Composition  Tested  Is 
Lubrication  Oil  Plus: 

Pressure  on 
Floyd  Machine 
Weights 

Shown  In 
Exhibit 
No. 

8-81-31 

5JC  Chlorinated  kerosene-like 
hydrocarbons 

9 

9 

8-31-31 

1%  Chlorinated  kerosene-llke 
hydrocarbons 

6 

9 

8-31-31 

3 %  Chlorinated  kerosene-llke 
hydrocarbons 

11 

9 

8-31-31 

5%  Chlorinated  kerosene-llke 
hydrocarbons 

16 

9 

9-9-31 

5}C  Tetrachloroethylene 

20 

10 

9-10-31 

flexachloroe thane 

10 

10 

9-23-31 

5%  Pentachloroethane 

20 

82 

3-25-32 

Tetrachlorobutane 

18 

83 

4-19-32 

5%  Dlbromo-dlchloro-ethane 

1 

12 

84 

4-22-32 

5 %  Chlorinated  butane 

15 

85 

4-26-32 

flexachloroe thane 

8 

85 

5-12-32 

Acetylene  tetrachloride 

20 

21 

6-1-32 

5%  Chlorinated  mixture  of  pro; 
ane  and  butane 

P- 

£0 

•  86 

6-9-32 

5£  Tetrachloropropane 

20 

86 

6-13-32 

5%  Pentachloropropane 

20 

i 

86 

6-13-32 

5%  flexachloropropane 

20 

86 

6-13-32 

5%  fleptylchloropropane 

!  20 

86 

6-13-32 

5 %  Octachloropropane 

20 

86 

7-1932 

5%  Pentachloroethane  ;+  1%  chloro 

phenol  1® 

29 
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Date  of 
Test 

Composition  Tested  is 
Lubrication  6il  Plus: 

Pressure  on 
Almen  Machine 
Weights 

Shown  in 
Exhibit 
Ho. 

4-7-35 

5J6  Acetylene  tetrachloride 

15 

88 

5-26-33 

5jf  Acetylene  tetrachloride 

13 

89 

5-26-33 

5 %  Polychloropropane 

6 

89 

6-19-33 

5%  Pentachloropropane 

9 

90 

6-19-33 

5%  flexachloropropane 

10 

90 

6—19—33 

5jC  Octachloropropane 

3 

90 

6-19-33 

5$  Hezachloroe thane 

5 

90 

6-19-33 

5 %  Tetrachlorobutane 

12 

90 

6-19-33 

5%  Chlorinated  butane 

6 

90 

6-19-33 

5%  Pentachloroe thane 

6 

90 

8-24-33 

6%  Hexachloroe thane  and 
paraffin 

10 

91 

8-31-33 

5flC  Tetrachloropropane  and 
paraffin 

12 

91 

4-23-34 

5%  Chlorinated  fuel  oil 

7 

92 

6-1-34 

Polychloropropane  +  nonochloro- 
triphenyl  phosphate 

5 

93 

6-1-34 

Polychloropropane  ♦  other 
ingredients 

5 

93 

6-11-34 

Chlorinated  gasoline  +  mono- 
chloro- triphenyl  phosphate 

5 

93 

FILED 

OCT  238*8 

w.-h 
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THE  authors  believe  that  chemical  action  may  explain 
the  improvement  of  lubricants,  in  extreme-pressure  lub¬ 
rication.  to  which  different  chcmically-nctive  materials 
lave  been  added.  Such  additions  show  remarkably  iin- 
,, roved  lubricating  action  after  film  lubrication  has  failed. 

His  study  was  made  with  the  aid  of  a  new  testing 
method  and  equipment  which  is  explained  in  detail  in  the 
article. 

Sulfur  added  to  lead-base  lubricants  increases  lubrica¬ 
tion  far  beyond  the  limits  found  for  the  sulfur-frcc  prod¬ 
uct.  A  10  per  cent  water  solution  of  sodium  oleatc  showed 
the  best'results.  Castor  oil  shows  action  similar  to  that  of 
sulfurired  oils.  Three  |>er  cent  CC14  in  mineral  oil  gave 
lubrication  nearly  equal  to  sodium  oleate. 


WE  ARE  accustomed  to 
think  of  lubrication  as 
a  condition  in  which  a 
nlm  of  oil  prevents  the  rubbing 
•urfaces  from  coming  into  con- 
act  with  one  another,  and  thus 
l-rcvcnts  wear.  That  this  condi¬ 
tion  actually  exists  in  well-lu¬ 
bricated  bearings  is  well 
known;  but  it  is  not  so  well  un¬ 
derstood  that  this  conception  of 
lubrication  does  not  apply  to 
highly  loaded  gears. 

In  well-lubricated  bearings 
the  loads  rarely  exceed  2000 
pounds  per  square  inch  project- 
-d  area,  and  the  rubbing  speeds 
»re  generally  high  enough  to 
maintain  a  film  of  oil  which 
separates  the  bearing  and  jour¬ 
nal-  In  automobile  gears,  the 
pressures  between  gear  teeth 
reach  values  as  high  as  400,000 
Pounds  per  square  inch,  with 
mbbing  velocities  ranging  from 
9  to  300  feet  per  minute,  and 
this  between  convex  curvatures 
»hlch  are  poorly  adapted  to 
®*intain  a  lubricating  film. 

It  is  inconceivable  that  even 
fhe  most  viscous  oils  and 
Phases  can  be  retained  between 
'he  surfaces  of  the  teeth  in  a 
»offlciently  thick  film  to  prevent 
Metallic  contact,  particularly 
it  is  realized  that  operat- 
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ing  temperatures  of  over  210’ 
F.  are  common.  With  these  con¬ 
ditions  prevailing,  it  is  not  dif¬ 
ficult  to  imagine  that  we  are 
fast  approaching  the  limit  of  ca- 

•Gcnrrul  Motors  t'orj>..  Detroit. 


K|g.  1— Assembly  of  Journal.  bear¬ 
ing*.  rftMnrr  and  link  used  in  test¬ 
ing  heavy  duty  lubricants.  Pressure 
Is  applied  to  the  top  of  the  link, 
shown  lnfj0«tljl  position 


parity  of  ordinary  oils.  The  fact 
that  we  arc  not  now  in  difficul¬ 
ties  can  probably  be  attributed 
to  the  intermittent  nature  of  the 
loading  which  permits  time  for 
temperature  equalization  be¬ 
tween  periods  of  load. 

Since  it  was  improbable  that 
any  ordinary  oil  or  grease  was 
capable  of  maintaining  a  fluid 
film  between  gear  teeth,  an  in¬ 
vestigation  was  directed  toward 
the  problem  of  preventing  gall¬ 
ing  or  scoring  between  heavily 
loaded  sliding  surfaces.  This 
work  was  originally  done  on 
complete  rear  axles  in  a  dyn¬ 
amometer  set-up.  in  which  it 
was  possible  to  reproduce  con¬ 
ditions  of  seizure  between  the 
differential  pinions  and  pin 
identical  with  service  failures 
that  were  at  that  time  occasion¬ 
ally  found  in  certain  districts. 

This  was  done  by  locking  one 
wheel  and  taking  the  load 
through  the  differential.  This 
test,  however,  was  slow  and  ex¬ 
pensive.  A  special  machine  was. 
therefore,  built  which  apprdxi- 
raated  the  essential  parts  of  the 
axle  test,  I.  e.,  a  hardened  steel 
pin  rotated  in  hardened  steel 
bushings,  the  assembly  being 
immersed  in  the  oil  to  be  tested. 
The  details  of  this  machine  are 
shown  in  Fig.  1  and  2.  Fig.  1 
shows  the  journal  and  bushings 
mounted  ready  for  test.  This 
assembly  is  immersed  in  an  oil 
bath,  as  shown  in  Fig.  2.  which 
also  shows  the  loading  means. 
The  journal  is  then  rotated  by 
means  of  a  dynamometer  from 
which  the  torque  required  to  ro¬ 
tate  the  journal  can  be  deter¬ 
mined. 

Operating  the  Testing  Machine 

The  usual  method  of  operat¬ 
ing  this  machine  is  to  rotate  the 
journal  at  100  r.  p.  m.'with  a 
constantly  increasing  load  of 
1000  pounds  per  square  inch 
projected  area  applied  every  10 
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seconds  until  a  total  load  of  25.- 
•mm»  pounds  per  square  inch  is 
reac  hed  or  until  seizure  oc  curs. 
In  operating  this  testing  ma- 

•  hine.  it  was  found  that  when 
we  made  tests  with  ordinary  lu¬ 
bricants  with  steel  against  steel, 
at  certain  loads  and  speeds, 
seizure  or  scoring  resulted:  but 
it  was  also  found  that  seizure 

•  ould  be  prevented  if  another 
metal  was  substituted  for  steel 
as  one  of  the  wearing  surfaces, 
tor  example.  steel  against 
bronze. 

Tests  established  that  then- 
are  a  number  of  metals  and  al¬ 
loys  that  could  be  substituted 
for  bronze  and  operated  against 
steel,  and  still  avoid  the  difficul¬ 
ties  that  occur  with  steel 
against  steel:  but  there  is  the 
objection  to  most  of  these  met¬ 
als  that  they  are  low  in  strength 
and  are  not  suitable  as  gear  ma¬ 
terials. 

We  found  that  by  means  of 
electroplating  different  metals 
on  steel  we  could  get  the  benefit 
of  the  wearing  surfaces  of  the 
plated  metal  and  the  strength  of 
the  steel  backing.  We  also  found 
that  by  mixing  finely  divided 
metal  powders  with  the  oil  we 
could  get  the  same  results  as 
if  the  metals  had  been  plated 
on  the  bearings  with  the  excep¬ 
tion.  however,  that  we  could 
not  keep  these  powders  in 
suspension  Tor  any  length  of 
time.  Very  much  to  our  surprise 
it  was  found  that  we  could  oper¬ 
ate  steel  against  bronze  and  cer¬ 
tain  other  metals  with  no  lubri¬ 
cant  whatever  using  loads  and 
speeds  that  would  result  in  seiz¬ 
ing  or  scoring,  if  we  used  steel 
against  stool  with  ordinary  oils 
or  greases. 


Klg.  ‘2— <  'oni|il«-t<-  testing  assembly, 
showing  application  <i(  iin-vsin* 
through  lot  or  to  link 


In  Fig.  .2  curves  are  shown  of 
tests  in  which  stool  journals 
Were  operated  against  steel, 
bronze,  or  tin  plated  steel  with 
lubricant  whatever  or  with  var¬ 
ious  lubricants.  In  this  figure, 
the  vertical  lines  on  the  test  of 
steel  on  steel  with  mineral  oil 
and  with  the  tin-plated  journal 
dry  indicate  seizure  of  the  jour¬ 
nal  and  bushing.  The  others 
completed  the  test  without  seiz¬ 
ure. 

Photographs  of  some  of  the 
journals  used  in  this  and  other 
tests  are  shown  in  Pig.  4.  The 
photograph  of  the  journal  from 
the  test  on  tin-plated  steel  run 
dry  was  made  from  a  test 
stopped  at  15.0uu  pound*,  as  it 
was  not  possible  to  operate  i In¬ 
fill-plated  st i*<*|  with  no  cooling 
medium  at  the  full  27».<hh>- 
pound  load.  The  journal  operat¬ 
ed  with  bronze  with  no  lubri¬ 
cant  appears  to  be  badly  worn  in 
tile  center,  but  actually  there  is 
practically  no  wear  on  this  jour¬ 
nal.  It  simply  became  so  hot 
dining  the  test  that  t In-  st eel  d id 
not  have  enough  strength  to  car¬ 
ry  tin-  load  and  tin-  journal  was 
extruded.  Ibis  same  condition 
has  been  observed  with 'other 

Steel  journals  tested  with  . . 

tain  experimental  lubricants. 

How  "K\t  rein,- Pressure" 
l.iibricants  0|M-rate 

There  remains  a  serious  ob¬ 


jection  to  the  use  of  plate, 1 
a  Is  for  highly-loaded  movin' 
parts  in  that,  if  the  plate  *h„u u 
be  worn  off  in  service,  the  St...  • 
would  then  operate  against  st! ! " 
with  unsatisfactory  results  if. 
lubricant  could  be  develop..,'! 
which  would  form  on  the  M)r 
face  of  the  steel  a  film  or  p'latj 
with  a  low  coefficient  of  fri.-ti  • 
similar  in  effect  to  that  of 
film  or  plate  of  elect ro-deposir 
ed  metal,  and  if  this  film  '  ’ 
plate  would  he  reformed  auto- 
matically  as  it  is  worn  off  jj. 
service,  this  might  be  a  solution 
of  the  problem.  We  believe  that 
some  such  phenomenon  enable, 
the  so-called  “extreme-pr,-*. 
sure"  lubricants  to  operate. 

In  I- ig.  •>  are  shown  result* 
obtained  with  three  ordinary 
mineral  oils  and  one  commercial 
"extreme-pressure"  lubricant 
The  mineral  oils  have  viscositi.  * 
of  4X.  »».  and  200  at  210  f. 
respectively.  The  "extreme- 
pressure"  lubricant  has  a  vis- 
cosit y  of  approximately  i»» 

2lo  F.  It  will  be  noted  that  vi*. 
cosit y  effect  is  quite  marked,  in 
•  hat  the  2no  viscosity  oil  show* 
a  low  friction  up  to  lo.tnm 
pounds  per  square  itich.at  which 
point  the  oil  film  fails  with 
consequent  rapid  rise  in  friction 
and  that  tile  oil  films  with  th- 
lower  viscosity  oils,  as  would  l» 
expected,  fail  at  much  low.-t 
loads. 

Since  the  initial  oil  tempera 
fare  in  these  tests  was  about  7" 
F..  it  is  evident  that  in  st-ru*- 
where  temperatures  of  2on  F 
are  common,  even  the  heaviest 
oils  are  incapable  of  sustaining 
very  high  loads.  The  heavies* 
oil  shown  in  Fig.  4.  if  heated 
before  the  test  to  200  F..  tie:* 
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X— OU — is  at  210*  F.  Steel  Jour¬ 
nal  and  bosh  Infs. 

2— Same  oil  as  above  with  addition 
of  1  per  cent  carbon  tetrachlor¬ 
ide.  Steel  Journal  and  bush- 

bags. 

8—011—00  at  210*  F.  Steel  Jour¬ 
nal  and  bushings. 

4 —  011—00  at  210*  F.,  plus  sul¬ 
fur.  Steel  Journal  and  bush¬ 
ings. 

5 —  Commercial  lead-soap  grease 
containing  sulfur.  Steel  Jour¬ 
nal  and  bushings. 

8—10  per  cent  soap  (sodium 
oleate)  plus  00  per  cent  water. 


Fig.  4 

Steel  Journal  and  bushings. 

7—  No  lubricant  whatever.  Steel 
Journal,  bronse  bushings. 

8-  011—00  at  210*  F.  Steel  Jour¬ 
nal,  bronse  bushings. 

0 — Oil — 00  at  210*  F.,  plus  8  per 
cent  carbon  tetrachloride.  Steel 
Journal,  bronse  bushings. 

10—  Castor  oil.  Steel  Journal, 
bronse  bushings. 

11—  No  lubricant  whatever  (test 
stopped  at  18,000  lb.).  Tin¬ 
plated  Journal,  steel  bushings. 

12— 011 — 00  at  210*  F.  Tin-plated 
Journal,  steel  bushings. 


■educing  the  viscosity,  will  give 
-esults  similar  to  an  ordinary 
ragine  oil  tested  cold.  In  the 
:ase  of  the  “extreme-pressure*’ 
ubrlcant,  the  curve  indicates  it 
lehaves  exactly  like  any  ordi- 
lary  oil  so  long  as  the  oil  film  is 
nalntained. 

The  addition  of  other  mate- 
dais  to  the  oil  does  not  affect 
.he  characteristics  until  the  oil 
11m  has  failed,  whether  the  oil 
>e  light  or  heavy;  but  at  higher 
oads  there  is  a  sudden- transi- 
ion  from  one  friction  level  to 
mother.  These  results  indicate 
Jiat  lubrication  at  this  higher 
friction  level  is  accomplished 
>y  some  medium  having  proper- 
Jes  different  from  oil  as  used  in 
>rdinary  film  lubrication. 

Sulfur  Active  Ingredient  in  Sac* 
ccssful  Lead-Soap  Lubricants 

In  Fig.  6  are  shown  three  oils 
with  viscosities  of  48,  90  and 
500  at  210°  F..  respectively;  but 
these  oils  have  all  been  sulfur- 
ized  It  will  be  noted  that  in  the 


“extreme-pressure”  region  the 
friction  is  approximately  the 
same  for  all  three  oils,  but  an 
interesting  difference  occurs  in 
the  transition  region  in  that  the 
maximum  friction  Is  least  for 
the  light  oil  and  greatest  for  the 
heavy  oil.  However,  by  reduc¬ 
ing  the  viscosity  of  the  heavy 
oil  by  the  addition  of  light  oil  or 
kerosine,  the  point  of  maximum 
friction  can  be  lowered. 

We  believe  this  indicates  that 
the  film  which  carries  the  load 
in  the  “extreme-pressure”  lubri¬ 
cant  region  is  caused  by  chem¬ 
ical  action  requiring  heat,  and 
that  this  high  friction  shown  by 
the  heavy  oil  results  from  the 
layer  produced  by  chemical  ac¬ 
tion  not  having  enough  time  to 
form  before  it  is  required  to 
carry  the  load. 

For  a  number  of  years,  lead- 
soap  lubricants  have  had  the 
reputation  of  carrying  higher 
loads  than  ordinary  mineral  oil 
lubricants.  We  tested  In  our 


laboratory  commercial 
soap  lubricants,  and  found  tfcT 
some  of  them  had  this  saner! 
load-carrying  ability  and 
others  did  not. 

In  trying  to  find  the  rea** 
for  this  difference,  we  analyjS 
and  tested  many  commerce- 
lead-soap  lubricants,  and  mad, 
and  tested  many  others.  vep 
early  in  our  work  we  found  th- 
presence  of  large  amounts  0- 
sulfur  in  the  successful  lead 
soap  lubricants,  with  usuali 
much  smaller  amounts  of  am 
fur  in  the  ones  which  did  no¬ 
carry  the  extreme  loads.  This 
together  with  the  knowledc 
that  flowers  of  sulfur  has  Ion 
been  used  to  overcome  ove- 
heated  bearings,  and  that  anlft 
oil  is  extensively  used  in  cuttin 
lubricants,  suggested  that  su! 
fur  was  the  active  ingredient  i- 
successful  lead-soap  lubricants 

We  made  experimental  mix¬ 
tures  where  we  added  sulfur  t 
mineral  oils  low  In  sulfur,  an.' 
found  that  by  this  addition  th. 
oil  was  able  to  carry  the  hesv- 
loads,  whether  lead  soap  wa> 
present  or  not.  We  added  lea  l 
soap  to  mineral  oils  low  in  sul¬ 
fur,  but  we  were  never  able  by 
this  means  to  improve  the  load- 
carrying  ability;  although  In 
some  cases,  when  we  a<  .led  lead 
soap  to  oils  which  were  high  in 
natural  sulfur,  we  obtained  su¬ 
perior  load-carrying  properties. 

Lead  soap  added  to  sulfnr- 
free  mineral  oil  does  not  seen; 
to  increase  Its  load-carryinc 
ability,  but  lead  soap  added  t.< 
pure  castor  oil  does  make  an 
“extreme-pressure”  lubricau' 
which  works  effectively  beyon.! 
the  range  of  castor  oil.  Lead 
soap  added  to  a  mineral  oil  con¬ 
taining  enough  sulfur  produces 
an  “extreme-pressure”  lubri¬ 
cant  that  seems  to  make  th- 
transition  from  “fluid-film”  lu¬ 
brication  to  “extreme-pressure" 
lubrication  with  less  friction 
and  heat  than  a  sulfurized  min¬ 
eral  oil  without  the  lead  soap 
or  other  materials  which  migh’ 
help  in  the  transition  range. 

Adds  in  Castor  Oil  Have  Actios 
Similar  to  Sulfur 

In  testing  these  lubricants 
we  found  that  when  these  sue- 
cessf  il  lead-soap  lubricants 
were  operated  under  condition- 
where  mineral  oil  without  the*- 
additions  could  not  carry  th-’ 
loads,  in  all  cases  except  that 
of  j&Atoi  oil  plus  lead  soap,  th'* 
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Surfaces  of  the  steel  were  cov¬ 
ered  with  a  black  film,  which 
analysis  indicated  to  be  iron  sul¬ 
fide.  In  the  case  of  castor  oil 
plus  lead  soap,  we  believe  the 
acids  in  the  castor  oil  have  an 
action  similar  to  that  of  sulfur. 

These  investigations  indicat¬ 
ed  that  the  superior  load-carry¬ 
ing  properties  of  •‘extreme-pres¬ 
sure*4  lubricants  were  due  to  the 
formation  of  a  separating  film 
not  of  oil  but  of  some  material 
formed  directly  on  the  surface 
of  the  steel.  This  theory  is  sim¬ 
ilar  to  that  which  is  held  by 
many  Investigators  seeking  to 
explain  the  peculiar  oiliness 
properties  of  animal  and  vege¬ 
table  oils  and  mixtures  of  these 
with  mineral  oils.  If  this  were 
true,  it  would  be  necessary  for 
an  oil  to  contain  chemically  ac¬ 
tive  material  to  function  as  an 
“extreme-pressure”  lubricant, 
and  it  seemed  likely  that  other 
materials  than  sulfur  should 
have  similar  properties. 

To  test  this  theory,  we  went 
to  the  chemical  stock  room  and 
selected  a  large  number  of 
chemicals,  add  tested  them  as 
lubricants  for  extreme-pressure 
conditions.  We  found  certain  es¬ 
ters,  such  as  benzyl  benzoate, 
dibutyl  phthalate,  etc.,  which 
have  chemical  structures  more 
or  less  analogous  to  animal  and 
vegetable  oils,  which  gave  lu¬ 
bricating  results  in  our  tests 
comparable  to  animal  and  vege¬ 
table  oils.  In  general,  this  type 
of  material  will  give  a  lower 
coefficient  of  friction  than  or¬ 
dinary  mineral  oil  when  tested 
under  conditions  that  are 
slightly  too  severe  to  permit  the 
operation  of  a  mineral  oil,  but  it 
usually  fails  to  carry  the  real 
extreme  pressures. 

Among  the  most  interesting 
of  the  materials  that  may  be 
used  to  increase  the  load-carry¬ 
ing  capacity  of  lubricants  is 
chlorine  in  various  forms,  such 
as  carbon  tetrachloride,  etc. 
When  such  material  is  added  to 
ordinary  oil  in  quantities  from  1 
per  cent  up,  the  test  results  are 
quite  startling,  as  shown  in  Fig. 
7. 

In  testing  some  of  these  com¬ 
pounds,  we  found  that  iron 
chloride  was  formed  on  the  sur¬ 
face  of  the  steel;  and  it  is  our 
belief  that  the  superior  load- 
carrying  ability  of  these  chlor¬ 
ine  containing  materials  is  due 
to  their  action  in  forming  iron 
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chloride  on  the 'steel,  which  ap¬ 
parently  acts  as  a  separating 
film  capable  of  sustaining  ex¬ 
treme  loads. 

A  striking  example  was  the 
case  of  dichlorethyl  ether.  This 
is  a  very  fluid  material  of  about 
the  consistency  of  gasoline.  It 
boils  at  349°  F.  (176°  C.).  and 
from  its  physical  appearance  it 
certainly  would  not  be  selected 
as  a  high-load-carrying  lubri¬ 
cant.  In  our  tests,  this  mate¬ 
rial,  in  its  undiluted  state,  was 
found  to  be  equal  to  the  best 
“extreme-pressure”  oil  or 
grease  ever  tested  by  us  in  its 
load-carrying  ability  and  low- 
friction  characteristics:  and  at 
the  completion  of  the  test 
small  amounts  of  iron  chloride 
could  be  scraped  from  the  con¬ 
tainer  in  which  the  test  was 
made,  although  the  steel  wear¬ 
ing  surfaces  appeared  to  be  un¬ 
affected,  and  as  smooth  and 
bright  as  when  the  test  was 
started. 

This  test  appeared  to  demon¬ 
strate  that  the  viscosity  of  the 
lubricating  oil  Is  of  little  impor¬ 
tance  as  regards  its  load-carry¬ 
ing  ability  in  the  extreme-pres¬ 
sure  region.  Tests  of  commer¬ 
cial  lubricants  have  shown  that 
there  are  on  the  market  a  num¬ 
ber  of  lubricants  for  which 
great  claims  are  made  and 
which  contain  various  chlorine 
compounds. 

Sodium  Oleate  a  Good 
Lubricant 

One  of  the  best  lubricants 
tested  was  a  10  per  cent  solution 
of  soap  (sodium  oleate)  in  wa¬ 
ter.  This  material  gave  a  lower 
friction  and  a  better  appearing 
journal  at  the  end  of  the  test 
than  any  other  lubricant  we 
have  tested.  The  results  of  this 
test  are  shown  in  Fig.  7.  In  con¬ 
trast  to  this,  the  same  amount 
of  sodium  soap  added  to  mineral 
oil,  and  subjected  to  the  same 
test,  gave  results  comparable  to 
ordinary  mineral  oil  of  high  vis¬ 
cosity. 

These  tests  emphasize  the  im¬ 
portance  of  the  body  of  the  lu¬ 
bricant  as  a  cooling  medium  as 
well  as  that  of  a  carrier  of  the 
chemically  active  material. 
Since  high-pressure  lubricants 
appear  to  act  chemically,  care 
should  be  used  to  select  such 
materials  as  will  be  active  when 
needed,  but  not  corrosive  or  ac¬ 
tive  when  they  are  not  required 


to  develop  this  property.  Too 
much  attention  should  not  b« 
paid  to  empirical  laboratory 
tests  to  determine  these  proper, 
ties. 

There  has  been  a  wide  com¬ 
mercial  use  of  sulfur-containinp 
lubricants,  especially  those  used 
for  cutting  oils;  and  yet  it  would 
be  easy  to  develop  laboratory 
tests  that  would  indicate  sun 
sulfur  containing  lubricant* 
would  be  dangerous  from  a  cor 
rosive  standpoint. 

Attention  should  also  t* 
called  to  the  fact  that  und?r 
conditions  where  ordinary  min 
eral  oil  is  satisfactory,  such  a* 
fluid-film  lubrication,  it  is  usu¬ 
ally  impossible  to  show  any  im¬ 
provement  due  to  the  addition 
of  these  chemically  active  ma¬ 
terials.  In  addition,  a  lubricant 
may  be  an  “extreme-pressure" 
lubricant  when  used  with  one 
combination  of  metals  and  un¬ 
der  certain  conditions,  and  yet 
it  may  be  only  an  “ordinary”  lu¬ 
bricant.  or  worse,  when  used 
with  other  combinations  of  met¬ 
als  or  under  other  conditions. 

Theory  of  Chemical  Action  of 

Lubricants  Requires  Study 

If  this  theory  of  chemical  ac¬ 
tion  of  the  lubricants  on  the  sur¬ 
face  of  the  steel  is  correct,  then 
there  is  a  possibility  of  unde¬ 
sired  chemical  action  in  some 
cases.  As  a  general  rule,  the 
manufacturers  of  ball  and  roller 
anti-friction  bearings  have  been 
opposed  to  the  use  of  the  spe¬ 
cial  lubricants,  particularly  th« 
lead-soap  lubricants,  on  account 
of  their  belief  that  they  de¬ 
crease  the  life  of  ball  and  rollei 
bearings.  It  is  evident  that  i: 
would  not  be  a  solution  to  th« 
problem  to  develop  lubricants 
that  would  lubricate  gear  teeth 
and  cause  failures  of  the  ball 
and  roller  bearings,  and  a  lubri¬ 
cant  In  order  to  be  satisfactory 
must  operate  both  with  the  gear 
teeth  and  with  the  anti-frictioi. 
bearings.  However,  tests  bav. 
shown  that  extreme-pressure  lu 
bricants  are  not  of  necessity  in 
jurious  to  ball  and  roller  bear 
ings;  and,  therefore,  this  whol 
subject  requires  careful  consul 
eration  on  the  part  of  both  tb- 
lubricant  makers  and  the  bear¬ 
ing  makers. 

Only  Actual  Service  D*t* 
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fi^.  (I — lt<*Mili«  of  testing  oils  which  have  been  Militarized 


-••at  care  should  be  used  in  in- 
rprotinp  results  obtained  with 
^ny  laboratory  testing  machine 
:  method.  The  lubricants  are 
made  to  lubricate  testing- 
::;«.hinos  but  rather  to  lubri- 
pears  and  bearings  in  ac- 

•  :al  service:  and  only  actual 
..  rvi«e  data,  or  data  that  can 
*.  p  lated  to  service,  should'  be 

■.vd. 

In  operating  the  test  machine 
:-.vt  loped  in  our  laboratory,  we 
:..t\v  found  that  by  varying  the 

.-d  of  rotation  of  the  pip  or 
y  varying  the  rate  at  which  the 
•ad  is  increased,  we  can  devcl- 
;•  contradictory  results.  This 
.•  probably  also  true  of  all  lab- 
rsitory  test  equipment  now  in 

before  a  testing  proeedure 

•  iild  be  decided  upon,  we  found 
:•  necessary  to  determine  the 
properties  of  these  lubricants 
•y  actual  service  data;  and  un- 
•tl  this  was  done  we  could  not 

‘laldish  the  relative  merits  of 
••.ay  of  the  lubricants  tested.  It 
::.akes  no  difference  if  the  labor- 
••'•ry  testing  equipment  consists 
••f  an  actual  set  of  gears  in  a 
•r.tnsmission  or  an  axle  or 
whether  the  test  is  conducted  in 
a  *ar  or  on  a  test  fixture.  The 
••nditions  of  load  and  speed,  if 
arbitrarily  selected,  may  not  be 
representative  of  service  condi- 
*i"ns;  and  results  of  such  tests 
arc.  therefore,  not  reliable  un¬ 
less  they  arc  chocked  by  actual 
service. 

Th  ere  is  a  large  potential  mar¬ 
ket  for  “extreme-pressure”  lu- 
hrieants;  but  before  this  mar¬ 
ket  can  be  developed,  certain 
factors  must  be  recognized  and 
•lifTieuitics  introduecd  by  them 
overcome.  The  large  automo¬ 


bile  companies  cannot  put  out 
designs  requiring  special  lubri¬ 
cants  until  the  oil  industry  gen¬ 
erally  is  in  a  position  to  supply 
them  and  until  tests  are  devel¬ 
oped  by  which  the  satisfactory 
lubricants  can  be  distinguished 
from  the  unsatisfactory  ones. 

As  previously  mentioned,  roll¬ 
er  and  ball  bearing  companies 
at  the  present  time  are  opposed 
to  extreme-pressure  lubricants 
as  a  class,  as  they  maintain  that 
they  cause  rapid  wear  on  roller 
and  ball  bearings.  Until  this  sit¬ 
uation  is  cleared  up.  the  large 
automobile  companies  cannot 
take  advantage  of  the  extreme- 
pressure  lubricants. 

It  is  evident  that  until  de¬ 
signs  calling  for  extreme-pres¬ 
sure  lubricants  are  produced 
and  distributed  in  quantity,  the 
volume  of  business  in  extreme- 
pressure  lubricants  for  automo¬ 
biles  is  necessarily  limited.  The 
problems  that  are  involved  arc 
too  great  to  be  solved  in  any 
reasonable  time  by  any  one  in¬ 
dividual  or  company,  but  will 
require  the  co-operation  of  all 
industries  affected. 


NEW  EQUIPMENT 


McLeod  &  Henry  Co.,  Troy, 
New  York,  have  recently  issued 
a  32-page  bulletin.  No.  231.  de¬ 
scribing  their  boiler  furnace  lin¬ 
ings.  walls  and  arches  made  of 
“steel  mixture”  refractories,  j 

This  bulletin  explains  in  de¬ 
tail  the  different  arrangements 
of  settings  for  water  tube  and 
horizontal  return  tubular  bbil- 

j 


i 

i 


ers,  fired  by  oil  or  by  coal  with 
various  types  of  stokers.  Flat 
suspended  arches  for  water 
tube,  and  back  combustion 
chamber  arches  for  h.  r.  t.,  boil¬ 
ers  are  featured  along  with 
some  other  furnace  and  boiler 
door  arch  designs.  Solid  and 
semi-solid  air  cooled  sectional 
furnace  walls,  veneer  and  sus¬ 
pended  walls,  are  described, 
with  explanation  of  the  purposes 
and  advantages  of  each. 

A  description  of  other  “steel 
mixture”  products  is  included, 
such  as  blow-off  pipe  protectors, 
baffle  tiles,  firebrick,  fire  ce¬ 
ment,  repair  daub,  etc.  Illus¬ 
trations  of  photographs  of  in¬ 
stallations.  and  two-color  draw¬ 
ings  are  given,  showing  appli¬ 
cations  of  the  different  types  of 
products. 

#  •  • 

K.  F.  Houghton  &  Co.,  l*hila- 
dephia.  Pa.,  recently  issued  a 
new  148-page  bulletin,  “Vim 
Short  Center  Drives,”  showing 
their  line  of  belt  drives  in  ca¬ 
pacities  from  5  to  100  horse¬ 
power.  It  discusses  especially 
Vim  mineral  tanned  leather 
belting. 

It  is  stated  that  the  booklet 
was  first  prepared  for  the  com¬ 
pany's  technical  field  men  as  an 
aid  to  the  solution  of  field  prob¬ 
lems  relating  to  installations.  It 
contains  a  number  of  charts, 
tables  of  engineering  and  math¬ 
ematical  data.  Announcement 
states  that  copies  will  be  deliv¬ 
ered  by  a  company  distributor 
direct  to  executives  or  engineers 
int#Mlt<*rin  transmissions  who 
wilWWFt^ror  it.  or  will  send  in 
their  company  letterhead. 
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STATEMENT. 

The  various  phases  of  these  cases  treated  in  the  main 
brief  filed  on  behalf  of  the  party  Cohen  have  been  answered 
fully  we  believe  in  our  main  brief.  There  are,  however, 
nine  principal  points  made  in  the  brief  filed  on  behalf  of 
the  party  Gallsworthy  which  we  believe  require  elaboration 
and  clarification  for  this  Court  to  reach  a  proper  conclusion 
in  these  cases. 
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In  our  consideration  of  those  nine  points  in  the  Galls- 
worthy  brief,  we  shall  first  quote  the  statement  in  the  brief 
to  which  exception  is  taken,  and  then  explain  in  some 
detail  the  reasons  why  the  quoted  statement  is  either  in¬ 
complete  or  incorrect.  Following  each  such  quotation  we 
shall  give  the  page  and  line  of  the  Gallsworthy  brief  where 
such  quotation  is  found. 

ARGUMENT. 

1.  “The  Knutson  et  a L  work  had  its  origin  in  sugges¬ 
tions  made  by  others  •  *  *”  (Page  5,  line  10.) 

In  the  paragraph  which  begins  with  the  sentence 
quoted  above,  counsel  for  Gallsworthy  points  out  the  basis 
for  this  statement.  He  alleges  that  Knutson  et  al.  derived 
the  invention  from  three  individuals  who  respectively  made 
the  following  suggestions:  Mrs.  Stoesser  suggested  using 
carbon  tetrachloride.  That  compound  is  not  within  the 
scope  of  any  of  the  claims.  Dr.  Prutton  suggested  that  the 
additives  should  not  be  too  volatile.  This  is  not  the  sug¬ 
gestion  of  any  compound.  Dr.  Veasey  suggested  trying 
“everything.,,  That  can  hardly  be  such  a  suggestion  as 
would  deprive  Knutson  et  al.  of  their  right  to  the  counts  in 
issue.  As  pointed  out  in  our  main  brief,  page  6,  Table  3, 
Knutson  et  al.  began  an  Edisonian  type  research  on  August 
22,  1931,  which  was  months  before  any  date  established  by 
any  other  party.  It  was  the  findings  which  were  made 
during  this  Edisonian  type  research  which  led  to  Knutson 
et  al.  making  the  invention  in  issue. 

2.  “A  review  of  the  briefs  of  appellants  reveals  that 
their  purpose  is  not  to  secure  consideration  of  the  patent¬ 
ability  of  the  inventions  here  involved  but  solely  to  have  a 
ruling  that  they  would  be  invalid  if  awarded  to  Galls¬ 
worthy,  and  therefore  should  be  awarded  to  one  of  appel¬ 
lants.”  (Page  11,  line  7.) 

Nothing  could  be  farther  from  the  truth.  It  was  re¬ 
peatedly  stated  in  our  main  brief  and  particularly  in  the 
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section  beginning  on  page  12  that  it  is  the  first  duty  of  this 
Court  to  determine  whether  there  is  any  bar  against  any  of 
the  parties  taking  any  of  the  claims  in  a  valid  patent. 
Actually  ten  pages  of  our  main  brief,  running  from  pages 
14  to  24,  were  taken  up  with  a  detailed  consideration  of 
the  case  for  each  party  to  determine  whether  “aside  from 
the  question  of  priority,  can  the  several  parties  take  a  valid 
patent  containing  the  several  counts.’ *  From  this  stand¬ 
point,  the  Knutson  et  al.  case  was  considered  beginning  on 
page  17;  Cohen’s  case  on  page  18;  the  Henriksen  et  al. 
case  on  page  21;  and  Gallsworthy’s  case  on  page  21.  The 
doctrine  of  Hill  v.  Wooster,  132  U.  S.  693,  is  fundamental 
on  this  point. 

3.  “The  court  below  was  dearly  right  in  finding  that 
this  expert  testimony  (of  Dr.  Brooks)  could  not  overturn 
the  decision  of  the  Patent  Office  tribunal  that  polychlorpro- 
pane  was  not  an  additive  within  the  scope  of  the  language 
of  count  2  of  Interference  No.  78,460.”  (Page  26,  line  9.) 

Counsel  for  Gallsworthy  was  here  referring  to  Dr. 
Brooks’  testimony  which  was  excluded  by  the  trial  court. 
Near  the  bottom  of  page  25  of  his  brief,  counsel  for  Galls¬ 
worthy  quotes  a  portion  of  Dr.  Brooks’  testimony.  It 
will  be  noted,  however,  that  such  quotation  ends  in  the 
middle  of  a  sentence.  Dr.  Brooks’  full  statement  on  this 
point  is  summarized  in  his  statement  to  the  court  which 
occurs  at  the  top  of  page  155  of  the  Joint  App.  wherein  he 
said: — 

“I  think  the  examiners  were  wrong,  as  I  under¬ 
stand  it.  The  patent  discloses  chlorinated  propane, 
which  is  one  of  those  hydrocarbons  which  at  ordinary 
temperatures  is  gas,  but  it  comes  off  in  this  first  un¬ 
condensed  fraction  in  the  distilling  of  crude,  so  that  I 
think  the  term  ‘fluid  fraction’  applies  very  correctly 
to  such  a  hydrocarbon  fraction  derived  from  the 
crude.” 
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4.  “However  the  testimony  produced  in  the  Patent 
Office  on  behalf  of  Henriksen  et  aL  in  the  interference  here 
involved  (which  included  the  testimony  of  the  patentee 
Lincoln)  showed  that  the  chlorinated  hydrocarbon  wax 
which  they  actually  worked  with  was  not  a  chlorinated 
paraffin  hydrocarbon,  and  it  was  so  held  by  the  Board  of 
Interference  Examiners  in  their  decision  in  Interference 
No.  78,460  (Joint  App.,  545-6).”  (Page  33,  line  21.) 

The  only  reference  on  those  pages  of  the  decision  to 
chlor  wax  is  on  page  546  of  the  Joint  App.,  line  7,  where  the 
material  Paraflow,  an  oil  solution  of  which  had  been 
chlorinated  by  Lincoln,  is  referred  to  as  “a  condensation 
product  of  naphthalene  and  chlor  wax.”  In  other  words, 
while  chlorinated  paraffin  wax  is  used  in  the  manufacture 
of  Paraflow,  it  is  well  known  that,  when  condensing  chlor 
wax  with  naphthalene,  the  chlorine  of  the  wax  atom  is 
split  off  so  that  at  its  point  of  removal  from  the  wax 
molecule  the  latter  may  attach  to  or  condense  with  the 
naphthalene  molecule  in  making  the  condensation  product. 

5.  “Obviously  had  the  same  applicants  done  work  on 
a  chlorinated  hydrocarbon  wax  which  was  in  fact  a  chlori¬ 
nated  paraffin  hydrocarbon,  fell  within  the  scope  of 
count  1  of  Interference  No.  78,460,  they  would  have  adduced 
their  proofs  upon  the  subject.”  (Page  33,  line  28.) 

There  is  no  place  in  the  record  of  all  of  these  inter¬ 
ferences  where  the  parties  Lincoln  and  Henriksen  have 
laid  claim  to  being  the  first  inventors  of  lubricants  contain¬ 
ing  chlorinated  paraffin  wax.  They  did  not  draw  any  claims 
in  their  patent  No.  1,945,615  to  such  a  lubricant,  although 
such  a  lubricant  was  disclosed  therein  and  compared  with 
the  lubricant  to  which  their  claims  were  drawn.  As  a  mat¬ 
ter  of  actual  fact,  one  Jerome  Valentine,  who  was  at  one 
time  involved  as  a  party  in  Interference  No.  69,703  with  his 
application  Serial  No.  711,912,  filed  Feb.  19,  1934  (Joint 
App.,  page  517),  has  an  issued  patent  No.  2,126,590  based 
on  that  application  Serial  No.  711,912  and  claiming  a  lubri- 
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cant  containing  a  minor  amount  of  halogenated  petroleum 
wax.  A  copy  of  that  patent,  of  which  this  Court  may  take 
judicial  notice,  is  included  in  this  brief  as  Appendix  A. 

6.  “Dr.  Brooks  testified  on  his  direct  examination 
(Joint  App.,  148)  that  the  lubricating  oil  which  Gallsworthy 
disclosed  as  being  chlorinated  consisted  of  ‘naphthenes.’ 
However  on  cross  examination  he  admitted  that  these  are 
a  species  of  paraffinic  hydrocarbons  properly  called  ‘cyclo¬ 
paraffins’  (Joint  App.,  155-6).”  (Page  34,  line  20.) 

This  broad  statement  by  counsel  for  Gallsworthy  is 
best  refuted  by  quoting  the  following  testimony  of  Dr. 
Brooks : 

“Are  they  not  also  called  cyclo-paraffins?  A.  Yes, 
but  that  doesn’t  mean  the  paraffin  hydrocarbons  at  all. 
Cyclo-paraffin  is  something  else.”  (Joint  App.,  page 
155.) 

“Is  the  term  paraffins  in  the  sense  used  in  this  count, 
chlorinated  paraffin  hydrocarbon,  is  that  commonly 
used  in  the  art  in  the  generic  sense  as  being  generic  to 
both  the  chain  compounds  and  the  cyclo-paraffins  as 
referred  to  by  Mr.  Schneider?  A.  No.  I  have  never 
seen  nor  heard  of  it  used  that  way  to  include  these 
cyclic  things.”  (Joint  App.,  page  158.) 

The  term  “paraffin  hydrocarbons”  as  used  in  the  claims 
does  not  therefore  require  a  specific  interpretation  as  would 
be  urged  by  counsel  for  Gallsworthy  in  order  to  exclude 
therefrom  the  chlorinated  mineral  oil  of  the  Gallsworthy 
application. 

7.  ‘  ‘All  of  the  interferences  involved  grew  out  of  Inter¬ 
ference  No.  69,703  *  *  (Page  7,  line  9.)  “There  were 
extensive  proceedings  in  the  Patent  Office  in  the  interlocu¬ 
tory  stages  of  these  interferences,  in  which  the  patentability 
of  the  counts  and  the  question  of  patentable  distinction  from 
one  another  was  fully  considered.”  (Page  30,  line  12.) 

The  foregoing  statements  which  are  not  in  keeping 
with  the  actual  facts  may  account  for  much  of  the  confusion 
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in  the  present  cases  and  is  a  point  upon  which  the  trial 
court  was  not  entirely  clear.  The  actual  situation  is  briefly 
as  follows: 

While  it  is  true  that  the  first  interference  to  be  declared 
was  No.  69,703,  nevertheless  the  interlocutory  proceedings 
in  Interference  No.  75,209  were  running  at  the  same  time 
as  the  interlocutory  proceedings  in  Interference  No.  69,703 
and  it  was  when  these  interferences  w’ere  merged  that  the 
Patent  Office  improperly  permitted  certain  of  the  parties 
such  as  Gallsworthy  to  contest  priority  as  to  a  count  such 
as  count  1  of  Interference  No.  78,460  which  had  been  pre¬ 
viously  held  unpatentable  by  the  Patent  Office  to  such 
parties.  The  history  of  this  anomalous  situation  from  a 
chronological  viewpoint  is  as  follows : 

Interference  No.  69,703  was  declared  by  the  Patent 
Office  in  1935.  On  June  6,  1936,  Gallsworthy  filed  a  motion 
to  amend  Interference  No.  69,703  (Joint  App.,  page  479) 
in  which  he  proposed  tvro  additional  counts  E  and  F  (Joint 
App.,  top  of  page  481)  respectively  identifying  the  addi¬ 
tion  agent  as  “halogenated  hydrocarbon  wax”  and  “chlo¬ 
rinated  paraffin  vrax.” 

On  Sept.  4,  1936,  the  Primary  Examiner  denied  Galls¬ 
worthy  ’s  motion  to  amend  (such  decision  beginning  Joint 
App.,  page  483).  On  page  488  of  the  Joint  App.  is  found 
the  Examiner’s  specific  ruling  on  these  two  proposed  counts 
as  follows : 

“Counts  E(G)  5(P)  and  F(G)  6(P)  recite  ‘halo¬ 
genated  hydrocarbon  wax’  and  ‘chlorinated  paraffin 
wax’  respectively.  These  are  obviously  unpatentable 
over  Lincoln  et  al.  patent  1,945,615,  which  shows  1 % 
chlorinated  hydrocarbon  wax  added  to  lubricating  oil.  ’  ’ 

From  that  decision  the  party  Gallsworthy  did  not  take 
an  appeal. 

Interference  No.  75,209  was  declared  in  late  1937.  In 
that  interference  on  April  29, 1938  the  party  Knutson  et  al. 
filed  a  motion  to  amend  which  included  a  proposed  count  3 
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which  is  identical  with  the  claim  which  is  now  count  1  of 
Interference  No.  78,460.  As  to  those  proposed  counts,  the 
party  Knutson  et  al.  in  his  memorandum  in  support  of  the 
motion  to  add  said: 

“The  proposed  counts  are  all  broader  than  the  origi¬ 
nal  count.  The  attorneys  for  the  party  Morell  and 
Knutson  know  of  no  prior  art  which  anticipates  any 
of  the  proposed  counts,  insofar  as  the  party  Morell 
and  Knutson  is  concerned ;  that  is,  aside  from  the  ques¬ 
tion  of  priority  with  respect  thereto,  which  is  here  in 
issue,  the  party  Morell  and  Knutson  can  take  each  of 
the  proposed  counts  in  a  valid  patent. 

“It  will  be  observed  that  there  is  certain  prior  art 
of  record  in  the  Morell  and  Knutson  application  in¬ 
volved  in  this  interference,  which  prior  art  includes 
Lincoln  et  al.  patent  No.  1,945,615,  based  on  an  appli¬ 
cation  filed  July  14,  1932,  which  is  anticipatory  of  cer¬ 
tain  of  the  proposed  counts,  such  as,  for  example, 
Nos.  3,  4  and  6,  unless  sworn  back  of  by  proper  affi¬ 
davit  under  Rule  75.  The  party  Morell  and  Knutson 
has  sworn  back  of  each  of  these  references  by  affidavit 
under  Rule  75  of  record  in  their  application,  which 
affidavit  includes  as  Exhibits,  photostat  copies  of  origi¬ 
nal  laboratory  records.  It  will  be  observed  that  the 
facts  made  out  by  such  affidavit  are  sufficient  to  sup¬ 
port  each  of  the  proposed  counts. 

“The  party  Morell  and  Knutson  is  not  advised  of 
any  similar  affidavit  under  Rule  75  having  been  filed 
in  the  application  of  the  party  Cohen,  so  that  this 
motion  under  consideration  is,  in  effect,  a  contingent 
motion  pending  the  establishment  by  the  party  Cohen, 
by  appropriate  affidavit  under  Rule  75,  of  his  right  to 
make  such  proposed  counts  as  are,  for  example,  antici¬ 
pated  by  said  Lincoln  et  al.  patent  No.  1,945,615.  In 
order  to  fully  protect  their  interests,  however,  with 
respect  to  the  proposed  counts  which  are  patentable 
to  them  over  the  prior  art,  the  applicants  Morell  and 
Knutson  must  bring  into  this  interference  the  several 
proposed  counts  so  that  even  should  they  lose  in  the 
contest  on  the  question  of  priority  as  to  the  original 
count,  their  rights  with  respect  to  the  proposed  counts 
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which  are  patentably  distinct  from  the  original  count 
will  not  be  prejudiced  by  estoppel. 

“We  wish  to  point  out,  however,  that  before  the 
interference  can  be  re-formed  by  the  inclusion  of  the 
proposed  counts,  it  will  be  necessary  for  the  party 
Cohen  to  show  by  proper  affidavit  under  Buie  75,  that 
he  is  entitled  to  such  proposed  counts,  since  it  is  ele¬ 
mentary  that  the  interference  cannot  proceed  as  to 
any  count,  unless  each  party  to  the  interference  has 
clearly  shown  on  the  record  that  he  can  take  such  pro¬ 
posed  count  in  a  valid  patent,  if  the  question  of  priority 
is  decided  in  his  favor.” 

The  Primary  Examiner  in  ruling  on  this  motion  to  add 
in  a  decision  dated  June  10,  1938  held: 

“The  proposed  counts  2  to  6  inclusive  are  unpatentable 
to  party  Cohen  in  view  of  the  patent  to  Lincoln  et  al. 
1,945,615  which  has  a  filing  date  prior  to  the  filing  date 
of  the  Cohen  application. 

“Party  Morell  et  al.  has  filed  an  affidavit  under  Rule 
75  removing  this  reference  as  to  Morell  against  the 
proposed  claims.  This  affidavit  has  been  sealed.  Party 
Cohen  is  given  the  same  privilege  and  is  hereby  given 
twenty  days  in  which  to  file  an  affidavit  under  Rule  75 
to  remove  this  reference  against  the  proposed  claims.” 

Cohen  then  filed  a  motion  in  Interference  No.  75,209 
asking  that  his  preliminary  statement  be  considered  the 
equivalent  of  an  affidavit  under  Rule  75  and  this  the  Ex¬ 
aminer  of  Interferences  in  a  decision  dated  May  6,  1939 
permitted  Cohen  to  do,  i.e.,  the  Examiner  of  Interferences, 
while  recognizing  that  Lincoln  et  al.  patent  No.  1,945,615 
was  an  anticipatory  reference,  nevertheless  permitted  Cohen 
to  proceed  in  the  interference  on  the  theory  that,  since  the 
allegations  in  his  preliminary  statement  were  as  to  dates 
earlier  than  the  effective  date  of  the  Lincoln  et  al.  patent, 
the  interference  should  proceed. 

On  September  9,  1939  the  Examiner  of  Interferences 
reformed  Interference  No.  69,703  by  adding  thereto  the 
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party  Knutson  et  al.  As  soon  as  Knutson  et  al.  was  added 
to  that  interference  and  had  filed  his  preliminary  statement, 
he  was  then  given  access  to  the  applications  of  the  other 
parties  and  from  them  learned  of  the  existence  of  Inter¬ 
ference  No.  69,703.  He  then  on  March  4, 1940  filed  a  motion 
to  amend  Interference  No.  69,703  (Joint  App.,  page  504)  in 
which  he  requested  the  right  to  contest  priority  with  all  of 
the  original  parties  in  Interference  No.  69,703  on  the  sub¬ 
ject  matter  of  the  broad  counts  which  were  then  in  issue 
in  Interference  No.  75,209.  The  Patent  Office  permitted 
those  of  the  parties  of  Interference  No.  69,703  who  cared 
to  do  so  make  these  broader  counts  from  Interference  No. 
75,209.  Because  not  all  of  them  did,  the  Patent  Office  was 
not  able  to  add  to  Interference  No.  69,703  these  broader 
counts  of  Interference  No.  75,209  but  instead  then  set  up  a 
new  Interference  No.  78,460  on  the  issue  of  these  broad 
counts  which,  it  will  be  noted,  did  not  originate  in  Inter¬ 
ference  No.  69,703  but  instead  in  Interference  No.  75,209. 
J ust  why  the  Patent  Office  permitted  Gallsworthv  to  become 
a  party  to  Interference  No.  78,460  on  a  count  as  to  which 
Gallsworthy  had  already  admitted  the  Lincoln  et  al.  patent 
as  prior  art  against  him  is  not  fully  understood.  The  only 
reason  which  can  be  given  for  this  action  on  the  part  of  the 
Patent  Office  is  that  Gallsworthy  in  his  preliminary  state¬ 
ment  originally  filed  in  Interference  No.  69,703  alleged  a 
date  of  conception,  disclosure  to  others,  written  description, 
and  reduction  to  practice  at  least  as  early  as  March,  1932, 
which  was  ahead  of  the  effective  date  of  the  Lincoln  et  al. 
patent.  In  other  words,  the  Patent  Office  may  have,  in  an 
endeavor  to  be  consistent,  permitted  Gallsworthy  to  become 
a  party  to  Interference  No.  78,460  on  the  strength  of  the 
dates  alleged  in  his  preliminary  statement  similarly  to  the 
manner  in  which  they  permitted  Cohen  to  make  those 
broader  claims  on  the  basis  of  the  allegations  in  his  prelimi¬ 
nary  statement  which  they  construed  to  be  the  equivalent 
of  an  affidavit  under  Rule  75. 
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The  fact  remains,  however,  that  the  Patent  Office  has 
held  the  Lincoln  et  al.  patent  as  anticipatory  of  the  claim 
which  is  now  count  1  of  Interference  No.  78,460,  and  the 
party  Gallsworthy  has  not  established  any  date  earlier  than 
the  effective  date  of  the  Lincoln  et  al.  patent. 

Where  on  page  18  of  our  main  brief  we  contended  that 
Knutson  et  al.  was  entitled  to  an  award  of  priority  as  to 
count  1  of  Interference  No.  78,460,  because  of  his  reduction 
to  practice  on  August  4,  1932,  we  did  not  intend  to  imply 
that  such  reduction  to  practice  standing  alone  was  sufficient 
to  entitle  Knutson  et  al.  to  a  patent.  By  having  reference 
to  Table  3,  beginning  on  page  6  of  our  main  brief,  it  will  be 
noted  that  Knutson  began  his  Edisonian  type  research 
almost  a  year  ahead  of  the  effective  date  of  the  Lincoln 
et  al.  patent.  Beginning  on  page  587  of  the  Joint  App.  is 
reproduced  the  report  which  shows  that  in  the  interval  be¬ 
tween  August  22,  1931  and  December  31,  1932  Knutson  et 
al.  tested  a  total  of  387  different  compounds.  This  work 
was  continuous  and  uninterrupted  so  that  Knutson  et  al. 
was  continuously  diligent  in  adapting  and  perfecting  his 
invention  from  a  date  prior  to  the  effective  date  of  the  Lin¬ 
coln  et  al.  patent.  Without  such  earlier  work  antedating 
the  effective  date  of  the  Lincoln  et  al.  patent,  Knutson  et  al. 
would  not  be  entitled  to  take  a  patent  on  the  subject  matter 
in  issue.  At  this  point  it  may  be  noted  that  the  work  on 
corrosion  referred  to  in  section  9  of  this  brief  was  done  by 
Knutson  et  al.  in  early  June  1932,  showing  that  Knutson 
et  al.  were  diligent  at  a  time  immediately  prior  to  the 
effective  date  of  the  Lincoln  et  al.  patent. 

8.  “We  submit  that  the  Lincoln  et  aL  patent  does  not 
in  fact  disclose  the  specific  subject  matter  of  count  1  of 
Interference  No.  78,460.”  (Page  33,  line  33.) 

To  our  knowledge  this  is  the  first  time  that  it  has 
been  so  contended  on  behalf  of  the  party  Gallsworthy.  In 
his  brief  at  final  hearing  in  the  Patent  Office  which  is  here 
in  evidence  as  Knutson  et  al.  Exhibit  119  and  quoted  from 
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on  pages  18  and  19  of  our  main  brief,  counsel  for  the  party 
Gallsworthy  said: 

“By  reference  to  the  Lincoln,  et  al.  patent,  having 
a  filing  date  of  July  14,  1932,  it  will  be  observed  that 
the  Examiner  was  entirely  correct,  inasmuch  as  the 
patentees  clearly  disclosed  hydrocarbon  lubricating 
oil  plus  1%  chlorinated  wax,  and  the  wax  referred  to 
in  the  specification  was  described  as  a  hydrocarbon 
wax  with  a  melting  point  of  about  130°  F.,  which  of 
course  is  a  paraffin  wax.” 

This  question  was  considered  specifically  at  the  time 
of  the  hearing  before  the  trial  court  on  the  motion  to  re¬ 
open  filed  by  the  party  Knutson  et  al.  The  following 
quotations  from  pages  264  and  265  of  the  Joint  Appendix 
are  in  point : 

“Mr.  Limbach:  Your  Honor,  Mr.  Schneider  in  his 
last  statement  has  made  a  statement  which  is  ambig¬ 
uous  to  me  and  that  I  would  like  to  have  cleared  up. 
He  said  that  the  counts  which  were  originally  pro¬ 
posed  in  the  Patent  Office,  as  to  which  this  estoppel 
runs,  were  as  to  chlorinated  paraffin  wax,  and  that 
these  are  different.  By  that  does  he  mean  that  they  are 
not  included  in  the  counts  in  78460.  Does  he  contend 
that  count,  that  is  count  1,  contains  chlorinated  paraf¬ 
fin  wax,  or  doesn’t  it.  He  hasn’t  yet  indicated  which 
way  he  is  going  to  jump.  *  *  * 

“I  do  not  want  to  be  insistent,  your  Honor,  but  so 
much  of  your  determination  and  interpretation  will 
depend  on  the  point  I  last  made,  and  I  would  like  Mr. 
Schneider  to  state  whether  his  use  of  chlorinated 
paraffin  wax  is  in  count  1  of  78460. 

“The  Court:  I  will  hear  you  briefly. 

“Mr.  Schneider:  I  think  our  position  is  stated  in 
the  Gallsworthy  brief,  which  is  quoted  in  counsel’s  own 
brief.” 

The  only  time  that  the  Patent  Office  ever  considered 
the  broad  counts  such  as  count  1  of  Interference  No. 
78,460  was  in  the  proceedings  in  Interference  No.  75,209 
where  the  Primary  Examiner  held  that  the  Lincoln  et  al. 
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patent  was  anticipatory  thereof  and  permitted  the  inter¬ 
ference  to  proceed  only  after  it  was  shown  that  the  dates 
alleged  in  the  preliminary  statement  of  the  party  Cohen 
were  prior  to  the  effective  date  of  the  Lincoln  et  al.  patent, 
so  that  there  was  a  possibility  that  Cohen  might  be  able 
to  show  completion  of  the  invention  prior  to  the  date  of  the 
Lincoln  et  al.  patent. 

Presumably  counsel  for  Gallsworthy  would  contend 
that  an  interpretation  should  be  placed  on  count  1  of  Inter¬ 
ference  No.  78,460  which  excludes  chlorinated  paraffin  wax 
from  its  scope.  The  history  of  the  count  as  recited  above 
precludes  such  an  interpretation.  That  count  may  not 
therefore  be  taken  by  any  party  unless  such  party  can  show 
a  completion  of  the  invention  prior  to  the  effective  date 
of  the  Lincoln  et  al.  patent.  The  only  party  who  has  done 
this  is  Knutson  et  al. 

9.  “Tests  had  been  made  with  oil  containing  poly- 
chlorpropane  on  film  strength  testing  machines,  and  sub¬ 
sequently  the  test  held  by  the  Patent  Office  to  be  a  reduction 
to  practice  were  made  by  using  oil  containing  polychlor- 
propane  in  the  crank  case  of  the  engine  of  a  mail  car 
(Knutson  Exs.  33  and  34;  Joint  App.  657a  to  659).  It 
appeared  from  the  testimony  of  Graves  in  the  Patent  Office 
(Joint  App.  317,  322)  and  from  the  data  in  Exhibits  33  and 
34,  that  the  acidity  of  the  oil  used  dropped  materially  in 
these  tests;  and  that  the  corrosive  action  of  the  oil  on 
bearing  materials  composed  of  iron  (as  are  the  parts  of 
internal  combustion  engines)  was  not  known  (Joint  App. 
324,  325).  A  corrosion  test  made  by  him  (Knutson  Ex. 
106;  Joint  App.  660-663)  indicated  corrosion  of  such  mate¬ 
rials  by  an  oil  of  this  character.”  (Page  18,  line  27.) 

This  statement  relates  to  the  series  of  tests  by  Knutson 
et  al.  which  led  up  to  and  included  the  operation  of  a  mail 
truck  for  a  distance  of  518  miles  using  a  lubricant  coming 
within  count  1  of  Interference  No.  78,460  and  which  the 
Patent  Office  held  was  a  reduction  to  practice  of  such  count. 
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The  party  Gallsworthy  has  attacked  that  reduction  to 
practice  on  the  ground  that  Knutson  et  al.  Exhibits  33  and 
34  showed  that  the  acid  number  of  the  oil  was  higher  at 
the  beginning  of  the  518  mile  run  than  at  the  end  of  such 
run.  During  the  trial  of  the  case  in  the  District  Court, 
counsel  for  Gallsworthy  addressed  a  questionnaire  to  The 
Dow  Chemical  Company,  assignee  of  the  Knutson  et  al. 
application,  requesting  an  admission  that  the  acid  number 
was  thus  higher  at  the  beginning  as  compared  with  the 
end  of  the  test.  This  was  gone  into  in  detail  at  the  time 
of  the  trial  (Joint  App.,  pages  176  et  seq.)  and  the  testi¬ 
mony  of  the  witness  Graves  is  such  a  clear  answer  to  this 
contention  that  the  same  is  reproduced  herebelow: 

“The  Court:  Is  it  your  thought  that  in  complying 
with  Request  No.  10  the  answer  requires  clarification? 

“Mr.  Limbach:  That  is  right,  Your  Honor. 

“My  position  is  this,  frankly:  by  merely  stating 
that  the  acid  number  is  lower  at  the  end  of  the  test 
than  in  the  forepart  of  the  test  it  might  be  inferred 
that  the  oil  blend  at  the  beginning  of  the  test  was 
highly  acidic,  and  that  during  the  test  that  acid  was 
consumed  by  corroding  or  eating  up  the  engine  in 
which  it  was  used.  That  is  not  the  case,  and  I  want  the 
record  to  explain  that  that  isn’t  the  natural  inference 
from  those  two  bare  figures  that  are  given  on  the  ex¬ 
hibit,  namely,  a  high  acidity  number  and  a  low  acidity  • 
number. 

“To  any  one  who  is  not  entirely  familiar  with  the 
test  procedure  for  determining  acid  number  and  the 
matters  involved,  the  natural  assumption  would  be 
that  it  had  a  lot  of  acid  in  it  at  the  beginning,  had  no 
acid  at  the  end,  and  had  eaten  up  the  engine.  The 
actual  facts  are  at  variance  with  that  assumption,  and 
that  is  what  I  want  the  witness  to  show. 

“The  Court:  You  may  proceed. 

“Mr.  Limbach:  Will  you  read  the  last  question? 

“(The  question  was  read.) 

“A.  In  my  opinion  the  acid  number  is  low  at  the 
end  of  the  test  because  certain  acidic  components 
have  been  removed  during  the  course  of  usage  in  the 
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patent  was  anticipatory  thereof  and  permitted  the  inter¬ 
ference  to  proceed  only  after  it  was  shown  that  the  dates 
alleged  in  the  preliminary  statement  of  the  party  Cohen 
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propane  in  the  crank  case  of  the  engine  of  a  mail  car 
1  (Knutson  Exs.  33  and  34;  Joint  App.  657a  to  659).  It 
appeared  from  the  testimony  of  Graves  in  the  Patent  Office 
(Joint  App.  317,  322)  and  from  the  data  in  Exhibits  33  and 
34,  that  the  acidity  of  the  oil  used  dropped  materially  in 
these  tests;  and  that  the  corrosive  action  of  the  oil  on 
bearing  materials  composed  of  iron  (as  are  the  parts  of 
internal  combustion  engines)  was  not  known  (Joint  App. 
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et  al.  which  led  up  to  and  included  the  operation  of  a  mail 
truck  for  a  distance  of  518  miles  using  a  lubricant  coming 
within  count  1  of  Interference  No.  78,460  and  which  the 
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The  party  Gallsworthy  has  attacked  that  reduction  to 
practice  on  the  ground  that  Knutson  et  al.  Exhibits  33  and 
34  showed  that  the  acid  number  of  the  oil  was  higher  at 
the  beginning  of  the  518  mile  run  than  at  the  end  of  such 
run.  During  the  trial  of  the  case  in  the  District  Court, 
counsel  for  Gallsworthy  addressed  a  questionnaire  to  The 
Dow  Chemical  Company,  assignee  of  the  Knutson  et  al. 
application,  requesting  an  admission  that  the  acid  number 
was  thus  higher  at  the  beginning  as  compared  with  the 
end  of  the  test.  This  was  gone  into  in  detail  at  the  time 
of  the  trial  (Joint  App.,  pages  176  et  seq.)  and  the  testi¬ 
mony  of  the  witness  Graves  is  such  a  clear  answer  to  this 
contention  that  the  same  is  reproduced  herebelow: 

“The  Court:  Is  it  your  thought  that  in  complying 
with  Request  No.  10  the  answer  requires  clarification? 

“Mr.  Limbach:  That  is  right,  Your  Honor. 

“My  position  is  this,  frankly:  by  merely  stating 
that  the  acid  number  is  lower  at  the  end  of  the  test 
than  in  the  forepart  of  the  test  it  might  be  inferred 
that  the  oil  blend  at  the  beginning  of  the  test  was 
highly  acidic,  and  that  during  the  test  that  acid  was 
consumed  by  corroding  or  eating  up  the  engine  in 
which  it  was  used.  That  is  not  the  case,  and  I  want  the 
record  to  explain  that  that  isn’t  the  natural  inference 
from  those  two  bare  figures  that  are  given  on  the  ex¬ 
hibit,  namely,  a  high  acidity  number  and  a  low  acidity  - 
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“To  any  one  who  is  not  entirely  familiar  with  the 
test  procedure  for  determining  acid  number  and  the 
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that  it  had  a  lot  of  acid  in  it  at  the  beginning,  had  no 
acid  at  the  end,  and  had  eaten  up  the  engine.  The 
actual  facts  are  at  variance  with  that  assumption,  and 
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“Mr.  Limbach:  Will  you  read  the  last  question? 

“(The  question  was  read.) 

“A.  In  my  opinion  the  acid  number  is  low  at  the 
end  of  the  test  because  certain  acidic  components 
have  been  removed  during  the  course  of  usage  in  the 


14 


hot  engine.  Now,  this  can  be  understood  readily 
enough  by  remembering  that  perhaps  hydrochloric 
acid,  one  of  the  chief  constituents,  is  itself  a  gas  and 
will  vaporize  readily  when  the  temperature  of  the 
engine  becomes  atmospheric.  In  this  way  it  may 
escape  through  the  breather  pipe  of  the  engine  and  be 
removed. 

“By  Mr.  Limbach: 

“Q.  Could  you  tell  by  an  inspection  of  the  oil 
drainages  whether  there  was  any  substantial  amount 
of  corrosion  of  the  engine  parts  during  this  run?  A. 
Yes.  Had  the  crank  case  drainages  immediately  after 
the  test  showed  a  considerable  amount  of  sludge  or 
darkening  of  the  oil,  exceptional  darkening,  or  if  the 
drainage  had  been  allowed  to  stand,  say  24  hours,  and 
a  considerable  quantity  of  sludge  noted  in  the  sample, 
we  might  have  been  led  to  believe  that  corrosion  had 
taken  place  within  the  engine. 

“Q.  Was  there  any  evidence  of  that  kind?  A. 
There  was  none. 

“Q.  Were  the  drainages  examined  with  that  in 
mind  ?  A.  Thev  were. 

“Q.  Was  the  engine  torn  down  at  the  end  of  the 
test?  A.  No,  sir. 

“Q.  Was  it  considered  necessarv  to  tear  it  down? 
A.  No. 

“Q.  Why  not?  A.  Because  of  the  condition  of 
the  oil  that  was  removed  from  it.” 

Counsel  for  Gallsworthv  also  contends  in  the  fore- 
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going  quotation  from  pages  18  and  19  of  his  brief  that  the 
corrosive  action  of  the  oil  on  bearing  materials  composed 
of  iron  was  not  known  and  that  a  corrosion  test  made  by 
him  indicated  corrosion  of  such  materials  by  an  oil  of  this 
character.  This  is  not  true  and  the  contrary  was  found  by 
the  Patent  Office  tribunals.  On  the  question  of  corrosion 
tests  the  witness  Graves  during  the  Patent  Office  pro¬ 
ceedings  testified  as  follows: 

“Q.  418.  Were  any  other  addition  agents — that 
is,  in  addition  to  those  previously  identified,  tested  for 
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corrosion  in  this  series  of  tests?  A.  Yes,  sir,  there 
were. 

“Q.  419.  What?  A.  A  compound  known  as  Dow 
9F  was  employed  in  its  pure  state  as  a  corroding  agent. 

“Q.  420.  And  what  was  the  result  of  that  test? 
A.  It  showed  very  little  corrosion.  In  fact,  the  re¬ 
sults  are  within  the  experimental  error. 

“Q.  421.  What  was  that  Dow  9F?  A.  Dow  9F  is 
composed  of  a  mixture  of  50%  polychlorpropane  and 
50%  chlorinated  cocoanut  oil. 

“Q.  422.  Did  you  say  a  moment  ago  that  the  mix¬ 
ture  of  chlorinated  cocoanut  oil  and  polychlorpropane 
know  as  Dow  9F  was  tested  for  corrosion  in  its  pure 
state?  A.  It  was. 

“Q.  423.  And  would  you  say  that  test  would  be 
the  more  severe  or  less  severe  than  when  admixed  in 
small  percentages  in  mineral  lubricating  oil?  A.  It 
is  much  more  severe.  We  have  a  note  on  the  same 
page  showing  the  employment  of  a  10%  mixture  of 
Dow  9F  in  a  lubricating  oil  with  no  evidences  of  cor¬ 
rosion/ *  (Joint  App.,  page  325.) 

All  of  the  details  of  this  reduction  to  practice  were 
gone  into  most  carefully  by  the  Board  of  Interference 
Examiners  in  response  to  the  petition  for  reconsideration 
of  such  holding  filed  by  the  party  Galls  worthy.  In  such 
decision  on  reconsideration  the  Board  of  Interference 
Examiners  on  page  568  of  the  Joint  App.  clearly  and  con¬ 
cisely  summarized  the  essential  facts  which  had  been 
established  as  follows: 

“In  considering  this  argument  it  will  be  convenient 
to  summarize  again  the  essential  facts  established  by 
the  Morell  et  al.  record  and  the  testimony  of  Graves 
who  was  a  disinterested  witness  will  be  relied  upon  in 
this  analysis.  Graves  testified  that  the  work  recorded 
in  exhibit  86  was  carried  out  and  the  results  entered 
by  himself  in  June,  1932  (Morell  et  al.  record,  P.  89- 
90.)  This  exhibit  shows  the  results  of  machine  tests 
on  5%  mixtures  of  polychlorinated  propane  in  S.  A.  E. 
30  oil.  All  of  these  mixtures  when  tested  sustained 
20  weights  which  was  the  maximum  capacity  of  the 
testing  machine  (Q.  104,  P.  92). 


V 
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“Subsequently  in  July  and  August  1932,  5%  mix¬ 
tures  of  chlorinated  cocoanut  oil  and  polvchloropro- 
pane  in  equal  amounts  (Dow  9F)  in  lubricating  oil 
were  road  tested  in  actual  service  and  found  to  be 
successful.  (Morell  et  al.  record,  P.  96-98  and  exhibit 
33).  After  this  service  test  which  was  completed  on 
August  4,  1943  (Q.  165,  P.  96)  the  oil  was  drained  and 
subjected  to  a  machine  test  to  determine  whether  or 
not  its  high  pressure  properties  were  still  present.  At 
that  time  the  oil  sustained  19  weights  which  was 
nearly  the  limit  of  the  machine  and  far  above  the 
properties  of  the  S.  A.  E.  30  Polarine  lubricating  oil 
which  was  used  as  a  base  (Exhibit  69r).  Moreover,  it 
appears  from  the  testimony  and  Exhibit  33  that  the 
acidity  and  abrasion  tests  were  satisfactory.  Con¬ 
cerning  the  abrasion  test,  Graves  states  that  it  was 
‘very  good’  (Exhibit  33).  Corrosion  tests  on  Dow 
9F  were  also  made  in  June  1932  (Exhibit  106  and  P. 
119,  Morell  et  al.  record)  at  which  time  no  evidence  of 
corrosion  appeared.  On  the  basis  of  these  tests  it  was 
held  that  Morell  et  al.  had  established  an  actual  re¬ 
duction  to  practice  of  count  1. 

“There  does  not  appear  to  be  any  real  question  as 
to  whether  or  not  the  oil  composition  tested  by  Graves 
meets  the  limitations  of  count  1.  The  real  issue  rather 
appears  to  be  whether  or  not  this  work  constitutes  an 
actual  reduction  to  practice  in  the  sense  that  the  tests 
established  the  usefulness  of  the  chlorinated  paraffin 
hydrocarbon  present  in  the  oil.  •  •  • 

“The  Graves  machine  tests  clearly  established  that 
the  polychloropropane  contributed  extreme  pressure 
properties  to  the  lubricating  composition  tested.  This 
was  evident  from  the  two  series  of  tests  where  the 
polychloropropane  was  tested  alone  and  together  with 
cocoanut  oil  in  a  lubricating  oil  base.  In  each  case  the 
load  bearing  properties  were  greatly  increased. 

“It  having  been  shown  that  machine  tests  are  ordi¬ 
narily  more  useful  than  road  tests  in  determining  ex¬ 
treme  pressure  properties,  it  would  seem  unnecessary 
to  repeat  the  demonstration  of  the  presence  of  these 
properties  by  road  tests  as  is  apparently  implied  by 
Gallsworthy  when  he  states : 
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*  Assuming  that  polychloropropane  was  known 
to  have  extreme  pressure  properties  as  a  result  of 
laboratory  tests,  that  fact  did  not  relieve  Morell  et 
al.  from  establishing  that  the  polychloropropane 
successfully  functioned  as  an  essential  ingredient  of 
the  composition  in  the  service  tests  relied  on  to 
establish  in  actual  reduction  to  practice.’ 

“The  error  in  this  reasoning  is  in  assuming  that 
the  service  tests  alone  were  the  basis  for  the  reduction 
to  practice  accorded  to  Morell  et  al.  The  fact  that 
machine  tests  alone  were  not  considered  sufficient  does 
not  imply  that  they  had  no  value  and  were  not  given 
any  weight.  On  the  contrary  both  types  of  tests  were 
considered,  and  when  taken  together  are  believed  to 
establish  an  actual  reduction  to  practice  by  a  pre¬ 
ponderance  of  the  evidence.  They  are  believed  to  es¬ 
tablish  that  the  polychloropropane  present  contributed 
desirable  properties  to  the  composition  and  that  the 
composition  was  a  satisfactory  lubricant  in  actual  road 
tests.”  (Joint  App.,  page  568,  line  7.) 


Respectfully  submitted, 

Almon  S.  Nelson, 

Attorney  for  Appellants, 
Amos  T.  Knutson  et  al.. 


Earle  Bldg., 
Washington  4,  D.  C. 

Oscae  C.  Limbach, 

Of  Counsel, 

909  Leader  Bldg., 

Cleveland  14,  Ohio. 
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This  application  is  a  continuation  of  my  co¬ 
pending  application  Serial  No.  711,912,  filed  Feb¬ 
ruary  19,  1934. 

This  invention  relates  to  high  quality  lubrlcat- 
5  lng  oils  and  specifically  comprises  such  products 
as  new  compositions  of  matter.  Design  of  me¬ 
chanical  devices  Is  calling  for  higher  loads  on 
rubbing  surfaces.  The  best  quality  straight  hy¬ 
drocarbon  lubricants  are  deficient  In,  load  carry- 
10  lng  capacities,  which  justifies  the  Introduction  of 
lubricants  having  higher  film  strength  or  greater 
load  carrying  capacities. 

One  object  of  my  Invention  Is  to  Improve  the 
film  strength  of  hydrocarbon  lubricants  so  they 
15  may  be  used  with  safety  under  conditions  which 
cause  breaking  down  of  straight  hydrocarbon 
lubricants  due  to  excessive  load.  By  practicing 
my  invention  the  film  strength  of  lubricants  may 
be  greatly  Improved  In  an  economical  manner. 
20  In  general,  my  Invention  comprises  the  halo- 
genatlon  of  high  boiling  point  hydrocarbon  waxes 
and  like  saturated  hydrocarbons  of  high  molecu¬ 
lar  weight  ahd  adding  such  halogenated  products 
to  mineral  lubricating  oils.  This  product  In  my 
25  Invention  is  added  to  hydrocarbon  oils  In  varying 
quantities  to  Improve  the  film  strength,  the  ex¬ 
act  quantity  used  depending  upon  the  quality 
and  Initial  film  strength  of  the  original  hydro¬ 
carbon  lubricant  and  the  film  strength  desired  In 
90  the  blended  product. 

To  prove  the  efficiency  of  my  invention  I  have 
used  the  Timken  film  strength  testing. machine 
which  has  been  developed  and  described  by  the 
Timken  Roller  Bearing  Company.  This  machine 
35  allows  rupture  of  the  film  of  lubricating  oil  under 
conditions  *jmni*ttng  operating  conditions.  The 
large  scale  laboratory  equipment  Is  designed  to 
keep  operating  conditions  constant,  with  the  ex¬ 
ception  of  Increasing  load  and  to  measure  the 
40  pressure  or  load  at  which  the  lubricant  breaks 
down.  With  several  sets  of  identical  rubbing 
surfaces,  it  Is  possible  to  test  lubricants  under 
identical  conditions  and  to  determine  the  rela¬ 
tive  film  strength  of  each.  These  relative  film 
45  strengths  are  converted  into  pounds  per  square 
Inch  on  the  rubbing  surfaces,  which  gives  com¬ 
parable  load  carrying  capacities  of  any  two  or 
more  lubricants  under  comparison.  The  follow¬ 
ing  of  my  invention  are  given  to  show 

59  embodiments  thereof,  but  It  Is  to  be  understood 
that  my  Invention  Is  not  to  be  limited  thereto,  ex¬ 
cept  In  so  far  as  pointed  out  in  the  claims. 

Petroleum  hydrocarbon  wax  with  a  melting 
point  of  between  50*  F.  and  150*  7.  is  suitable 
for  use  in  my  invention.  In  the  present  exam¬ 


ples,  wax  with  a  melting  point  of  130*  F.  was 
chlorinated  by  direct  chlorination  and  substitu¬ 
tion  to  a  melting  point  of  about  60*  F.  The  thus 
prepared  chlorinated  wax  can  be  freed  of  all  ex¬ 
cess  chlorine  and/or  hydrogen  chloride  by  either  g 
steaming  and  air-blowing  or  by  washing  with 
alkali.  In  the  Instant  example,  lime  was  used. 
The  reduction  In  cold  test  represents  approxi¬ 
mately  30%  of  chlorine  by  weight  In  the  chlorin¬ 
ated  wax.  Methods  of  purification  of  the  chlo-  lo 
rinated  wax  other  than  steaming  and  air-blow¬ 
ing  and  alkali  washing  have  been  employed  and 
found  satisfactory  and  are  within  the  ambit  of 
my  Invention.  Low  pressure  or  vacuum  distilla¬ 
tion  of  the  chlorinated  product  Is  another  satis-  15 
factory  means  of  purification.  Using  solvents  for 
the  chlorinated  wax  and  giving  the  solvents  either 
friirftH  or  water  washes  has  proved  quite  satis¬ 
factory.  Those  skilled  In  the  art  are  familiar 
with  the  many  other  methods  used  for  purifying  20 
such  compounds. 

The  chlorinated  wax  prepared  as  above  de¬ 
scribed  was  added  to  a  good  quality  hydrocarbon 
lubricant  of  8.  A.  E.  40  classification.  To  Indi¬ 
cate  the  quality  of  the  original  hydrocarbon  lu-  26 
bricant,  I  tested  It  on  a  Timken  testing  machine 
and  found  that  it  showed  a  Timken  film  strength 
of  11  pounds  weight,  which  represents  a  load 
of  7,000  pounds  per  square  Inch  for  rupture  con¬ 
ditions.  To  another  sample  of  this  same  min-  90 
eral  oil  lubricant.  I  added  1%  of  the  chlorinated 
puTRffln  wax  and  obtained  a  Timken  film  strength 
of  15.3  pounds  weight,  which  represents  a  load 
of  9,250  pounds. 

To  another  sample  of  the  previously  men-  85 
tioned  hydrocarbon  lubricant  I  added  5%  of  the 
chlorinated  wax  purified  by  washing  with  lime 
water  at  relatively  low  temperatures  to  remove 
the  excessive  free  chlorine  or  hydrogen  chloride. 
Upon  testing  the  product  containing  the  5%  40 
halogenated  wax,  I  found  that  it  had  a  Timken 
film  strength  of  30.5  pounds  weight,  which  is 
equivalent  to  18,500  pounds  per  square  inch  film 
strength. 

To  still  another  sample  of  the  previously  men-  45 
t4ooed  hydrocarbon  lubricant,  I  added  2%  of 
chlorinated  wax  which  had  been  purified  by  ordi¬ 
nary  steaming  for  two  hours  to  remove  the  ex¬ 
cessive  free  chlorine  and/or  hydrogen  chloride 
present.  When  testing  this  sample  containing  60 
the  2%  of  steam  purified  chlorinated  wax,  I  found 
that  the  Mend  had  a  Timken  film  strength  of  39j0 
pound  weight,  which  is  approximately  23,500 
pounds  per  square  inch  film  strength. 

From  the  above  examples  it  Is  noted  that  I 
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have  more  than  trebled  the  load  carrying  ca¬ 
pacity  of  a  good  quality  hydrocarbon  lubricant  In 
a  very  economical  manner. ' 

It  Is  also  noted  that  the  degree  of  film  strength 
f  Improvement  may  be  varied  by  various  methods 
of  purification  of  the  halogenated  wax. 

In  the  above  examples,  quantities  of  halogen¬ 
ated  wax  varying  between  1  and  5%  were  added 
to  hydrocarbon  lubricants.  Greater  quantities 
10  than  5%  may  be  required  for  poor  quality  hy¬ 
drocarbon  lubricants  or  If  greater  film  strength 
than  shown  above  Is  desired.  Quantities  as  high 
as  20%  or  more  may  be  employed,  the  exact 
amount  depending  upon  the  desired  results  and 
15  the  variable  factors,  which  will  be  appreciated  by 
those  skilled  In  the  art.  Quantities  as  low  as 
0.1%  give  slight  film  strength  Improvement. 

The  degree  of  halogenatlon  to  be  used  may  be 
varied  over  wide  limits.  In  the  above  example 
20  30%  of  halogen  was  added  to  the  wax  to  reduce 
the  cold  test  to  60°  F.  More  or  less  halogen  may 
be  employed.  The  degree  of  halogenatlon  In¬ 
fluences  the  amount  of  product  to  be  used  In  the 
flnn.1  lubricant.  As  little  as  5%  of  chlorine  by 
25  weight  may  be  added  to  the  paraffin  wax  and 
quantities  as  great  as  50%  or  more  may  be  em¬ 
ployed,  depending  upon  the  condition.  The  other 
halogens  may  be  employed  within  the  scope  of 
my  Invention.  It  Is  difficult  to  handle  fluorine 
*•  and  bromine  and  iodine  are  very  expensive. 
Therefore,  these  latter  members  of  the  halogen 
family  would  not  be  preferred  over  chlorine  which 
Is  perfectly  satisfactory  and  much  cheaper. 

Many  methods  of  halogenatlon  of  wax  are 
55  known,  any  of  which  may  be  employed  In  my  in¬ 
vention.  It  should  be-  understood  that  this  In¬ 
vention  does  not  contemplate  covering  any  hal¬ 
ogenatlon  process. 

The  term  “wax”  which  I  have  used  in  my  spec- 
40  lflcation  and  In  my  claims  Is  used  broadly  to  In¬ 
clude  the  high  molecular  weight  hydrocarbons  of 
more  or  less  waxy  nature  obtainable  from  petro¬ 
leum.  Hydrocarbons  of  15  carbon  atoms  or  more 
and  their  Isomeric  compounds  are  included  wlth- 
45  In  my  term  “wax”.  For  example,  the  relatively 
light  hydrocarbon  waxy  material  which  Is  re¬ 
moved  from  crude  oil,  after  the  removal  of  gaso¬ 
line  and  kerosene,  may  be  used  satisfactorily  In 
my  Invention.  I  can  also  use  the  high  molecular 
50  weight,  high  melting  point  petrolatum-like  ma¬ 
terial  resulting  from  the  de-waxing  of  heavy  lu¬ 
bricating  oil  stocks  very  satisfactorily. 

The  product  of  my  Invention  may  be  efficiently 
added  to  any  of  the  hydrocarbon  lubricants  of 
55  whatever  classification,  Including  the  high  and 
low  viscosity  lubricants,  blends  of  the  two,  hy¬ 
drogenated  lubricants,  synthetic  lubricants,  and 
the  Uke. 


It  will  be  understood  that  certain  features,  sub¬ 
combinations  and  operations  are  of  utility  and 
may  be  employed  without  reference  to  other  fea¬ 
tures  and  sub-combinations.  This  Is  contem¬ 
plated  by  and  Is  within  the  scope  of  my  5 

It.  Is  further  obvious  that  various  changes  may 
be  made  In  details,  within  the  scope  of  my  claims, 
without  departing  from  the  spirit  of  my  Inven¬ 
tion.  It  is.  therefore,  to  be  understood  that  my 
invention  Is  not  to  be  limited  to  the  specific  de-  19 
tails  described. 

Other  modes  of  applying  the  principle  of  my 
Invention  may  be  employed  <«««■■— /i  of  the  one 
explained,  change  being  made  as  regards  the 
materials  employed,  provided  the  Ingredients  If 
stated  by  any  of  the  following  ria<m«  or  the 
equivalent  of  such  stated  Ingredients  be  em¬ 
ployed. 

I,  therefore,  particularly  point  out  *»d  distinct¬ 
ly  claim  as  my  Invention: —  95 

1.  A  lubricating  composition  comprising  a  min¬ 
eral  lubricating  oil  and  a  minor  amount,  based 
on  the  amount  of  such  mineral  oil,  of  halogenated 
petroleum  wax. 

2.  A  lubricating  composition  comprising  a  95 
mineral  lubricating  oil  and  from  an  effective 
amount  up  to  20%,  based  on  the  amnunt.  of  min¬ 
eral  oil.  of  halogenated  petroleum  wax. 

3.  A  lubricating  composition  comprising  a 
mineral  lubricating  oil  and  from  0.1%  to  about  29 
20%,  based  on  the  amount  of  mineral  oil,  of 
halogenated  petroleum  wax. 

4.  A  lubricating  composition  comprising  a 
mineral  lubricating  oil  and  from  about  1%  to 
about  5%,  based  on  the  amount  of  mineral  oil,  25 
of  halogenated  petroleum  wax. 

5.  A  lubricating  composition  comprising  a 
mineral  lubricating  oil  and  from  an  effective 
amount  to  about  20%,  based  on  the  amount  of 
mineral  oil,  of  halogenated  petroleum  wax. 
which,  before  halogenatlon,  has  a  melting  point 
of  from  about  50°  F.  to  about  150°  F. 

6.  A  lubricating  composition  comprising  a 
mineral  lubricating  oil  and  from  an  effective 
amount  to  about  20%,  based  on  the  amount  of  44 
mineral  oil,  of  halogenated  petroleum  wax.  which, 
before  halogenatlon,  has  a  melting  point  of 
about  130°  F. 

7.  A  liquid  lubricating  composition  which  Is  50 
essentially  a  mineral  lubricating  oil  and  which 
contains  from  about  0.1%  to  about  20%,  based 
on  the  amount  of  mineral  oil.  of  hfting»nBfrd 
paraffin  wax,  which  wax,  before  halogenatlon, 
has  a  melting  point  of  from  about  50°  F.  to  about  25 
150°  F. 
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No.  9423  Amos  T.  Knutson  et  al..  Appellants,  v.  John  w.  Wolfe, 
Administrator  de  bonis  non  of  Alfred  Henriksen,  et  al.. 
Appellees. 

No.  9424  AMOS  T.  KNUTSON  ET  AL.,  Appellants,  V.  Casper  W.  Ooms, 
Commissioner  of  Patents,  et  al.,  Appellees. 

No.  9425  Amos  T.  Knutson  et  al..  Appellants,  v.  Casper  W.  Ooms, 
Commissioner  of  Patents,  et  al.,  Appellees. 

amos  T.  Knutson  et  al..  Appellants,  v.  John  W.  Wolfe, 
Administrator  de  bonis  non  of  Alfred  Henriksen,  et  al.. 
Appellees. 

Amos  T.  Knutson  et  *al..  Appellants,  v.  Casper  W.  Ooms, 
Commissioner  of  Patents,  et  al.,  Appellees. 

No.  9428  Samuel  J.  Cohen  Appellant,  v.  Jimmiebel  Gallsworthy,  as 
Executrix  of  the  estate  of  the  deceased,  Benjamin  Galls¬ 
worthy,  et  al..  Appellees. 
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No.  9429  Samuel  J.  Cohen,  Appellant,  v.  John  W.  Wolfe,  Adminis¬ 
trator  de  bonis  non  of  Alfred  Henriksen,  et  al.  Appellees. 

No.  9430  Samuel  J.  Cohen,  Appellant,  v.  amos  T.  Knutson  et  al.. 
Appellees. 


REPLY  BRIEF  FOR  APPELLANT  SAMUEL  J.  COHEN 
In  Appeals  Nos.  9428,  9429,  9430 


The  Precise  Nature  of  the  Invention  in  Issue 

A  careful  reading  of  the  briefs  of  our  opponents  shows 
that  they  have  not  given  an  accurate  statement  of  the 
nature  of  the  invention  involved  on  these  appeals. 

Both  the  Gallsworthy  brief  and  the  Knutson  et  al. 
brief  create  the  impression  that  the  invention  in  issue  is 
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something  quite  different  from  what  it  really  is.  Specific¬ 
ally,  Gallsworthy  and  Knutson  et  al.  act  as  if  this  invention 
is  the  discovery  of  extreme  pressure  lubricating  properties 
in  chlorinated  paraffin  hydrocarbons  as  additives  to  lub¬ 
ricating  oil.  This  is  not  the  fact  The  invention  in  this 
case  is  the  discovery  that  non-volatile  materials  in  the 
chlorinated  paraffin  hydrocarbons  series  of  compounds  in 
admixture  with  mineral  lubricating  oil  are  miscible  and 
stable  thereby  providing  a  commercially  valuable  product. 

As  a  matter  of  fact,  the  only  material  in  this  series 
of  compounds  which  has  any  commercial  value  as  an 
additive  is  chlorinated  paraffin  wax.  This  is  the  material 
which  Mr.  Cohen  in  December,  1931,  used  in  admixture 
with  mineral  lubricating  oil  and  which  he  recognized  at 
the  time  as  being  of  value  because  of  its  non-volatility.  It 
is  also  the  material  which  is  covered  by  Count  1  of  Inter¬ 
ference  No.  78460. 

The  chlorinated  ethanes  and  chlorinated  propanes  re¬ 
ferred  to  by  Knutson  et  al.  are  useless  as  additives  be¬ 
cause  of  their  extreme  volatility.  For  the  same  reason, 
they  are  not  pertinent  to  the  counts  here  in  issue.  Further¬ 
more,  other  materials  such  as  chlorinated  mineral  oil 
(which  is  covered  specifically  by  some  of  the  counts)  are 
of  no  value  because  of  their  great  instability,  giving  off, 
as  they  do,  hydrochloric  acid  fumes  on  standing.*  It  is 
chlorinated  paraffin  wax  alone  which  has  the  valuable 
property  of  non-volatility,  coupled  with  miscibility  and 
stability  in  admixture  with  lubricating  oil. 

An  understanding  of  the  precise  nature  of  this  in¬ 
vention  is  necessary  because  it  bears  directly  on  the  proofs 
of  the  parties  and  on  the  ultimate  question  to  be  decided 

•Mr.  Cohen  testified:  “The  instability  of  that  type  of  product 
(i.  e.  the  chlorinated  mineral  oil)  is  so  great  that  it  just  wouldn’t  be  a 
commercial  product.  A  drum  of  such  basic  material,  after  standing  a 
short  time,  even  though  well  finished  in  the  plant,  would  give  off  hydro¬ 
chloric  acid  fumes.  The  customer  would  be  pretty  badly  frightened  if  he 
opened  a  drum  and  found  that  condition.”  (Jt.  App.  466) 
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by  the  Court.  By  acting  as  if  this  invention  involved  a 
fundamental  discovery  as  to  the  extreme  pressure  lubricat¬ 
ing  properties  of  chlorinated  bodies,  Gallsworthy  and 
Knutson  et  al.  pretend  to  claim  something  they  did  not 
invent.  By  so  doing  they  may  hope  to  broaden  the  scope 
of  the  claims  which  they  seek  and  at  the  same  time  to 
minimize  the  early  work  of  Mr.  Cohen  in  December,  1931, 
directed  specifically  to  the  inventive  concept  here  in  issue. 

The  difficulty  with  Gallsworthy’s  and  Knutson  et  als’ 
position  is  that  the  evidence  in  this  case  directly  contra¬ 
dicts  the  assumption  on  which  it  is  based.  The  simple  fact 
is  that  none  of  the  parties  to  these  appeals  can  claim  to 
have  discovered  the  extreme  pressure  lubricating  proper¬ 
ties  of  chlorinated  paraffin  hydrocarbons.  The  Mougey 
and  Allmen  article  in  the  November  11,  1931  issue  of 
National  Petroleum  News  (Jt.  App.  639)  clearly  shows 
that  Mougey  and  Allmen  had  fully  investigated  these 
materials  as  well  as  other  chlorinated  bodies  and  had 
found  them  singularly  effective  in  admixture  with  mineral 
lubricating  oil  as  extreme  pressure  lubricants.  The  present 
invention  is  thus  an  improvement  on  the  fundamental 
discovery  of  Mougey  and  Allmen.  This  was  clearly  and 
frankly  recognized  by  Mr.  Cohen  in  December,  1931.  He 
testified : 

“My  conception  of  the  usefulness  of  the  chlori¬ 
nated  paraffin  in  this  field  came  about  through 
my  reading  an  article  in  the  ‘National  Petroleum 
News’,  discussing  extreme-pressure  lubrication, 
in  which  was  discussed  the  use  of  dichlorethyl 
ether  and  carbon  tetrachloride.  It  seemed  a  rea¬ 
sonably  good  chance  that  my  chlorinated  paraffin 
would  perform  the  same  service  but  having  the 
very  large  advantage  of  being  non-volatile.”  (Joint 
App.  438  and  440) 

Mr.  Cohen’s  own  statement  of  his  invention  cor¬ 
responds  precisely  with  what  the  Patent  Office  later  found 
as  the  novel  feature  of  the  claims  here  in  issue.  This  is 
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not  true  of  either  Gallsworthy  or  Knutson  et  al.,  both  of 
whom  in  their  patent  applications  and  in  their  proofs  and 
briefs  lay  stress  on  the  extreme-pressure  lubricating  prop¬ 
erties  of  the  chlorinated  bodies  and  ignore  the  fact  that 
the  non-volatility  of  the  additive  is  the  essence  of  the 
invention.  Incidentally,  it  is  worth  noting  that  whenever 
the  Patent  Office  passed  on  what  was  new  and  patentable 
in  this  case  they  invariably  held  that  the  novelty  lay  in 
the  non-volatility  of  the  additive,  citing  the  Mougey  and 
Allmen  article  to  show  that  the  extreme-pressure  lubricat¬ 
ing  properties  of  these  materials  were  known. 

The  significance  of  this  is  that  it  shows  that  we  are 
dealing  here  with  an  inventive  act  the  essence  of  which 
is  to  put  into  a  new  and  commercially  valuable  form  a 
product  the  general  properties  of  which  had  been  made 
known  by  others.  This  is  precisely  the  kind  of  situation 
which  the  Court  of  Customs  and  Patent  Appeals  had  be¬ 
fore  it  in  Larson  &  Campbell  v.  Eicher,  49  F.  2d  1029.  As 
pointed  out  in  our  main  brief,  the  invention  in  that  case 
related  to  a  medicinal  agent,  the  therapeutic  properties 
of  which  w’ere  known.  The  Patent  Office  had  held  that  in 
order  to  reduce  the  invention  to  practice  it  was  necessary 
to  subject  the  medicinal  agent  to  a  test  to  determine 
whether  it  possessed  therapeutic  value.  The  Court  of 
Customs  and  Patent  Appeals  disagreed  with  this  view, 
stating  that  where  the  therapeutic  properties  of  the  in¬ 
gredients  were  known  the  only  requirements  for  a  re¬ 
duction  to  practice  is  to  produce  a  tablet.  The  Court  at 
page  1031  said : 

“We  are  unable  to  agree  with  either  of  the 
i  tribunals  below  relative  to  the  requirements  for  a 
successful  reduction  of  the  invention  to  practice. 

It  appears  from  the  record  that,  in  the  manu¬ 
facture  of  his  tablets,  appellee  used  cod-liver  oil 
extracts  known  as  ‘Gaduol’  and  ‘Jeccorar,  which 
were  in  extensive  use  commercially  and  known 
to  possess  therapeutic  properties.  So,  the  real 
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problem  confronting  appellee  was  to  put  the  active 
extractives  of  cod-liver  oil  into  the  form  of  a  dry 
medicinal  agent.  Having  conceived  this  idea  and 
having  actually  produced  cod-liver  oil  tablets,  it 
was  not  necessary  that  any  given  number  of  the 
tablets  contain  a  particular  quantity  of  active  ex¬ 
tracted  ingredients  of  cod-liver  oil.  The  counts 
are  not  so  limited.” 

In  precisely  the  same  way,  since  the  lubricating  prop¬ 
erties  of  the  chlorinated  paraffin  hydrocarbons  were  made 
known  by  Mougey  and  Allmen  on  November  11,  1941,  it 
was  only  necessary  in  the  present  case  to  make  the  non¬ 
volatile  product  in  order  to  reduce  the  invention  here  in 
issue  to  practice. 

The  Patent  Office  and  the  District  Court  accepted 
the  fact  that  Mr.  Cohen  had  the  concept  of  using  chlori¬ 
nated  paraffin  in  lubricating  oil  in  December,  1931,  and 
that  he  made  the  non-volatile  composition  at  that  time 
by  adding  small  amounts  of  chlorinated  paraffin  wax 
to  mineral  lubricating  oil.  These  facts  fully  meet  the 
requirements  of  a  reduction  to  practice  under  the  Larsen 
&  Campbell  v.  Eicher  doctrine  and  establish  that  Mr. 
Cohen  reduced  the  invention  of  Court  1  of  Interference 
No.  78460  to  practice  in  December,  1931.  He  is  thus  the 
first  inventor  of  the  subject  matter  of  that  count  since 
he  is  earlier  than  any  other  party  and  any  art  of  record. 

The  Lincoln  et  al.  Patent 

An  interesting  fact  to  be  noted  in  connection  with 
the  Gallsworthy  brief  and  the  Knutson  et  al.  brief  is  the 
manner  in  which  they  attempt  to  deal  with  the  Lincoln  et 
al.  Patent  1,945,615.  This  patent  was  filed  in  the  Patent 
Office  on  July  14,  1932  and  discloses  (but  does  not  claim) 
an  extreme-pressure  lubricant  consisting  of  a  small  amount 
of  chlorinated  paraffin  wax  and  mineral  lubricating  oil. 
In  other  words,  as  we  have  shown  in  our  main  brief,  the 
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disclosure  of  this  patent  is  precisely  the  same  as  the  in¬ 
vention  which  is  covered  by  Count  1  of  Interference  No. 
78460. 

The  fact  of  the  matter  is  that  the  Lincoln  et  al.  patent 
is  prior  art  to  all  the  parties  on  these  appeals  and  it  is 
incumbent  upon  the  three  parties,  Cohen,  Gallsworthy,  and 
Knutson  et  al.,  to  establish  a  reduction  to  partice  of  this 
invention  prior  to  the  filing  date  of  the  Lincoln  et  al. 
patent  on  July  14,  1932. 

Knutson  et  al.  try  to  cope  with  this  situation  by  taking 
the  position  that  while  Gallsworthy  and  Cohen  must 
antedate  the  Lincoln  et  al.  patent  they,  for  some  reason 
which  is  not  explained,  need  not  do  so.  Their  brief  is  quite 
puzzling  on  this  point.  On  page  8  under  the  heading  “Con¬ 
tentions  by  Knutson  et  al.”  they  state  that  the  Lincoln 
patent  is  a  reference  against  each  and  every  count  here 
in  issue.  With  this  statement  we  quite  agree.  However, 
on  page  18  they  state: 

“Knutson  et  al.  has  shown  an  actual  reduction  to 
practice  as  of  August  4, 1932  on  the  basis  of  which 
'  the  party  Morell  et  al.  was  awarded  priority  as 
to  Count  1  of  interference  No.  78460.  That  reduc¬ 
tion  to  practice  is  earlier  than  any  art  of  record 
applicable  to  any  of  the  counts.”* 

To  say  the  least,  this  is  a  perfectly  astonishing  state¬ 
ment.  By  Knutson  et  al.’s  owm  admission  the  Lincoln  et  al. 
patent  is  prior  art  as  of  its  filing  date  on  July  14, 1932.  It 
obviously  follows  that  the  reduction  to  practice  claimed 
by  Knutson  et  al.  on  August  4,  1932  cannot  and  does  not 
antedate  the  Lincoln  et  al.  patent.  It  is  therefore  not  true, 
as  stated  by  them,  that  the  Knutson  et  al.  reduction  to 
practice  on  August  4,  1932  “is  earlier  than  any  art  of 
record  applicable  to  any  of  the  counts.”  On  the  contrary, 
it  is  true  that  the  Knutson  et  al.  “reduction  to  practice” 
is  subsequent  to  the  Lincoln  et  al.  patent  and  therefore 
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they  are  not  the  first  inventors  of  Count  1  of  Inter¬ 
ference  No.  78460. 

Gallsworthy  of  necessity  deals  with  the  Lincoln  et  al. 
patent  in  a  quite  different  manner  since  he  cannot  possibly 
antedate  this  patent  as  a  reference.  The  Gallsworthy  ap¬ 
plication  was  filed  on  December  9, 1932,  almost  six  months 
after  the  filing  of  the  Lincoln  et  al.  patent  application. 
Gallsworthy  takes  the  position  that  this  patent  does  not 
have  a  clear  disclosure  of  the  subject  matter  of  the  in¬ 
vention  involved  in  these  appeals.  However,  as  pointed 
out  in  our  main  brief,  Gallsworthy  had  no  difficulty  in 
understanding  the  disclosure  of  Lincoln  et  al.  patent  in 
his  brief  at  final  hearing  in  the  Patent  Office.  As  has 
been  pointed  out,  Gallsworthy  stated  at  that  time  that 
“the  patentee  (i.  e.  Lincoln  et  al.)  clearly  disclosed  hydro¬ 
carbon  lubricating  oil  plus  1%  chlorinated  wax  and  the 
wax  referred  to  in  the  specification  was  described  as  a 
hydrocarbon  wax  with  a  melting  point  of  about  130°  F., 
which,  of  course,  is  a  paraffin  wax.” 

A  reading  of  the  Gallsworthy  brief  filed  on  these 
appeals,  however,  shows  that  Gallsworthy  is  none  too  sure 
of  the  effectiveness  of  his  change  of  position  with  respect 
to  the  Lincoln  et  al.  patent.  He  weakly  concludes:  “If  the 
Lincoln  and  Henriksen  patent  is  a  bar  to  Gallsworthy 
securing  the  claims  or  any  of  them  (and  this  we  do  not 
admit)  it  is  likewise  a  bar  to  both  appellants.”  As  we 
have  seen,  the  Lincoln  et  al.  patent  is  not  a  bar  to  Cohen 
by  reason  of  the  evidence  as  to  his  conception  and  re¬ 
duction  to  practice  of  the  invention  in  December,  1931, 
over  six  months  prior  to  the  filing  date  of  the  Lincoln 
et  al.  patent. 

Cohen’s  Disclosure  to  The  Texas  Company, 

Assignee  of  The  Gallsworthy  application 

A  portion  of  the  Gallsworthy  brief  deals  with  an 
“inferential  accusation”  that  Gallsworthy  derived  the  in- 
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vention  of  Count  1  of  Interference  78460  from  Cohen. 
Actually,  Cohen  does  not  accuse  Gallsworthy  of  appropriat¬ 
ing  this  invention.  Gallsworthy  was  employed  by  The  Texas 
Company  and  we  recognize  that  disclosures  can  be  made 
to  a  large  corporation  at  the  same  time  that  an  employee 
of  that  company  might  independently  make  the  same  in¬ 
vention.  We  do  call  attention,  however,  to  the  evidence 
in  this  case  which  shows  that  Cohen  wrote  The  Texas 
Company  disclosing  this  invention  on  August  9,  1932.  The 
earliest  date  on  which  Gallsworthy  can  rely  is  December  9, 
1932,  some  six  months  after  Cohen’s  disclosure  to  The 
Texas  Company.  The  significance  of  this  evidence  is  not 
that  Gallsworthy  derived  this  invention  from  Cohen  but 
that  this  evidence  is  a  further  link  in  the  chain  making 
it  impossible  for  Gallsworthy  to  claim  that  he  is  the  first 
inventor  of  Count  1  of  Interference  No.  78460.  It  is  diffi¬ 
cult  to  see  how  Gallsworthy  can  claim  to  be  a  first  in¬ 
ventor  when  Cohen  disclosed  the  invention  to  Gallsworthy’s 
employer  some  six  months  prior  to  Gallsworthy’s  earliest 
date. 
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Conclusion 

We  submit  that  the  evidence  shows  that  neither  Galls- 
worthy  nor  Knutson  et  al.  is  the  first  inventor  of  Count  1 
of  Interference  No.  78460  since  neither  of  them  can  ante¬ 
date  the  Lincoln  et  al.  patent  as  a  reference.  We  further 
submit  that  the  evidence  shows  (and  this  was  accepted 
by  the  District  Court  and  the  Patent  Office)  that  Cohen 
conceived  and  made  the  composition  of  matter  of  Count 
1  of  Interference  No.  78460  in  December,  1931,  prior  to 
any  other  party  and  prior  to  the  effective  date  of  the 
Lincoln  et  al.  patent.  He  is  thus  the  first  inventor  of  the 
subject  matter  of  Count  1  of  Interference  No.  78460  and 
is  entitled  to  a  patent  embodying  such  count. 

As  to  the  technical  requirements  of  a  reduction  to 
practice,  we  submit  that  under  the  Larsen  &  Campbell  v. 
Eicher  doctrine,  this  is  the  type  of  case  where  the  act  of 
making  the  composition  completes  the  inventive  act  and 
joins  conception  with  an  actual  reduction  to  practice.  How¬ 
ever,  even  though  this  is  not  accepted,  Mr.  Cohen  is  still 
entitled  to  priority  of  invention  because  he  was  diligent 
in  perfecting  and  adapting  his  invention  until  he  filed  his 
application  on  July  28,  1933.  On  this  score  he  has  shown 
extraordinary  diligence  and  activity  in  making  his  in¬ 
vention  known  and  in  getting  it  accepted  by  manufactur¬ 
ers  in  this  field.  The  fact  that  Quaker  State  Oil  and 
Refining  Corporation  were  willing  to  purchase  substantial 
amounts  of  the  chlorinated  paraffin  wax  for  incorporation 
with  their  lubricating  oil  is  the  best  evidence  as  to  Cohen’s 
efforts  in  perfecting  his  invention. 

We  submit,  therefore,  that  the  following  conclusions 
should  be  reached: 

1.  Cohen  was  the  first  to  conceive  and  reduce  to 
practice  the  invention  of  Count  1  of  Civil  Action  19,801 
(Interference  No.  78460) ;  that,  being  the  first  to  conceive, 
he  was  also  diligent  in  perfecting  and  adapting  his  in¬ 
vention  and  in  filing  his  patent  application;  and  that  the 
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judgment  of  the  District  Court  authorizing  the  Commis¬ 
sioner  of  Patents  to  issue  a  patent  to  Gallsworthy  in  re¬ 
spect  to  this  count  should  be  reversed  and  the  Commission¬ 
er  of  Patents  authorized  to  issue  said  patent  to  Cohen. 

2.  In  respect  to  Count  2  of  Civil  Action  20,053,  Counts 
1,  2  and  3  of  Civil  Action  23,873,  Counts  1,  2  and  3  of  Civil 
Action  23,874  and  Counts  1,  2  and  5  of  Civil  Action  23,872, 
the  judgments  of  the  District  Court  dismissing  the  com¬ 
plaints  and  counterclaim  therein  should  be  affirmed  and 
the  subject  matter  of  these  counts  returned  to  the  juris¬ 
diction  of  the  Patent  Office  for  further  proceedings  con¬ 
sistent  with  the  adjudication  of  this  Court  as  to  the  first 
inventor  of  County  1  of  Civil  Action  19,801  (Interference 
No.  78460). 
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